Google 


This  is  a  digital  copy  of  a  book  that  was  preserved  for  general ions  on  library  shelves  before  il  was  carefully  scanned  by  Google  as  part  of  a  project 

to  make  the  world's  books  discoverable  online. 

Il  has  survived  long  enough  for  the  copyright  to  expire  and  the  book  to  enter  the  public  domain.  A  public  domain  book  is  one  that  was  never  subject 

to  copyright  or  whose  legal  copyright  term  has  expired.  Whether  a  book  is  in  the  public  domain  may  vary  country  to  country.  Public  domain  books 

are  our  gateways  to  the  past,  representing  a  wealth  of  history,  culture  and  knowledge  that's  often  diflicult  to  discover. 

Marks,  notations  and  other  marginalia  present  in  the  original  volume  will  appear  in  this  file  -  a  reminder  of  this  book's  long  journey  from  the 

publisher  to  a  library  and  finally  to  you. 

Usage  guidelines 

Google  is  proud  to  partner  with  libraries  to  digitize  public  domain  materials  and  make  them  widely  accessible.  Public  domain  books  belong  to  the 
public  and  we  are  merely  their  custodians.  Nevertheless,  this  work  is  expensive,  so  in  order  to  keep  providing  this  resource,  we  have  taken  steps  to 
prevent  abuse  by  commercial  parlies,  including  placing  technical  restrictions  on  automated  querying. 
We  also  ask  that  you: 

+  Make  non-commercial  use  of  the  plus  We  designed  Google  Book  Search  for  use  by  individuals,  and  we  request  that  you  use  these  files  for 
personal,  non-commercial  purposes. 

+  Refrain  from  automated  querying  Do  not  send  automated  queries  of  any  sort  to  Google's  system:  If  you  are  conducting  research  on  machine 
translation,  optical  character  recognition  or  other  areas  where  access  to  a  large  amount  of  text  is  helpful,  please  contact  us.  We  encourage  the 
use  of  public  domain  materials  for  these  purposes  and  may  be  able  to  help. 

+  Maintain  attribution  The  Google  "watermark"  you  see  on  each  file  is  essential  for  informing  people  about  this  project  and  helping  them  find 
additional  materials  through  Google  Book  Search.  Please  do  not  remove  it. 

+  Keep  it  legal  Whatever  your  use,  remember  that  you  are  responsible  for  ensuring  that  what  you  are  doing  is  legal.  Do  not  assume  that  just 
because  we  believe  a  b<x>k  is  in  the  public  domain  for  users  in  the  United  States,  that  the  work  is  also  in  the  public  domain  for  users  in  other 

countries.  Whether  a  book  is  still  in  copyright  varies  from  country  to  country,  and  we  can't  offer  guidance  on  whether  any  specific  use  of 
any  specific  book  is  allowed.  Please  do  not  assume  that  a  book's  appearance  in  Google  Book  Search  means  il  can  be  used  in  any  manner 
anywhere  in  the  world.  Copyright  infringement  liability  can  be  quite  severe. 

About  Google  Book  Search 

Google's  mission  is  to  organize  the  world's  information  and  to  make  it  universally  accessible  and  useful.  Google  Book  Search  helps  readers 
discover  the  world's  hooks  while  helping  authors  ami  publishers  reach  new  audiences.  You  can  search  through  I  lie  lull  text  of  this  book  on  I  lie  web 
at|http  :  //books  .  qooqle  .  com/| 


DENNIS  &  CO.,  INC 

Law  Book  Publishers 

251   MAIN   STREET 

BUFFALO  3.  N.Y. 


1U 


1 


M 


t 


>\ 


V 

< 


^3^2 


^lA^sl/ 


REPORTS 


QP 


CASES  ARISING  UNDER 


Letters  Patent 


FOR  INVENTIONS, 


DETERMINED  IN  THE 


^jjJ^r  Courts  of  the  United  States. 


COMMENCED  BT 


SAMUEL    S.  FISHER, 


AND  COMPLETED  BT 


JOHN  E.  HATCH  AND  ROBERT  H.  PARKINSON. 


VOLUME  VI. 


CINCINNATI : 
ROBERT  CLARKE  &  CO, 

>874- 


Entered  according  to  an  Act  of  Congress, 
In  the  year  one  thousand  eight  hundred  and  seventy-four, 
ROBERT  CLARKE  &  CO. 
In  the  office  of  the  Librarian  of  Congress,  at  Washington. 


JUDGES 


OF    THI 


Courts   of    the   United    States 


Whose  Opinions  are  Reported  in  this  Volume. 


SUPREME  C<j>URT. 

Hon.  Salmon  P.  Chase,* 

"  Samuel  Nelson,* 

u  Nathan  Clifford, 

"  Noah  H.  Swayne, 

"  Wir.i  iam  Strong, 

"  Joseph  P.  Bradley, 

"  Ward  Hunt. 


first  circuit. 

Hon.  George  F.  Sheplby, 
44     John  Lowell. 


SECOND  CIRCUIT. 

Hon.  Lewis  B.  Woodruff, 
Samuel  Blatchford, 
Charles  L.  Benedict. 


<i 


u 


*  Deceased. 


IV  JUDGES. 


THIRD  CIRCUIT. 

Hon.  William  McKknnan, 
John  T.  Nixon. 


u 


FOURTH  CIRCUIT. 
Hon.  D.  C.  Humphreys. 

SIXTH  CIRCUIT. 

Hon.  Halmer  H.  Emmons, 
44      Philip  B.  Swing, 
44     John  W.  Longyear, 
44      Bland  Ballard. 

SEVENTH  CIRCUIT. 
Hon.  Henry  W.  Blodgett. 

EIGHTH  CIRCUIT. 
Hon.  Samuel  Treat. 

NINTH  CIRCUIT. 
Hon.  Lorenzo  Sawyer. 


ii- 


TABLE   OF   CASES. 


TABLE  OF  CASES 


A. 

American  Button-Hole  and 
Overseaming  Co. — Cha- 
bot  v 71 

American  Nicolson  Pave- 
ment Co,  v.  City  of  Eliz- 
abeth       ....     424 

American  Saddle  Co.  v. 
Hogg       ....     67 

Anderson — Masury  i\     .      457 

Aultman  v.  Holley      .      .   534 


B. 

Bachelder  v.  Moulton     . 
Beard — McComb  v.     . 
Blake  v.  Rawson     . 
Blake  v.  Robertson 
Blandy  v.  Griffith 
Bliss  v.  City  of  Brooklyn 
Bokee — Carlton  v. 
Boston  and  Fairhaven  Iron 

Works— Child  v.    .     . 
Bridge  v.  Brown     . 
Brown — Bridge  v.     . 
Brown — Haven  v. 
Brown  v.  H inkle v 
Brown — Piper  v.     .      .     . 
Buck — Roberts  Vi 
Butterfleld — Gallahue  v.    . 

C. 

Calhoun — Wooster  v. 
Carlton  v.  Bokee      .     . 


488 

254 

74 
509 

434 

289 

40 

606 
236 
236 

4*3 
37o 
240 

325 
203 


5H 
40 


Cartter — Westlake  v.      .      519 
Chabot  v.  American  But- 
ton-Hole and  Overseam- 
ing Co 71 

Chase  v.  Wesson  .       517 

Chicago  Manufacturing  Co. 

— Dane  v.       .       .  130 

Child  v.  Boston  and  Fair- 
,  haven  Iron  Works     .     .  606 
City  of  Brooklyn — Bliss  v.  289 
City  of  Elizabeth — Ameri- 
can Nicolson  Pavement 

Co.  v 424 

Clapp — Forsyth  v.       .       .528 
Clipper  Mower  and  Reaper 

Co. — Wheeler  v.     .  1 

Conover  v.  Mers  .      .  506 

Cooper — Renwick  v.  31 

Corning— Troy   Iron   and 

Nail  Factory  v.     .     .     .     85 
Cross — Dennis  v.    .     .     .     138 


D. 

Dane  v.  Chicago  Manufac- 
turing Co. 

Dane  v.  Illinois  Manufac- 
turing Co. 

Decker  v.  Grote 

Decker  v.  New  York  Belt- 
ing and  Packing  Co.    . 

Dennis  v.  Cross 

Dodge  &  Stevenson  Manu- 
facturing Co.— Kirby  v. 


130 

124 
H3 

374 
138 

156 


VI 


TABLE    OF    CASES. 


Dodge  &  Stevenson  Manu- 
facturing Co. — Marsh  v.  562 

Dorsey  Harvester  Revolv- 
ing-Rake Co.  v.  Marsh     387 

Draper  v.  Hudson       .       .  327 

E. 

Eickemeyer  Hat-Blocking 

Machine  Co.  v.  Pearce  219 
Elm  City  Co.  v.  Wooster  452 
Emerson  v.  Si  mm  .  .  2S1 
Emmons — Kendrick  v.  .  462 
Erie  Railway  Co. — Loco- 
motive Engine  Safety 
Truck  Co.  v.  187 

Evarts  v.  Ford  .     587 

F. 

Fay  8c  Co. — Smith  v.  .  446 
Fitzgerald — Lake  v.  .  .  420 
Ford — Evarts  v.  .  .  .  587 
Forsyth  r.  Clapp      .     .     .528 

G. 

Gallahue  v.  Butterfield  .  203 
Gardner  v.  Goodyear  Den- 
tal Vulcanite  Co.  .  329 
Garrett — Robertson  v.  .  278 
Gear  v.  Grosvenor  .  .  .314 
Gear  v.  Holmes  .  \  .  595 
Gill — Wells  v.     .      .      .       574 

Gill— Wells  r 89 

Goodyear  Dental  Vulcanite 

Co. — Gardner  v.  .  \  329 
Gorham  Manufacturing  Co. 

v.  White  ....  94 
Gould — Rees  v.  .  .  106 
Greely,  ex  parte  .  .  .  575 
Griffith — Blandy  v.  .  .  434 
Grosvenor — Gear  v.  .  .  314 
Grotc — Decker  v.  143 

Guidet  v.  Palmer      ...     82 


H. 

Hall — Sarven  v.  .  .  495 
Hamilton  v.  Ives  .  .  .  244 
Hammond  v.  Mason   and 

Hamlin  Organ  Co.  599 

Haven  v.  Brown  .  413 

Hawley — Mitchell  v.  331 

Hill — Robertson  v.  .  .  465 
Hinkley — Brown  v.  .  370 
Hogg — American    Saddle 

Co.  v.  % 67 

Holley — Aultman  v.  .  534 
Holmes — Gear  v.  .  .  595 
Hudson — Draper  v.  327 

Hyndman — Roots  t?.     .     .  439 

I. 

Illinois  Manufacturing  Co. 

— Dane  n.  .       124 

Ingels  v.  Mast  .       .  415 

Ives — Hamilton  v.     .  244 


J- 


343 


Jones  v.  Sewall 

K. 
Kendrick  v.  Emmons  462 

King  v.  Louisville  Cement 

Co 336 

Kirby  v.  Dodge  and  Steven- 
son Manufacturing  Co.     156 

L. 

Lake  v.  Fitzgerald       .       .  420 
Lockwood — Richardson  v.  454 
Locomotive  Engine  Safety 
Truck  Co.  v.  Erie  Rail- 
way Co 187 

Louisville    Cement   Co. — 
King  v.  336 

M. 
McComb  v«  Beard  .  254 

McCormick — Wheeler  t\     551 


V 


X: 


TABLE    OF    CASES. 


Vll 


McKay  v.  Wooster  .  375 

McLanahan — Nellis  v.     .     286 
Marsh  v.  Dodge  and  Steven- 
son Manufacturing  Co.     562 
Marsh — Dorsey  Harvester 

Revolving-Rake  Co.  v.  387 
Marsh — Seymours.  .  115 
Mason  and  Hamlin  Organ 

Co. — Hammond  v.  599 

Mast — Ingels  v.  .      .415 

Masury  v.  Anderson  ^  .  457 
Mers — Conover  v.  .  .  506 
Mitchell  v.  Hawley  .  .  331 
Moon — Piper  v.  .     .  180 

Moulton — Bachelder  t?.    .    488 

N. 

Nellis  v.  McLanahan  286 

Newell — Union  Paper-Bag 

Machine  Co.  v.  ...  582 
New    York    Belting    and 

Packing  Co. — Decker  v.  374 
Nichols — Smith  v.  .  .  61 
Nixon — Union  Paper-Bag 

Co.  v 402 

O. 
O'Connor — Smith  v.     .     .  469 

P. 

Palmer — Guidet  v.      .  82 

Passaic  Zinc  Co.— Weth- 

erill  v 50 

Pearce — Eickemeyer  Hat- 
Blocking  Machine  Co.  v.  2 1 9 
Piper  v.  Brown  240 

Piper  v.  Moon  .180 

Potter  v.  Thayer      .  603 

Prior— Smith  v.    .       .  469 

•  R 

Rawson — Blake  v.  74 

Rees  v.  Gould  .    *  .  106 


3i 

454 
509 

278 
465 

268 

325 
293 
439 
293 


495 

268 

343 
"5 

35 

281 


Renwick  v.  Cooper   . 
Richardson  v.  Lockwood 
Robertson — Blake  t\ 
Robertson  v.  Garrett 
Robertson  v.  Hill 
Robertson    v.    Secombe 

Manufacturing  Co. 
Roberts  v.  Buck 
Roberts  v.  Ryer     .     . 
Roots  v.  Hyndman 
Ryer — Roberts  v.     . 

S. 

Sarven  v.  Hall 

Secombe    Manufacturing 
Co. — Robertson  v. 

Sewall — Jones  v. 

Seymour  v.  Marsh     . 

Shantz — Stuart  v.     .     .     . 

Simm — Emerson  v.  "  .     . 

Singer  Manufacturing  Co. 
v.  Union  Button-Hole 
and  Embroidery  Co. 

Smith  v.  Fay  &  Co.      .      . 

Smith  v.  Nichols 

Smith  v.  O'Connor 

Smith  v.  Prior     . 

Smith  v.  Woodruff  . 

Stuart  I?.  Shantz 

Sturges  v.  Van  Hagen     . 

T. 

Thayer — Potter  v.      .      .      603 
Troy  Iron  and  Nail  Factory 
v.  Corning  .      .     .     85 

U. 

Union  Button-Hole  and 
Embroidery  Co. — Singer 
Manufacturing  Co.  v.     .  480 

Union  Paper-Bag  Co.  v. 
Nixon  402 


480 
446 
61 
469 
469 
476 

35 

572 


Vlll 


TABLE   OF    CASES. 


Union  Paper-Bag  Machine 
Co.  v.  Newell  .      .  58a 

V. 

Van  Hagen — Sturges  v.       572 

W. 

Wells  v.  Gill  .  .  .  574 
Wells  v.  Gill  ....  89 
Wells,  Crittenden  &  Co. — 

Wood  v.  382 

Wesson — Chase  v.  .  517 

Westlake  v.  Cartter       .       519 


Wetherill  v.  Passaic  Zinc 
Co.        .       ....     50 

Wheeler  v.  Clipper  Mower 

and  Reaper  Co.      .      .         1 
Wheeler  v.  McCormick     .  551 
White — Gorham  Manufac- 
turing Co.  v.  .      -94 
Wood  v.  Wells,  Crittenden 

&Co 382 

Woodruff— Smith  v.  .  .  476 
Wooster  v.  Calhoun  .  514 
Wooster — Elm  City  Co.  v.  452 
Wooster— McKay  v.     .     .  375 


PREFACE 


This  volume  was  commenced  by  Hon.  Samuel  S. 
Fisher,  under  an  arrangement  by  which  the  undersigned 
were  to  assist  him  in  its  preparation.  The  cases  to  be  re- 
ported were  selected  by  him,  and  a  little  less  than  one-third 
of  the  volume  had  been  prepared  for  the  press  under  his 
supervision,  when  his  death  devolved,  upon  them  the  re- 
sponsibility of  carrying  on  and  completing  it.  This  has 
been  done,  so  far  as  possible,  in  conformity  to  the  original 
plan.  The  more  legitimate  engagements  of  the  profession, 
rendered  unusually  pressing  by  Mr.  Fisher's  sudden  with- 
drawal, have  been  made  to  jrield  to  the  purpose  of  com- 
pleting the  volume  with  such  accuracy,  fullness,  and  thor- 
oughness, that  it  might  not  prove  an  unworthy  companion 
of  its  predecessors.  This  brings  the  series  of  reports 
down  to  the  beginning  of  the  present  year. 

•John  E.  Hatch, 
Robert  H.  Parkinson. 

Cincinnati,  November  20,  1874. 
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This  series  of  reports  closes  upon  the  completed  life 
of  its  author.  It  has  already  become  one  of  the  many  in- 
strunrfcntalities  through  which  an  earnest  life  survives  the 
grave,  and  continues  to  impress  itself  upon  the  world. 

Samuel  Sparks  Fisher,  the  son  of  Dr.  James  C. 
Fisher  and  Eliza  S.  Fisher,  was  born  near  the  site  of  the 
present  village  of  Centerville,  St.  Joseph  county,  Michi- 
gan, April  ii,  1832.  Most  of  his  early  life  was  spent  in 
New  York,  Philadelphia,  and  vicinity.  His  father  was  for 
some  years  professor  of  chemistry  in  the  University  of 
New  York,  and  was  afterward  associated  with  Prof.  Morse 
in  his  electro-magnetic  experiments.  The  child  was  much 
in  his  father's  laboratory,  and  early  developed  a  taste  for 
chemistry,  and  mechanics,  and  acquired  a  familiarity  with 
them,  which  he  afterward  carried  with  conspicuous  advan- 
tage into  his  profession.  After  a  year  in  the  preparatory 
school  at  West  Point,  some  other  miscellaneous  schooling, 
and  two  years'  experience  as  shop-boy  in  New  York,  he 
entered  the  high  school  in  Philadelphia,  where  his  parents 
were  then  residing.  Here,  outstripping  his  own  class,  he 
carried  off  the  honors  irom  the  next  preceding  class. 
Meanwhile  he  was  carefully  training  his  powers  as  a  de- 
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bater,  and  various  short  serials,  sketches,  and  scraps  of 
verse,  of  about  this  date,  testify  to  the  activity  of  his  pen. 
The  next  three  years  after  graduation  from  the  high  school 
he  taught  in  Philadelphia,  at  the  same  time  studying  law 
in  the  office  of  Hon.  Francis  Wharton.  Thence  he  went 
to  Cincinnati,  where,  after  a  few  months'  studentship  in  the 
office  of  Taft,  Keys  &  Perry,  he  was  admitted  to  the  bar. 
Commencing  in  the  more  general  practice,  he  soon 
turned  his  attention  particularly  to  patent  law,  a  brauch  of 
the  profession  which  had  been  very  little  cultivated  in  the 
Wet>t.  His  natural  aptitude  for  chemical  and  mechanical 
science,  further  developed  by  early  training ;  his  quick 
perception  and  power  of  analysis,  distinguishing  with  re- 
markable facility  and  accuracy  the  principles  involved  in 
the  various  inventions  brought  into  comparison  ;  his  ready 
and  tenacious  memory ;  his  comprehensive  grasp  and  sub- 
tile apprehension  of  legal  principles,  and  the  ardor  of  his 
application,  which  knew  no  fatigue,  soon  made  him  a 
master,  both  of  the  law  and  of  the  subject-matter  to  which 
it  was  to  be  applied.  His  facility  and  clearness  of  pre- 
sentation made  him  sometimes  appear  almost  a  master  of 
the  courts.  Without  weariness  or  worriment,  he  passed 
lightly,  almost  playfully,  through  the  difficulties  which 
yield  to  most  men  only  after  protracted  and  painful  labor. 
While  yet  young  in  years,  he  had  become  established  in 
an  extensive  and  most  responsible  practice.  He  married, 
in  1856,  Miss  Aurelia  Crossette,  who,  with  a  daughter 
and  a  son,  live  to  mourn  him.  When,  during  the  civil 
war,  Ohio  was  threatened  with  invasion,  Mr.  Fisher  en- 
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tered  the  national  service,  and  was  appointed  colonel  of 
the  138th  regiment  of  Ohio  National  Guards.  Upon 
taking  the  field,  he  was  almost  immediately  intrusted  with 
the  command  of  a  brigade.  At  the  close  of  his  term  of 
enlistment,  after  four  months  active  service,  he  returned  to 
the  practice  of  his  profession.  His  conspicuous  reputation 
as  a  patent  lawyer  led  Hon.  J.  D.  Cox,  when  Secretary  of 
the  Interior  under  Gen.  Grant,  to  suggest  his  appointment 
as  Commissioner  of  Patents.  He  accepted  the  appoint- 
ment, and  occupied  this  position  from  the  spring  of  1869 
until  about  the  close  of  the  year  1870.  His  administration 
in  the  Patent  Office  marked  a  new  era  in  its  history.  It 
was  thoroughly  reorganized,  and  its  rules  of  practice  re- 
modeled. He  was  active  and  largely  instrumental  in 
securing  the  revision  of  the  patent  laws  enacted  in  1870. 
He  introduced  the  system  of  competitive  examinations 
and  promotion  on  the  score  of  qualifications,  steadfastly 
resisting  the  solicitations  of  political  office-brokers  and 
dispensers  of  patronage.  This  was  the  first  practical  ap- 
plication of  civil  service  reform,  which  was  soon  carried 
throughout  the  Department  of  the  Interior.  The  result  is 
known.  This  policy  of  the  Secretary  encountered  such 
a  determined  opposition  that  he  felt  compelled  to  retire, 
and  the  Commissioner  immediately  resigned.  The  Patent 
Office  still  feels  the  impulse  of  his  short  but  efficient  ad- 
ministration. Col.  Fisher  was  now  thirty-nine  years  of 
age,  and  already  stood  unchallenged  in  the  foremost  rank 
of  his  profession. 

The  demand  for  his  services  was  such  that  his  circuit 
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became  the  country,  and  within  a  year  of  his  resignation 
he  was  retained  in  cases  in  almost  all  the  larger  cities 
from  Boston  and  New  York  to  New  Orleans  and  San 
Francisco.  This  obliged  him  to  spend  much  of  his  time 
in  traveling  from  place  to  place,  but  such  was  his  power  of 
application  that  every  moment  so  spent  was  utilized,  and 
he  invariably  returned  with  his  mind  replenished  rather 
than  exhausted.  In  1872  he  formed  a  partnership  with 
Gen.  Duncan,  under  the  firm  style  of  Fisher  &  Duncan. 
Gen.  Duncan  opened  an  office  in  New  York,  while  Col. 
Fisher  continued  to  make  Cincinnati  his  headquarters, 
paying  frequent  visits  to  the  New  York  office.  From  the 
time  of  his  retirement  from  the  Patent  Office  to  the  close 
of  his  life,  his  progress  was  rapid  and  unbroken.  It  was 
while  thus  in  the  full  tide  of  prosperity,  surrounded  by  all 
that  could  make  life  attractive y  and  with  unusual  capabili- 
ties  for  appreciating  and  enjoying  it,  that-he  was  surprised 
by  sudden  death.  He  had  planned  a  summer  excursion 
down  the  Susquehanna,   in    an   open   boat,   accompanied 

a 

only  by  his  oldest  son,  Robbie,  a  boy  about  ten  years  of 
age.  Launching  their  boat  at  Elmira,  N.  Y.,  they  pro- 
ceeded leisurely  down  the  river,  reading,  writing,  and 
sketching  as  they  went.  A  short  distance  below  Harris- 
burg  are  the  Conewago  Falls.  They  approached  these  on 
August  14,  1874,  anc*  were  last  seen  just  above  them.  An 
hour  after,  some  of  their  effects,  found  floating  below, 
carried  the  first  intimation  of  their  fate.  The  remains  of 
father  and  son  were  afterward  recovered,  and  now  lie  side 
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by  side  in  Spring  Grove  Cemetery,  near  the  city  of  their 
home. 

The  preparation  of  this  series  of  reports  was  but  inci-# 
dental  to  Col.  Fisher's  professional  labors.  He  had  felt 
the  need  of1  such  a  compilation,  and,  with  characteristic 
energy,  set  about  making  it  for  his  own  use.  He  com- 
menced with  an  edition  of  a  few  copies.  This  was  in- 
creased at  the  request  of  other  members  of  the  profession, 
and  the  work  gradually  grew  upon  his  hands. 

Eminent  as  he  was  in  his  profession,  he  accomplished 
more  outside  of  it  than  would  fill  the  measure  of  an  ordi- 
nary life.  A  constant  and  most  efficient  worker  in  relig- 
ious and  philanthropic  enterprises,  contributing  generously 
of  both  time  and  money,  often  in  ways  that  escaped  the 
observation  of  his  most  intimate  friends ;  felicitous  and 
forcible  in  the  advocacy  of  any  cause  that  appealed  to 
his  broad  sympathies;  an  accomplished  gentleman,  of 
wide  and  various  information,  exceedingly  attractive  in 
his  social  qualities,  and  of  irrepressible  spirit  and  humor, 
his  life  became  a  light  and  power  in  the  community  where 
he  lived.  He  stood  before  the  courts  thoroughly  intrenched 
in  the  law,  and,  by  his  clearness  of  apprehension  and  state- 
ment, swept  away  the  mists  that  obscured  to  other  minds  • 
the  subject  of  controversy. 

With  a  boldness  and  self-reliance  that  delighted  in  a 
vigorous  opposition,  he  was  never  harsh  or  acrimonious. 
In  the  court-room,  when  addressing  miscellaneous  assem- 
blies, in  his  office,  in  society,  or  in  his  home,  his  buoyancy 
and  genial  good  humor  never  deserted  him.     Everywhere 
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they  communicated  themselves  to  those  about  him.  His 
presence  robbed  labor  of  its  tedium. 

His  genius  was  of  a  kind  that  crystallized  whatever 
it  touched  into  success.  As  the  advocate  at  the  bar,  as 
the  speaker  upon  the  platform,  as  the  compiler  of  reports, 
as  the  missionary  worker,  as  the  military  commander  in 
the  field,  and  as  the  executive  officer  in  the  Patent  Office, 

the  result  was  the  same.     Measured  by  his  professional 

* 

reputation  and  the  public  lamentation  over  his  death,  he 
fras  a  great  man.  But  measured  by  the  impression  he 
made  upon  the  lives  about  him,  the  philanthropic  work  he 
accomplished,  and  the  secret  sorrow  of  those  who  mourn 
the  loss  of  a  friend  and  support  "whose  place  they  can  not 
supply,  he  was  a  greater. 


j 


CASES 


Arising  upon   Letters   Patent   for    Inventions, 


DETERMINED 


IN    THE 

Courts    of   the    United     States. 


Cyrenus  Wheeler,  Jr.- 

vs. 

The    Clipper    Mower    and    Reaper    Company.      In 

Equity. 

■ 

It  is  not  necessary,  in  order  to  give  validity  to  a  patent,  that  the  patentee 
should  reduce  the  invention  to  practical  use  before  the  patent  is  ob- 
tained. 

It  is  sufficient  If  he  has  perfected  his  invention,  and  is  able  to  furnish  to 
the  Patent  Office,  such  specifications  and  model  as  the  lawTequires. 

After  the  patent  has  been  granted,  the  patentee  is  not  bound  to  construct 
the  patented  device,  in  order  to  preserve  his  patent. 

Patents  may  be  granted  for  combinations,  some  of  the  elements  of  which 
are  old  and  some  are  new;  and  whatever  is  new  may  also  be  sepa- 
rately secured  to  the  inventor,  although  such  new  part  may  be  of  no 
practical  use  whatever,  except  in  the  combination  described,  or  some 

similar  combination. 

• 

Where  a  patentee  has,  in  his  original  patent,  claimed  several  devices  in 
combination,  and  the  separate  devices  are  in  fact  new  and  useful,  and 
shown  in  the  original  specifications,  drawings,  or  model,  he  is  entitled 
VOL.   VI — I 


SOUTHERN    DISTRICT    OF   NEW    YORK. 


Wheeler  v.  Clipper  Mower  and  Reaper  Co. 


to  secure  the  exclusive  use  of  each  device  separately  by  one  or  more 
reissues. 

Where  a  patentee,  in  his  original  patent,  claims  a  combination  of  several 
devices,  he  may  reissue  and  claim  the  devices  separately,  if  new  and 
useful,  although  the  aggregate  combination  claimed  in  the  original 
patent  was  not,  by  itself,  useful,  or  was  even  impracticable;  provided 
the  reissue  points  out  how  the  devices,  thus  separately  claimed,  may  be 
reduced  to  practical  use. 

The  right  of  the  patentee  to  protection  is  not  to  be  tested  by  the  question, 
whether,  in  a  6tate  of  the  arts,  subsequent  to  his  patent,  his  invention, 
without  improvement,  would  be  deemed  of  any  value. 

A  machine  can  not  be  pronounced  useless  or  impracticable  because  it  is 
susceptible  of  improvement. 

The  reissued  patents  Nos.  875,  877,  and  879,  granted  Cyrenus  Wheeler,  Jr., 
January  3,  1860,  as  reissues  of  the  patent  granted  said  Wheeler,  Decem- 
ber 5,  1854,  and  the  reissued  patent  No.  2,610,  gra<  ted  May  14, 1867,  as 
a  reissue  of  reissued  patent  No.  876,  a  branch  of  the  original  Wheeler 
patent  of  1854;  and  reissue  No.  2,632,  granted  May  28,  1867,  a  reissue 
of  the  patent  granted  said  Wheeler,  February  6,  1855,  all  for  "  im- 
provements in  grain  and  grass  harvesters,"  are  valid  and  not  antici- 
pated by  any  prior  machine  or  invention  shown  in  this  suit. 

The  socket-piece  (marked  "  M  "  in  the  reissue),  supporting  the  inner  end 
of  the  cutter-bar,  and  described  in  the  original  patent  of  December, 
1854,  had  its  under  surface  curved  or  rounded  up  at  its  front,  as  is 
shown  by  the  Patent  Office  model,  and  the  subsequent  addition  of  the 
curved  toe  was  an  improvement,  though  such  a  one  as  ordinary 
mechanical  judgment  would  suggest,  without  the  aid  of  invention. 

The  Wheeler  patent  of  1854  derives  no  aid  or  support  from  the  patent  of 
February,  1855.     Each  patent  must  stand  or  fall  by  itself. 

Inasmuch  as  the  other  substantial  .^features  of  Wheeler's  invention  were 
appropriated,  the  omission  of  the  caster-wheel  can  not  be  said  to  con- 
stitute the  Clipper  machine  a  new  machine  in  organization  and  mode 
of  operation,  though  it  be  conceded  that  its  omission  is  an  improve- 
ment. 

A  patent  for  a  device  can  not  be  avoided,  by  dividing  it  into  two  parts, 
which,  when  combined,  produce  the  same  result,  in  substantially  the 
same  way. 

A  device  is  not  less  an  equivalent  of  another,  merely  because,  superadded 
to  all  the  functions  of  such  other,  it  may  perform  a  further  office. 

Still  less  does  it  fail  to  be  the  equivalent  of  another,  because,  while  per- 
forming all  the  functions  of  such  other,  it  performs  one  of  them  more 
effectively  or  better. 

Although  the  Clipper  machine  contains  a  decided  improvement  upon  the 
arrangement  of  levers  claimed  in  reissue  No.  2,632,  whereby  what  is 
in  substance  two  levers  may  be  operated  with  a  single  hand,  yet  the 
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mechanical  construction  and  mode  of  operation  of  such  lever  is  sub- 
stantially the  same  as  Wheeler's  two  levers,  and  is  an  infringement. 

•  

(Before  Woodruff,  J.,  Southern  District  of  New  York,  September,  1872.) 

Two  suits.     Final  hearing  on  pleadings  and  proofs. 

Suits  brought  upon  reissues  of  two  letters  patent  granted  Cyre- 
nus  "Wheeler,  Jr.,  for  "  improvements  in  grain  and  grass  harvest- 
ers." The  first  dated  December  5,  1854,  was  reissued  January 
3,  i860,  in  five  divisions,  numbered  respectively  875,  876,  877, 
878,  879.  Of  these  reissues,  No.  876  was  again  reissued  May  14, 
1867,  as  No.  2,610.  The  second  patent  dated  February  6,  1855, 
was  reissued  June  5,  i860,  as  No.  971,  and  again,  May  28,  1867, 
as  No.  2,632. 

The  bill  in  the  first  suit  alleged  infringement  of  reissues  Nos. 
875,  2,610,  and  2,632.  The  bill  in  the  second  suit  alleged  infringe- 
ment of  reissues  Nos.  877  and  879. 

The  defendants,  in  their. answer,  denied  infringement ;  that  the 
reissues  were  for  the  same  inventions  as  the  original  patents ;  that 
the  machine  described  in  the  original  patent  of  1854  was  ever 
used,  or  was  ever  capable  of  successful  use,  and  that  Wheeler 
was  the  first  and  original  inventor  of  the  devices  claimed  ;  but 
alleged  that  the  same  were,  prior  to  the  date  of  Wheeler's  inven- 
tion, known  to  other  persons,  and  described  in  various  patents 
and  rejected  applications,  and,  among  a  large  number  of  others, 
in  the  patent  of  Obed  Hussey,  December  31,  1833;  the  patent 
of  William  F.  Ketchum,  February  10,  1852,  and  the  rejected  ap- 
plication of  Edwin  P.  Cavett,  filed  in  1852. 

The  engraving,  No.  1,  is  a  sketch,  representing  the  material 
parts  of  the  drawing  accompanying  the  original  Wheeler  patent 
of  December  5,  1854,  and  will  be  readily  understood  when  ex- 
amined in  connection  with  the  specifications  annexed. 

Specification  of  Wheeler  patent  of  December  5,  1854  : 

"  Be  it  known,  that  I,  Cyrenus  Wheeler,  Jr  ,  of  Poplar  Ridge,  in  the  town 
of  Venice,  county  of  Cayuga,  and  State  of  New  York,  have  invented  and 
made  certain  new  and  useful  improvements  on  a  machine  for  harvesting 
grain  and  grass,  and  I  do  hereby  declare  that  the  following  is  a  full  and 
exact  description  of  the  construction  and  operation  of  the  same,  reference 
being  had  to  the  accompanying  drawings  making  part  of  this  specifica- 
tion, in  which — 

"  Fig.  1  is  a  perspective  view  of  the  machine. 

*'  Fig.  2,  of  the  arched  bar  and  half  of  joint. 
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"  F'8-  3t  of  socket,  standard,  quadrant,  and  corresponding  half  of  joint. 

"  Figs.  4  and  5,  longitudinal  sections  01  cutter-bar  or  arm,  with  knife  or 
cutler  and  spring. 

"  Fig.  6,  cutter- spring. 

"  Fig.  7,  perspective  view  of  table  or  apron  for  holding  the  grain. 

a  are  the  side  pieces  of  the  frame  attached  to  the  shaft,  *,  of  the  driv-. 
ing-wheel  by  boxes,  r,  in  which  the  shaft  revolves  The  side-pieces,  a,  ex- 
tend forward  of  the  driving-wheel,  d,  sufficient  distance  to  attach  a  tongue 
by  a  roller,  e,  which  admits  of  the  tongue  moving  freely  up  or  down, 
thereby  enabling  the  machine  to  adjust  itself  freely  to  the  inequalities  of  the 
ground.  The  side-pieces,  a,  extend  back  from  the  driving-wheel  sufficient 
distance  to  admit  of  a  cross-piece,  /,  and  to  give  sufficient  space  for  the 
caster-wheel,  g,  to  move  freely  on  its  spindle,  A,  between  the  cross-piece 
and  the  connecting-rod  /.  d  is  the  driving-wheel  of  the  machine,  which 
is  firmly  attached  to  the  shaft  b.  /  is  a  rim  attached  to  the  inside  of  the 
arms,  A,  of  the  driving-wheel,  d,  and  having  cogs,  /,  on  its  internal  sur- 
face, which  gear  into  a  pinion,  n,  which  pinion  is  attached  to  a  shaft,  w, 
on  which  is  also  fastened  a  face-wheel,  o,  which  face-wheel  gears  into  the 
pinion,  p,  which  pinion  is  firmly  attached  to  the  shaft,  g,  at  one  end,  and 
at  the  other  is  attached  to  a  wheel,  r,  in  which  is  inserted  a  wrist,  which 
serves  as  a  crank. 

"  The  shafts,  ri  and  g,  are'  supported  by  boxes  attached  to  the  frame- 
work, in  which  they  freely  revolve;  t  is  a  wheel  of  the  same  size  as  the 
driving-wheel,  and  Is  attached  to  the  shaft,  b,  which  projects  sufficiently 
far  through  the  side-piece,  a,  to  admit  of  the  wheel's  revolving  freelv.out- 
side  of  the  frame-work.  The  wheel  revolves  freely  on  the  shaft,  as  its 
axle,  without  inteifering  with  the  motion  of  the  driving-wheel,  while  it 
serves  to  keep  the  machine  in  an  upright  position  ;  «  is  the  driver's  jseat, 
elevated  above  the  driving-wheel,  and  supported  by  its  legs,  v ;  ju  is  an 
arched  bar  passing  over  and  on  the  outside  of*  the  hinder  part  of  the  side- 
pieces  of  the  frame,  n,  to  which  it  is  attached  by  bolts,  *,  passing  through 
both,  and  admitting  of  the  top  of  the  arch,  w,  being  turned  backward  or 
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forward  as  on  hinges  or  pivots  by  the  lever,  y,  which  is  firmly  bolted  to  the 
top  of  the  arch,  w,  and  extends  forward  on  the  inside  of  the  driving-wheel 
to  the  inside  forward  leg,  &,  to  which  it  is  secured  by  a  guide  and  pins. 
z  is  a  socket  with  the  half  of  a  rule-joint,  a,  a,  attached  to  its  correspond- 
ing half  at  the  end  of  the  arched  bar,  w,  by  a  bolt  passing  through  both: 
dj  by  is  a  quadrant  attached  firmly  to  the  inner  side  of  the  socket,  *,  and 
passes  by  and  close  to  a  similar  one,  c,  c,  attached  to  the  end  side  of  the 
arched  bar,  tv,  thereby  strengthening  and  supporting  the  joint,  a,  a  ;  d,  d, 
is  a  standard,  firmly  attached  at  its  base  or  lower  end  to  the  socket,  z,  and 
at  its  upper  end  is  perforated  with  a  hole,  to  which  is  attached  a  chain  or 
rope,  e,  0,  which  pisses  around  the  pulley,  fif,  on  the  top  of  the  arched 
bar,  w,  and  is  carried  forward  to  the  lever,  g,  g,  which  lever  is  attached  at 
its  lower  end  by  a  bolt  to  the  middle  piece,  5,  s,  of  the  frame,  admitting  of 
the  upper  end  of  the  lever  being  moved  backward  or  forward ;  A,  A,  cutter- 
bar,  composed  of  an  upper  and  lower  portion,  with  sufficient  space  left  be- 
tween for  the  admission  of  the  fcnives  or  cutters,  *,  /,  and  a  spring,  0,  0, 
between  the  knife  or  cutter  and  the  bed-piece  or  lower  half  of  the  cutter- 
bar,  A,  k.  j\j,  points  of  the  stationary  or  upper  portion  of  the  cutters'; 
*,  >fr,  bolts  passing  through  both  parts  of  the  cutter-bar,  A,  A,  and  through 
the  knives  or  cutters,  /,  t\  and  through  the  spring,  0,  0,  the  knives  or  cut- 
ters, /,  1,  moving  on  the  bolts,  A,  A,  as  on  a  pivot.  The  shanks  of  the  cut- 
ters, 1,  1,  extend  back  of  the  bar,  A,  A,  far  enough  to  admit  of  attaching 
the  driving-rod,  /,  /,  to  them  by  bolts  or  pins ;  i  is  a  connecting-rod  com- 
posed of  two  parts,  with  a  screw  admitting  of  its  being  lengthened  or  short- 
ened at  pleasure.  One  end  of  the  rod  is  attached  to  the  driving-rod,  /,  /, 
by  a  joint,  and  the  other  to  the  crank  or  wrist,  s ;  g  is  a  caster-wheel;  A 
is  a  spindle  and  straps  or  legs  which  support  the  wheel,  the  spindle  pass- 
ing through  the  arm,  r,  r,  which  arm  is  bolted  at  the  other  end  firmly  to 
the  cross-piece,  f. 

"  Figs.  2  and  3  are  detached  views  of  the  arm  and  socket  when  united 
at  m,  *»,  by  a  bolt.  A  strong  joint  is  made  similar  to  a  rule-joint,  which 
admits  of  the  outer  end  of  the  cutter-bar,  A,  A,  rising  or  falling  with  the 
inequalities  of  ground  when  in  use.  The  arch,  w,  is  united  to  the  hind 
part  of  the  side-pieces,  a,  by  bolts  at  x,  which  admits  of  the  top  of  the 
arch  being  rolled  -on  the  bolts  backward  or  forward.  Figs.  4  and  5  are 
longitudinal  sections  of  the  cutter-bar — fig.  4  being  a  representation  of 
the  upper  surface  of  the  under  half  or  portion  of.  the  bar,  and  fig.  5,  the 
under  part  of  the  upper  portion  or  half  of  the  bar.  The  points  or  station- 
ary cutters,  / ,  /,  are  made  concave  on  their  under  side,  for  the  purpose  of 
giving  a  better  fit  to  the  cutting  edges  of  the  movable  cutters  or  knives,  /,  1, 
which  knives  have  a  concave  surface  on  their  upper  part,  from  their  point 
to  a  short  distance  back  of  the  bolts  on  which  thev  turn 

44 »,  »,  show  the  upper  portion  of  the  guards  or  braces,  which  guards 
are  fastened  to  the  under  side  of  the  under  portion  or  half  of  the  cutter- 
bar,  and  are  curved  upward  and  meet  the  points  of  the  upper  or  stationary 
cutters,  to  which  they  are  united  by  rivets  or  screws,  sufficient  space  being 
left  between  the  two  for  the  free  play  of  the  movable  cutters.  0,  0,  repre- 
sent a  curved  spring  of  steel,  with  a  hole  through  the  middle  for  the  ad- 
mission of  the  bolt  on  which  the  movable  cutter  turns.  At  one  end  of  the 
spring,  0,  0,  is  a  slot,  /,  /*,  which  serves,  by  means  of  a  pin  in  the  lower 
part  of  the  cutter-bar,  to  keep  the  spring  0,  0,  in  position.  The  spring, 
0,  0,  by  its  form  and  position  under  the  movable  cutter,  /,  1,  serves  to  press 
the  upper  or  cutting-edge  firmly  against  the  under  surface'of  the*upper,por- 
tion  of  the  cutter-bar,  A,  Ay  and  its  stationary  points  or  cutters,  j\j. 

"The  figs.  4  and  5,  when  united  at  each  end  by  bolts  or  rivets,  sufficient 
space  being  left  between  the  two  for  inserting  the  knife  or  cutter  and 
spring,  forms  the  cutter-bar,  which  is  firmly  bolted  to  the  socket,  r,  by 
bolls  passing  through  the  hole,  q*  q^  and  corresponding  holes,  y,  gy  in  the 
socket,  z  The  cutters,  /,  /,  are  beveled  from  the  upper  edges  downward 
and  inward,  making  a  sharp  shear-edge  on  both  sides/     The  upper  orsta- 
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tionary  cutters  or  points, y,y,  are  beveled  upward  and  inward,  so  as  to  pre- 
sent a  sharp  corner  for  the  movable  cutter  to  operate  against. 

44  Fig  7  is  a  representation  of  the  table  or  apron  for  receiving  the  grain 
when  cut,  and  bolts  or  fastens  to  the  under  side  of  the  cutter-bar,  Ay  k. 

The  cutter-bar,  A,  A,is  composed  of  two  bars  of  iron  of  similar  width 
and  thickness,  bolted  or  riveted  together,  with  their  flat  surfaces  parallel  to 
each  other,  a  space  being  left  between  them  by  inserting  blocks  or  pieces 
of  metal,  and  the  stationary  cutter  may  be  welded  to  the  upper  bar,  or 
fastened  to  it  by  rivets  or  bolts. 

44  The  wheel,  /,  being  constructed  partly  of  wood  and  partly  of  iron,  or 
wholly  of  iron,  and  so  fitted  to  the  shaft  as  to  play  freely  on  it,  as  its  axle, 
without  interfering  with  the  motion  of  the  driving-wheel,  the  face-wheel, 
o,  and  the  pinions,  m  and  /,  should  be  of  such  size,  as,  combined  with  the 
driving-wheel,  </,  will  give  from  twenty-five  to  thirty  revolutions  of  the 
crank  or  wrist.  5,  to  one  of  the  driving-wheel. 

44  The  crank-shaft,  g,  should  be  of  sufficient  length  to  bring  the  crank  or 
wrist,  5,  in  direct  line  with  driving-rod,  /,  /. 

44  The  arched  bar,  w,  should  be  composed  of  iron.  The  ends  of  the 
arched  bar,  w,  on  its  inside,  should  be  made  straight,  and  parallel  to  each 
other. 

44  The  spring  is  bert  in  a  curved  or  arched  form,  o,  o.  so  the  ends  of  the 
spring  may  rest  on  the  lower  part  of  the  cutter-bar,  A,  k,  and -the  center  of 
the  spring  press  against  the  under  portion  of  the  knife  or  cutter,  /,  i. 

u  I  also  fasten  to  the  top  of  the  arch,  w,  a  lever,  y,  of  iron  or  wood, 
which  extends  forward  and  passes  through  a  guide  attached  to  the  inside 
forward  leg,  v,  and  is  confined,  at  any  required  height,  by  pins  passing 
through  the  guide  and  leg  The  caster-wheel,  g%  is  composed  uf  iron, 
from  ten  to  sixteen  inches  in  diameter,  with  a  rim  from  two  to  three  inches 
wide,  which  is  placed  in  a  strong  stand  or  legs  ofy  with  a  spindle,  hy  at- 
tached, which  spindle  passes  through  an  arm  or  socket,  r,  r.  The  arm  or 
socket,  r,  r,  is  composed  of  iron  of  a  curved  form,  and  of  sufficient  length 
to  admit  the  caster-wheel,  g,  playing  freely  on  its  spindle  under  it,  without 
interfering  with  the  cross-piece,  /",  to  which  the  arm  is  firmly  bolted. 

44  The  apron  or  grain-table  is  composed  of  a  light  framework,  covered 
with  boards,  which  may  be  made  to  correspond  in  length  to  the  cutting 
portion  of  the  cutter-bar,  //,  A,  and  may  be  fastened  to  the  cutter-bar,  when 
desired,  by  bolts — the  width  of  the  table  being  made  sufficient  to  catch  the 
falling  grain,  which  may  be  raked  from  it  by  a  man  riding  on  the  ma- 
chine. 

44  In  operating  the  machine  the  oft-horse  travels  near  the  standing  grass. 
The  movable  cutters,  /,  /,  by  their  position  under  the  stationary  points  or 
cutters,  j\j\  and  by  being  firmly  pressed  against  the  corners  or  edges  of 
them  by  the  springs,  o,  o.  as  they  move  to  and  from  their  bolts  in  the  arc 
of  a  circle,  cut  freely  and  easily  all  grass  or  herbage  coming  between  the 
points  and  cutters — the  machine  cutting  equally  well  the  coarsest  or  finest 
and  softest  grass,  not  being  liable  to  clog  or  buff  in  thick  fine  herbage,  and 
cutting  equally  well  at  the  fastest  or  slowest  walk  of  the  team,  the  arched 
bar  and  socket  being  supported  and  kept  from  pressing  too  hard  upon  the 
ground  by  the  caster- wheel,  g. 

44 The  caster-wheel  also,  by  its  support,  admits  of  the  machine  being 
turned  short  round,  avoiding  the  necessity  of  backing  the  team  when 
coming  out,  and  setting  it  at  the  corners  of  the  standing  grass.  The  cut- 
ter-bar, /t,  A,  in  the  movement  of  the  machine  forward,  rises  and  falls  be- 
yond the  joint,  a,  a,  adjusting  itself  to  the  inequalities  of  the  ground.  By 
the  lever,  y,  attached  to  the  arch,  w,  the  driver  can  raise  or  depress  the 
points  of  the  cutters.  /.  /,  and  j\j\  the  arch,  w,  turning  on  its  bolt,  *,  as 
on  a  hinge,  for  the  purpose  of  cutting  off  higher  or  lower,  or  for  the  pur- 
pose of  passing  any  obstruction  met  with,  without  leaving  his  seat;  and 
in   like  manner  can,  by  the  aid  of  the  perpendicular  lever,  g,  g,  and  its 
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connections,  the  chain,  e,  e,  the  pulldy,  /",  /*,  and  the  standard,  d,  d,  raise 
the  outer  end  of  the  cutter-bar,  k,  h,  to  any  required  height,  and  sustain 
it  there,  for  the  purpose  of  passing  obstructions,  or  for  the  convenience  of 
moving  from  one  field  or  place  of  operation  to  another. 

44  Having  thus  fully  described  my  improved  machine,  I  would  state  that  I 
do  not  claim  the  driving-wheel,  face-wheel,  or  pinions,  the  boxes  or  shafts 
of  the  same. 

41  Neither  do  I  claim  the  connecting-rod  of  two  parts,  or  the  driving- 
bar,  nor  claim  the  double-edged  movable  pivoted  cutters,  or  shears  as  piv- 
oted in  the  center,  and  placed  on  the  top  of  the  stationary  or  fixed  ones, 
or  the  cutter-bar  as  heretofore  constructed  by  others. 

"  Neither  do  I  claim  the  seat  for  the  driver,  or  the  table  for  receiving  the 
grain.     I  do  not  claim  the  caster-wheel,  as  such  alone,  but, 

"  What  I  do  claim  as  my  invention,  and. desire  to  secure  by  letters  pat- 
ent, is : 

44  The  hanging  the  cutter-bar,  A,  A,  provided  for  the  purpose,  with  a 
a  socket,  z>  to  one  extremity  of  the  arched  bar,  w,  by  means  of  joints,  <i,  a, 
and  segments,  b,  b,  c,  c,  said  arch  bar,  being  in  its  turn  pivoted  in  *,  to 
the  main  frame,  a,  a,  all  for  the  purpose  of  giving  the  cutter-bar,  A,  A,  by 
means  of  levers^,  </,  </,  and  ^,  gy  a  motion  independent  of  the  frame,  and 
both  rotating  longitudinally  parallel  to  the  ground,  and  oscillating  radi- 
ally from  the  joints,  a,  a,  in  order  to  adapt  the  same  to  the  inequalities  of 
the  ground,  or  to  stop  its  action  at  pleasure,  as  described. 

44  Cyrbnus  Wheeler,  Jr." 

The  first  divisfon  of  the  reissue  No.  875  related  principally  to 
the  u  hinged  shoe,  M,"  and  its  combinations. 
It  contained  the  following  general  description: 

44  In  the  construction  of  a  grain  and  grass  harvester  known  as  a  4  com- 
bined reaper  and  mower/  there  are  many  essential  features  that  must  be 
adaptable  to  both  reaping  and  mowing,  the  condition  of  each  operation 
varying  with  the  material  to  be  cut,  and  the  nature  of  the  ground  over 
which  the  machine  is  to  be  operated.  In  cutting  grain,  the  cutters  are 
raised  a  considerable  distance  above  the  ground,  but  in  this  position  they 
must  be  under  the  easy  control  of  the  driver  or  operator;  whilst  in  cutting 
grass,  it  is  important  that  the  cutter  should  run  as  close  to  the  ground  as 
possible,  having  due  regard  to  their  security  from  striking  into  or  against 
any  intervening  obstacles.  To  make  a  mowing  machine  practical,  the  cut- 
ter-bar should  follow  the  undulations  of  the  ground  over  which  it  passes, 
without  being  influenced  by  the  inequalities  of  the  ground  over  which  the 
wheel  or  wheels  of  the  main  frame  may.be  passing,  and  to  make  it  thus 
follow  the  undulations  of  the  ground,  it  should  depend  upon  receiving  all 
its  vertical  movements  from  the  surface  of  the  ground  over  which  it  is,  for 
the  time  being,  passing,  whilst  its  forward  movement  only  is  controlled  by 
the  main  frame  To  construct  such  a  convertible  machine  as  will  adapt 
itself  to  both  the  cutting  of  grain  and  grass,  and  be  susceptible  of  the  nec- 
essary adjustments  for  each  separate  purpose,  constitutes  the  general 
characteristics  of  this  invention.  And  the  manner  in  which  the  machine 
is  constructed,  will  be  hereafter  fully  set  forth,  first  premising  that  there 
are  certain  principles  or  functions  in  the  organization  of  the  machine 
which  form  the  subject-matter  of  separate  applications  for  letters  patent, 
whilst  this  application  looks  to  the  construction  of  the  details  or  devices 
by  which  these  more  general  principles  are  carried  out,  and  the  manner  in 
which  I  have  combined  and  arranged  them  in  one  machine,  to  effect  the 
several  purposes  hereinafter  mentioned." 
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It  contained  also  the  following  description  of  the  u  hinged  shoe, 
M,"  which  will  be  readily  understood  when  read  in  connection 
with  the  engraving  No.  2,  a  fac-simile  of  Fig.  3  of  the  reissue7: 


"  To  the  rear  portion  of  the  main  frame  is  connected 
an  arm,  K,  which  carries  a  caster-wheel,  L,  by  means 
of  which  said  rear  portion  of  the  frame  is  mainly  sup- 
ported, and  may  he  raised,  and  held  up  if  desired;  the 
piece,  H,  and  the  shoe  or  socket,  M,  connected  to  it,  are 
also  supported  and  kept  from  pressing  too  hard  upon 
the  ground  by  the  caster- wheel,  L,  which  may,  by 
washers  placed  on  the  spindle,  be  made  to  support  these 
parts  at  any  given  height. 

'*  The  shoe,  M,  is  hinged  to  the  piece,  H,  by  a  pivot- 
bolt,  ky  which  stands  at  right  angles  to  the  pivots,  /,  of 
the  brace,  bar,  or  piece,  H,  so  that  the  shoe,  M,  and 
consequently  the  finger-bar  that  is  connected  to  it,  as 
will  be  hereafter  explained,  may  have  the  motions  inci- 
dent to  both  the  hinged  or  pivoted  points,  t  and  k  The 
shoe,  M,  as  more  distinctly  seen  at  fig.  3,  has  lugs,  /,  /, 
and  space,  m,  between  them,  into  which  the  end  of  the 
hinged  piece,  Ht  passes,  and  by  means  of  the  pivot-bolt,  £,  passing 
through  their  holes,  the  hinge  is  formed;  it  has  also  a  socket  or  recess,  », 
made  in  it,  for  receiving  the  end  of  the  finger-bar,  N  (^ig.  7),  said  finger- 
bar  being  firmly  bolted  to  said  shoe  by  bolts  passing  through  their  respect- 
ive holes,  0,  0,  o',  o',  therein. 

"To  the  shoe,  M,  is  connected' a  post  or  arm,  O,  to  the  upper  end  of 
which  is  fastened  a  rope  Or  chain,  />,  which  passes  around  a  friction- 
pulley,  &  on  the  piece,  H,  and  thence  to  a  lever,  P,  to  which  it  is  adjusted 
and  fastened." 


No.  2. 


The  claims  of  this  reissue  were  as  follows : 

*  "  I  claim  under  this  patent,  first,  in  combination  with  the  hinged-bar,  H, 
and  the  finger-bar,  the  intermediate  shoe,  M,  hinged  to  said  bar,  H,  sub- 
stantially in  the  manner  and  for  the  purpose  set  forth. 

44  I  also  claim,  in  combination  with  the  hinged-bar,  H,  a  lever  that,  when 
released,  allows  said  bar  to  freely  swing  around  its  pivoted  points,  and 
when  fastened,  holds  said  bar  firmly  in  its  adjusted  position,  as  described. 

44 1  also  claim  the  shoe,  M.  as  a  hinge  and  support  both,  to  the  cutter-bar, 
substantially  as  described.  * 

**  I  also  claim  the  socket  or  recess,  nf  in  the  shoe,  M,  for  the  reception 
of  the  finger-bar  substantially  as  described. 

44 1  also  claim,  in  combination  with  a  finger-bar  hinged  at  one  of  its 
ends  to  an  intermediate  piece,  also  hinged  to  the  main  frame,  an  elevating 
and  supporting  caster-wheel  for  carrying  that  end  of  the  machine  when 
adjusted  for  reaping  or  mowing,  substantially  as  described. 

*4 1  also  claim  the  combination  of  a'brace  or  support,  /,  on  the  shoe,  and 
a  similar  brace  or  support,  «,  on  the  bar,  H,  for  resisting  the  strain  on  the 
finger-bar,  when  reaping,  substantially  as  described,  or  for  transporting 
it  from  place  to  place. 

4'  I  also  claim  the  flexible  connection  for  elevating  the  outer  end  of  the 
finger-bar,  substantially  as  described." 


Reissue  No.  2,610  was  for  the  finger-bar. 
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It  contained  the  following  general  description : 

"To  adapt  a  harvesting  machine  to  the  mowing'of  grass,  it  is  necessary 
that  the  finger  and  cutter-bar  should  travel  close  to  the  ground,  and  not 
only  this,  but  that  thev  should  receive  all  their  vertical  movements  from 
the  ground  over  which  they  pass,  and  not  be  influenced  by  the  projections 
or  depressions  over  which  the  driving  wheel  or  wheels  are  passing.  But 
as  the  finger  and  cutter-bar  must  receive  their  advancing  movement  from 
the  main  frame,  its  organization,  and  connection  of  the  cutter  therewith 
must.be  such  as  to  allow  the  finger-beam  to  have  a  free  vertical  movement 
both  above  and  below  the  plane  over  which  the  driving-wheel  is  passing. 

"The  object  of  this  invention  is  to  cause  the  finger-beam  to  conform 
to  the  undulations  of  the  ground  independently  of  the  movement  of 
the  driving-wheels,  and  this  is  accomplished  by  employing  a  frame 
which  vibrates  about  the  axis  of  the  driving-wheels,  and  attaching  the 
finger-bar  to  one  corner  thereof,  and  attaching  the  draught  to  the  frame 
by  means  of  a  loose  or  hinged  connection.  The  gearing  which  drives 
the  cutter  is  so  arranged  about  the  axis  of  the  drive-wheels  as  a  driving- 
center  that,  as  the  corner  of  the  frame  to  which  the  finger-bar  is  at- 
tached, rises  and  falls,  the  driving  of  the  cutter  i6  not  disturoed.  The  fin- 
ger-bar is  attached  to  this  vibrating  frame  at  one  corner  by  a  hinge.  The 
propulsion  of  the  finger-bar  forward  is  effected  solely  by  this  hinge.  Thus, 
while  the  vibrating  frame  permits  the  finger-bar  attached  to  its  corner  to 
follow  the  ground,  the  hinge  propels  the  finger-bar,  ancj  permits  its  outer 
end  to  rise  on  said  hinge,  and  thus  a  floating  finger-beam  is  produced.  The 
gearing  consists  of  a  beveled" wheel  on  a  shaft  extending  from  the  inner 
side  of  a  rim  attached  to  the  driving-wheel  to  the  beveled  wheel  on  one 
end  of  the  crank-shaft,  by  which  the  cutter  is  vibrated,  and  thus  the  cutter 
vibrates  without  disturbing  the  relative  position  of  these  driving  parts.' 


it 


The  claim  was  as  follows : 

"  I  claim,  in  combination  with  a  harvester-frame  that  is  free  to  vibrate 
about  a  gear-center,  a  laterally  projecting  finger-bar,  so  hinged  to  one  end 
or  corner  of  said  frame,  as  to  permit  the  finger-bar  at  each  end  to  follow 
the  undulations  of  the  ground  over  which  it  is  drawn." 

The  claims  of  reissues  877  and  879  will  be  found  in  t«he  opinion 
of  the  court. 

The  second  patent,  granted  February  6,  1855,  was  applied  for 
in  September,  1854,  while  the  Jirst  •was  still  pending.  Engraving 
No.  3  is  a  sketch  of  the  Patent  Office  model,  filed  with  this  sec- 
ond application. 

The  disclaimer  and  claims  of  this  patent  were  as  follows : 

"Having  thus  fully  set  forth  my  improvements  in  the  foregoing  de- 
scription, I  will  proceed  to  state  my  claim. 

"  In  the  first  place,  I  do  not  claim  the  framework,  a  (fig.  1),  the  driving- 
wheel,  by  its  cogged  rim,  c,  shaft,  </,  pinion,  fy  face-wheel,  £*,  shaft,  #,  pin- 
ion, /,  shaft,  y,  crank-wheel,  k,  driver's  seat,  *,  raker's  seat,y,  connecting- 
rod,  g.  Neither  do  I,  in  this,  intend  to  disclaim  the  screw  /",  /*,  nuts,  <?,  o, 
arched  bar,  /,  and  its  pivotal*  attachment,  a,  b,  the  joint,  w,  quadrants,  *, 
socket,  o,  standard,  />,  caster-wheel,  r,  spindle,  s,  rod  and  chain,  /,  pulley, 
uy  lever,  v,  bail,  A,  A,  having  previously  invented  them  or  their  cquiva- 
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lents,  which  are  fully  set  forth  and  described  in  a  caveat  and  drawings  filed 
by  me  in  the  Patent  Office,  on  or  about  November  28,  1851,  and  Rtill  fur- 
ther described  in  a  specification,  model,  and  drawings  filed  in  the  same 
office  on  or  about  March  16,  1854. 


No.  3. 


"  But  what  I  do  claim,  and  desire  to  secure  by  letters  patent,  is  : 
"I  claim  the  combination  of  the  double-edged  cutters,  r,  r  (fig.  1),  with 
the  cutter-bar,  *,  *,  the  braces,  t,  t,  the  vibrating  cutters,  /,  /,  their  shanks, 
m,  m,  projections,  b,  n,  the  circular  ribs,  /,  (,  the  bolts,  p,  p,  the  spring,  a 
(rig  3),  the  holes,  g,  g-  (fig.  1),  I  he  ribs  rf(fig'  3),  the  cavities,  y,  y  (fig.  1), 
or  their  equivalents,  as  substantially  bet  forth,  the  whole  forming  the  cut- 
ting apparatus  of  the  machine. 

"1.  I  claim  the  revolving  or  track  rake,  consisting  of  its  frame,  1  (lis. 
1),  its  wheel.  3,  shaft,  4,  pinions,  7  and  10,  shaft,  6,  wheel,  5,  teeth,  8. 
apron,  2,  joint,  9,  and  cap,  n,  or  tlieir  equivalents,  arranged  and  com- 
bined substantially  as  set  forth." 

This  patent  was  twice  reissued  ;  the  second  time  as  No.  2,636. 
This  reissue  contained  the  following  general  description  : 

"  My  invention  relates  to  thai  class  of  machines  known  as  '  combined 
machines  ;'  that  is  to  say,  harvesting  machines  capable  of  cutting  grass  or 
grain  either,  and  that  can  be  changed  from  one  to  the  other  purpose  con- 
veniently When  cutting  glass,  the  machine  should  follow  as  closely  as 
possible  the  undulations  of  the  grnund ;  but  when  cutting  grain,  it  should 
carry  its  cutting  apparatus  above  the  surface  of  the  ground  To  make  a 
machine  equally  adaptable  to  hoth  these  purposes,  requires  that  it  should 
have  two  properties  that  would  seem  i  neon  si  sic  11I  with  each  other  in  one 
machine,  viz  :  the  property  of  adapting  itself  to  the  surface  of  the  ground 
over  which  it  is  passing  while  cutting  grass,  in  which  case  the  several 
parts  of  the  machine  must  have  motions  independent  of  each  other;  and, 
secondly,  the  property  of  being  elevated  above  the  g  ound  and  held  com- 
paratively rigid  in  such  elevated  position  when  cutting  grain ;  but  in  both 
conditions  to  be  under  the  control  of  the  driver  or  conductor,  who,  from 
his  scat,  can  elevate  or  depress  such  portions  of  the  machine  as  may  re- 
quire it  for  passing  obstructions,  or  for  cutting  at  a  greater  or  less  height 
above  the  surface  of  the  ground.  In  changing  such  a.  machine,  to  convert 
it  from  a  grain-cutting  to  a  grass-cutting  machine,  or  vice  versa,  some  of 
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its  parts  must  also  be  changed;  and  my  invention  relates  to  some  of  these 
parts,  also,  as  will  be  hereafter  set  forth,  as  they  perform  certain  functions 
important  in  their  particular  relations  and  conditions. 

"  Such  are  the  general  purposes  and  objects  of  my  invention.  Their 
specialities  will  be  more  fully  set  forth  hereafter,  as  well  as  the  several 
mechanical  devices  which  I  have  contrived  for  turning  the  machine  short 
around  at  the  end  of  the  swath,  for  strengthening  the  finger-bar  when  cut- 
ting grain,  and  making  it  lighter  for  cutting  grass,  and  for  a  track-clearer. 

"  My  invention  consists  in  so  combining  a  finder- bar  with  the  main 
frame  of  a  harvesting-machine,  and  with  levers,  or  their  equivalent  raising 
or  lowering  devices,  extending  to  within  reaching  distance  of  the  driver  or 
conductor  in  his  seat,  as  that  said  driver  or  conductor  from  his  seat  may 
raise  up  either  end  of  the  finger  or  cutter-bar,  independently  of  the  other 
end,  or  both  ends  at  once,  at  pleasure;  and  my  invention  further  consists 
in  the  use  of  a  platform,  which,  when  the  table  or  platform  is  used,  is  at- 
tached to  the  finger-bar,  and  removing  the  platform  when  the  machine  is 
converted  into  a  mower;  and  my  invention  further  consists  in  combining 
with  the  platform  or  table  a  caster-wheel,  so  hung  that  when  the  machine 
is  being  turned  around,  said  caster-wheel  will  elevate  the  platform,  and 
also  the  outer  end  of  the  finger- bar,  and  thus  prevent  them  from  striking 
against  any  projection,  or  being  wrenched,  strained,  or  broken ;  and,  in 
connection  with  the  platform  caster-wheel,  the  caster-wheel  in  the  rear 
end  of  the  main  frame,  when  they  bear  the  relative  position  substantially 
as  they  do  to  the  finger-beam  and  main  wheel,  as  represented;  and  my  in- 
vention further  consists  in  a  track-clearer,  that  is  caused  to  revolve-  by  gear- 
ing, and  so  located  that  in  backing  the  machine,  or  turning  it  around,  there 
will  be  no  danger  of  breaking  or  otherwise  injuring  said  track-clearer." 

The  claims  were  as  follows : 

"  1.  The  combination  of  a  vibrating  frame,  a  finger-bar  attached  to  one 
corner  or  end  thereof  by  a  hinge,  and  a  platform  in  rear  of  said  finger-bar, 
so  as  to  leave  an  unobstructed  space  for  the  delivery  of  the  grain  onto  the 
ground. 

44  7.  The  combination  of  a  vibrating  frame,  with  the  cutting  apparatus 
hinged  thereto,  a  driver's  seat,  and  an  arrangement  of  one  or  more  levers, 
whereby  the  driver,  in  his  seat,  can  raise  and  sustain  the  cutting  apparatus 
when  desired 

"  3  The  combination  of  a  finger-bar,  hinged  to  a  vibrating  frame,  an  1 
a  removable  platform  connected  with  the  said  frame  by  means  of  the 
finger-bar  only. 

44  4.  The  combination  of  a  hinged  finger-beam  and  a  side-delivery  plat- 
form, so  arranged  that  the  grain  may  be  delivered  from  the  platform  onto 
the  ground  out  of  the  way  of  the  horses  on  their  next  round. 

" 5.  The  combination  of  a  hinged  finger-beam,  a  lever  and  a  yielding 
or  linked  cpnnection,  extending  from  the  lever  to  the  vibrating  part  of  the 
machine  to  which  the  finger-beam  is  attached,  whereb)  the  inner  end  of 
the  finger-beam  is  raised  to  pass  obstacles  in  mowing,  and  raised  and  sus- 
tained in  reading. 

41  6.  The  combination  of  a  hinged  finger-beam,  a  lever,  a  yielding  or 
linked  connection  extending  from  the  lever  to  the  vibrating  part  of  the 
machine  to  which  the  finger-beam  is  attached,  and  the  seat  for  the  driver, 
whereby  the  driver  can  raise  the  inner  end  of  the  finger-beam  to  pass  ob- 
stacles in  mowing,  and  raise  and  sustain  the  same  in  reaping. 

"  7.  The  combination  of  a  hinged  finger-beam  with  an  auxiliary  draught- 
rod  or  bar  attached  to  the  inner  end  of  the  hinged  finger-bar 

44  8   The  platform-bar,  Q,  as  a  means  of  securing  the  platform  to  the 
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finger-beam,  and  tor  strengthening  said  finger-beam  when  it  has  the  plat- 
form to  carry,  substantially  as  described. 

"9.  The  inclined  caster-wheel,  S,  arranged  as  represented,  and  in  combi- 
nation with  the  platform,  wherebv  the  latter  is  elevated  when  the  machine 
is  being  turned  short  around  to  the  right,  substantially  as  described. 

"  10.  In  combination  with  a  finger-beam  and  platform,  placed  in  rear  of 
the  main  supporting- wheel,  the  two  casters,  N,  S,  arranged  as  described, 
for  allowing  tlie  machine  to  turn  short  around  to  the  right,  for  the  pur- 
poses specified  - 

"11.  A  revolving  track -clearer,  when  operated  from  a  ground-wheel 
through  gearing,  substantially  as  described-" 


Engraving  No.  4  is  a  fac-simile  of  the  drawing  of  the  W.  F. 
Ketchum  patent  of  February  10,  1852.  This,  and  the  patent 
granted  E.  B.  Forbnsh,  July  20,  1852,  referred  to  by  defendants 
as  anticipating  the  first,  third,  and  fourth  claims  of  reissue  No.  • 
875,  showed  two  forms  of  the  socketed  shoe.  They  were  prior 
in  date  to  Wheeler's  "  shoe  M,"  but  were  attached  rigidly  to  the 
machine,  while  Wheeler's  was  hinged.  Both  showed  a  socket 
for  the  finger-bar. 

Engraving  No.  5  is  a  sketch  of  the  model  of  the  Hussey  ma- 
chine, patented  in  1S33,  and  introduced  by  defendants  as  an  antici- 
pation of  the  claim  of  reissue  3,610,  as  showing  a  hinged  finger- 
bar. 

The  rejected  application  of  Cavett,  filed  in  April,  1852,  and 
introduced  by  defendants  as  an  anticipation  of  reissue  2,610, 
showed  a  rocking  frame,  and  a  cutter-bur  hinged  to  a  corner 
thereof.  It  was,  however,  claimed  by  complainant  that  the  rock- 
ing frame  did  not  vibrate  about  a  gear-center,  and  that  the  device 
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No.  5. 
was  never  used.     It  was  also  argued  that  it  was  at  best  a  rejected 
application,  and  that,  under  the  law,  a  rejected  application  can 
not  be  received  to  defeat  the  validity  of  a  subsequent  patent. 
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No.  7. 


Engravings  Nos.  6  and  7  represent  the  Clipper  machine,  as 
made  and  said  by  the  defendants.  Its  construction  will  be  readily 
understood  from  the  engravings,  when  examined  in  connection 
with  the  opinion  of  the  court. 


George  Harding,  for  complainant. 


S.   D.  Law,  David  Wright,  and  B.  F.  Thurston,  for  de- 
fendant 
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Woodruff,  J. 

These  suits  are  prosecuted  for  the  alleged  infringement  of  pat- 
ents granted  to  the  complainant,  and  seek  an  injunction  and  an 
account  of  the  income  derived  by  the  defendant  from  such  in- 
fringement. The  patents  in  question  are  for  improvements  in 
grass  and  grain  harvesters.  The  first  original  patent  was  granted 
December  5,  1854,  on  an  application  filed  March  16,  1854,  and 
is  numbered  12,044. 

This  patent  was  surrendered  in  November,  1869,  and  reissues 
were  granted  for  several  separate  and  distinct  paits  of  the  im- 
provements claimed  to  be  embraced  in  the  original  patent,  and 
such  reissues  were  dated  January  3,  i860,  and  numbered  875, 
876,  877,  878,  and  879.  Of  those  reissues,  one — No.  876 — was 
again  reissued  in  1867,  and  numbered  2,610. 

The  second  original  patent  was  applied  for  September  20, 
1854,  and  was  granted  February  6,  1855,  and  numbered  12,367. 
This  patent  was  also  surrendered,  and  on  May  28,  1867,  was  re- 
issued numbered  2,632. 

These  suits  are  brought  upon  the  said  two  original  patents,  as 
reissued  under  the  numbers  875,  877,  879,  2,610,  and  2,632. 

The  bill  in  the  first  suit  alleges  infringement  of  reissues  875, 
2,610,  and  2,632,  and  the  bill  in  the  second  suit  alleges  infringe- 
ment of  reissues  877  and  879. 

The  answers  in  each  suit  are  substantially  the  same.  The 
proofs  taken  in  each,  so  far  as  pertinent  or  applicable  to  each, 
are  the  same,  and  the  suits  were  brought  to  a  hearing  and  argued 
together. 

The  'defendant  insists  upon  the  invalidity  of  the  complainant's 
reissued  patents  ;  upon  want  of  novelty  in  the  distinguishing  fea- 
tures of  the  complainant's  alleged  invention  ;  and  upon  a  denial 
that  the  defendants  have  infringed  the  patents  in  any  particular 
in  respect  to  which  the  complainant's  patents  can  be  sustained,  if 
sustained  at  all. 

My  examination  of  the  patents,  and  the  proofs  taken,  have 
led  me  to  a  different  conclusion  upon  all  of  these  grounds  of  de- 
fense. I  shall  not  probably  find  time  to  write  in  detail  my  analy- 
sis of  the  patents,  discuss  the  particular  proofs,  and  give  the 
reasoning  which  brings  me  to  the  result. 

I  should  be  pleased  to  do  all  this,  and  it  would  be  of  some  con- 
venience to  counsel  on  the  review,  which,  I  assume,  cases  of  so 
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much  importance  will  hereafter  receive.  But  other  cases  require 
my  attention,  and  I  shall  do  little  more  than  indicate  my  opinion 
on  the  points  chiefly  argued  by  the  counsel. 

i.  The  first  ground  upon  which  the  complainant's  reissued 
patents  are  assailed,  is  that  the  original  patent  of  December  5, 
1854,  was  v°id*  f°r  two  reasons,  viz:  1.  That,  the  invention 
therein  mentioned  was  never  reduced  to  practical  use ;  and  2. 
That  the  machine,  as  described  and  shown  in  the  original  record, 
was  not  susceptible  of  being  reduced  to  practical  operation.  On 
the  argument,  it  was  insisted  that  a  patent  is  void,  if  the  patentee 
did  not  reduce  the  invention  to  practical  use  before  the  patent  was 
obtained. 

This  proposition  is  wholly  unsound.  No  such  condition  is  re- 
quired by  the  act  of  Congress ;  and  if  it  were  true  that  a  patent 
would  be  void  on  that  ground,  no  patent  could  properly  be 
granted,  unless  proof  was  furnished  that  the  invention  claimed 
had  gone  into  practical  use,  which  is  not,  and  can  not,  under  the 
statute,  be  made  a  condition  of  granting  the  patent.  It  is  enough 
that  the  inventor  has  perfected  his  invention,  and  is  able  to  furnish 
to  the  Patent  Office  such  specifications  arid  model  as  the  law 
reguires  Having  done  this,  the  patent,  in  so  far  as  pre-requi- 
sites  to  its  validity,  either  by  way  of  experiment  or  use,  are  mate- 
rial, is  valid.* 

But  the  terms  of  the  brief  before  me  are  that  the  "  patent  of 
December  5,  1854,  was  void,  because  it  was  never  reduced  to 
practical  use."  This  includes  perhaps  the  idea  that  the  patent 
became,  and  is  now,  void :  and  was  void  when  it  was  surren- 
dered and  reissued  in  several  divisions  as  above  stated,  because 
the  invention  described  therein  has  never,  since  the  patent  was 
granted,  been  put  into  practical  use. 

This  is  an  argument,  not  that  the  patent  was  originally  void, 


*Counsel,  in  arguing  that  an  invention  must  be  reduced  to  practical  use 
before  a  patent  is  granted,  or  the  patent  is  void,  must,  I  think,  have  meant 
to  claim  no  more  than  that  it  must  be  reduced  to  some  private  or  experi- 
mental use,  practical  in  kind,  but  distinct  from  a  public  use.  If  not,  then 
the  unsoundness  of  the  proposition  is  quite  obvious,  since,  under  the 
former  law,  the  public  use  of  the  invention  defeated  the  subsequent  patent, 
and  could  be  set  up  as  a  defense  by  an  alleged  infringer;  and  the  same  is 
true  under  the  present  law,  if  the  machines  patented  have  been  in  public 
use  for  more  than  two  years. 
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but  that,  through  the  neglect  of  the  inventor,  it  has  become  in- 
valid. It  involves  the  idea  of  abandonment  of  the  invention. 
■"The  statute  requires  that  an  alien  shall  put  and  continue  on  sale 
to  the  public,  the  invention  or  discovery  for  which  he  receives  a 
patent ;  but  it  contains  no  such  provision  in  relation  to  the  pat- 
entee, when  a  citizen  of  the  United  States.  If  an  invention  is 
not  so  far  perfected  as  to  be  adapted  to  use,  that  is  to  say,  where 
the  invention  is  of  a  machine  or  part  of  a  machine,  and  is  not  so 
far  completed  that,  when  constructed,  it  will  produce  the  desired 
effect — then,  indeed,  no  patentable  invention  has  been  made. 

But  if  the  invention  be  such,  that,  when  the  thing  invented 
shall  be  constructed  according  to  the  model  and  specifications 
filed,  it  will  operate  successfully  as  a  practical  and  useful  thing, 
the  inventor  has  satisfied  the  law,  and  his  patent  is  valid.  He 
is  not  bound  by  law  to  construct  it,  in  order  to  preserve  his 
patent.  • 

2.  This  leads  to  the  second  of  the  defendant's  reasons  for  in- 
sisting that  the  patent  of  December  5,  1854,  is  void,  viz :  that 
the  machine,  as  described  and  shown  in  the  original  record  of 
the  patent,  was  not  susceptible  of  being  reduced  to  practical 
operation.  • 

If  by  this  is  simply  meant  that  a  machine  or  device  that  can 
not  be  reduced  to  practical  operation  and  use  without  the  aid  of 
further  invention  is  not  patentable,  there  is  no  occasion  for  calling 
it  in  question. 

On  the  other. hand,  if  it  be  meant  that  no  device  is  patentable 
which  has  not  in  itself,  apart  from  any  connection  with  or  appli- 
cation to  other  known  devices  or  instrumentalities,  capacity  to 
produce  practically  useful  results,  then  the  proposition  is  not  true. 

Patents  for  simple  devices  and  patents  for  parts  of  machines  are 
almost  numberless,  of  which  it  may  be  truly  said  that  it  is  only 
by  connection  with  other  devices  or  instrumentalities  to  which 
they  are  intended  to  be  applied,  that  they  can  be  made  to  produce 
any  result  whatever.  True,  the  patentee  is  bound  to  disclose  a 
mode  in  which  they  may  be  rendered  practically  useful,  and  it 
may  be  one  of  many  modes,  and  it  may  necessarily  involve  the 
use  of  many  other  known  devices  which  are  required  in  order  to 
the  useful  result. 

Patents  may  be  granted  for  combinations  in  which  some  of  the 
vol.  vi — 2 
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parts  are  old  and  some  are  new,  and  whatever  in  the  several  parts 
is  new  may  be  separately  secured  to  the  inventor,  and  yet  it  may 
be  true  that  only  in  the  combination  described,  or  in  some  similar 
combination,  the  new  part  thus  secured  to  the  inventor  is  of  any 
practical  use  whatever. 

3.  This  brings  into  view  the  defendant's  claim  that  the  several 
reissues  of  the  original  patent  of  1854  are  void,  because  they  are 
not  for  the  same  invention  as  that  described  in  the  original  pat- 
ent record. 

The  original  patent  embraced,  as  an  aggregate  combination, 
several  parts  of  the  entire  machine  described  in  the  specification, 
and  claimed  such  aggregate  as  the  invention  of  the  complainant. 
These  parts  were  all  shown  in  the  specification,  drawings,  and 
models. 

I  know  of  no  rule  which  forbids  the  inventor,  who  has  omitted 
to  claim  separate  new  devices  or  several  distinct  combinations  in 
the  original  patent,  making  a  surrender,  and  taking  reissues  for 
the  distinct  combinations  or  separate  devices. 

From  the  fact  of  surrender  and  reissue  it  is  to  be  inferred  that 
the  original  patent  did  not  secure  to  the  patentee  all  that  he  claimed 
in  the  reissue,  but  that  alone  does  not  render  the  reissue  void  ;  if 
the  devices  covered  by  the  reissues  were,  in  fact,  new  and  useful, 
and  if  they  are  shown  in  the  original  specification,  drawings,  or 
model,  then  the  patentee  is  entitled  to  secure  the  exclusive  use  of 
each  separately  by  a  reissue  embracing  each. 

Again,  the  claim  that  the  original  patent  of  1854  was  V01^  ^e" 
cause  the  invention  therein  described  was  not  susceptible  of  being 
reduced  to  practical  operation,  gains  its  importance  to  this  contro- 
versy, from  the  inference  sought  to  be  drawn  therefrom,  viz.,  that 
the  several  reissues  are  therefore  void. 

These  suits  are  not  founded  on  the  original  patent,  but  on  the 
reissues,  and  the  claim  is  that  if  the  original  patent  was  void,  be- 
cause the  machine  therein  described  was  not  capable  of  reduction 
to  practical  use,  therefore  the  reissues  are  themselves  void.  If  the 
premise  were  here  conceded,  I  do  not  think  that  the  inference 
necessarily  follows.  For  example,  suppose  an  inventor  of  sev- 
eral distinct  new  devices,  or  of  several  new  combinations,  each 
capable  of*  being  usefully  employed  in  and  toward  a  machine,  or 
various  machines,  and  that  their  separate  construction  and  mode 
of  operation  is  fully  apprehended,  and  the  distinct  office  or  func- 
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tion  of  each  is  appreciated,  such  inventor  may  undoubtedly  have 
a  patent  for  each.  Suppose,  now,  he  erroneously  conceives  that 
he  has  arranged  a  combination  <Jf  all  of  them,  or  a  combination 
of  all  of  them  with  other  known  devices,  so  as  to  produce  a  new 
and  useful  machine,  and  for  such  a  machine  he  applies  for  and 
obtains  a  patent,  describing  and  illustrating  all  the  several  new 
devices  or  separate  combinations  of  devices,  their  construction  and 
operation,  but  claiming  only  the  aggregate  machine.  Such  aggre- 
gate machine  may  be  utterly  useless  ;  the  patentee  is  wholly  mis- 
taken in  regard  to  the  practical  operation  of  the  whole  ;  it  will  not 
produce  the  result  for  which  it  was  intended,  nor,  in  its  aggre- 
gate form,  any  other  useful  result.  Does  the  inventor  in  such  case 
lose  the  benefit  of  his  skill  and  ingenuity  in  producing  devices  or 
combinations  of  devices  which  are  of  practical  value,  because  he 
first  sought  his  patent  in  the  form  of  a  useless  or  impracticable  com- 
bination? I  apprehend  not.  He  may  surrender  his  original  pat- 
ent, and  have  it  reissued  in  parts  which  shall  claim  the  respective 
new  and  useful  devices,  or  combinations  of  devices,  pointing  out, 
of  course,  in  his  specification,  some  mode  or  manner  in  which 
thev  may  be  reduced  to  practical  use  and  value. 

He  mi-jht  have  done  this  in  his  original  patent,  and  claimed 
each  separate  new  device  as  his  invention  ;  not  having  done  so, 
he  may  do  so  in  his  application  for  reissues  and  his  specifications 
therein,  and  the  fact,  if  it  be  true,  that  his  original  patent  was  de- 
fective because  he  claimed  therein  the  aggregate  combination, 
and  that  a  useless  or  impracticable  one,  no  more  impahs  the 
validity  of  the  reissues  than  any  other  defect  or  invalidity  which 
makes  a  surrender  and  reissue  necessary  to  protect  the  device  or 
devices,  which  are  useful,  and  which  were  in  fact  invented. 

These  observations  upon  some  of  the  legal  grounds  upon  which 
the  complainant's  patents  are  assailed,  are  made  in  order  to  ex- 
clude the  idea  that  they  are  assented  to,  and  not  because  I  find, 
as  a  fact  proved  in  the  cause,  that  the  machine  described  in  the 
patent  of  December  5,  1854,  was  not  a  practical  and,  within  the 
meaning  of  the  law  of  patents,  a  useful  machine.  I  find  the  contrary. 

Doubtless,  when  viewed  in  the  light  of  subsequent  improve- 
ments, it  was  imperfect,  but  it  was  a  very  large  advance  upon 
machines  for  mowing  theretofore  attempted. 

J~It  is  one  of  the  embarrassments  to  which  early  inventors  are 
constantly  subjected,  th  .t  other  persons,  availing  themselves  of 
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the  substance  of  the  invention,  make  improvements  thereon  which 
measurably  hide  the  merit  of  the  original,  and  if  the  right  of  a 
patentee  to  protection  were  to  be  tested  by  the  question,  whether, 
in  the  present  state  of  the  arts,  his  invention  (without  improve- 
ment) would  be  deemed  of  any  value,  or  be  salable  for  use,  very 
many  authors  of  most  important  inventions  would  be  turned 
out  of  court.  / 

4.  The  principal  ground  upon  which  it  is  claimed  and  attempted 
to  be  proved  that  the  machine,  as  described  and  claimed  in  the 
original  patent  of  December,  1854,  was  not  susceptible  of  reduc- 
tion to  practical  use,  is,  that  the  socketed  piece  receiving  and 
holding  ihe  finger-bar  (or  cutter-bar)  at  the  inner  end,  though 
called  a  shoe,  "  M,"  in  the  reissued  patents,  was  not  a  shoe  in 
fact — it  had  no  toe — and  it  is  therefore  said  that  if  it  encountered 
an  obstruction  in  its  path  it  would  not  slide  over  it,  but  must  stop 
the  machine  or  the  cutter-bar  be  wrenched  from  its  connection  with 
the  frame ;  and,  further,  as  the  rear  of  the  supporting  frame  was 
described  as  resting  on  a  caster-wheel,  midway  the  sides  of  the 
frame,  in  a  line  of  the  cutter-bar,  it  is  certain  that  whenever  the 
caster-wheel  passed  into  a  depression  in  the  ground,  existing  only 
in  its  own  line  of  travel,  this  socket-piece,  misnamed  a  shoe,  would 
come  to  the  ground,  and  for  want  of  the  curved  toe,  would  plow 
into  the  ground  and  stop  the  machine,  or  wrench  the  bar,  as  in 
the  other  case. 

Now,  in  the  first  place,  the  socket-piece  holding  and  supporting 
the  inner  end  of  the  cutter-bar  is,  in  fact,  shown  to  have  its  under 
surface  curved  or  rounded  up  at  its  front.  It  is  so  shown  in  the 
model  furnished,  before  the  patent  was  granted  on  the  require- 
ment of  the  Patent  Office,  and  made  on  an  enlarged  scale,  for  the 
express  purpose  of  exhibiting  this  particular  part  of  the  machine. 
It  may  be  true  that  if,  in  its  path,  it  met  an  obstruction  higher 
than  the  curve  of  the  under  surface,  its  progress  would  be  hin- 
dered, but  the  same  is  true  of  the  finger-guards  (which  may  prop- 
erly be  likened  to  small  shoes)  all  along  the  length  of  the  cutter- 
bar.  If  they  meet  an  obstruction  higher  than  their  points,  some 
means  must  be  employed  to  raise  them  or  the)'  will  stop  the  ma- 
chine or  plow  into  the  ground.  In  reference  to  the  path  of  travel, 
either  of  the  shoe  or  socket-piece,  or  of  the  finger-bar,  at  any' 
point  therein,  such  an  obstruction  might  happen,  but  such  a  lia- 
bility does  not  render  the  machine  impracticable.     No  machine 
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has  been  hitherto  constructed  which  may  not  encounter  such  an 
obstacle  at  some  point  in  the  path  of  the  cutter-bar.  The  subse- 
quent addition  of  the  curved  toe  (which  ordinary  mechanical 
judgment  would  suggest  without  the  aid  of  invention),  as  it  ap- 
pears in  the  patent  of  1855,  and  as  the  complainant's  machines 
appeared  to  have  been  in  fact  constructed,  was  doubtless  an  im- 
provement (though  not  a  further  invention),  but  the  machine 
would  mow  upon  level  prairies,  or  other  smooth  ground,  and 
upon  ground  containing  only  slight  elevations  and  depressions, 
without  the  toe. 

A  machine  can  not  be  pronounced  useless  or  impracticable, 
because  it  is  susceptible  of  improvement,  which  will  obviate 
or  prevent  embarrassments  to  its  most  perfect  operation.  If  it 
could,  then  it  would  be  the  duty  of  the  courts  to  pronounce  the 
patent  of  any  machine  void  so  soon  as  ordinary  mechanical 
judgment,  or  even  ingenuity,  had  suggested  an  improvement 
which  made  it  perform  its  desired  office  more  rapidly  or  more 
perfectly. 

So  in  regard  to  the  suggestion  that  the  caster-wheel  at  the  rear 
end  of  the  supporting-frame  (which  ordinarily  bore  this  socket- 
piece  or  shoe  very  slightly  above  the  surface)  might  pass  into  a 
depression  in  its  own  path,  and  bring  the  socket-piece  to  the 
ground,  and  so  the  finger-bar  would  be  influenced  by  inequalities 
in  the  ground  not  in  the  path  of  the  cutters.  If  this  be  so,  it  only 
points  to  another  particular  in  which  subsequent  experience  has 
taught  that  improvement  is  possible.  The  objection  is  itself 
greatly  exaggerated.  In  any  machine  which  has  been  produced 
on  the  trial,  wherein  the  finger-bar  conforms  most  perfectly  to  the 
undulations  of  the  ground,  if  either  end  passes  into  a  depression, 
there  is  a  liability  to  bring  the  bar  and  cutters  at  some  intermedi- 
ate point  to  the  ground.  The  most  that  can  be  truly  claimed 
adverse  to  the  complainant's  original  machine,  in  that  respect, 
is  that  the  path  within  which  such  a  depression  is  liable  to 
affect  the  undulations  of  the  cutter-bar  is  a  little  wider  than 
if,  instead  of  the  caster-wheel  between  the  ends  of  the  frame, 
a  wheel  were  placed  at  the  inner  end  of  the  cutter-bar,  or  the 
shoe  or  socket-piece  was  furnished  with  the  curved  toe  before 
mentioned. 

What  I  before  said  on  the  subject  of  making  an  improvement 
is  apt  to  this  point,  and  I  am  clearly  of  opinion  that  it  would 
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be  a  great  perversion  of  the  law,  as  it  would  be  a  most  unwar- 
ranted assumption  of  fact,  to  hold  that  these  criticisms  of  the 
complainant's  patent  were  a  defense,  or  that  the  complainant's 
patent  was  void  because  it  described  an  impracticable  or  useless 
machine  for  mowing.  In  thus  overruling  the  objections  above 
stated,  made  by  the  defendant,  to  the  patent  of  1854,  I  recognize 
and  concur  with  the  defendant  in  the  claim,  that  that  patent  de- 
rives no  aid  or  support  from  the  patent  of  February,  1855.  Each 
patent  must  stand  or  fall  by  itself.  It  is,  however,  pertinent  to 
say  that  in  no  just  view  of  the  duty  of  the  patentee  to  reduce  the 
patent  of  1854  to  practical  use,  could  the  incorporation  of  the 
improvements  of  1855  in  the  machine,  when  constructed,  impair 
the  validity  and  effect  of  such  patent,  if  it  was,  as  in  fact  I 
find  it  to  have  been,  without  such  an  improvement,  a  patentable 
machine  ;  and  once  more,  that  the  function  of  a  shoe  was  indicated 
in  the  model  of  the  socket-piece,  M,  by  its  curved  under  and  for- 
ward surface,  has  already  been  stated,  and  that  such  a  function 
was  in  the  mind  of  the  patentee  even  if,  in  its  original  structure, 
it  was  imperfect,  is  shown  in  the  almost  contemporaneous  pro- 
longation of  the  curve  by  the  addition  of  the  toe.  In  considering 
that  fact  it  must  be  borne  in  mind  that  a  shoe  to  assist  in  sliding 
an  object  over  the  ground  was  no  new  invention.  It  was  a  com- 
mon, and  may,  I  think,  be  declared  an  obvious  aid  to  the  opera- 
tion. From  the  large  drogue  or  stone-boat  having  a  similar  op- 
eration, through  the  shoe  applied  to  coach  or  wagon  wheels  to 
slide  the  vehicle,  (there  retarding  motion,)  down  to  its  smaller 
and  other  varieties,  including  application  to  attempted  mowing- 
machines,  it  was  a  common  device — ordinary  mechanical  judg- 
ment would  suggest  its  use ;  and  had  the  complainant,  in  his  pat- 
ent, claimed  anything  as  invention  in  the  function  of  a  shoe  as- 
signed to  the  socket-piece,  M,  as  a  distinct  subject,  such  claim 
would  have  been  invalid.  He  did  assign  to  the  socket-piece  that 
function,  and  it  exhibited  that  capacity  in  some  degree  in  the 
model.  It  was,  therefore,  no  departure,  nor  enlargement  of  the 
patent  of  1854,  *°  exhibit  (he  same  well-known  function  by  ref- 
erence to  the  like  well-known  curved  under-surface  more  per- 
fectly developed  in  the  subsequent  reissues. 

5.  In  regard  to  the  novelty  of  the  complainant's  invention,  it  is 
quite  impossible  for  me  to  write  at  length  an  analysis  of  the  vari- 
ous attempts  at  the  construction  of  a   useful   mowing-machine 
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prior  to  his  invention,  in  any  similar  form  or  by  similar  devices. 
Counsel  have,  with  great  ability,  done  this  in  their  elaborate  and 
valuable  arguments,  which  have  been  preserved  and  printed,  and 
I  should  be  compelled  to  a  large  extent  to  rewrite  what  they  have 
skillfully  done  as  an  aid  to  the  court.  m 

My  conclusion  is  that  none  of  the  previous  machines  or  in- 
ventions impair  the  validity  of  the  complainant's  patents  in  any 
of  the  claims  of  which  I  deem  the  defendant  to  be  an  infringer. 

6.  On  the  subject  of  infringement,  it  is  claimed  that  the  absence 
of  the  caster-wheel  at  the  end  of  the  vibrating  frame  to  which  the 
finger-bar  is  hinged,  not  only  distinguishes  the  Clipper  machine 
constructed  by  the  defendant,  but  assigns  it  to  a  distinct  class  of  ma- 
chines  substantially  and  radically  different  in  their  organization  and 
operation,  and  this,  upon  the  suggestion  that  in  the  complainant's 
machine,  as  patented  in  1S54,  the  caster-wheel  carried  the  end  of 
the  vibrating  frame  and  that  carried  the  inner  end  of  the  cutter-bar, 
the  latter  being  raised  or  lowered  by  the  frame  and  the  frame  being 
raised  or  lowered  by  the  caster-wheel,  according  to  the  undula- 
tions in  its  path — while,  in  the  Clipper  machine,  the  inner  end  of 
the  cutter-bar  rests  on  a  shoe  following  the  undulations  of  the 
ground,  raising  and  lowering  the  vibrating  frame  according  to 
these  undulations  in  the  path  of  the  shoe. 

Within  certain  limits  this  is  true.  When  the  path  of  the  caster- 
wheel  was  such  that  the  shoe  or  socket-piece  holding  the  finger- 
bar  did  not  touch  the  ground,  the  end  of  the  vibrating  frame  was 
sustained  by  the  caster-wheel  and  rose  and  fell  with  it ;  but  when 
the  inclinations  of  the  ground  were  such  that  the  socket-piece 
bore  upon  the  ground  and  performed  (whether  more 'or  less  per- 
fectly) the  function  of  a  shoe,  then  the  shoe  sustained  the  end  of 
the  frame  and  the  latter  rose  and  fell  with  the  undulations  over 
which  the  shoe  passed,  as  it  confessedly  does  in  trie  Clipper  ma- 
chine. Thus  the  complainant's  machine  had  both  features.  The 
one  caused  by  the  presence  of  the  caster-wheel  may  have  been  a 
disadvantage,  but  its  omission,  while  the  other  substantial  features 
of  the  complainant's  invention  were  appropriated,  can  not  be  said 
to  constitute  the  Clipper  machine  a  new  machine  in  organization 
and  in  its  principle  and  mode  of  operation,  though  it  were  con- 
ceded that  the  omission  of  the  caster-wheel  at  the  center,  between 
the  ends  of  the  vibrating  frame,  is  an  improvement. 

7.  Without  attempting,  by  further  writing,  to  discuss  the  many 
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other  considerations  and  particulars  urged  in  behalf  of  the  de- 
fendant, none  of  which  have,  I  think,  been  overlooked  by  me, 
although  not  here  noticed,  I  pass  to  a  very  brief  consideration  of 
the  claims  infringed  by  the  defendant's  Clipper  machine. 

•  The  first  claim  of  *ne  reissue  patent  No.  875  is,  "  in  combina- 
tion with  the  hinged  bar  H  and  the  finger-bar,  the  intermediate 
shoe  M,  hinged  to  said  bar  H,  substantially  in  the  manner  and  for 
the  purposes  set  forth." 

The  only  ground  upon  which  it  seems,  to  me  possible  to  ques- 
tion the  infringement  of  this  claim  by  the  Clipper  mowing-machine, 
is  by  maintaining  that  the  Clipper  does  not  contain  the  hinged  bar. 
H,  and  therefore  does  not  use  the  shoe  M,  in  the  combination  de- 
scribed. It  is  certainly  true  that  the  circular  or  curved  plate  used 
by  the  defendant  in  the  Clippei  to  cause  the  finger-bar  to  oscillate, 
is,  in  appearance  and  form,  very  unlike  the  hinged  arched  bar  H, 
which  is  used  for  the  same  purpose  in  the  complainant's  machine  \ 
and  it  is  also  true  that  the  hinged  arched  bar  performs  in  the  lat- 
ter machine  an  office  of  which  the  Clipper's  curved  plate  is  in- 
capable, viz.,  the  office  of  bracing  or  strengthening  the  vibrating 
frame  to  which;  on  each  side,  it  is  attached ;  it  is  the  single  in- 
strument for  oscillating  the  cutter-bar  and  at. the  same  time  giving 
strength  to  the  frame. 

In  the  Clipper  mowers  the  same  two  results  are  effected  in  a 
different  form.  The  curved  plate  is  the  means  of  oscillating  the 
cutter-bar,  but  it  lies  lengthwise,  instead  of  crosswise,  the  frame ; 
and  an  additional  cross-bar  from  one  side  to  the  other  of  the  frame 
gives  it  firmness  and  strength.  The  two  perform  precisely  the 
same  functions  and  all  the  functions  of  the  complainant's  hinged 
bap. 

vA  patent  for  a  device  can  not  be  avoided  by  dividing  it  into 
two  parts,  which,  when  combined,  produce  the  same  result  in 
substantially  the  same  way.  /  That  the  defendant's  cross-bar  does 
strengthen  the  vibrating  frame  by  a  firm  connection  between  its 
two  sides  and  in  substantially  the  same  way  as  the  curved  bar  H 
strengthens  the  frame  in  the  complainant's  mowers,  seems  to  me 
quite  clear.  If,  then,  the  curved  plate  in  the  Clipper  performs  the 
same  office  in  the  oscillation  of  the  cutter-bar,  and  in  substantially 
the  same  way,  then  the  defendant  uses  the  mere  equivalent  of  the 
complainant's  hinged  bar.  That  hinged  bar  turns  on  a  bolt  act- 
ing as  a  pivot  or  center  of  motion.     The  defendant's  curved  os- 
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dilating  plate  turns  on  a  center  of  motion,  about  which  it  is  made 
to  turn,  not  by  a  bolt  through  that  center,  but  by  being  hung  to 
bolts  arranged  in  a  curve  around  such  center,  and  moving  in 
curved  slots  in  the  oscillating  plate.  The  testimony  shows,  and 
it  seems  to  me  obvious,  that  this  device  for  oscillating  or  rotating 
the  curved  plate,  is  the  plainest  mechanical  equivalent  for  a  ro- 
tation on  a  bolt  at  the  center;  that  they  are  commonly  and 
readily  substituted,  the  one  for  the  other,  whenever  any  incidental 
or  collateral  purpose  makes  one  preferable  to  the  othrr.  For  all 
the  purposes  for  which  the  complainant's  curved  bar  was  used, 
m  either  the  support  or  the  oscillation  of  the  finger-bar,  this  de- 
vice of  the  defendant  is.sn  equivalent.  True,  a  collateral  pur- 
pose made  the  defendant  prefer  a  motion  on  bolts  and  slots  curved 
so  that  the  plate  would  rotate  thereon,  instead  of  the  bolt  in  the 
center.  That  purpose  was  this :  It  was  desired,  and  the  use  of 
the  curved  plate  set  lengthwise  of  the  frame  made  it  necessary,  to 
pass  the  rod  or  pitman,  which  moves  the  knives  through  this 
curved  plate,  and  that  cut  away  the  center.  But  this  only  made 
the  choice  of  an  equivalent  mode  of  effecting  the  rotation  a 
necessity.  The  defendant  could  not  (if  the  precise  arrangement 
of  the  Clipper  in  other  respects  was  adhered  to),  rotate  the  oscil- 
lating plate  on  a  bolt  in  the  center,  and  therefore  used  curved  slots 
made  around  the  center  and  bolts  on  which  the  curved  slots  should 
move. 

I  concur  fully  with  the  witness,  Mr.  Renwick,  in  his  testimony 
on  this  point. 

It  is  urged  that  the  oscillation  in  the  two  machines  causes  the 
two  finger-bars  to  turn  on  different  lines  or  centers  of  oscillation. 
No  doubt  there  is  a  slight  difference  in  that  respect ;  but  it  would 
be  trifling  with  the  subject  and  making  the  right  of  a  patentee  in 
general  valueless  to  hold  that  this  deviation  protected  an  infringer. 
The  substantial  purpose  and  the  substantial  result  is  to  raise  and 
lower  the  points  of  the  cutters  according  to  the  desire  of  the 
operator,  when  passing  over  ascending  or  descending  ground. 
This  is  done  in  both,  and  by  substantially  the  same  means.  That 
this  center  of  motion  in  the  raising  and  lowering  of  those  points 
is  not  identical,  is  not  of  the  least  importance.  In  one  that  center 
is  an  inch  or  two  higher  than  the  other,  and  that  is  all.  I  can  not 
regard  this,  on  a  question  of  infringement,  as  of  the  slightest  sig- 
nificance.    I  greatly  doubt  whether  this  feature  in  the  Clipper  is 
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even  an  improvement ;  if  it  be,  it  is  nevertheless,  in  the  just  sense 
of  the  law  of  patents,  an  appropriation  o£  the  complainant's  in- 
vention in  the  combination  described  in  the  claim  under  dis- 
cussion. 

The  third  claim  is  u  the  shoe  Mas  a^  hinge  and  a  support  both, 
to  the  cutter-bar,  substantially  as  described."  This  is  the  part 
above  called  the  socket-piece  or  shoe.  In  its  socket  it  receives 
and  firmly  holds  the  inner  end  of  the  cutter-bar,  and  by  its  hinge 
it  attaches  it  to  the  oscillating  bar  at  the  end  of  the  vibrating 
frame.  That  such  a  device,  was  never  used  prior  to  the  complain- 
ant's invention,  I  find  from  the  evidence.  That  the  Clipper  mower 
uses  this  device  is  entirely  clear.  In  both  machines  it  receives 
the  finger-bar  in  a  socket  and  holds  and  supports  it ;  in  both  it  is 
hinged  to  the  oscillating  piece  ;  and  by  its  hinge  the  outer  end  of 
the  finger-bar  is  permitted  to  rise  and  fall  to  adapt  itself  to  the 
undulations  of  the  ground.  The  only  difference  worthy  of  notice 
is  that  its  forward  edge  or  side  is  in  the  Clipper  elongated  and 
curved  upward  in  the  more  perfect  form  of  a  shoe.  On  that  dif- 
ference, I  have  already  observed  at  some  length,  and  will  not  here 
repeat  my  observations.  I  may  add,  however,  that  it  partakes 
rather  of  the  character  of  difference  in  degree  than  difference  in 
function,  although  in  the  complainant's  machine  this  function  of 
the  device  is  imperfectly  performed,  and  in  some  situations  might 
not  be  effective. 

Besides,  this  court,  on  a  former  occasion  (Sarven  v.  Hall,  9 
Blatch.  524  ;  5  Fisher,  415),  held  that  a  device  is  not  less  an  equiv- 
alent of  another,  merely  because,  superadded  to  all  the  functions 
of  such  other,  it  may  perform  a  further  office.  Still  less  does  it 
fail  to  be  the  equivalent  of  another,  because,  besides  all  the  func- 
tions of  such  other,  it  performs  some  one  of  the  offices  more  effect- 
ively or  better,  so  long  as  it  performs  them  in  substantially  the  same 
way  and  uses  substantially  the  same  means. 

The  fourth  claim  of  this  reissue  is  for  the  socket  or  recess  (N) 
in  the  shoe  M,  for  the  reception  of  the  finger-bar  substantially  as 
described.  If  this  be  interpreted  as  claiming  simply  and  broadly 
a  socket  in  whatever  is  designed  to  receive  and  hold  the  finger- 
bar  at  its  inner  end — a  mere  socket  or  recess  of  the  form  and  ca- 
pacity of  that  described — it  was  not  new;  it  was  old,  not  only 
in  itself,  but  in  its  application  to  this  purpose.  Whoever  provides 
a  proper  device  to  which  to   attach  the  inner  end  of  the  finger- 
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bar,  without  in  other  respects  infringing  the  complainant's  patent, 
may  make  therein  such  a  socket  as  the  complainant  has  made, 
and  may  insert  the  finger-bar  therein. 

If  the  claim  be  interpreted  to  mean  the  socket  in  the  shoe,  M, 
as  a  combination,  in  substance  as  the  complainant  made  it,  so  that 
it  embraces  at  the  same  time  the  features  of  that  shoe,  then 
what  has  been  said  on  the  subject  of  the  third  claim  also  embraces 
this. 

The  claim  in  reissue  No.  2,610,  is  as  follows :  u  I  claim  in 
combination  with  a  harvester-frame,  .that  is  free  to  vibrate  about 
a  gear-center,  a  laterally  projecting  finger-bar,  so  hinged  to  one 
end  and  corner  of  said  frame  as  to  permit  the  finger-bar  at  each 
end  to  follow  the  undulations  of  the  ground  over  which  it  is 
drawn."  „ 

And  the  claim  number  two,  of  reissue  No.  2,632,  of  the  patent 

of  February  6,   1855,   is  for  u  the  combination  of  a   vibrating 

frame,  with  a  cutting  apparatus  hinged  thereto,  a  driver's  seat, 

an  arrangement  of  one  or  more  levers  whereby  the  driver  in  his 

seat  can  raise  and  sustain  the  cutting  apparatus  when  desired." 

One  of  the  defendant's  objections  applies  alike  to  both  of  these 
claims. 

JFirst.  That  they  are  invalid  because  too  broad. 

If  they  must  be  read  as  claiming  any  and  each  possible  mode 
and  every  possible  instrumentality  by  which  the  result  can  be  at- 
tained, there  is  force  in  the  objection.  But  they  are  both  definite 
combinations,  wherein  none  of  the  parts  are  claimed  separately, 
or  treated  as  new.  Thus,  the  first  is  a  combination  of  a  harvester- 
frame  free  to  vibrate  about  a  gear-center  (of  which  it  may  be 
assumed,  for  the  purpose  of  testing  this  claim,  that  many  were 
well  known),  with  a  laterally  projecting  finger-bar  hinged  to  one 
end  and  corner  of  said  frame,  so  as  to  permit  the  finder- bar  at 
.each  end  to  follow  the  undulations  of  the  ground  over  which  it  is 
drawn  (which,  also,  for  the  purposes  of  the  test,  may  be  deemed 
already  well  known).  This  combination  was  new,  and  it  is  this 
combination  which  the  patentee  claims.  If  he  had  claimed  any  and 
every  finger-bar  which  might  be  so  hinged  as  to  permit  it  to  fol- 
low the  undulations  of  the  ground,  the  objection  of  too  great 
generality  might  be  pertinent.  Read  in  connection  with  the 
specification  itself,  I  do  not  think  the  claim  is  objectionable,  and 
this  same  combination  is  not  found  in  any  prior  invention 
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The  other  claim  is  still  more  clearly  for  a  specific  combination, 
to  which  like  observations  are  applicable. 

It  is,  however,  insisted,  that  the  claim  in  the  reissue  2,610,  above 
named,  is  proved  to  be  invalid  by  evidence  that  the  combination 
there  professedly  described,  as  exhibited  in  the  specification, 
drawings,  and  model  of  the  original  patent,  will  not  produce  the  re- 
sult stated,  that  is  to  say,  the  finger-bar,  as  the  machine  is  shown 
in  the  record  of  the  patent  and  the  model,  will  not  at  each  end  fol- 
low the  undulations  of  the  ground  over  which  it  is  drawn.  The 
claim  is  therefore  liable  to  two  objections :  first,  that  the  reissue 
seeks  to  extend  the  patent  beyond  the  invention  shown  by  the 
record  of  the  original,  and  second,  the  claim  is  only  for  a  con- 
ceived result,  which, can  not  be  accomplished  by  the  instrument- 
alities referred  to  in  the  specification,  drawings,  and  model 

Whatever  may  be  true  of  the  legal  propositions  involved  in 
these  objections,  I  apprehend,  that  when  the  claim  is  justly  and 
reasonably  interpreted,  it  is  not  liable  to  the  criticism  which  they 
assume  to  be  well  founded.  The  fact  is,  that  as  a  general  rule 
each  end  of  the  finger-bar  is  permitted,  as  the  claim  states,  to 
follow  the  undulations  of  the  ground  over  which  it  is  drawn. 
On  exceptional  occasions  the  caster-wheel  may  pass  over  an 
elevation  which  is  of  so  limited  an  extent  that  it  does  not 
reach  the  inner  end  of  the  finger-bar,  in  which  case  it  will  not 
be  exact  to  say  that  such  inner  end  follows  precisely  the  undu- 
lation of  the  ground  over  which  it  passes.  But  the  same  strict- 
ness applied  to  any  finger-bar  would  lead  to  the  same  necessary 
concession,  that  in  some  part  thereof,  in  special  and  exceptional 
instances,  it  does  not  follow  the  undulations  of  the  ground 
over  which  it  passes.  When  one  end  passes  over  an  eleva- 
tion, it  is  raised  in  the  center  from  the  ground.  When  the 
center  passes  over  an  elevation,  one  end  or  the  other  is  raised 
from  the  ground  over  which  it  passes.  The  claim  here 
should  be  taken  to  express  nothing  more  than  the  general  rule  of 
the  operation  of  the  machine  in  this  respect.  Undulations  in  a 
field  are  not  like  possible,  casual  obstructions  (as  by  a  stone  or  a 
stump,  or  the  like),  the  caster-wheel  is  not  remote  from  the  inner 
end  of  the  finger-bar,  and  in  passing  whatever  can  be  properly 
called  undulations,  the  arrangement  does  permit  that  end  to  fol- 
low them.  The  argument  of  the  defendant,  and  to  some  extent 
the  testimony,  confound  such  obstructions  as  are  above  mentioned, 
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and  possible  holes  in  the  path  of  the  caster-wheel,  with  an  undu- 
lating surface,  in  respect  to  which  the  claim  in  question  states  the 
truth,  and  gives  the  general  operation  of  the  combination  included 
in  the  claim.  That  there  may  be  special,  possible,  or  occasional 
exceptions,  ought  not  to,  and  does  not,  destroy  the  truth  of  the 
claim,  as  stated,  nor  impair  its  validity.  It  must,  I  think,  be  con- 
ceded that  the  defendant's  criticism  of  this  claim  has  something 
of  foundation  in  an  exact  literal  interpretation  of  its  language. 
At  first  it  seemed  to  me  sufficient  to  raise  a  doubt  whether  the 
claim  should  be  sustained  ;  but  consideration  of  the  subject  mat- 
ter, and  of  the  general  practical  operation  of  the  machine  over 
undulating  surfaces,  lead  me  to  the  conclusion  above  stated,  and 
that  tCK construe  the  claim  so  strictly  and  narrowly  as  the  defend- 
ant requires,  would  be  giving  force  to  letter  instead  of  substance, 
would  be  unreasonable,  would  be  adopting  a  needlessly  rigid  con- 
struction, warranted  only  by  a  disposition  hostile  to  patentees, 
and  not  inclined  to  reasonable  fairness.  And  as  to  the  arrange- 
ment of  levers  mentioned  in  the  claim  in  reissue  (No.  2,632) 
above  stated,  it  must  suffice  to  say  that  the  proofs,  as  well  as 
my  examination  of  the  machines  put  in  evidence,  tend  strongly 
to  the  conclusion  that  although  the  defendant's  machine  contains 
a  decided  improvement  by  which,  with  a  single  hand,  what  is  in 
substance  two  levers,  may  be  operated,  yet  that  their  mode  of  op- 
eration and  their  mechanical  construction,  widely  as  they  differ 
in  form,  is  substantially  the  same,  and  that  their  combination  in 
the  Clipper  machine,  so  as  to  be  operated  at  a  single  end  or  handle, 
is  to  be  regarded  as  an  improvement  only ;  viewed  separately 
from  their  combination,  one,  by  means  of  an  upright  attached  to 
the  shoe,  M,  connected  to  the  lever  by  a  linked  connection  (in 
substance,  in  relation  to  the  operation  contemplated,  a  chain) 
raises  the  outer  end  of  the  cutter-bar — the  other,  connected  with 
the  ground  as  a  fulcrum  by  the  intermediate  parts  of  the  structure, 
raises  the  end  of  the  frame,  and  with  it  the  inner  end  of  the  finger- 
bar  when  desired.  Though  there  is  room  for  some  doubt,  my 
conclusion  is  in  conformity  with  some  of  the  evidence  that  the 
one  system  of  levers  is  the  mechanical  equivalent  of  the  other. 

The  claims  in  the  patents  alleged  in  the  second  suit  to  be  in- 
fringed by  the  defendants,  are  the  first  claim  in  reissue  No.  877, 
and  the  single  claim  in  reissue  No.  879. 

The  first  is  as  follows : 


I 
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44  So  hinging  a  finger-bar  by  one  of  its  ends  only,  to  the  main 
frame,  as  that  it  may  oscillate  or  turn  around  its  longitudinal  axis, 
for  the  purpose  of  raising  or  lowering  the  points  of  the  fingers  to 
adapt  the  machine  to  the  condition  of  the  ground  or  of  the  crop 
to  be  cut,  substantially  as  described." 

Nothing  in  the  proof  warrants  the  suggestion  that  this  was  not 
a  new  invention ;  and  it  is  not  possible  to  deny  that  the  Clipper 
machine  has  the  capacity  to  oscillate  the  finger-bar  so  as  to  raise 
or  depress  the  points  of  the  fingers  for  the  purpose  mentioned. 

If,  then,  in  the  Clipper  machine,  this  capacity  to  oscillate  is 
effected  in  substantially  the  same-  way,  and  by  substantially  the 
same  means  as  are  described  and  shown  in  the  complainant's 
patent,  the  defendant  infringes  this  claim.  What  has  already 
been  said  in  relation  to  the  first  claim  in  reissue  No.  875,  is  per- 
haps sufficient  to  dispose  of  this  question.  The  hinged  bar  H, 
there  mentioned,  is  the  means  or  instrument  by  which  the  finger- 
bar  is  connected  with  the  main  frame,  so  that  the  oscillation  be- 
comes practicable,  and  this  present  claim  is  infringed  by  the  use 
of  a  substantially  like  instrument  operating  in  substantially  the 
same  manner,  or,  to  use  the  language  of  this  claim,  u  substantially 
as  described." 

But  the  defendant  insists  that  the  finger-bar  in  the  Clipper 
machine  does  not  turn  on  or  around  precisely  the  same  axis  as 
in  the  complainant's  machine.  This,  according  to  the  testimony, 
is  true.  In  the  latter,  the  center  of  oscillation  is  a  little  higher 
than  it  is  in  the  Clipper  mower,  the  oscillation  is  more  nearly  a 
swinging  motion  than  a  turning  on  its  own  center ;  while  in  the 
Clipper,  the  oscillation  partakes  more  nearly  of  the  latter  char- 
acter. 

But  can  it  be  said  that,  in  relation  to  such  a  subject  as  this,  that 
difference  is  substantial?  With  reference  to  the  object  in  view, 
the  raising  and  lowering  of  the  fingers,  which  is  the  sole  useful 
purpose  contemplated,  the  effect  is  identical.  The  means,  ac- 
cording to  my  opinion  expressed  in  discussing  the  other  reissue 
(No.  875),  are  substantially  the  same,  and  they  operate,  prpbably* 
not  in  the  same  geometrical  curve,  but  in  substance  in  the  same 
manner.  To  hold  otherwise  would  be  to  give  to  immaterial  * 
variations  capacity,  practically,  to  destroy  the  value  of  any  patent 
whatever. 

Reissue  879  exhibits  the  single  claim  :  "  In  combination  with 
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a  cutter-bar,  the  shoe  M  and  its  hinge,  and  a  supporting  piece  and 
.its  hinged  connection  to  the  main  frame,  the  arranging  of  the 
pivots  of  said  hinges  at  right  angles  to  each  other,  and  in  or  near 
the  line  of  the  finger-bar,  as  described." 

It  is  quite  unnecessary  to  enlarge  upon  this  claim. 

That  the  pivots  referred  to  are  arranged  in  both  machines  as 
therein  described,  is'  unquestionable.  If,  therefore,  the  defend- 
ant's Clipper  machine  employs  in  substance  the  shoe  M  and"  its 
hinge  and  the  supporting  piece,  "  H,"  and  its  hinged  connection  to 
the  main  frame,  the  conclusion  that  this  claim  is  infringed  is  in- 
evitable. I  have  already  expressed  the  opinion  that  the  Clipper 
machine  does  in  substance  employ  both,  or  what  is  a. mere  me- 
chanical equivalent,  and  it  follows  that  the  described  arrangement 
of  the  pivots  of  the  hinges  being  the  same,  the  defendant  infringes 
the  reissued  patent  in  question. 

Without  going  into  the  discussion  of  further  details,  I  am  of 
opinion  that  the  complainant  is  entitled  to  a  decree  in  conformity 
with  the  foregoing  opinion. 


EdwarX)  S.  Renwick  et  al. 

vs. 
Albert  Cooper  et  al.     In  Equity. 

Reissued  letters,  patent  for  an  "  improvement  in  breech-loading  fire-arms, '* 
issued,  to  William  C  Hicks,  March  1,  1870,  held  valid  as  against  a 
caveat  filed  in  ^he  Patent  Office  by  George  W.  Morse,  August  24, 
1855,  and  against  letters  patent  issued  to  said  Morse,  October  28, 
1856. 

Where  the  caveat  contains  no  description  or  representation  sufficient  to 
enable  a  practical  working  apparatus  to  be  made  from  it,  and  the  ideas 
*  suggested  by  it  do  not  appear  to  have  been  afterward  developed,  but 
a  different  plan  is  followed  in  a  patent  subsequently  obtained  by  the 
party  filing  the  caveat :  Held,  that  such  undeveloped  suggestions  are 
not  sufficient  to  invalidate  a  subsequent  patent  to  another  party. 

The  operation  of  the  extractor  by  the  forward  movement  of  the  closing- 
piece  which  closes  the  breech,  the  arrangement  by  which  the  extractor 


SOUTHERN    DISTRICT    OF    NEW  YORK. 


Renwick  v.  Cooper. 

when  in  its  most  forward  position  is  within  the  periphery  of  the  cham- 
ber in  which  the  cartridge  and  its  flanges  are  contained,  and  in  ad- 
vance of  the  rear  of  the  space  in  which  the  cartridge  is  received  in  such 
a  chamber,  and  by  which  the  extractor  is  made  to  engage  with  only  one 
side  of  the  flange  of  the  cartridge,  are  all  essential  features  in  Hicks' 
invention,  and  are  wanting  both  in  the  Morse  patent  and  in  the  sec- 
ond drawing  of  his  caveat 
(Before  Blatchfobd.J.,  Southern  District  of  New  York,  September,  1873-) 


Motion  for  provisional  injunction. 

Suit  brought  upon  letters  patent  for  "  improvement  in  breech- 
loading  fire-arms,"  granted  to  William  C.  Hiclcs,  March  10, 1857  ; 
reissued  May  9,  1865  ;  again,  January  iS,  1870,  and  again,  March 
10,  1870,  and  extended  for  seven  years  from  March  10,  1871. 

The  accompanying  engravings  represent  the  Morse  patent, 
showing  .especially  the  extractor  employed  by  him 
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The  Hicks'  invention  is  described  and  illustrated  in  the  report 
of  Renwick  v.  Pond,  Vol.  V.,  p.  569. 

The  first  of  the  foregoing  engravings  exhibits  the  hammer  and 
movable  parts  which  it  operates  ;  the  second  exhibits  more  fully 
the  extractor  or  nippers,  s,  which,  closing  upon  the  rim  of  the 
cartridge  in  the  chamber,  0,  serve  to  withdraw  it.  These  nippers 
are  also  shown  in  the  first  figure.  They  are  operated  by  the  ham- 
mer, and  not  by  the  breech-piece. 

George  Gifford,  for  complainants- 

Charles  Af.  Keller,  for  defendants. 

Blatchford,  J. 

This  is  a  motion  for  a  provisional  injunction,  to  restrain  the  in- 
fringement of  reissued  letters  patent  granted  to  William  C.  Hicks, 
March  1, 1870,  for  an  u  improvement  in  breech-loading  fire-arms." 
The  arm  proceeded  against  is  one  made  by  the  Winchester  Re- 
peating Arms  Company,  of  New  Haven,  Connecticut,  and  is  of 
the  same  construction,  in  the  particulars  involved  in  this  suit,  as  the 
arm  proceeded  against  in  the  suit  of  Renwick  v.  Pond,  10  Blatch. 
39  5  5  Fisher,  569,  brought  on  the  same  patent,  and  decided  by 
this  couit,  on  final  hearing.  In  that  suit,  the  first  three  claims  of 
the  patent  were  sustained  against  all  defenses,  and  were  held  to  have 
been  infringed  by  the  arm  in  question. 

Among  those  defenses,  a  patent  issued  to  George  W.  Morse, 
October  28,  1856,  was  set  up.  The  original  patent  to  Hicks,  is- 
sued March  10,  1857,  was  applied  for  February  20,  1S57,  but  *l 
was  held  on  evidence,  that  the  invention  by  Hicks  dated  back  to 
a  period  shortly  after  August  14,  1855,  and  anterior  to  the  date  of 
the  invention  by  Morse. 

A  caveat  is  now  introduced,  filed  in  the  Patent  Office,  by 
Morse,  on  August  24,  1855.  Morse  testifies  that  this  caveat  was 
prepared  and  in  existence  on  or  before  August  14,  1855,  and  was 
signed  by  him  on  or  before  the  succeeding  day  ;  and  that  such 
caveat  was  accompanied  by  "  a  "  drawing,  which  was  prepared 
and  in  existence  before  the  preparation  of  the  specification  and 
description  of  the  invention,  and  was  made  from  a  model  con- 
structed by  him  more  than  a  week  previous  to  August  14,  1855. 
The  certified  copy  from  the  Patent  Office  of  what  was  so  filed  as 
a  caveat  on  August  24,  1855,  contains  a  description  and  two  sep- 
vol.  vi — 3 
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aratc  drawings.  The  second  of  these  drawings  is  not  referred  to 
in  the  description.  The  description  and  the  first  drawing  sug- 
gest the  withdrawal  of  a  cartridge  by  means  of  a  catch,  but  they 
contain  no  description  or  representation  sufficient  to  enable  a 
practical  working  apparatus  to  be  made  from  them.  Morse's  ideas 
so  far  as  they  can  be  learned  from  such  description  and  first 
drawing,  do  not  appear  to  have  been  further  developed  on  the 
plan  there  suggested. 

The  plan  set  forth  in  his  patent  of  October,  1856,  is  a  different 
plan  from  that  suggested  in  the  description  and  first  drawing  of  the 
caveat,  and  is  a  working  out  of  the  ideas  put  forth  in  the  second 
drawing  attached  to  the  caveat.  Such  plan  of  the  patent  does  not 
embody  any  one  of  the  inventions  covered  by  the  first  three  claims 
of  Hicks'  patent,  nor  does  such  second  drawing  of  the  caveat  em- 
body any  one  of  such  inventions,  nor  is  any  one  of  such  inventions 
found  in  the  description  or  the  first  drawing  of  the  caveat.  It  is 
sufficient  to  say,  in  regard  to  tlve  Morse  patent  and  the  second  draw- 
ing of  the  caveat,  that  such  extractor  as  they  show  is  operated  by 
the  hammer,  and  not  by  the  forward  movement  of  the  closing-piece 
which  closes  the  breech ;  that,  when  the  extractor  is  in  its  most 
forward  position,  it  is  not  within  the  periphery  of  a  chamber  in 
which  the  cartridge  and  its  flange  are  contained,  and  in  advance 
of  the  rear  of  the  space  in  which  the  cartridge  is  received  in  such 
a  chamber ;  and  that  the  extractor  is  not  so  arranged  as  to  engage 
with  only  one  side  of  the  flange  of  the  cartridge.  These  are  all 
essential  features  in  Hicks'  invention  and  in  the  first  three  claims 
of  his  patent.  It  is  also  an  essential  point  in  Hicks'  arrange- 
ment, that  the  closing  of  the  breech  effects  the  engagement  of  the 
hook.  Therefore,  a  single  movement  of  the  hand,  to  close  the 
breech,  is  all  that  is  required. 

In  the  Morse  patent,  the  forward  movement  of  the  breech 
closing-piece  causes  no  engagement  of  any  hook  with  the  car- 
tridge flange,  and  there  is  no  such  engagement  until  the  hammer 
is  brought  into  action,  by  a  second  movement  of  the  hand,  to  act 
on  the  tails  of  the  hooks,  to  cause  such  engagement,  after  the  for- 
ward ends  of  the  hooks  are  moved  forward  by  the  breech  closing- 
piece.  In  all  the  particulars  in  which  the  defendants'  arm  is  like 
the  plaintiffs',  so  as  to  infringe  the  first  three  claims  of  the  plaint- 
iffs* patent,  such  arm  of  the  defendants'  is  unlike,  in  its  construc- 
.  tion  and  mode  of  operation,  what  is  shown  in  the.  Morse  patent. 

The  injunction  is  granted. 
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David  Stuart  et  al. 

vs. 

Enos  Shantz  et  al.     In  Equity. 

Where  the  defendants  do  not  in  their  answer  deny  that  they  have  been  en- 
gaged in  the  manufacture  and  sale  of  guard-plates,  in  every  material 
particular  of  construction  and  effect  like  the  one  described  in  complain- 
ants'patent,  but  deny  merely  that  their  guard-plates  produce  the  effect 
of  directing  the  radiant  heat  downward  toward  the  floor,  which  is  claimed 
by  complainants  as  a  peculiar  merit  of  their  patented  guard-plate,  the 
complainants  might  fairly  have  regarded  the  answer  as  admitting  the 
fact  of  infringement. 

A  license  under  a  patent,  other  than  the  dhe  sued  upon,  can  have  no  inde- 
pendent efficacy  in  protecting  the  defendants.  If  such  patent  is  for 
the  saline  invention  as  the  patent  sued  upon,  and  of  earlier  date,  it 
renders  the  patent  sued  upon  void.  If  not  for  the  same  invention  as 
the  patent  sued  upon,  it  can  confer  no  right  to  appropriate  that  in- 
vention. 

In  the  patent  for  an  "  improved  guard-plate  for  stoves,"  granted  to  Stuart 
&  Wemys,  May  18,  1868,  the  inventor  proposed  to  permit  the  passage 
only  of  those  rays  of  heat  from  a  stove-cylinder,  which  have  a  down- 
ward direction,  thereby  causing  them  to  impinge  upon  the  floor,  and 
upon  objects  somewhat  above  it,  upon  the  hypothesis  that  their  func- 
tion in  heatiflg  an  apartment  would  thus  be  more  effectually  per- 
formed ;  and  the  construction  and  operation  of  his  mechanical  device 
was  adapted  to  that  end.  In  the  patent  issued  to  W.  L.  McDowell, 
April  28,  1863,  the  inventor  proposed  to  prevent  the  horizontal  radi- 
ation of  heat  from  the  fire-box  of  the  stove,  and  thus  avert  the  danger 
of  burning  combustible  substances  in  its  vicinity,  and  to  allow  the 
heated  air  to  pass  only  outward  and  upward.  His  contrivance  was 
adapted  in  its  structure  and  operation  to  effectuate  this  purpose. 
Held,  that  the  devices  of  the  Stuart  &  Wemys  patent  and  the  Mc- 
Dowell patent  are  constructed  upon  different  theories,  and  intended 
for  the  production  of  different  primary  results.  They  fall  into  differ- 
ent categories,  and  are  distinguishable  from  each  other  in  form,  design, 
and  mode  of  operation. 

The  utility  of  complainants'  invention  seems  to  be  demonstrated  by  the 
fact  that  its  manufacture  in  large  numbers  was  justified  by  the  pub- 
lic recognition  of  its  merits. 

(Before  McKei^an,  J.,  Eastern  District  of  Pennsylvania,  October,  1872.) 
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Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  an  "  improved  guard-plate 
"  for  stoves,"  granted  to  complainants,  as  assignees  of  David  Stuart 
and  Alexander  Wemys,  May  iS,  186S. 

The  defendants  set  up  in  defense  a  license  under  a  patent  granted 
William  L.  McDowell,  April  28,  1863. 

The  case  therefore  turned  mainly  upon  the  question  of  sub- 
stantial identity  between  the  inventions  shown  in  these  two  pat- 
ents, as  affecting  the  validity  of  the  patent  of  complainants. 

The  nature  of  the  two  inventions  is  set  forth  in  the  opinion. 


The  above  engravings  represent  the  complainants'  device,  B,  B, 
are  openings  partially  covered  by  the  guard-plates  A,  A,  by  which 
the  rays  of  heat  are  deflected  downward  in  the  direction  of  the 


The  following  engraving  represents  the  McDowell  device,  in 
which  the  heated  currents  pass  upward  through  the  openings 
",  e,  as  shown  by  the  arrows  2,  2  :  , 


OCTOBER,    1872. 


37 


Stuart  v.  Shantz. 


wmmmzmnL^ 


No.  3. 
C  Howson  and  Furman  \Sheppard,  for  plaintiffs. 
Frank  Wolfe,  for  defendants. 

McKexnan,  J. 

The  complainants  are  assignees  of  Stuart  &  Wemys,  of  letters 
patent  for  an  "  improved  guard-plate  for  stoves,"  dated  May  18, 
1868,  with  the  infringement  of  which  the  defendants  are  charged. 

It  is  not  denied  in  the  answer  that  the  defendants  have  been  en- 
gaged in  the  manufacture  and  sale  of  guard-plates,  in  every  ma- 
terial particular  of  construction  and  effect,  like  the  one  described  in 
the  patent ;  but  they  deny  merely  that  their  guard-plates  produce 
the  effect  of  directing  the  radial  heat  downward  toward  the  floor, 
which  is  claimed  by  the  complainants  as  a  peculiar  merit  of 
their  patented  guard-plate.  The  complainants  might,  therefore, 
fairly  have  regarded  the  answer  as  admitting  the  fact  of  infringe- 
ment. Not  so  treating  it,  they  have  produced  ample  proof,  that 
the  guard-plates  made  by  the  defendants  are  substantial  imitations 
of  their  own ;  and  so  that  their  rights  have  been  infringed. 

In  justification  of  this  infringement  the  defendants  set  up  a 
license  from  W.  L.  McDowell,  to  whom  letters  patent,  dated 
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April  28,  1863,  were  granted,  and  allege  that,  in  the  construction 
of  their  guard-plates,  they  have  conformed  to  the  method  indi- 
cated in  that  patent.  It  is  unnecessary,  however,  to  consider  this 
license,  because  it  can  have  no  independent  efficacy  in  protecting 
the  defendants.  If  Mr.  McDowell's  invention  is  not  the  same  as 
that  of  Stuart  &  Wemys,  he  could  confer  no  right  upon  any  one 
to  appropriate  the  invention  of  the  latter.  If  both  are  identical 
in  principle,  construction,  and  operation,  the  patent  of  Stuart  & 
Wemys  is  void,  because  it  is  subsequent  to  McDowell's,  and  the 
defense  of  respondents  is  complete,  irrespective  of  the  license. 
The  only  material  inquiry  then  is,  whether  the  patent  of  Mc- 
Dowell describes  the  same  invention  described  and  claimed  in  the 
patent  of  Stuart  &  Wemys. 

Two  objects  are  aimed  at  in  the  complainants'  invention :  1. 
The  concealment  of  the  fire-pot  of  the  stove  ;  and,  2.  The  direc- 
tion of  the  radiant  heat  downward  toward  the  floor.  These  ob- 
jects are  effectuated  by  the  employment  of  a  guard-plate  consist- 
ing of  a  series  of  projections  or  deflecting  shields,  united  by  orna- 
mental tracery,  and  so  arranged  as  to  leave  open  spaces,  above 
and  outward,  from  which  the  projections  extend.  The  fire-pot  is 
thus  concealed  from  view,  and  the  horizontal  and  upward  radia- 
tion of  heat  is  intercepted,  only  those  rays  which  have  a  down- 
ward direction  being  allowed  to  pass  freely  through  the  chimneys. 
This  is  very  concisely  stated  by  Dr.  Cresson,  in  his  deposition,  in 
which  he  says :  "  In  the  complainants'  patent,  I  find  the  fire-pot 
surrounded  by  a  shield  with  perforations.  These  perforations  are 
shielded  with  a  projecting  cover  or  roof,  which  conceals  the  fire- 
pot  from  the  eye,  when  looked  at  from  a  distance  of  several  feet 
above  the  floor,  and  cuts  off  a  majority  of  the  rays  of  radiant 
heat,  which  would  otherwise  be  given  off  in  an  upward  direc- 
tion or  above  a  horizontal  line ;  at  the  same  time  they  permit  the 
rays  of  radiant  heat,  that  will  pass  through  these  openings,  to 
impinge  upon  the  floor  and  upon  objects  somewhat  above  it.  The 
radiant  rays  that  I  refer  to  are  those  given  out  by  the  fire-pot 
itself.  These  covers  to  the  openings  act,  at  the  same  time,  as  re- 
flectors of  a  portion  of  radial  heat,  giving  it  a  downward  direc- 
tion." 
i  The  object  of  the  McDowell  invention  is  avowedly  different. 
In  his  specification,  he  says:  "In  nearly  all  the  stoves  in' com- 
mon use,  especially  those  having  cast-iron  fire-boxes  or  cylinders, 
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the  heat  is  permitted  to  radiate  horizontally,  and  the  said  cylinders 
being  generally  kept  red-hot,  there  is  consequently  danger  of  their 
charring  or  '  setting  fire '  to  one's  clothing,  or  any  combustible 
substance  in  its  vicinity.  The  stoves  used  in  railroad  cars,  espe- 
cially, are  generally  subject  to  this  very  objectionable  feature.  To 
obviate  this  objection  in  a  perfect  manner,  and  without  preventing 
the  required  diffusion  of  the  radiating  heat  through  the  air  around 
the  stove,  is  the  object  of  my  invention." 

This  object  is  accomplished  by  u  making  the  fender  of  a  series 
of  deflectors,  consisting  of  short,  hollow  frustrums  of  cones,  or 
other  suitable  forms  of  sheet  metal,  and  arranging  them  around 
the  outer  side  of  the  ^ire-cylinder  or  box,  so  as  to  be  supported 
together  upon  the  said  perforated  supplementary  top  plate  of  the 
base,  leaving  sufficient  spaces  between  the  said  deflectors,  and 
between  the  latter  and  the  stove,  for  the  hot  air  to  pass  obliquely 
outward  and  upward  from  the  cylinder  or  fire-box,  into  the  sur- 
rounding external  air." 

These  devices  are  distinguishable,  therefore,  not  only  in  their 
form  of  construction,  but  also  just  as  essentially  in  their  intended 
mode  of  operation  and  the  effects  to  be  produced  by  them.  In 
the  one  case  the  inventor  proposed  to  permit  the  passage  only  of 
those  rays  of  heat  from  a  stove-cylinder  which  hdve  a  downward 
direction,  thereby  causing  them  to  impinge  upon  the  floor  and 
upon  objects  somewhat  above  it,  upon  the  hypothesis  that  their 
function  in  heating  an  apartment  would  thus  be  most  usefully  and 
effectually  performed,  and  so  he  adapted  the  form,  construction, 
and  operation  of  his  mechanical  device  to  that  end.  On  the 
other  hand,  it  was  proposed  to  prevent  the  horizontal  radiation  of 
heat  from  the  fire-box  of  a  stove,  and  thus  avert  the  danger  of 
burning  combustible  substances  in  its  vicinity,  and  to  allow  the 
heated  air  around  the  stove  to  pass  only  obliquely  outward  and 
upward  into  the  external  atmosphere,  and  the  inventor  devised  a 
mechanical  contrivance  peculiar  in  its  structure  and  mode  of 
operation  to  effect  his  purpose.  Constructed,  therefore,  upon  dif- 
ferent theories,  and  intended  for  the  production  of  different 
primary  results,  and  with  peculiar  mechanical  adaptations,  the 
inventions  in  question  fall  into  distinct  categories,  and  so  are  dis- 
tinguishable in  form,  design,  and  mode  of  operation  from  each 
other. 

Of  the  efficiency  of  the  complainants'  invention,  either  in  the 
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light  of  its  practical  success,  or  of  the  conformity  of  its  alleged 
mode  of  operation  to  the  scientific  laws  which  govern  the  radia- 
tion of  heat,  it  is  scarcely  necessary  to  speak.  Its  utility  seems 
to  be  demonstrated  by  the  fact  that  its  manufacture  in  large  num- 
bers, was  fully  justified  by  the  public  recognition  of  its  merits 
and  its  preferential  use,  while  but  a  very  small  number  of  the 
McDowell  improvement  has  ever  been  made  or  sold.  It  may, 
therefore,  be  assumed  that  the  effects  claimed  to  be  produced  by 
it  are  produced  to  a  useful  and  valuable  extent.  There  may  be 
scientific  reasons  for  denying  the  positive  agency  of  the  shields 
in  deflecting  the  radiant  heat,  which  is  projected  against  them 
toward  the  floor,  but  this  is  true  only  in  a  narrow  sense  and  by 
a  very  literal  interpretation  of  the  patent.  They  certainly  serve 
the  inventor's  purpose  of  intercepting  upward  and  horizontal 
radiation,  and  permitting  the  escape  only  of  those  rays  which 
have  a  downward  tendency.  Understood  in  the  sense  which  the 
inventor's  theory  indicates,  they  exert  at  least  a  passive  agency  in 
directing  the  heat  to  the  floor,  where  it  is  most  available  for 
proper  dissemination  through  the  apartment  to  be  heated. 

A  decree^  will  therefore  be  entered  for  an  injunction  and  an  ac- 
count. 


William  Carlton  et  al. 

vs. 
Howard  Bokee.     In  Equity. 

All  the  invention  covered  by  the  patent  for  "  improvement  in  lamps,  issued 
to  Christian  Reichmann,  September  21,  1S58,  and  reissued  to  Carlton 
and  Merrill,  August  11,  1S68,  is  the  peculiar  mode  of  supporting  the 
dome  by  slender  arms  attached  to  a  sleeve  fitted  onto  the  wick  tube, 
and  the  elevation  of  the  chimney  on  the  outer  edge  of  the  dome. 

The  "Comet"  burner  is  not  an  infringement  of  Reichmann's  original  pat- 
ent or  of  the  inprovement  which  is  exhibited  in  his  original  specifica- 
tion. 

,ln  a  claim  for  the  combination  of  two  elements,  the  qualification  "  under 
the  arrangement  substantially  as  shown  and  described,  so  that  while 
directly  connected  with  each  other,  the  said  parts  6hall  allow  light  to 
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pass  out  or  be  reflected  from  between  them  as  set  forth,"  makes  it  es- 
sential to  the  invention  claimed  not  only  that  the  two  elements  should 
be  present,  but  that  they  should  have  the  arrangement  described  in  the 
patent,  and  should  have  a  direct  connection  with  each  other,  and  that 
the  light  should  be  reflected  between  them. 

Ingenious  attempts  to  expand  a  simple  invention  of  a  distinct  device  into 
an  all-embracing  claim  calculated  by  its  wide  generalization  and  am- 
biguous language  to  discourage  further  invention  in  the  same  depart- 
ment of  industry,  and  to  cover  antecedent  inventions,  condemned. 

Where  a  specification  by  ambiguity,  and  a  needless  multiplication  of  neb- 
ulous claims,  is  calculated  to  deceive  and  mislead  the  public,  the  patent 
is  void. 

The  Comet  burner  is  no  infringement  of  Reichmann's  reissued  patent,  so 
far  as  that  patent  is  valid. 

(Before  the  Supreme  Court  of  the  United  States,  October,  1872.) 

Appeal  from  the  Circuit  Court  for  the  District  of  Mary- 
land. » 

Suit  brought  on  letters  patent  for  "  improvement  in  lamps," 
granted  Christian  Reichmann,  September  21,  1S5S,  and  reissued 
to  Wm.  Carlton,  one  of  the  complainants,  and  Rufus  S.  Merrill, 
August  11,  1868.  Merrill's  interest  was,  prior  to  the  commence? 
ment  of  the  suit,  assigned  to  the  Bridgeport  Brass  Company,  the 
other  complainant.  The  burner  sold  by  the  defendant  was  that 
known  as  the  u  Comet"  burner.  The  answer  put  in  issue  the  va- 
lidity of  the  reissue,  and  also  set  up  various  alleged  prior  devices 
as  anticipations  of  the  inventions  claimed  therein,  and  denied  the 
infringement. 

In  the  following  engravings,  figures  1  and  2  represent  the 
Reichmann  burner,  as  shown  in  the  drawings  of  the  reissued 
patent ;  figure  3,  the  Stuber  burner,  referred  to  in  the  opinion  of 
the  court ;  figure  4,  the  Comet  burner  sold  by  defendant. 

A,  in  figures  1  and  2,  represents  the  lamp,  to  the  top  of  which 
is  applied  the  burner,  whose  base,  a,  is  of  any  ordinary  or  suit- 
able construction,  The  base  supports  the  flat  wick-tube,  6.  d 
represents  the  slide  or  sleeve,  fitted  to  slip  up  and  down  over  the 
wick-tube,  f,  the  dome,  the  slot  in  which  is  shown  in  figure  1. 
ffi  &*>  &i  tne  S^PS  °f  rnetal  around  the  periphery  of  the  dome, 
which  serve  to  support  the  chimney,  which  is  shown  in  position  . 
in  figure  1. 

In  figure  3,  is  shown  the  low  gallery  which  supports  the  chim-* 
ney  in  the  Stuber  burner,  while  through  the  openings  in  the  pe- 
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riphery  may  be  seen  the  slender  arms  which  support  the  dome, 
and  which  are  attached  to  the  gallery. 


npqr 


The  spiral  springs  extending  around  the  edge  of  the  dome  of 
the  Comet  burner,  as  well  as  the  arms  supporting  the  dome, 
^re  plainly  shown  in  figure  4. 
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The  claim  of  the  original  Reichmann  patent  is  quoted  in  the 
opinion.     The  claims  of  the  reissued  patent  are  as  follows : 

"  1.  The  combination  of  a  flat  wick-tube  with  a  dome  or  deflector,  hav- 
ing a  corresponding  oblong  opening  or  slot,  under  the  arrangement,  sub- 
stantially as  shown  and  described,  so  that,  while  directly  connected  with 
each  other,  the  said  parts  shall  allow  light  to  pass  out  or  be  reflected  from 
between  them,  as  set  forth.  •  " 

44  2.  The  combination  of  a  flat  wick-tube  with  a  slotted  dome  or  deflector 
and  arms  or  frame,  whereby  the  said  dome  is  held  on  the  wick-tube  in  an 
elevated  position  in  relation  thereto,  substantially  as  and  for  the  purpose 
shown  and  described. 

"3.  The  combination  of  a  deflector,  its  supporting  arms  or  frame  and 
sleeve,  with  the  wick-tube,  substantially  as  and  for  the  purposes  set  forth. 

11 4.  A  lamp-burner  composed  of  two  groups  of  elements,  the  first  con- 
sisting of  the  base  with  its  wick-tube  and  wick-adjusting  rack  and  pinions, 
the  second  of  a  chimney-holder,  deflector,  and  such  other  parts  as  may  be 
needed  for  the  proper  combustion  of  the  fluid  so  as  to  procure  an  illumi- 
nating flame,  the  two  groups  being  united  by  friction,  and  the  latter,  when 
in  position  in  the  burner,  being  supported  by  the  former  without  the  inter- 
vention of  any  mechanical  device,  whereby  the  two  may  be  rigidly  con- 
nected together,  substantially  as  and  for  the  purpose  herein  shown  and  set 
forth. 

44  5.  The  combination,  with  a  flat  wick-tube,  of  a  correspondingly  slotted 
but  elevated  dome  provided  with  peripheral  springs  for  holding  the  chim- 
ney in  proper  position,  as  set  forth. 

44  6.  The  combination  with  the  base  and  flat  wick-tube,  of  a  chimney- 
rest  or  holder,  an  elevated  dome  provided  with  peripheral  springs,  and  a 
sleeve  and  frame  or  arms  for  holding  said  dome  in  position  with  respect  to 
the  wick-tube/  substantially  as  and  for  the  purpose  herein  shown  and  de- 
scribed. 

44  7.  The  combination,  with  the  dome  or  deflector,  of  a  series  of  arms 
projecting  from  the  periphery  of  said  deflector,  and  arranged  as  herein 
described,  so  as  to  constitute  both  the  seat  or  rest  for  the  lamp-chimney 
and  the  springs  by  which  said  chimney  is  steadied  and  held  in  position, 
substantially  as  set  forth*" 


y.  H.  B.  Latrobe  and  B.  R.  Curtis,  for  appellants. 
C.  jF.  Blake  and  C.  M.  Keller,  for  appeljee. 

Bradley,  J.,  delivered  the  opinion  of  the  court: 
William  Carlton  and  the  Bridgeport  Brass  Company,  as  as- 
signees of  Christian  Reichmann,  filled  their  bill  in  equity,-  in  the 
court  below,  to  restrain  the  defendant  from  infringing  a  patent  for 
an  improvement  in  lamps,  granted  to  Reichmann  on  September 
21,  1858,  and  reissued  to  Carlton  and  one  Merrill,  August  11, 
1868.  The  lamp  as  patented  to  Reichmann  was  one  of  a  large 
number  of  attempts  made  about  that  time  to  utilize  petroleum  and 
its  various  products  for  purposes  of  illumination.  The  old  lamps- 
adapted  to  sperm  oil,  lard,  and  other  gross  and  sluggish  oils  were 
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unfitted  for  the  use  of  so  volatile  and  dangerous  a  substance.  In 
them  the  flame  was  set  close  to  the  lamp,  and  the  tube  holding 
the  wick  was  projected  downward  into  the  oil,  so  that  the  heat  of 
the  flame  might  be  communicated  thereto,  in  order  to  render  it 
more  fluid  and  susceptible  to  the  capillary  attraction  of  the  wick. 
Such  an  arrangement  as  this  with  petroleum  would  have  pro- 
duced a  speedy  explosion.  This  article  requjred  that  the  flame 
should  be  elevated  as  far  as  possible  above  the  lamp,  and  that  the 
metallic  wick-tube  should  not  communicate  any  heat  to  the  fluid. 
This  was  one  object  to  be  attained  in  the  burners  required  for  the 
use  of  the  new  illuminator.  Another  was  some  contrivance  for 
concentrating  a  current  of  air  upon  the  flame  itself  so  as  to  con- 
sume as  perfectly  as  possible  all  the  rapidly  escaping  volatile 
gases,  both  as  a  saving  of  light  and  as  a  preventive  of  the  dis- 
agreeable odors  which  they  would  otherwise  diffuse. 

Reichmann's  burner  was  intended  to  accomplish  these  main 
objects  as  well  as  some  subsidiary  ones,  which  will  hereafter  ap- 
pear. It  consisted  of  several  distinct  parts  combined  and  arranged 
in  a  particular  manner :  First,  a  flat  wick-tube  attached  to  the  cap 
or  stopper  of  the  lamp  and  rising  above  the  same  one  or  two  in- 
ches, more  or  less,  according  to  the  size  of  the  burner,  but  not 
projecting  into  the  lamp  below.  Secondly,  ratchet-wheels  at- 
tached to  the  side  of  the  wick-tube  on  a  small  shaft,  for  raising 
and  lowering  the  wick.  Thirdly,  a  slide  or  sleeve  fitted  to  slip  up 
and  down  over  the  wick- tube,  and  sufficiently  tight  to  stay  in  any 
position  thereon,  and  furnished  with  arms,  two  or  more,  for  sup- 
porting above  the  wick-tube  a  dome  or  deflector.  Fourthly,  the 
dome  aforesaid,  having  an  oval  or  oblong  slot  for  the  flame  to  pass 
through,  so  that  part  of  the  flame  might  be  above  the  dome  and 
part  below  it.  The  object  of  this  dome  was  to  collect  and  con- 
centrate the  air  upon  the  flame  in  order  to  make  it  burn  more 
brightly  and  consume  the  hydro-carbon  and  other  gases  which 
emanated  from  the  petroleum.  It  also  acted  as  a  deflector  of  the 
light  proceeding  from  the  lower  part  of  the  flame,  whereby  it 
was  thrown  downward  toward  and  around  the  lamp,  whereas  the 
light  from  that  part  of  the  flame  above  the  dome  was  all  thrown 
upward  or  horizontally  about  the  room.  Fifthly,  around  the  pe- 
riphery of  the  dome  several  narrow  slips  of  the  metal  were 
turned  up  to  act  as  arms  or  supports  to  the  glass  chimney  of  the 
lamp,  and  between  these  arms  spaces  were  cut  out  of  the  edge 
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of  the  dome  to  allow  air  to  pass  up  between  the  dome  and  chim- 
ney for  the  purpose  of  guiding  the  flame  and  feeding  it  with  ad- 
ditional oxygen.  Sixthly,  the  chimney  itself,  which  was  placed 
inside  of  and  upon  the  said  arms  or  supports  and  held  in  its  posi- 
tion thereby. 

This  was  the  combination  of  elements  of  which  Reichmann's 
burner  consisted,  and  it  will  be  perceived  that  the  chimney  was 
so  elevated  that  the  flame  of  the  lamp  below  the  dome  was  ex- 
posed on  every  side,  and  a  current  of  air  or  a  rapid  movement  of 
the  lamp  would  extinguish  it.  This  was  the  great  defect  of  the 
burner,  which  prevented  its  introduction  into  general  use  and 
rendered  it  of  little  value.  The  principal  advantage  which  Reich- 
mann,  in  his  patent,  claimed  for  it,  was'that  it  allowed  the  light 
from  the  under  side  of  the  deflector  to  be  reflected  or  thrown 
downward  upon  the  table  or  lamp.  This  was  efTected  by  the  use 
of  upright  slender  arms  to  support  the  dome,  so  that  the  space 
around  and  underneath  the  dome  was  left  open  and  uninclosed. 
He  also  claimed  some  less  important  advantages  in  his  arrange- 
ment of  the  ratchet-wheels  for  raising  the  wick,  and  one  or  two 
other  things  of  no  importance  in  this  controversy. 

The  patent  had  but  one  claim,  and  that  amounted  to  the  gen- 
eral combination  of  elements  referred  to  and  their  peculiar  ar- 
rangement.    It  was  in  these  woids : 

"What  1  claim  as  new,  and  desire  to  secure  by  letters  patent, 
is,  in  combination  with  the  lamp,  the  slotted,  open  bell-shaped 
cap  (i.  e.,  the  dome),  when  so  constructed,  arranged,  and  oper- 
ating as  to  allow  light  to  be  deflected  downward,  substantially  in 
the  manner  and  for  the  purpose  herein  set  forth  and  explained." 

In  order  to  understand  how  narrow  this  claim  really  was,  it  is 
necessary  to  know  a  little  of  the  history  of  the  art.  Two  well- 
known  burners  are  conceded  to  have  been  in  use  before  Reich- 
mann's  invention  which  have  a  material  bearing  on  his  claims — 
the  Vienna  burner  and  Stuber's  burner.  These  have  been  exhib- 
ited to  us.  The  Vienna  burner  contained  the  flat  wick-tube,  the 
ratchet-wheel  attached  thereto  (but  covered  and  not  exposed  as 
in  Reichmann's),  and  a  slotted  dome  above  the  wick  for  the  flame 
to  pass  through,  and  a  chimney.  But  the  dome  was  not  sup- 
ported by  slender  arms,  as  in  Reichmann's,  but  was  connected 
with  a  gallery  which  supported  the  chimney  and  surrounded  the 
wick-tube  and  dome,  and  rested  on  the  lamp  or  cap  below,  so 
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that  all  the  light  of  the  flame  below  the  dome  was  inclosed  and 
lost,  and  could  not  issue  out,  as  in  Reichmann's  burner.  The 
Stuber  burner,  invented  by  Jotfn  Stuber  in  1856,  and  made  in  con- 
siderable quantities  in  that  and  the  following  years  at  Utica,  New 
York,  was  an  improvement  on  the  Vienna  burner  in  this,  that  the 
gallery  was  so  low  as  to  leave  a  considerable  open  space  under  the 
dome  for  the  reflected  light  to  pass  out  in  a  downward  direction, 
and  the  dome  was  supported  by  slender  arms ;  but  these  arms 
were  attached  to  the  gallery  and  not  to  a  sleeve  fitted  onto  the 
wick-tube.  It  differed,  therefore,  from  Reichmann's  in  these  re* 
spects :  The  chimney  was  supported  on  a  low  gallery  instead  of 
the  dome  itself,  and  the  dome  was  supported  by  arms  attached  to 
this  gallery  instead  of  arms  attached  to  a  sleeve  on  the  wick-tube. 
Therefore,  with  these  burners  before  us,  all  the  invention  we 
can  discover  in  Reich mann's  burner  is  the  peculiar  mode  of 
supporting  his  dome  by  slender  arms  attached  to  a  sleeve  fitted 
onto  the  wick-tube,  and  the  elevation  of  the  chimney  on  the  outer 
edge  pf  the  dome.  The  latter  peculiarity,  as  we  have  seen,  is  a 
defect  which  rendered  the  burner  nearly  useless. 

The  allegation  of  the  complainants  that  the  defendant  uses 
Reichmann's  invention  of  peripheral  springs  around  the  edge  of 
the  dome  for  steadying  liis  chimney,  we  regard  as  fallacious.  The 
transformation,  by  a  mere  trick  of  words  and  vague  generalities, 
of  the  arms  or  supports  used  by  Reichmann  to  sustain  his  chim- 
ney into  peripheral  springs  may  be  ingenious,  but  it  can  not  stand 
the  test  of  sober  consideration.  It  is  not  pretended  that  Reich- 
mann produced  anything  more  than  the  arms  or  supports  shown 
in  his  original  patent.  These  were  mere  slips  of  metal  turned 
up  around  the  edge  of  the  dome,  such  as  had  been  in  common 
use  for  a  great  period  of  time.  All  that  Reichmann  did  new  in 
this  regard  was  to  elev#e  his  chimney  on  the  top  of  the  dome. 
This,  in  fact,  rendered  his  lamp  in  the  main  useless,  and  the  de- 
fendant does  not  copy  it,  but  slips  his  chimney  down  around  the 
dome  and  places  it  on  a  platform  perforated  with  holes,  which 
rests  upon  the  cap  of  the  lamp  and  answers  to  the  bottom  or  floor 
of  Stuber's  gallery.  Me  thus  surrounds  the  flame  with  the  chim- 
ney below  as  well  as  above  the  dome,  and  prevents  it  from  being 
extinguished  by  drafts  of  air,  without  obstructing  the  issue  of  the 
light  from  below  the  dome.  In  this  respect  his  lamp  is  more 
like  Stuber's  than  Reichmann's.     It  is  true  that  he  keeps  his  chim- 
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ney  from  coming  in  contact  with  the  dome  by  surrounding  the 
latter  wifli  a  fine  spiral  spring  or  metallic  fringe,  but  this  has  no 
resemblance  or  analogy  to  the  supporting-arms  appended  by 
Reichmann  to  his  dome. 

The  question  whether  the  defendant's  burner,  which  is  called 
the  Comet,  contains  the  other  peculiarity  of  Reichmann's  burner 
— namely,  the  supporting  of  jfhe  dome  by  slender  arms  attached 
directly  to  a  sleeve  fitted  snugly  upon  the  wick-tube — admits  of 
more  discussion.  The  dome  was  supported  by  slender  arms  both 
in  Stuber's  and  Reichmann's  lamps ;  but  in  the  former  the  arms 
were  attached' to  the  surrounding  gallery  on  which  the  chimney 
rested,  and  which  was  slipped  over  a  raised  portion  of  the  base 
to  which  the  wick-tube  was  affixed,  and  there  held  in  place  by  a 
bayonet  fastening,  while  in  Reicl^mann's  burner  the  arms  were 
attached  to  a  sleeve  fitted  directly  upon  the  wick-tube  so  snugly 
as  to  support  the  dome  and  chimney  firmly  and  steadily.  Now, 
in  the  Comet  burner  of  the  defendant  the  arms  supporting  the 
dome  are  attached  to  the  platform  before  mentioned,  which  an- 
swers the  place  of  the  gallery  floor  in  Stuber's  burner,  and  the 
central  portion  of  which  is  perforated  with  an  opening  or  slot  so 
as  to  pass  down  over  the  wick-tube  when  being  placed  on  the 
lamp.  Around  this  slot  or  opening  the  platform  is  raised  next  to 
the  wick-tube  in  a  conical  form,  so  that  the  top  edge  of  the  raised 
part  touches  the  wick-tube  and  thus  helps  to  give  steadiness  to  the 
dome  and  chimney.  The  arms  are  attached  to  this  raised  part. 
But  this  raised  portion  of  the  platform  is  very  far  from  being 
Reichmann's  sleeve,  which  was  a  peculiar  characteristic  in  his 
lamp,  and  the  sleeve  arrangement  was  all  that  Reichmann  pre- 
tended to  have  produced.  Its  magnification  and  generalization 
in  the  reissued  patent  is  simply  effected  by  a  dextrous  use  of 
words  and  vague  generalities.  We  are  constrained  to  hold,  there- 
fore, that  the  Comet  burner  is  not  an  infringement  of  Reichmann's 
original  patent  or  of  the  invention  which  is  exhibited  in  his  orig- 
inal specification.  . ' 

It  is  proper  next  to  inquire  as  to  the  bearing  of  the  reissued 
patent  on  the  question  in  litigation  between  the  parties.  The  de- 
fenses made  by  the  defendant  against  this  reissue  are,  first,  that  it 
was  obtained  illegally,  wrongfully,  and  by  false  pretenses,  and  be- 
cause it  seeks  to  claim  things  of  which  Reichmann  was  not  the 
original  and  first  inventor.     Secondly,  that  the  original  patent  it- 
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self  was  void,  because  the  only  thing  in  it  which  Reichmann 
had  any  pretense  of  inventing  was  anticipated  by  a  man  by  the 
name  of  Michael  H.  Collins,  as  early  as  1843. 

The  specification  of  the  reissued  patent  describes  the  burner  of 
Reichmann  substantially  as  was  done  in  the  original  patent,  being 
interspersed,  however,  with  observations  as  to  the  uses  and  objects 
of  particular  parts,  evidently  borrowed  from  subsequent  experi- 
ence and  events.  The  single  claim  of  the  original  patent  is  ex- 
panded into  seven  distinct  claims.  The  first  three  of  these 
claims,  taken  with  the  qualifications  which  they  contain,  and 
limited  as  they  must  be  by  the  state  of  the  art  at  the  time  when 
the  original  patent  was  applied  for,  amount  to  precisely  the 
same  thing  arid  to  no  more  than  the  one  claim  of  the  original 
patent  The  first  is  for  a  combination  of  only  two  elements, 
it  is  true,  the  flat  wick-tube  and  the  dome,  which  combina- 
tion is  found  in  both  the  Vienna  and  Stuber  burners ;  but  a 
qualification  is  added,  that  the  combination  is  to  be  u  under 
the  arrangement  substantially  as  shown  and  described,  so  that, 
while  directly  connected  with  each  other^  the  said  parts  shall 
allow  light  to  pass  out  or  be  reflected  from  between  them,  as 
set  forth."  Thus  it  is  made  essential  to  the  invention  here 
claimed,  not  only  that  the  two  elements  named  should  be  present, 
but  that  they  should  have  the  arrangement  described  in  the  pat- 
ent, and  should  have  a  direct  connection  with  each  other,  and  that 
the  light  should  be  reflected  from  between  them.  All  these  things 
exist  in  the  Stuber  burner,  except  one.  In  that  burner  the  wick- 
tube  and  the  dome  are  not  directly  connected  together.  The 
dome  is  first  connected  with  the  gallery,  and  the  gallery  with  the 
wick-tube,  so  that  the  claim  is  reduced  to  the  same  thing  which 
was  claimed  in  the  original  patent.  The  same  may  be  said  of  the 
second  and  third  claims.  If  they  mean  anything  more  than  the 
claim  in  the  original  patent  they  are  void.  Being  identical  with 
that,  they  are  needlessly  multiplied,  and  by  exhibiting  a  seeming 
of  claims  to  which  Reichmann  was  not  entitled,  they  are  cal- 
culated to  confuse  and  mislead.  We  think  it  proper  to  reiterate 
our  disapprobation  of  these  ingenious  attempts  to  expand  a  sim- 
ple invention  of  a  distinct  device  into  an  all-embracing  claim,  cal- 
culated by  its  wide  generalizations  and  ambiguous  language  to 
discourage  further  invention  in  the  same  department  of  industry 
and  to  cover  antecedent  inventions.     Without  deciding   that  a 
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repetition  of  substantially  the  same  claim  in  different  words  will 
vitiate  a  patent,  we  hold  that  where  a  specification,  by  ambiguity 
and  a  needless  multiplication  of  nebulous  claims,  is  calculated  to 
deceive  and  mislead  the  public,  the  patent  is  void. 

The  fourth  claim  was  clearly  anticipated  by  the  burner  of  Stu- 
ber.     It  is  in  the  following  words : 

A  lamp-burner,  composed  of  two  groups  of  elements,  the  first 
consisting  of  the  base,. with  its  wick-tube  and  wick-adjusting 
rack  and  pinions,  the  second  of  a  chimney-holder,  deflector,  and 
such  other  parts  as  may  be  needed  for  the  proper  combustion  of 
the  fluid  so  as  to  produce  an  illuminating  flame,  the  two  groups 
being  united  by  friction,  and  the  latter,  when  in  position  in  the 
burner,  being  supported  by  the  former  without  the  intervention 
of  any  mechanical  device  whereby  the  two  may  be  rigidly  con- 
nected together,  substantially  as  and  for  the  purposes  herein 
shown  and  set  forth. 

Everything  they  have  claimed  is  found  in  Stuber's  burner.  If 
this  claim  is  valid,  Stuber  could  be  enjoined.  The  addition  of  a 
bayonet-fastening  by  Stuber  does  not  destroy  the  identity  of  his 
lamp  with  the  alleged  invention  described  in  this  claim.  It  fol- 
lows that  this  claim  is  void  for  this  reason,  without  reference  to 
other  objections  which  have  been  suggested  in  relation  to  it.  One 
void  claim,  however,  does  not  vitiate  the  entire  patent,  if  made 
by  mistake  or  inadvertence  and  without  any  willful  default  or  in- 
tent to  defraud  or  mislead  the  public.  Giving  to  the  complain- 
ants the  whole  benefit  of  this  indulgence,  there  is  still  nothing  in 
the  remaining  claims  which  the  defendant  is  called  upon  to 
answer.  They  are  merely  for  combinations  of  parts  in  the  origi- 
nal burner  of  Reichmann  which  the  defendant  does  not  use,  un- 
less the  pretense  of  a  claim  to  peripheral  springs,  as  distinguished 
from  Reichmann's  arms  and  supports,  can  be  sustained.  We 
have  already  seen  that  this  can  not  be  done. 

Our  conclusion,  therefore,  is  that  the  Comet  burner  is  no  in- 
fringement of  Reichmann's  reissued  patent,  so  far  as  that  patent 
is  valid. 

This  view  of  the  case  makes  it  unnecessary  to  discuss  the 
question  relating  to  the  alleged  invention  of  Collins.     While  his 
conduct  and  testimony,  and  that  of  the  other  witnesses  who  tes- 
tify to  his  invention,  are  susceptible  of  much  criticism,  we  think 
vol.  vi — 4 
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it  proper  to  say  that  we  should  feel  great  difficulty  in  disregarding 
it  altogether.  If  the  models  presented  by  him  were  really  his 
invention  at  the  time,  sworn  to,  the  Reichmann  patent  has  no 
foundation  whatever  to  stand  on.  But,  waiving  the  discussion  of 
this  question,  we  feel  bound  to  affirm  the  decree  of  the  circuit 
court  for  the  reasons  above  stated.  * 

Decree  affirmed. 


Samuel  Wetherill  et  al. 

vs. 
The  Passaic  Zinc  Co.  et  al.     In  Eqijity. 

The  interpretation  of  a  contract  is  to  be  determined  by  the  sense  in  which 
the  parties  intended  to  use  the  terms  employed  to  express  it;  and  this 
must  be  gathered  from  the  instrument  itself,  irrespective  of  declara- 
tions, written  or  oral,  by  either  party,  as  to  his  understanding  of  its 
meaning,  or  as  to  his  motives  in  making  it. 

A  sale  of  two-thirds  of  a  certain  lease  of  land,  including  steam-engine, 
tools,  and  all  appurtenances,  and  also  of  "  two-thirds  of  all  his  ma- 
chinery, furnaces,  engines,  retorts,  buildings,  and  materials  whatso- 
ever, now  on  or  about  the  premises  of  tjie  Wetherill  Zinc  Company, 
in  the  town  of  Wetherill^  Pennsylvania,  with  rights  to  use,  all  his 
patents  and  processes  for  the  manufacture  of  zinc  oxide,  metallic  zinc, 
retorts,  etc.,  which  said  Wetherill  now  has,  or  has  in  contemplation 
to  obtain,  it  being  understood  that  the  patents  heretofore  referred  to 
mean  only  those  which  he  holds  in  his  own  right :"  Held — 

i.  To  be  a  license  to  use  the  process  in  those  buildings  only  and  not  a 
general  license. 

2.  The  words  restricting  the  grant  to  such  patents  as  the  grantor  "  holds 

in  his  own  right,"  apply  to'sucn  as  he  was  the  apparent,  but  not  the 
real  owner  of,  and  a  patent  of  which  he  holds  only  a  part  interest  wJJI, 
nevertheless,  pass  under  the  conveyance. 

3.  The  words  "  all  patents  and  processes  which  he  has,  or  has  in  contem- 

plation to  obtain,"  merely  serve  to  individuate  the  patents,  and  do  not 
convey  the  extended  term. 

A  license  to  use  an  invention  "for  the  whole  term  of  the  patent  which 
may  be  granted,"  given  before  the  patent  was  issued,  does  not  author- 
ize the  use  of  it  under  the  extended  term. 
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The  case  of  Wilson  v.  Rousseau,  4  How.  669,  must  be  considered  as  deter- 
mining the  construction  of  section  18  of  the  act  of  1S36. 

The  right  to  use  a  patented  process,  during  the  original  term  of  the  patent, 
under  section  18  of  the  act  of  1836,  re-enacted  in  the  act  of  1870,  does 
not  authorize  the  use  of  it  after  the  patent  is  extended. 

There  is  a  broad  distinction  between  the  use  of  an  invention  and  the  use 
of  a  patented  machine.  While  the  right  to  use  the  invention  expires 
with  the  end  of  the  term  of  the  original  patent,  the  right  to  the  con- 
tinued use  of  the  machine,  which  embodies  it,  is  protected. 

Wilson  v.  Turner,  Taney's  C.  Ct.  Decisions,  278,  and  Day  v.  The  Union 
India  Rubber  Co.,  3  Blatchford,  488,  commented  on. 

A  bond  with  sufficient  security  allowed,  instead  of  final  injunction. 
(Before  McKbnnak,  J.,  District  of  New  Jersey,  October,  1872.) 

Final  hearing  on  pleadings  and  proof. 

The  nature  of  the  case  is  fully  given  in  the  opinion  of  the 
court. 


George  Harding,  for  complainants. 

E.  W.  Stoughton  and  George  Giffbrd,  for  the  defendants. 

McKennan,  J. 

There  is  no  contention  as  to  the  complainants'  title  to  the  in- 
vention described  in  the  patent  set  up  in  the  bill,  or  as  to  the  use 
of  such  invention  by  the  defendants.  The  patent  is  for  an  im- 
proved process  in  the  manufacture  of  white  oxide  of  zinc,  which 
Manning  and  Squier 'claim  to  have  acquired  a  license  to  use 
during  the  term  of  the  original  patent,  and  the  real  and  decisive 
inquiry  in  the  cause  is  whether,  by  the  true  construction  of  this 
license,  or  by  operation  of  section  18  of  the  act  of  July  4,  1836, 
re-enacted  by  section  67  of  the  act  of  July  8,  1870,  the  use  of  this 
process  was  authorized  after  the  term  of  the  extended  patent 
began. 

The  construction  of  the  agreement  of  March  17,  i860,  between 
Manning  and  Squier  and  Wetherill,  is  not  altogether  free  from 
difficulty.  Its  phraseology  is  peculiar.  It  provides  for  the  sale, 
by  Wetherill,  to  Manning  and  Squier,  of  two-thirds  of  his  min- 
eral lease  of  land  in  Lehigh  county,  from  Jacob  Correll,  includ- 
ing the  steam-engine,  tools,  and  all  appurtenances,  and  also  of 
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u  two-thirds  of  all  his  machinery,  furnaces,  engines,  retorts,  build- 
ings, and  materials  whatsoever,  now  on  or  about  the  premises  of  the 
Wetherill  Zinc  Company,  in  the  town  of  Wetherill,  Pennsylvania, 
with  rights  to  use  all  his  patents  and  processes  for  the  manufacture 
of  zinc  oxide,  metallic  zinc,  retorts,  etc.,  which  said  Wetherill  now 
has,  or  has  in  contemplation  to  obtain  *  *  *  it  being  under- 
stood that  the  patents  hithertofore  referred  to  mean  only  those  which 
he  holds  in  his  own  right."  The  interpretation  of  this  contract  is  to 
be  determined  by  the  sense  in  which  the  parties  intended  to  use 
the  terms  employed  to  express  it ;  and  this  must  be  gathered  from 
the  instrument  itself,  irrespective  of  declarations,  written  or  oral, 
by  either  party,  as  to  his  understanding  of  its  meaning,  or  as  to 
his  motives  in  making  it.  But  in  and  of  such  an  inquiry  it  is 
proper  to  consider  facts  cognate  to  the  subject  of  the  contract  and 
within  the  knowledge  of  the  parties,  to  which  it  may,  therefore, 
be  presumed  that  the  stipulations  of  the  contract  were  intended 
to  be  applied,  and  by  which  their  effect  and  meaning  were  to  be 
governed. 

The  subject-matter  of  the  first  clause  of  the  contract  was  the 
Correll  mineral  lease,  two-thirds  of  which  is  sold  to  Manning 
and  Squier ;  "and  also"  a  two-thirds  interest  in  the  machinery, 
furnaces,  engines,  buildings,  and  materials  then  on  or  about  the 
premises  of  the  Wetherill  Zinc  Company,  at  Wetherill,  "  with  " 
rights  to  use  Wetherill's  patents  and  processes  for  the  manufac- 
ture of  zinc  oxide,  etc  ,  which  he  then  had,  or  had  it  in  contempla- 
tion to  obtain.  Now,  it  is  clear  that  the  interests  conveyed  in  this 
lease,  and  in  the  machinery,  etc.,  are  separate  and  independent, 
because  that  is  expressed  in  unambiguous  and  appropriate  words. 
But  are  the  rights  to  use  the  patents  and  processes  dissociated 
from  the  use  of  the  machinery,  etc.,  by  terms  of  like  import? 
They  are  granted  together,  apparently  as  inseparable  parts  of  a 
single  subject-matter,  or,  at  least,  as  if  they  had  some  understood 
dependency  upon  each  other.  Two-thirds  of  the  ownership  of 
the  buildings,  machinery,  etc.,  are  transferred  not  as  a  distinct 
subject,  but  u  with  "  rights  to  use  certain  patents  and  processes 
related  to  the  uses  for  which  the  buildings  and  machinery  were 
designed  and  employed.  They  are  thus  associated  in  the  same 
clause,  and  are  conveyed  together  in  terms  implying  that  the  right  to 
one  is  necessary  to  the  appropriate  enjoyment  of  the  other.  Where, 
then,  were  these  processes  to  be  used,  and  in  what  connection? 
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Where  else  than  at  the  place  at  which  the  appliances  were  pro- 
vided, which  might  be  adapted  to  the  employment  of  all  the  pro- 
cesses comprehended  in  the  grant,  as  they  already  were  to  some 
of  them  ?  For  what  other  purpose  can  it  be  supposed  the  parties 
understood  Wetherill  to  unite  Manning  and  Squier  with  him  in 
the  ownership  of  the  premises,  unless  it  was  to  secure  their  con- 
tinued and  successful  use  in  the  production  of  zinc  in  some  of 
its  forms,  and  what  more  conducive  to  this  purpose  than  to  au- 
thorize the  use  of  necessary  methods,  of  which  he  had  the  mo- 
nopoly? I  do  not,  therefore,  think  it  an  unwarranted  inference, 
from  the  words  and  tenor  of  the  contract,  that  the  parties  intended 
the  right  to  use  WetherilPs  patents  and  processes  to  be  exercised 
in  connection  with  the  buildings,  machinery,  furnaces,  engines, 
retorts,  and  materials  granted  with  it,  and  consequently  that  such 
use  was  intended  to  be  local  and  restricted. 

It  is  urged,  however,  that  a  right  to  use  WetherilPs  patented  pro- 
cess for  the  manufacture  of  zinc  oxide  was  not  conveyed  by  the  con- 
tract. This  conclusion  is  founded  upon  the  alleged  effect  of  the  con- 
cluding sentence  of  the  first  clause  of  the  contract,  which  is,  "it  be- 
ing understood  that  the  patents  hithertofore  referred  to  mean  only 
those  which  he  holds  in  his  own  right."  Before  the  date  of  the 
contract  Wetherill  had  transferred  interests  in  his  process  patent 
to  Chas.  J.  Gilbert  and  others,  and  was  then  only  part  owner  of 
it ;  and  it  is  therefore  argued  that  he  did  not  hold  it  in  -his  own 
right.  That  he  was  owner  in  part  of  this  patent  is  undoubted, 
and  that  to  the  extent  of  his  interest  he  held  it  in  his  own  right  is 
also  clear.  Now,  the  qualifying  words  above  quoted  apply  only 
to  such  patents  as  he  was  the  apparent  but  not  the  real  owner  of, 
nor  do  they  exclude  patents  of  which  his  tenure  was  not  exclus- 
ive. He  was  the  patentee  of  the  process  for  manufacturing  white 
oxide  of  zinc,  and  to  the  extent  of  his  untransferred  interest  he 
was  competent  to  dispose  of  it,  because  he  held  it  in  his  own 
right.  He  did  dispose  of  part  of  this  interest,  expressly  limiting 
the  operation  of  his  conveyance  to  such  interests  as  he  was  the 
real  owner  of.  But  it  must  be  further  observed  that  this  process 
patent  was  the  only  one  for  the  manufacture  of  zinc  oxide  then 
held  by  Wetherill.  The  right  to  use  it  was  clearly  conveyed  by 
the  contract,  and  it  was  the  only  patent  then  to  which  the  words 
of  the  grant  would  apply.  To  exclude  it  from  the  operation  of 
an  unambiguous  conveyance  by  giving  this  effect  to  the  restrict- 
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ing  clause,  which  its  terms  do  not  clearly  require,  would  violate 
a  familiar  rule  of  construction,  which  assigns  to  a  proviso  the 
office  only  of  qualifying  the  context,  not  of  withdrawing  from  a 
grant  a  subject  plainly  embraced  by  it. 

But  assuming  that  the  construction  given  to  the  contract  is  erro- 
neous, and  that  the  license  in  dispute  was  unrestricted  as  to  the 
place  of  its  enjoyment,  it  is  necessary  to  inquire  whether  it  ex- 
tended beyond  the  terms  of  the  original  patent  by  the  stipulation 
of  the  contract,  or  by   operation  of   section  18  of  the  act   of 

/  ^A  license  or  contract  for  the  use  of  an  invention  is  subject  to 
■  the  same  rules  of  construction  which  apply  to  any  other  contract. 
The  intention  of  the  parties,  as  expressed  in  the  contract,  is 
to  be  ascertained,  and  effect  must  be  given  to  it  accordingly. 
A  transfer  of  an  interest  in  a  subsisting  patent  will  not  extend  be- 
yond the  term  of  the  patent,  unless  there  are  words  indicating  an 
intention  to  convey  more  than  a  present  interest.  Thi9  rule  was 
applied  in  Wilson  v.  Rousseau,  4  How.  646,  and  in  numerous 
other  cases/and,  I  think,  is  clearly  recognized  in  Railroad  Co. 
v.  Trimble,  10  Wall.  367,  and  in  Nicolson  Pavement  Co.  v. 
Jenkins,  14  Wall.  452.  In  the  Railroad  Co.  v.  Trimble,  the  lan- 
guage of  the  contract  manifestly  embraced  an  Extended  term 
of  the  patent.  In  reference  to  it,  the  court  say :  "  The  lan- 
guage employed  is  very  broad  ;  it  includes  alike  the  patents 
which  had  bce?i  issued  and  all  which  might  be  issued  thereafter. 
.  .  .  The  entire  inventions  anc}  alterations  and  improve- 
ments, and  all  patents  relating  thereto,  whensoever  issued,  to  the 
extent  of  the  territory  specified,  are  within  the,  scope  of  the  terms 
employed.  No  other  construction  will  satisfy  them.  Upon  the 
fullest  consideration,  we  have  no  doubt  such  was  the  meaning 
and  intent  of  the  parties."  The  language  employed  in  Nic- 
olson Pavement  Co,  v.  Jenkins  is  not  so  broad,  but  the  court 
held  it  to  be  equally  significant  of  an  intention  to  convey  an  in- 
terest in  the  extended  term.  "Manifestly  something  more  was 
intended  to  be  assigned  than  the  interest  then  secured  by  letters 
patent.  The  words  '  to  the  full  end  of  the  term  for  which  the 
said  letters  patent  are  or  may  be  granted'  necessarily  import  an 
intention  to  convey  both  a  present  and  a  future  interest,  and  it 
would  be  a  narrow  rule  of  construction  to  say  that  they  were  de- 
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signed  to  apply  to  a  reissue  merely  when  the  invention  itself,  by 
the  very  words  of  the  assignment,  is  transferred." 

The  words  of  the  contract  in  this  case  are,  "  with  rights  to  use 
all  his  patents  and  processes  for  the  manufacture  of  zinc  oxides, 
metallic  zinc,  retorts,  etc.,  which  said  Wetherill  now  has  or  has 
in  contemplation  to  obtain"  Now,  I  think  the  significance  of 
the  words  "  now  has  or  has  in  contemplation  to  obtain,"  is  merely 
to  individuate  the  patents  which  the  contract  was  intended  to  em- 
brace, and  has  no  reference  to  the  renewal  or  extension  of  such 
patents.  Two  classes  of  subjects  are  referred  to  :  patents  for  the 
manufacture  of  zinc  oxide,  metallic  zinc,  and  for  retorts,  which 
Wetherill  then  held,  and  patents  for  the  like  subjects,  which  he 
intended  to  obtain,  but  which  had  not  been  granted.  They  were 
intended,  then,  to  show  that  not  only  processes  of  which  he  held 
the  monopoly  by  patent,  but  also  those  of  which  he  proposed  to 
secure  the  monopoly  by  obtaining  patents  therefor,  were  to  be 
covered  by  the  contract.  And  this  interpretation  is  confirmed  by 
the  fact  that  he  had  shortly  before  filed  caveats  for  inventions  re- 
lating to  the  manufacture  of  zinc,  which  he  had  not  then  per- 
fected, and  for  which,  of  course,  when  matured,  he  contemplated 
obtaining  patents.  In  the  absence  of  any  words,  therefore,  indi- 
cating an  intention  to  deal  with  more  than  a  present  interest  in 
the  patent  in  question,  the  license  stipulated  for  must  be  held  to 
run  only  during  the  term  of  the  original  patent. 

And  the  same  conclusion  is  applicable  to  the  scope  of  the 
license  granted  by  S.  T.Jones  to  the  Passaic  Zinc  Company,  be- 
cause by  the  terms  of  agreement  between  him  and  Wetherill,  he 
was  authorized  to  sell  licenses  to  use  "the  invention  of  the.  im- 
provement in  the  process  for  manufacturing  the  white  oxide  of 
zinc,  for  which  he  (Wetherill)  has  applied  for  letters  patent," 
only  "  for  the  whole  term  of  the  patent  which  may  be  granted." 
This  is  an  express  limitation  of  Jones'  authority  to  sell  licenses  to 
the  term  of  the  patent  for  which  Wetherill's  application  was  then 
pending;  and  no  one,  therefore,  purchasing  a  license  from  him 
would  acquire  a  larger  interest  than  he  had  the  power  to  convey. 

But  is  the  right  to  Use  the  process  in  question  secured  to  the 
licensees,  during  the  term  of  the  extended  patent,  by  section  18 
of  the  act  of  1836?  It  is  thereby  enacted  that44  the  benefit  of 
such  renewal  shall  extend  to  assignees  and  grantees  of  the  right 
to  use  the  thing  patented,  to  the  extent  of  their  respective  inter- 
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dsts  therein."  The  construction  and  effect  of  this  clause  have 
been  considered  by  the  Supreme  Court  in  several  cases,  involv- 
ing the  right  to  use  machines  after  the  end  of  the  original  term 
of  the  patent,  but  in  no  case  has  the  effect  of  the  clause,  upon  a 
license  to  use  a  process,  been  expressly  determined  by  that  court. 
But  if  the  court  has  defined  the  meaning  of  the  statute,  a  loyal 
respect  for  its  authority  demands  that  it  should  be  followed,  al- 
though the  subject-matter  to  which  its  ruling  was  applied  may  be 
different  from  that  out  of  which  the  present  controversy  has 
grown. 

In  Wilson  v.  Rousseau,  4  How.  669,  the  question  was  pre- 
sented, whether,  by  force  of  section  18  of  the  act  of  1836,  an  ex- 
tended patent,  granted  to  Woodworth's  administrator  for  his 
planing-machine,  inured  to  the  benefit  of  an  assignee  under  the 
original  patent,  and  the  court  held  that  it  did  not,  but  that  it  pro- 
tected only  purchasers  or  owners  of  machines  during  the  original 
term*  in  the  mere  use  of  them  after  the  end  of  that  term.  This 
conclusion  necessarily  involved  a  determination  of  the  true  mean- 
ing and  scope  of  section  18,  and  in  reference  to  it  the  court  say: 
"The  extension  of  the  patent,  under  section  18,  is  a  new  grant 
of  the  exclusive  right  or  monopoly  in  the  subject  of  invention  for 
seven  years.  All  the  rights  of  assignees  or  grantees,  whether  in 
a  share  of  the  patent  or  to  a  specified  portion  of  the  territory 
held  under  it,  terminate  at  the  end  of  the  fourteen  years,  and  be- 
come reinvested  in  the  patentee  by  the  new  grant.  From  that 
date  he  is  again  possessed  of  the  '  full  and  exclusive  right  and 
liberty  of  making,  using,  and  vending  to  others  the  invention,' 
whatever  it  may  be.  Not  only  portions  of  the  monopoly  held  by 
assignees  and  grantees  as  subjects  of  trade  and  commerce,  but 
the  patented  articles  or  machines  throughout  the  country,  pur- 
chased for  practical  use  in  the  business  affairs  of  life,  are  cm- 
braced  within  the  operation  of  the  extension.  This  latter  f  lass 
of  assignees  and  grantees  are  reached  by  the  new  grant  of  the 
exclusive  right  to  use  the  thing  patented.  Purchasers  of  the  ma- 
chines, and  who  were  in  the  use  of  them  at  the  time,  are  disabled 
from  further  use  immediately,  as  that  right  became  vested  exclu- 
sively in  the  patentee.  Making  and  vending  the  invention  are 
prohibited  by  the  corresponding  terms  of  his  grant." 

And  again — 

"Against  this  view  it  maybe  said  that 'the  thing  patented' 
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means  the  invention  or  discovery,  as  held  in  McClurg  v.  Kings- 
land,  1  How.  202,  and  that  the  right  to  use  4  the  thing  patented ' 
is  what,  in  termst  is  provided  for  in  the  clause.  That  is  ad- 
mitted ;  but  the  words,  as  used  in  the  connection  here  found, 
with  the  right  simply  to  use  the  thing  patented,  not  the  exclusive 
right,  which  would  be  a  monopoly,  necessarily  refer  to  the  pat- 
ented machine  and  not  to  the  invention  ;  and,  indeed,  it  is  in  that 
sense  that  the  expression  is  to  be  understood  generally  through- 
out the  patent  law,  when  taken  in  connection  with  the  right  to 
use  in  contradistinction  to  the  right  to  make  and  sell. 

"  The  4  thing  patented'  is  the  invention  ;  so  the  machine  is  the 
thing  patented,  and  to  use  the  machine  is  to  use  the  invention, 
because  it  is  the  thing  invented,  and  in  respect  to  which  the  ex- 
clusive right  is  secured,  as  is  also  held  \xi McClurg  v.  Kingsland. 
The  patented  machine  is  frequently  used  as  equivalent  for  the 
1  thing  patented,'  as  well  as  for  the  invention  or  discovery,  and 
no  doubt  when  found  in  connection  with  the  exclusive  right  to 
make  and  vend  always  means  the  right  of  property  in  the  inven- 
tion— the  monopoly ;  but  when  in  connection  with  the  simple 
right  to  use,  the  exclusive  right  to  make  and  vend  being  in 
another,  the  right  to  use  the  thing  patented  necessarily  results  in 
a  right  to  use  the  machine  and  nothing  more.  Then,  as  to  the 
phrase,  '  to  the  extent  of  their  respective  interests  therein,'  that 
obviously  enough  refers  to  their  interests  in  the  thing  patented, 
and  in  connection  with  the  right  simply  to  use,  means  their 
interests  in  the  patented  machines,  be  that  interest  in  one  or  more, 
at  the  time  of  the  extension. 

u  This  view  of  the  clause,  which  brings  it  down  in  practical 
effect  and  operation  to  the  persons  in  the  use  of  the  patented  ma- 
chine or  machines  at  the  time  of  the  new  grant,  is  strengthened 
by  the  clause  immediately  following,  which  is,  l  that  no  extension 
of  the  patent  shall  be  granted  after  the  expiration  of  the  term  for 
which  it  was  originally  issued." 

To  the  same  effect  is  Bloomer  v.  Mc^uewan^  14  How.  547. 
The  opinion  of  the  court  was  delivered  by  the  chief  justice,  and, 
while  he  adopts  fully  the  reasoning  of  the  opinion  in  Wilson  v. 
Rousseau,  he  expounds,  at  some  length,  the  reasons  for  which  the 
distinction  is  made  in  the  act  of  1S36,  between  assignees  of  a 
share  of  the  monopoly  and  the  purchasers  of  machines  to  be  used 
in  the  ordinary  pursuits  of  business, 
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A  broad  distinction  is  thus  indicated  between  the  use  of  an  in- 
vention and  the  use  of  a  patented  machine.  While  the  right  to 
the  use  of  the  invention  expires  with  the  end  of  the  term  of  the 
original  patent,  the  right  to  the  continued  use  of  the  machine, 
which  embodies  it,  is  protected.  The  law  did  not  intend  to  re- 
vive an  assignment  or  grant  which  expired  with  the  term  of  the 
original  patent,  but  to  protect  a  species  of  tangible  property,  sold 
by  the  patentee,  the  value  of  which  depended  chiefly  upon  the 
owner's  right  to  use  it,  and  which,  without  some  saving  pro- 
vision, would  fall  within  the  grasp  of  the  exclusive  rights  vested 
in  the  patentee  by  the  extension.  It  was  manifestly,  then,  some- 
thing less  than  the  entire  right  to  use  the  invention  which  the  act 
contemplated.  What  that  is,  is  clearly  stated  in  the  opinion  of 
the  court,  not  as  a  dictum"  of  the  judge  who  delivered  it,  but  as 
an  exposition  of  the  meaning  of  the  act,  which  was  necessary  to 
a  decision  of  the  cause.  u  The  thing  patented  "  is  the  subject  of 
the  use,  and  the  court  say,  where  these  words  are  employed  in 
the  act  in  connection  simply  with  the  right  to  use,  they  refer  only 
to  the  patented  machine,  and  not  to  the  invention.  This,  then, 
is  an  authoritative  definition  of  their  significance  in  the  clause  in 
question,  and  they  must  therefore  be  taken  to  mean  a  specific 
machine,  and,  in  connection  with  the  other  words  of  the  clause, 
to  confer  a  right  to  use  //,  u  nothing  more."  And  it  has  since 
been  held  that  this  right  is  restricted  to  the  mere  use,  and  does 
not  cover  the  reconstruction  of  the  machine.  It  necessarily  fol- 
lows that  this  saving  clause  is  applicable  only  to  inventions  which 
are  susceptible  of  embodiment  in  a  substantial  and  tangible  form, 
and  not  to  those  which  consist  in  a  formula  for  producing  pre- 
scribed results,  and  when  those  results  are  obtained,  there  is  an 
end  of  the  thing  patented,  and  which,  as  often  as  it  is  employed 
in  practice,  involves  the  renewed  use  or  reproduction  of  the  entire 
invention. 

But  \X.  is  urged  that  where  a  process  requires  the  use  of  a  pe- 
culiar machine  or  apparatus  for  its  practice,  the  right  to  use  the 
process  until  the  apparatus  is  worn  out  is  within  the  protection  of 
the  act.  If  the  title  to  both  was  concentrated  in  the  same  person 
and  by  the  same  patent,  the  argument  would  have,  perhaps,  un- 
answerable force.  But  where  it  is  held  by  different  persons  and 
under  distinct  patents,  it  is  difficult  to  see  how  a  grant  of  an 
interest  in  one  can  carry  with  it  any  interest  in  the  other.  *  Bur- 
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rows  was  the  patentee  of  a  furnace  adapted  to  the  use  of  Weth- 
erill's  process,  and  by  Burrows'  assignment  the  respondents 
acquired  a  right  to  use  it.  But  that  assignment  did  not  touch 
Wetherill's  invention,  and  they  had  no  right  to  practice  it  in  the 
Burrows  furnace  without  Wetherill's  authority.  When  they  ob- 
tained his  authority,  the  contract  which  granted  it  was  the  sole 
source  of  their  right,  and  had  no  dependent  relation  to  a  distinct 
contract  with  another.  If  Burrows'  assignment  conveyed  an 
interest  in  his  invention  alone,  and  gave  no  right  whatever  to  the 
use  of  Wetherill's,  an  extension  of  the  patents  for  either  or  both 
of  them  could  not  operate  to  establish  an  inseparable  connection 
between  them.  The  only  effect  of  the  saving  clause  in  question 
is  to  continue  the  right  to  use  a  patented  machine  after  the  re- 
newal of  the  patent,  where  such  right  was  derived  from  an  assign- 
ment or  grant  by  the  patentee,  and  it  can  not,  by  any  constructive 
expansion,  be  made  the  source  of  a  right  in  the  creation  of  which 
the  patentee  had  no  agency. 

Two  cases  have  been  referred  to,  in  which  a  broader  effect  is 
given  to  the  act  of  1S36  than  is  ascribed  to  it  in  Wilson  v.  Rous- 
seau, and  which  demand  only  a  brief  notice. 

The  first  of  these  is  Wilson  v.  Turner  (Taney's  Circuit  Court 
Dec.  278),  in  which  the  defendant  was  the  owner  of  a  Woodworth 
planing-machine,  by  virtue  of  an  assignment  of  an  interest  in 
the  original  patent,  and  claimed  the  right  to  use  it  after  the  ex- 
tension of  the  patent.  Chief  Justice  Taney  delivered  the  opinion 
of  the  circuit  court,  dismissing  the  bill  on  the  ground  that  the  act 
of  1836  extended  the  entire  right  vested  by  the  assignment  during 
the  term  of  the  renewred  patent.  The  cause  went  to  the  Supreme 
Court,  and  was  there  heard  in  connection  with  Wilson  v.  Rous- 
seau. Although  the  decree  of  the  circuit  court  was  affirmed,  it 
was  expressly  for  the  reasons  stated  in  Wilson  v.  Rousseau,  the 
chief  justice  concurring  in  the  opinions  in  both  cases.  The  re- 
stricted operation  there  given  to  the  act  is  irreconcilably  with  the 
construction  of "  it  in  the  court  below,  and  the  judgment  must 
therefore  be  taken  as  a  distinct  rejection  of  the  T>road  views  of 
the  chief  justice  in  the  circuit  court,  as  indicative  of  a  change  of 
opinion  on  his  part. 

In  Day  v.  The  Union  India  Rubber  Co.,  3  Blalch.  48S,  the 
learned  judge  of  the  circuit  court  adopted  the  views  of  Chief 
Justice  Taney  in  \\rilson  v.  Turner,  and  held  that  the  act  of  1S36 
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protected  the  continued  use  of  a  process  by  a  licensee  under  the 
original  patent.  Upon  this  interpretation  of  the  act  the  judge 
rested  his  decision  of  the  cause,  and  supported  it  by  an  elaborate 
and  impressive  argument.  .  This  case  also  went  to  the  Supreme 
Court,  and  is  reported  in  20  How.  216.  The  same  judge  who 
delivered  the  opinion  in  Wilson  v.  Rousseau  also  delivered  the 
opinion  of  the  court  in  this  case,  and  he  puts  its  decision  upon 
the  ground  that  the  license  set  up  by  the  defendants  in  terms  cov- 
ered the  extended  term  of  the  patent,  and  he  does  not  advert  at 
all  to  the  view  taken  in  the  circuit  court  of  the  act  of  1S36.  It 
is  obvious,  therefore,  that  the  effect  of  the  act  was  an  immaterial 
question,  and  that  the  silence  of  the  court  in  regard  to  it  does  not 
imply  any  approval  of  the  views  of  the  judge  of  the  circuit  court. 
Thus  unimpugned  by  any  authorized  doubt  or  denial  of  its  sound- 
ness, Wilson  v.  Rousseau  must  be  regarded  as  determining  the 
meaning  of  the  act,  and  its  consequent  inapplicability  to  the  de- 
fense of  the  respondents. 

The  patent  of  Wetherill  was  extended  on  November  13,  1869. 
The  Passaic  Zinc  Company  used  his  processes  after  that  date,  and 
so  was  an  infringer.  It  is  unnecessary,  therefore,  now  to  deter- 
mine the  effect  of  its  agreements  with  Manning  and  Squier  upon 
its  liability  as  an  infringer  after  their  date. 

The  complainants  are  entitled  to  an  injunction  and  an  account, 
and  a  decree  will  be  entered  therefor ;  but  if  the  respondents, 
within  twenty  days,  give  bond  in  such  sum,  with  security,  as  the 
court  or  judge  thereof  shall  approve,  to  secure  the  payment  of 
the  profits  and  damages  hereafter  decreed  against  them,  the  issu- 
ing of  the  injunction  will  be  suspended  until  the  further  order  of 
the  court. 


OCTOBER,    1872.  6l 


Smith  v.  Nichols. 


William  Smith 


vs. 
Nathan  Nichols.     In  Equity. 

If  it  is  assumed,  that  after  making  his  loom  the  patentee  discovered  that  the 

* 

cloth  made  by  it  was  really  a  new  .article,  the  court  is  not  prepared  to 
say  that  he  might  not  by  a  reissue  enlarge  his  claims  to  cover  the  new 
article. 

An  application  for  a  patent  where  the  improvement  consisted  in  increasing 
the  size  and  distance  apart  of  the  India  rubber  cords  in  a  fabric,  was 
properly  rejected,  that  not  being  considered  to  be  an  invention  in  the 
sense  of  the  law. 

Where  cloth  had  before  been  made  with  cords  of  India  rubber,  covered 
with  weft-threads  only,  the  cor4s  being  of  variable  sizes,  and  placed 
at  variable  distances  apart,  according  to  the  degree  of  elasticity  and 
other  properties  desired,  and  patentee's  fabric  differed  from  those 
before  made,  by  being  more  tightly  woven,  so  that  it  can  be  cut  cross- 
wise without  danger  of  the  cords  slipping  back  or  withdrawing,  and 
by  having  the  cords  so  near  together  that  they  form  a  great  part  of 
the  bulk  of  the  cloth,  these  differences  do  not  constitute  a  patentable 
improvement.  *    . 

Vulcanized  rubber  being,  before  the  date  of  plaintiffs  patent,  a  well-known 
substitute  for  the  native  India  rubber  in  many  combinations,  it  is  not 
probable  that  he  could  have  supported  a  claim  to  invention  by  that 
substitution. 

Making  a  closer  texture  in  corded  elastic  fabrics  by  the  old  means — that  is, 
by  drawing  the  weft-threads  tighter  round  the  cords — is  a  matter  of 
construction  only. 

Plaintiffs  improvement  was  due  to  better  materials  and  more  careful  weav- 
ing, and  did  not  involve  invention. 

(Before  Clifford  and  Lowell,  JJ.,  District  of  Massachusetts,  October, 
1872.) 

Final  hearing  on  pleading  and  proofs. 

Suit  brought  upon  letters  patent  for  "  improvement  in  corded 
elastic  fabrics,"  granted  to  William  Smith,  April  5,  1853,  and  re- 
issued June  30,  1868. 
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A  suit  upon  the  same  patent  is  reported  in  the  case  of  Smith 
v.  Elliott,  9  Blatch.  400;  5  Fisher,  315. 

The  patent  was  subsequently  modified  by  a  disclaimer  filed 
May,  1872.  The  material  facts  and  the  issues  are  more  fully  set 
forth  in  the  opinion. 

T.  A.  Jenckes,  for  complainant. 

B.  Dean  and  B.  R*  Curtis,  for  defendant. 

Lowell,  J. 

The  complainant  took  out  a  patent  in  1853,  in  which  the  claim 
was  for  a  process  of  weaving  by  the  combination  of  central  sta- 
tionary warps,  and  with  weft-threads  passed  simultaneously 
through  the  two  sheds  by  means  of  two  shuttles.  The  specifica- 
tion described  a  loom  and  the  mode  of  using  it,  and  declaredthat 
the  process  was  specially  useful  where  the  stationary  warps  were 
elastic.  Whether  the  patent  was  for  a  loom  or  a  process  is  -not 
important  in  this  case.  The  evidence  tends  to  show  that  a  fabric 
was  produced  by  the  complainant  which  was  highly  elastic  and 
remarkably  well  adapted  to  gores  for  boots  and  shoes,  and  that  it 
has  taken  the  place  of  all  other  cloths  for  this  purpose.  It  is  fur- 
ther shown  that  a  cloth  of  like  quality  in  most  respects  may  be 
made  on  looms  which  have  not  the  distinguishing  features  of  the 
plaintiff's  loom. 

The  plaintiff,  however,  maintains  that  he  not  only  improved 
the  process  of  weaving  a  known  fabric,  but  invented  a  new  fab- 
ric ;  and  his  patent,  after  it  had  been  extended  in  1867,  was  reis- 
sued in  1868  in  three  parts — one  for  the  loom,  one  for  the  fabric, 
and  one  for  the  process.  The  bill  is  founded  on  an  alleged  in- 
fringement of  the  second  of  these  parts,  called  division  B,  reissue 
No.  3,014,  dated  June  30,  iS$8,  for  the  fabric,  and  it  is  alleged 
that  the  defendant  makes  and  sells  this  fabric.  It  is  not  contended 
that  he  uses  the  loom  or  the  process,  and  it  is  not  denied  that  he 
does  sell  the  fabric.  The  specification  of  division  B  describes, 
the  loom  substantially  as  in  the  original  patent,  and  the  fabric 
much  more  minutely  as  a  corded  fabric  in  which  the  central  cords 
or  cord-warps  are  griped  firmly  between  two  weft-threads,  each 
passing  half-way  round  the  cord,  one  above  and  the  other  below, 
and  the  cords  are  separated  from  each  other  by  the  interweaving 
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of  warp- threads  and  weft-threads  in  strips  of  cloth  between  {he 
cords  only  and  not  over  and  under  the  cords,  so  that  the  cords  are 
covered  by  weft-threads  only.  The  claim  is  for  the  corded  fabric, 
substantially  as  described,  in  which  the  cords *re  elastic  and  are 
held  between  the  upper  and  under  weft-threads,  and  are  separated 
from  each  other  by  the  interweaving  of  the  upper  and  under 
weft-threads  with  the  warp-threads  in  the  space  between  the 
cords,  and  only  there,  substantially  as  above  shown. 

The  bill  was  filed  November  19,  1868.  In  January,  1870,  the 
patentee  filed  a  disclaimer  of  any  fabric  in  which  the  warp  and 
weft-threads  are  so  interwoven  between  the  elastic  cords  as  to 
form  strips  of  shirred  cloth  between,  and  by  the  contraction  of 
the  elastic  cords,  declaring  that  in  his  fabric  the  warp-threads  are 
interwoven  with  the  weft-threads  only  for  the  purpose  of  binding 
the  latter  tightly  about  the  elastic  cords. 

In  May,  1872,  the  plaintiff  filed  a  second  disclaimer  of  any 
fabric  in  which  the  weft-threads  are  so  interwoven  with  the  warp- 
threads  which  lie  between  the  elastic  cords  that  the  former  are 
not  brought  half-way  round  each  of  said  cords  so  as  to  gripe 
them  in  such  a  way  as  not  to  permit  said  elastic  cords  to  slip 
through  between  said  weft-threads  in  case  said  cords  are  cut  cross- 
wise or  bias. 

The  defendants  maintain  that  the  reissue  is  for  a  different  in- 
vention from  that  originally  described,  and  so  is  void  ;  and  that 
the  fabric  is  not  new. 

The  evidence  certainly  tends  to  show  that  until  about  the  time 
of  the  reissue  the  patentee  said  to  several  persons,  at  different 
times,  that  his  patent  was  for  the  union  web,  which  is  faced  on 
both  sides,  or  for  the  mode  of  making  it,  and  this  is  confirmed 
by  the  language  of  his  first  patent,  in  which  he  says  that  the  ob- 
ject of  his  invention  is  to  furnish  means  for  weaving  fabrics 
joined  by  a  center  warp,  which  is  inclosed  by  a  fabric  formed  on 
each  side  of  it  by  filling  from  two  shuttles,  one  passing  above  and 
the  other  below  the  center  warp.  But  if  we  assume  that  after 
making  his  loom  he  discovered  that  the  cloth  made  by  it  was 
really  a  new  article,  we  are  not  prepared  to  say  that  he  might  not, 
by  a  reissue,  enlarge  his  claim  to  cover  the  new  article.  On  this 
point  we  give  no  opinion. 

Upon  the  question  of  novelty,  the  evidence  is.  that  an  elastic 
fabric  had  been  well  known  for  many  years  before  the  date  of  the 
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patent,  in  which  strands  or  cords  of  India  rubber  were  used  to 
give  elasticity,  and  cotton  was  woven  between  these  strands  in 
such  a  way  that  the  latter  were  covered  by  weft-threads  only. 
This  article  was  used  in  making  suspenders,  and  kept  the  market 
for  a  long  time.  In  1S44,  Mr  Hotchkiss,  a  manufacturer  of  sus- 
penders, in  making  application,  for  a  patent,  described  as  his  in- 
vention a  fabric  made  with  cords  of  India  rubber  from  one-eighth 
to  one-half  an  inch  apart,  connected  with  a  filling  of  cotton,  and 
he  distinguished  this  cloth  from  others  before  known  by  the  cords 
being  larger  and  farther  apart  in  his  fabric.  The  description 
does  not  show  that  the  cords  were  covered  by  weft-threads  only ; 
but  Hotchkiss  swears  that  the  fact  was  so,  and  a  sample  of  the 
cloth  is  produced  from  the  Patent  Office,  which  confirms  it ;  and 
if  further  confirmation  is  needed  it  is  found  in  the  testimony  of 
other  witnesses  concerning  the  suspender-webbing  generally ;  and 
the  plaintiffs  first  disclaimer,  which  was  filed  some  time  after 
these  things  were  put  in  proof,  is  of  itself  enough  for  the  pur- 
poses of  this  case.  This  application  of  Hotchkiss  was  very 
properly  rejected  by  the  Patent  Office,  because  increasing  the 
size  and  distance  apart  of  the  India  rubber  cords  was  not  consid- 
ered to  be  invention  in  the  sense  of  the  law. 

This  evidence  and  that  of  other  witnesses  establishes  that  cloth 
for  suspenders  was  made  with  cords  of  India  rubber  covered  with 
weft-threads  only,  the  cords  being  of  variable  sizes  and  placed  at 
variable  distances  apart,  according  to  the  degree  of  elasticity  and 
other   properties   that   were   desired.*    (See   pp.  533,  544,  S33, 
Compt's  record.)     Taking  this  evidence  and  the  plaintiff's  dis- 
claimers into  consideration,  he  appears  now  to  claim  that  his  fab- 
ric differs  from  others  known  before  by  being  more  tightly  woven, 
so  that  it  can  be  cut  crosswise  without  danger  of  the  cords  slip- 
ping back  or  withdrawing,  and  by  having  the  cords  so  near 
together  that  they  form   a  great  part  of  the  bulk  of  the  cloth. 
Now,  it  does  not  appear  to  us  that  these  differences  make  up  a 
patentable  improvement.    [The  fact  that  an  article  is  better  and 
/  more  useful  in  the  trade  is  evidence  of  novelty ;  but  if  the  supe- 
riority is  attained  by  the  application  of  known  means  in  a  known 
way  to  produce  a  known  result,  though  a  better  one,  the  novelty 
,   required  by  the  patent  law  is  wanting.     Looking  to  the  evidence, 
.  we  find  a  large  number  of  witnesses  called  to  prove  that  the  old 
1  webbing  used   for  suspenders  would    not  be  suitable  for  shoe- 
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goring;  but  when  we  analyze  their  testimony  we  find,  besides 
mere  difference  of  color  and  style  of  finish,  that  the  real  objection 
is  the  want  of  sufficient  elasticity.  Many  of  the  dealers  give  This 
as  the  only  defect,  and  most  of  the  others  say  that  the  old  article 
is  wrong  in  color,  width,  and  elasticity.  It  is  plain  that  color 
and  width  are  merely  questions  of  construction,  and  we  think  it 
not  less  so  that  the  greater  elasticity  of  the  complainant's  fabric 
will  not  support  his  claim.  The  old  fabrics  were  of  various  de- 
grees of  elasticity,  and  the  way  to  increase  or  diminish  the  elas- 
ticity was  perfectly  well  known — namely,  by  increasing  or  dimin- 
ishing the  relative  proportion  of  the  elastic  cords  to  the  other  - 
threads.  Any  manufacturer  could  have  produced  an  article  with 
greater  or  less  elasticity,  as  the  needs  of  the  trade  might  require, 
up  to  the  maximum  which  was  possible  to  be  attained  by  native 
India  rubber,  the  article  then  in.  use  for  the  elastic  strands.  Be- 
yond that  maximum  it  is  now  easy  to  go  by  using  vulcanized 
India  rubber.  But  this  article  was  discovered  and  its  uses  were 
made  known  by  Goodyear  several  years  before  the  date  of  the 
plaintiff's  first  patent,  and  had  become  a  well  known  substitute 
for  the  native  India  rubber  in  many  combinations,  so  that  if  the 
plaintiff  had  described  or  claimed  the  use  of  the  vulcanized  India 
rubber  for  his  elastic  cords,  which  he  does  not,  it  is  not  probable 
that  he  could  have  supported  a  claim  to  invention  by  that  sub- 
stitution. 

The  other  ground  on  which  the  second  disclaimer  distinguishes 
the  old  from  the  new  article-  is,  that  in  the  latter  the  cords  are  so 
firmly  grasped  by  the  weft-threads,  each  of  which  passes  half-way 
round  them,  that  the  cords  can  be  cut  crosswise  without  injury  to 
the  fabric  by  the  withdrawing  of  the  cords.  I  have  read  the  de- 
positions of  all  the  witnesses  who  speak  of  the  unsuitableness  of 
the  old  webbing  to  the  use  of  the  shoe  trade,  and  have  found  only 
one  of  them  who  is  asked  a  question  on  this  point  (William  A. 
Brown,  Compt's  record,  p.  201),  and  he  is  of  opinion  that  the 
old  fabric  would  not  be  imperfect  in  this  particular.  ^  Int.  5.  If 
those  goods  were  sufficiently  elastic,  but  made  after  the  construc- 
tion of  .those  exhibits,  where  they  were  to  be  cut  bias  as  for  gores 
to  congress  boots,  would  they  not  be  of  too  loose  a  texture  to  hold 
the  stitching  when  inserted  in  a  boot?"  "Ans.  If  things  were 
different  to  what  they  are,  it  would  be  very  difficult  to  tell  what 
vol.  vi — 5 
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they  would  be.  To  that  question  I  should  answer,  no."  The 
fair  result  of  the  whole  evidence  is  very  strongly  to  prove  that 
the  old  webbing  was  wanting  only  in  elasticity,  and  that  the 
amount  of  that  quality  was  variable  and  could  be  increased  or 
diminished  by  the  manufacturer. 

But  granting  that  the  old  cloth  was  not  so  tightly  woven  that  it 
could  be  cut  crosswise  without  injury  (which  we  do  not  think  the 
evidence  warrants  us  in  granting),  that  change,  too,  would  seem  to 
be  within  the  knowledge  of  the  manufacturer.  Corded  elastic 
fabrics  were  made  in  which  the  same  mode  of  weaving  was  em- 
ployed as  in  the  plaintiff's-;  and  making  a  closer  texture  by  the 
old  means — that  is,  by  drawing  the  weft-threads  tighter  round  the 
cords — must  surely  be  a  matter  of  construction  only.  Especially 
is  this  seen  to  be  true  when  we  remember  that  the  cords  were  of 
various  sizes,  since  the  firmness  with  which  they  would  be  griped 
by  the  weft-threads  would  depend  much  on  the  relative  size  of  the 
cords  and  weft-threads.  For  my  own  part,  when  it  is  admitted 
by  the  first  disclaimer  that  elastic  corded  fabrics  like  the  com- 
plainant's, excepting  that  they  had  strips  of  shirred  cloth  between 
the  cords,  were  known  before  his  invention,  I  should  wish  to  be 
instructed  in  what  is  understood  by  a  strip  of  cloth,  how  much 
interlocking  or  ititerweaving  is  necessary  to  remove  it  from  mere 
binding  and  bring  it  up  to  a  strip.  On  inspection  I  should  say 
♦hat  the  complainant's  fabric  has  strips  of  cloth  between  the  cords, 
as  described  in  his  specification  ;  but  if  not,  then  it  remains  to  in- 
quire what  essential  difference  there  is  between  fabrics  with  strips 
of  various  sizes,  according  to  the  degree  of  elasticity  required, 
and  one  which,  being  woven  in  a  similar  way,  can  be  properly 
said  to  have  something  less  than  a  strip  between  each  pair  of 
cords.  The  evidence  is  silent  on  this  point  ^lt  only  goes  to  show, 
as  we  have  said,  that  the  closer  the  cords  the  greater  the  elas- 
ticity ;  but  that  was  known  before.  It  does  not  show  that  any 
difference  in  kind  exists  at  the  point  where  strips  end  and  inter- 
locking begins.  The  whole  argument  on  this  point  seems  to  de- 
pend on  a  supposed  distinction  between  intei  locking  and  inter- 
weaving, which  is  not  pointed  out  in  the  patent  and  is  not  proved 
to  exist.  If  it  be  intended  to  disclaim  only  strips  of  shirred  cloth, 
as  distinguished  from  strips  of  plain  cloth,  the  like  difficulty  occurs 
'   in  distinguishing  without  evidence  that  the  shirr  or  pucker  of  the 
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strips  is  of  any  essential  importance  in  the  construction  of  the 
fabric. 

Upon  the  whole,  we  feel  constrained  to  agree  with  the  opinion 
of  theiearned  circuit  judge  of  the  Second  Circuit,  that  the  old  web- 
bing was  a  fabric  of  like  kind  with  the  complainant's,  and  that  the 
improvement,  important  though  it  is,  must  be  held  to  be  due  to  the  ■ 
skill  and  sagacity  with  which  the  mode  of  operation  by  which 
that  webbing  was  made  has  been  adapted  and  applied  by  the 
plaintiff,  by  the  use  of  better  materials  and  a  more  careful  weav-  '* 
ing,  but  not  by  the  exercise  of  the  invention  requisite  to  enable 
him  to  claim  the  product  as  a  fabric  before  unknown.  -""' 

We  have  not  examined  any  of  the  questions  of  fact  or  law 
which  exclusively  concern  the  other  divisions  of  the  reissued 
patent. 

Bill  of  complaint  dismissed. 


American  Saddle  Company 

vs. 
Charles  B.  Hogg.     In  Equity. 

The  court  will  not  so  far  take  notice  of  parol  agreements  of  counsel,  alleged 
to  be  made  out  of  court,  as  to  decide  the  question  of  comparative  ac- 
curacy of  recollection  or  construction ;  or  to  determine  the  existence  or 
terms  of  an  agreement,  and  whether  the  court  would  enforce  it  against 
the  objection  of  the  opposite  party.  Especially  is  this  the  case  where 
the  agreement  is  alleged  to  ha\re  been  made  at  the  hearing  before  the 
examiner,  and  where  it'was  the  duty  of  counsel  to  have  it  appear 
upon  the  same  record  as  the  objection  of  which  it  is  alleged  to  have 
been  a  waiver. 

Under  such  circumstances,  it  is  too  late  for  an  infringer  to  ask  to  have  the 
case  reopened,  to  allow  him  to  interpose  a  defense  not  set  up  in  his 
answer. 

A  patentee  is  entitled  to  the  presumptions  arising  from  the  grant  of  his 
patent,  and  where  infringers  rely  upon  a  defense  which  attacks 
its  validity,  they  should  be  apprised  of  that  defense  and  give  the 
plaintiff  notice  of  it  before  the  hearing. 

(Bifore  Shspley,  J.,  District  of  Massachusetts,  October,  1S72.) 
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Motion  for  rehearing. 

At  a  former  .hearing,  see  American  Saddle  Co.  v.  Hogg,  5 
Fisher,  353,  the  court  had  refused  to  consider  the  patent  of  Wra. 
Leonard,  in  its  bearing  on  the  validity  of  complainant's  patent,  on 
the  ground  that  the  Leonard  patent  had  not  been  set  up  in  the  an- 
swer. Affidavits  were  produced  in  support  of  the  motion  for 
rehearing,  alleging  a  parol  waiver,  by  counsel  for  complainant, 
of  any  technical  objection  upon  the  ground  specified.  This  was 
expressly  denied  by  counter  affidavits. 

P.  H.  Hutchinson,  for  complainant. 

S.  JS.  Ireson,  for  defendant. 

Sxiepley,  J. 

The  grounds  of  the  petition  for  rehearing  are,  that  the  court 
decided  that  a  certain  patent,  which  had  been  granted  to  one  Wil- 
liam Leonard  for  certain  improvements  in  horse-collars,  although 
introduced  in  evidence  and  properly  in  the  case  for  the  purpose 
of  showing  to  the  court  the  state  of  the  art,  could  not  be  used  by 
the  defendant  to  show  that  the  patentee  was  not  the  first  and  orig- 
inal inventor  of  any  material  and  substantial  part  of  the  thing 
*  patented,  the  defendant  having  given  no  notice  of  such  a  defense 
in  his  answer,  or  stated  therein  the  name  of  Leonard  as  patentee* 
or  the  date  of  his  patent,  and  when  granted,  or  the  names  or  res- 
idences of  any  persons  alleged  to  have  prior  knowledge  of  the 
thing  patented,  or  where  or  by  whom  used. 

The  defendant  alleges,  further,  that  he  gave  the  complainant 
a  notice  in  writing,  more  than  thirty  days  before  the  hearing,  that 
he  should  offer  the  Leonard  patent  in  evidence,  and  that  also, 
during  the  time  of  taking  testimony  before  the  examiner,  he  pro- 
duced and  offered  the  Leonard  patent  in  evidence,  and  that,  when 
objection  was  made  to  its  admissibility  on  the  ground  that  no  such 
defense  was  set  up  in  the  answer,  and  no  notice  had  been  given, 
the  counsel  for  defendant  claimed  that  complainant  had  previ- 
ously agreed  a  to  waive  all  objections  to  the  admission  of  said 
Leonard  patent  in  evidence  for  want  of  notice  of  the  same  ;"  and 
stated  that,  unless  complainant's  counsel  adhered  to  his  former 
agreement,  he  should  ask  to  suspend  the  further  taking  of  testi- 
mony in  the  cause,  until  he  had  moved  the  court  for  leave  to 
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amend  the  answer  so  filed  in  the  cause  by  pleading  the  Leonard 
patent  therein  ;  that  thereupon  complainant's  counsel  renewed  his 
agreement  not  to  object  to  the  admission  of  said  Leonard  patent 
for  want  of  notice  of  the  same  ;  and  that  upon  the  said  •  agree- 
ment being  so  made  and  renewed,  the  taking  of  said  testimony 
was  continued.  * 

At  the  hearing  of  the  cause  the  objection  was  insisted  upon, 
and  it  appeared  by  the  report  of  the  examiner  to  have  been  duly 
taken  and  insisted  upon  when  the  testimony  was  produced  before 
the  examiner ;  nor  was  any  record  made  of  any  waiver  of  the 
same  or  agreement  to  waive  the  objection  at  the  hearing. 

When  the  objection  was  insisted  on  at  the  hearing,  respondent's 
counsel  insisted  on  its  admissibilitv,  but  did  not  then  claim  or 
state  to  the  court  that  any  agreement  existed  to  waive  the  objec- 
tion, or  claim  that  he  was  surprised  by  the  objection  being  taken. 
Counsel  claims  to  have  forgotten,  at  the  hearing,  the  fact  that  a 
written  notice  had  been  given,  but  does  not  claim  to  have  forgot- 
ten the  verbal  agreement  which  he  now  contends  was  made  at 
the  time  the  testimony  was  produced  before  the  examiner. 

By  reference  to  the  letter  of  respondent's  counsel  of  January 
27,  1871,  it  will  be  seen  that  no  notice  is  therein  given  of  any  in- 
tention to  introduce  ihe  Leonard  patent  in  evidence  as  proof  of 
prior  invention  ;  and,  in  fact,  the  letter  does  not,  in  any  respect, 
comply  with  the  provisions  of  the  statute  in  relation  to  notice  o£ 
prior  knowledge  or  use,  or  with  the  practice  at  that  time  in  courts 
of  equity  of  requiring  like  notice  in  equity  proceedings. 

The  respondent's  case  for  a  rehearing  must,  therefore,  expend 
entirely  upon  his  claim  that  there  was  a  verbal  agreement  between 
the  counsel  that  complainant's  counsel  would  waive  his  objection 
to  the  use  of  the  patent  in  evidence  based  upon  the  want  of  any 
allegation  in  the  answer  or  other  notice  of  such  a  defense.  The 
record  in  the  cause  shows  that  the  objection  was  not  waived,  but 
insisted  upon  when  the  evidence  was  offered  before  the  examiner. 
Counsel  for  respondent  offers  affidavits  tending  to  show  that  such 
an  agreement  was  made.  Complainant's  counsel  introduces  his 
own  affidavit  that  he  never  made  any  agreement  to  waive  the  ob- 
jection, and  never  intended  to  waive  it,  and  never  did  waive  it. 

The  court  will  not  so  far  take  notice  of  parol  agreements  of 
counsel  made  or  alleged  to  be  made  out  of  court  as  to  undertake, 
when  there  is  a  conflict  of  opinion  between  the  respective  coun- 
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sel  as  to  the  terms  of  the  agreement  or  a  difference  of  recollection 
as  to  its  existence  or  meaning,  to  decide  the  question  of  compar- 
ative accuracy  of  recollection  or  construction,  and  determine, 
first,  whether  such  a  parol  agreement  existed,  and  secondly,  what 
were  its  terms,  and,  thirdly,  whether  the  court  would  enforce  it 
against  the  objections  of  counsel  or  parties.  Especially  in  a  case 
.like  the  present,  where,  if  such  an  agreement  to  waive  the  objec- 
tion was  made  at  the  hearing  before  the  examiner,  it  was  in  the 
power  of  the  parties,  and  it  was  their  duty,  to  have  the  waiver 
entered  upon  the  same  record  on  which  the  objection  appeared; 
but  with  the  full  knowledge  that  the  record  showed  the  objection 
would  be  insisted  upon,  counsel  proceeded  to  put  on  record  the 
testimony  objected  to  without  any  record  of  any  waiver  of  or 
agreement  to  waive  the  objection.  The  objection  was  insisted 
on  at  the  hearing  of  the  cause,  and  no  application  was  made 
then  for  delay,  or  any  intimation  given  to  the  court  at  the  hear- 
ing that  counsel  were  surprised  that  an  objection  was  insisted 
upon,  which  the  printed  record,  which  had  long  been  in  the 
hands  of  counsel,  notified  the  counsel  would  be  raised  at  the 
hearing. 

Under  such  circumstances  it  is  too  late  for  an  infringer  to  ask  to 
have  the  case  reopened  to  allow  him  to  interpose  a  defense  which 
he  did  not  set  up  in  his  answer,  and  to  give  the  requisite  notices. 
A  patentee  is  entitled  to  the  presumptions  arising  from  the  grant 
of  his  patent ;  and,  in  general,  where  infringers  rely  upon  a  de- 
fense which  attacks  the  validity  of  the  patent  itself,  they  should 
be  apprised  of  that  defense  themselves  and  give  the  patentee 
notice  of  it  before  the  hearing  of  the  cause. 

Motion  for  rehearing  denied. 
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Cyprien  Chabot 

vs. 

The  American  Button-hole   and    O verse aming   Co. 

In  Equity. 

Complainant,  while  in  the  employ  of  defendant,  conducted  experiments  in 
defendant's  factory,  and  at  its  expense,  which  resulted  in  the  produc- 
tion of  the  devices  on'which  complainant  afterward  obtained  a  patent; 
but  previous  to  hi6  application  he  contracted  with  defendant  to  make 
for  it,  at  a  fixed  price,  five  thousand  machines  equal  to  a  specimen, 
selected  as  a  standard,  which  contained  the  devices  afterward  patented — 
complainant  to  use  defendant's  factory,  power,  machinery,  and  mate- 
rials, and  any  machinery  or  tools  made  or  bought  by  complainant,  at 
his  own  cost,  for  the  purpose  of  facilitating  the  fulfillment  of  the  con- 
tract, at  the  close  thereof,  to  be  the  property  of  defendant,  at  a  price 
to  be  adjusted  according  to  the  terms  of  the  contract.  The  contract 
having  been  executed,  and  complainant  having  meanwhile  obtained 
his  patent,  upon  a  suit  brought  by  complainant  to  restrain  defendant 
as  an  infringer:  Held — That  under  the  rule  laid  down  in  McClurg  v. 
Kingsland,  1  How.  202,  the  facts  are  sufficient  to  justify  the  pre- 
sumption of  a  license  to  the  defendant  to  make  and  use  complainant's 
.  invention,  and  that  this  presumption  is  strengthened  by  the  terms  of 
the  written  contract.  • 

The  chief,  if  not  the  only  value  of  a  portion  of  the  tools,  which  by 
stipulation  defendant  was  to  purchase  at  the  termination  of  the  con- 
tract, consisting  in  their  special  adaptation  to  the  production  of  com- 
plainant's  patented  devices :  Qucere,  whether  this  stipulation  did  not 
import  an  understanding  on  both  sides,  that  the  defendant  might  em- 
ploy their  tools  for  the  uses  for  which  they  were  peculiarly  adapted. 

(Before  McKknnan,  J.,  Eastern  District  of  Pennsylvania,  October,  1872.) 

■ 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  an  "  improvement  in  sewing- 
machines  "  granted  to  Cyprien  Chabot,  March  12,  1S68. 
The  facts  are  fully  stated  in  the  opinion. 
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C/ias.  B.  Collier  and  Theodore  Cuyle.r,  for  defendant. 

McKenxan,  J. 

The  decision  of  this  cause  turns  upon  the  applicability  of  a  rule 
at  law,  settled  by  the  highest  authority,  to  the  facts  presented  in 
the  proofs. 

The  defendant  js  a  corporation,  and  has  been  for  a  number  of 
years  engaged  in  the  manufacture  and  sale  of  sewing-machines. 
In  1866,  the  complainant  went  into  the  service  of  the  defendant, 
as  foreman. 

During  that  period  of  his  employment,  he  was  engaged  in  ex- 
periments with  the  tools  and  materials  of  his  employer,  which 
resulted  in  the  production  of  the  devices  for  which  he  obtained 
a  patent  on  May  12,  1S68,  in  pursuance  of  an  application  dated 
January  27,  186S.  After  he  had  invented  these  devices,  and 
while  he  was  in  the  service  of  the  defendant,  between  October, 
1866,  and  August,  1867,  he  made  a  number  of  sewing-machines 
for  it,  which  embodied  his  subsequently -patented  improvements. 
For  his  services  during  this  period,  he  was  fully  compensated. 

On  September  30,  1867,  he  entered  into  a  written  contract 
with  the  defendant,  by  which  he  stipulated  to  make  for  it,  at  a 
fixed  price,  not  less  than  five  thousand  of  its  machines,  known 
as  the  combination  button-hole  and  sewing  machines,  to  be  in  all 
respects  equal  to  a  specimen  selected  as  a  standard.  This  speci- 
men machine  had  in  it  the  devices  for  which  the  complainant 
afterward  obtained  a  patent.  The  contract  also  provided  for  the 
free  use,  by  the  complainant,  of  the  defendant's  factory,  machinery, 
and  tools,  and  for  the  supply,  by  the  defendant,  of  power,  light, 
and  all  the  materials  necessary  to  be  used  in  making  these  ma- 
chines. It  also  provided  that  any  machinery  or  tools  bought  or 
made  by  the  complainant,  partly  or  wholly  at  his  own  cost,  for 
the  purpose  of  facilitating  the  fulfillment  of  the  contract,  should, 
at  the  close  thereof,  be  the  property  of  the  defendant,  and  be  paid 
for  at  a  price  to  be  adjusted  according  to  the  terms  of  the  contract. 
This  contract  seems  to  have  been  fully  executed  on  both  sides, 
and  the  relations  established  by  it  to  have  been  terminated  by  the 
mutual  consent  of  the  parties. 

Now  the  question    \*%  do  these  facts  amount  to  a  "  consent  and 


OCTOBER,    1872.  73 


Chabot  v.  American  Button-hole  &  Overseaming  Co, 

allowance"  by  the  complainant  of  the  use  of  his  invention  by  the 
defendant? 

In  McClurg  v.  Kingstand,  1  How.  202,  where  the  patentee 
was  in  the  employment  of  the  defendants,  at  a  weekly  compensa- 
tion, and  while  so  employed  made  experiments  at  their  expense, 
which  resulted  in  the  discovery  of  an  improved  method  of  casting 
iron  rollers,  where  he  continued  to  use  his  new  method  in  making 
rollers  for  them  for  four  months,  at  increased  wages,  before  he 
applied  for  a  patent,  proposed  to  the  defendants  to  purchase  his 
right  and  take  out  a  patent,  which  they  declined,  and  made  no 
demand  on  them  for  thus  using  his  improvement,  nor  gave  them 
any  notice  not  to  use  it,  until  a  misunderstanding  occurred 
between  them,  it  was  held  that  these  facts  "would  fully  justify 
the  presumption  of  a  license,  a  special  privilege  or  grant  to  the 
defendants,  to  use  the  invention ;  that  the  facts  amounted  to  a 
1  consent  and  allowance  of  such  use,'  and  show  such  consideration 
as  would  support  an  express  license  or  grant,  or  call  for  the  pre- 
sumption of  one  to  meet  the  justice  of  the  case,  by  exempting 
them  from  liability." 

Now,  it  seems  to  me  that  the  facts  in  this  case  call  more  im- 
peratively for  the  presumption  of  a  license  than  in  Mc  Clurg  v. 
Kingsland.  The  complainant's  experiments  were  carried  on  in 
the  defendant's  factory,  and  at  its  expense,  and  while  he  was  in 
its  employment,  in  an  advanced  position.  After  he  had  brought 
them  to  a  successful  issue,  he  incorporated  his  new  devices  in 
machines  which  were  constructed  under  his  superintendence  in 
the  defendant's  factory,  and  so  he  continued  to  do,  for  more  than 
four  months,  until  he  made  them  their  contract  before  referred  to. 
If  the  rule  stated  in  McClurg  v.  Kingsland  is  to  be  followed, 
these  facts  are  sufficient  to  justify  the  presumption  of  a  license  to 
the  defendant,  to  make  and  use  complainant's  invention.  But 
that  presumption  is  strengthened  by  the  terms  of  the  written 
contract.  It  provided  for  the  manufacture  of  a  large  number  of 
machines  by  the  use  of  the  defendant's  factory,  machinery,  tools, 
and  materials — the  labor  expended  upon  them  and  the  complain- 
ant's services  alone  being  supplied  by  him  ;  and  for  these  his 
compensation  was  fixed  by  the  contract.  These  machines  were 
intended  to  be,  and  were  actually  sold  and  distributed  throughout 
the  country  as  the  defendant's  machines.  Whatever  degree  of 
popular  favor  niight  be  secured  for  them  as  the  result  of  their 
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peculiar  features  of  construction  and  operation,  it  is  obvious  that 
this  was  the  expected  source  of  profit  to  the  defendant,  and  the 
inducing  motive  on  its  part  to  enter  into  the  contract.  When 
they  had  been  introduced  into  general  use  by  the  defendant's 
efforts,  were  known  distinctly  as  its  machinery,  and  a  growing 
market  for  them  had  been  established,  it  is  not  a  fair  inference 
that  the  parties  intended  that  the  advantage  thus  gained  by  the 
defendant  should  be  lost,  when  the  number  of  machines  contem- 
plated by  the  written  contract  should  be  supplied.  On  the  con- 
trary, it  was  stipulated  that  the  machinery  and  tools,  bought  or 
made  by  the  complainant,  should,  at  the  termination  of  the  con- 
tract, become  the  property  of  the  defendant,  upon  payment  to 
him  of  their  value  ascertained  in  the  method  provided  for.  The 
chief,  if  not  the  only  value  of  a  portion  of  these  tools,  consisted  in 
their  special  adaptation  to  the  production  of  the  complainant's 
patented  devices.  Without  the  right  to  use  them,  there  is  no 
apparent  reason  why  provision  should  be  made  for  their  transfer 
to  the  defendant,  for  a  price  measured  by  their  real  value.  Does 
not  this  stipulation  then,  import  an  understanding  dn  both  sides, 
that  the  defendant  might  employ  these  tools,  for  the  uses  for  which 
they  were  peculiarly  adapted?  Considering  all  these  circum- 
stances, in  their  just  significance,  I  think  the  case  is  brought  within 
the  dominion  of  the  rule  stated  in  McClurg  v.  Kingsland,  and 
that  the  complainant  must  be  presumed  to  have  consented  to  and 
allowed  the  use  of  his  inventions  by  the  defendant. 
The  bill  must  therefore  be  dismissed,  with  costs. 


Eli  W.  Blake 

vs. 

George  W.  Rawson.     In  Eqjjity. 

Where  the  answer  set  forth,  and  counsel  contended  that  the  facts  and  law 
applicable  to  certain  prior  machines,  as  compared  with  the  patented 
combination,  were  not  properly  presented  to  the  judges  who  tried  and 
decided  former  cases  under  the  patent,  and  where  some  additional  facts 
were  adduced  and  proved,  not  presented  in  the  other  cases,  the  court 
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considered  the  whole  testimony,  without  regard  to  any  previous  action 
on  the  patent,  as  if  it  had  never,  been  tried  and  adjudicated  upon. 

The  machine  patented  frequently  has  a  broader  scope  than  the  particular 
form  of  the  machine  described  as  the  form  used  by  the  patentee. 

The  question  of  novelty  is  to  be  settled  by  a  comparison  of  prior  machines 
with  the  machine  patented,  rather  than  the  form  of  the  machine  in  use. 

It  is  not  always  enough,  to  prove  that  two  combinations  of  elements  are 
equivalent,  to  show  that  each  element  of  the  combination  in  one  may 
be  regarded,  under  some  circumstances,  as  the  equivalent  of  the  cor- 
responding element  in  the  other,  when  the  elements  are  separately 
considered.  If  the  mechanical  combinations  of  the  members  of  the 
two  machines  be  such  that  the  action  and  mode  of  operation  differ  in 
the  two  machines,  then  one  is  something  more  than  a  mere  me- 
.  chanical  equivalent  for  the  other. 

Although  Hamilton's  stone-crusher  is  a  combination  of  certain  elements, 
which,  separately  considered,  do  not  materially  differ  from  the  ele- 
ments of  the  combination  described  in  the  Blake  patent,  yet  it  neither 
embodies  the  arrangement  nor  mode  of  operation  of  the  Blake  ma- 
chine, but  operates  upon  a  different  principle,  and  is  not  an  anticipation. 

Where  a  machine,  similar  to  that  described  iruthe  plaintiff's  patent,  existed 
twenty  years  before,  and  a  single  person  only  testified  to  more  than  an 
experimental  use  of  it,  and  it  was  soon  after  abandoned :  Held,  that 
it  did  not  invalidate  the  patent. 

(Before  Shepley,  J.,  District  of  Massachusetts,  October,  1872.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "improvement  in  ma- 
chinery for  breaking  stone,"  granted  Eli  W.  Blake,  June  15,  1858, 
and  reissued  January  9,  1866.  The  patent  had  been  previously 
sustained.  Sec  cases  of  Blake  v.  Stafford,  3  Fisher,  294,  and 
Blake  v.  Eagle  Works  Manufacturing  Co.,  4  Fisher,  59 1 .  The 
principal  devices  brought  forward  to  anticipate  the  patent  in  the 
two  former  cases,  as  well  as  the  present,  were  the  Forward  ma- 
chine, used  at  Louisville,  Kentucky,  for  a  short  time  in  1847,  an(^ 
the  Hamilton  stone-crusher,  patented  January  3,  1854.  The  en- 
gravings, Nos.  1,  2,  and  3,  represent  respectively  the  Blake,  the 
Forward,  and  the  Hamilton  machines. 
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No.  2. 


No.  3. 

In  No.  1,  A  and  B  are  the  jaws  between  which  the  stone  is 
crushed.  A  is  stationary,  while  B,  by  means  of  a  revolving 
shaft  and  fly-wheel,  and  the  toggle-levers  /?,  C,  with  intervening 
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mechanism,  is  made  to  advance  and  recede  alternately  through  a 
definitely-limited  space,  thus  crushing  the  stones  and  releasing 
them  after  they  are  crushed. 

In  No.  2,  A  A  are  the  two  jaws,  both  of  which  move,  and  in 
the  same  manner.  By  means  of  the  arms  Z>,  Z>,  and  eccentric  2?, 
on  shaft  JF,  they  are  caused  to  rise  and  fall  in  the  arc  of  a  circle,  thus 
crushing  the  stone  that  comes  between  their  faces.  G  is  a  fly- 
wheel to  steady  the  motion.  * 

In  No.  3,  there  is  a  cylindrical  roller,  which  is  made  to  rock 
upon  its  central  shaft  by  means  of  the  arm  shown. 

H.  T.  Blake  and  G.  W.  Baldwin,  for  complainant. 

Sherman  &  Drew,  for  defendant. 

Shepley,  J. 

This  bill  in  equity  is  brought  for  an  alleged  infringement  of  the 
reissued  patent  of  January  9,  1866,  to  Eli  W.  Blake,  for  a  new 
and  useful  machine  for  breaking  stones  for  road  and  other  pur- 
poses. 

This  patent  has  already  been  before  the  courts,  and  has  been 
sustained  by  Judge  Shipman,  in  the  case  of  Blake  v.  Stafford 
3  Fisher,  294,  whose  decision  in  that  case  was  sustained  by 
Mr.  Justice  Nelson,  on  a  motion  for  a  new  trial,  and  also  in  the 
case  before  Judge  Drummond  (Blake  v.  Eagle  Works  Manu- 
facturing Co.,  4  Fisher,  591). 

The  principal  points  relied  upon  in  the  present  case,  by  the 
learned  counsel  for  the  respondents,  are  those  which  are  also  set 
up  in  the  answer  in  relation  to  the  alleged  prior  inventions  of 
James  Hamilton,  as  described  in  letters  patent  of  the  United 
States,  issued  to  him  on  January  3,  1854,  *°r  "improvements 
in  machinery  for  crushing  and  grinding  quartz  and  other  hard 
substances,"  and  also  of  one  Samuel  Forward  (or  Forwood), 
of  Louisville,  Kentucky,  who  constructed  a  machine  for  breaking 
stones  for  roads  in  Louisville,  in  the  year  1S47. 

The  answer  sets  forth,  and  counsel  contend,  that  the  facts  and 
law  applicable  to  these  two  machines,  as  compared  with  the  com- 
bination patented  to  the  complainant,  were  not  properly  pre- 
sented to  the  judges  who  tried  and  decided  those  cases,  and  also 
show  that  some  of  the  facts  adduced  and  proved  by  this  respond- 
ent, in  support  of  some  of  the  allegations  now  made  by  this  re- 
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spondent,  were  not  made  and  proved  in  either  of  the  causes 
above  named.  For  these  reasons  we  have  carefully  considered 
the  testimony  of  the  wi  nesses  and  the  opinions  of  the  experts  in 
relation  to  the  quartz-crusher  of  Hamilton,  and  the  rock-breaker 
of  Forward,  without  regard  to  any  previous  action  on  this  patent, 
by  any  court,  as  if  it  had  never  been  tried  or  adjudicated  upon. 

The  essential  characteristics  of  Blake's  stone-crusher  are  two 
jaws,  between  which  the  stones  are  to  be  broken,  having  their 
acting  faces  so  nearly  in  an  upright  position,  that  stones  to  be 
broken  will  descend,  by  force  of  gravity,  between  them,  and  con- 
vergent downward,  one  toward  the  other,  in  such  manner  that, 
while  the  space  between  them  at  the  top  is  such,  as  to  receive  the 
stones  to  be  broken,  the  space  at  the  bottom  is  only  sufficient  to 
allow  the  fragments  to  pass  when  broken  to  the  required  size ; 
and  a  revolving  shaft,  with  a  fly-wheel,  driven  by  steam  or  other 
power,  with  such  intervening  mechanism  between  the  revolving 
shaft  and  movable  jaw,  as  shall  impart  to  the  jaw  a  definite  vi- 
bratory movement,  causing  it  to  advance  with  great  power  toward 
the  other  jaw,  through  a  short  and  definitely  limited  space,  and 
nlternatelv  to  recede  and  advance,  so  that  the  stones  fall  down 
between  the  jaws,  until  their  descent  is  arrested  between  the  con- 
vergent faces,  when  the  movable  jaw  advancing  crushes  the 
stones,  and,  receding,  liberates  the  fragments  and  they  again  de- 
scend, and  if  too  large  to  pass  through  the  space  at  the  bottom  of 
the  jaws,  they  are  again  arrested  and  broken  by  the  advancing 
movable  jaw  until  the  fragments  are  sufficiently  reduced  in  size 
to  pass  through.  The  patentee  does  not  claim  the  manner  of 
supporting  the  jaws  in  their  proper  relative  position,  or  his  par- 
ticular mode  of  imparting  the  definite  motion  with  the  required 
power  to  the  movable  jaw  from  the  revolving  shaft.  These,  he 
claims,  may  be  varied  indefinitely  without  affecting  the  principle 
of  the  operation.  After  describing  the  invention  which  he  claims, 
the  patentee  describes  the  form  in  which  he  embodies  his  inven- 
tion, and  it  evident  from  the  claims  in  his  patent,  taken  in  con- 
nection with  the  specification  to  which  they  refer,  that  although 
he  describes  a  crank,  lever,  and  toggle-joint  as  one  mode,  and  the 
mode  adopted  by  him  of  communicating  a  definite  motion  to  the 
movable  jaw  from  the  revolving  shaft,  no  construction  can  prop- 
erly be  given  to  the  patent,  such  as  is  suggested  by  respondents, 
which  would  limit  it  to  the  toggle-joint  mechanism,  which  is  de- 
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scribed  by  the  patentee  as  the  particular  form,  in  which  one  ele- 
ment of  the  patented  combination  is  constructed  and  embodied 
in  one  form  of  his  machine.     The  machine  patented  frequently 
has  a  broader  scope  than  the  particular  form  of  the  machine 
described  as  the  form  used  by  the  patentee.     The  question  of 
novelty  is  to  be  settled  by  a  comparison  of  prior  machines  with 
the  machine  patented  rather  than  the  form  of  the  machine  in  use. 
The  Hamilton  quartz-crusher,  relied  upon  as  an  invention  ante- 
dating the  complainant's,  is  a  combination  of  certain  elements 
which,  separately  considered,  do  not  materially  differ  from  the  ele- 
ments of  the  combination  described  in  the  Blake  patent.     All  the 
elements  of  the  combination  are  old  in  both  machines.     The  nov- 
elty in  both  consisted  in  the  peculiar  mechanical  combination  of 
the  members  of  the  contrivance  and  the  resultant  mode  of  oper- 
ation.    The  movable  jaw  in  the  Blake  machine  advances  toward 
and  recedes  from  the  fixed  jaw  in  a  direction  substantially  at  right 
angles  with  the  faces  of  the  jaws,  so  that,  when  advancing,  the 
stones  are  nipped  and  crushed  between  the  jaws,  and  when  re- 
ceding the  stones  are  'liberated.     In  the  Hamilton  quartz-crusher 
there  is  a  cylindrical  roller  or  pestle  in  a  basin  having  rts  sides 
eccentric  to  the  circle  of  the  movement  of  the  roller  or  cvlindri- 
cal  pestle,  the  inner  sides  at  the  bottom  of  the  curved  basin  gradu- 
ally approximating  to  the  circle  of  movement  of  the  cylindrical 
roller.     This  cylinder  is  made  to  move  around  its  cential  shaft 
with  a  reciprocating  vibratory'movement,  but  being  cylindrical 
and  turning  upon  a  fixed  cenjtral  axjs,  can  only  move  in  the  di- 
rection of  the  periphery  of  the  cylinder.     The  surfaces  of  the 
cylinder  operate  upon  the  material  by  a  grinding  process  tending 
to  rotate  the  stones  on  their  own  axis,  and  at  the  same  time  to 
draw  them  down  into  a  space  where,  by  reason  of  the  eccen- 
tricity of  the  opposite  surfaces,  they  are  nearer  to  each  other  than 
at  the  point  where  they  begin  to  operate  on  the  stones  to  be 
crushed.     In  the  Hamilton  machine  every  .point  on  the  acting  face 
of  the  roller  moves  in  the  segment  of  the  circle  of  the  periphery. 
In  the  Blake  machine  it  is  strictly  correct  to  say  that  the  points  in 
the  movable  jaw  advance  toward  tlje  fixed  jaw  in  an  arc  of  a 
circle,  but  the  whole  movable  jaw  advances  toward  and  recedes 
from  the  fixed  jaw,  and  the  space  through  which  it  moves  is  so 
small,  compared  with  the  periphery  of  the  circle  which  would  be 
described  if  its  rotation  were  continued,  that  the  operation  upon 
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the  material  is  substantially  the  same  as  if  the  movable  jaw  were 
advanced  toward  the  fixed  jaw  in  a  direction  at  right  angles  with 
the  face  of  the  jaw,  nipping  and  crushing  the  material  at  the 
points  of  impact  without  any  tendency  to  a  rotating  or  grinding 
action  upon  it.  In  the  Hamilton  crusher  the  surface  of  the  ro- 
tating cylinder  passes  laterally  by  the  surface  of  the  basin,  re- 
ducing the  material  both  by  the  grinding  operation  and  by  moving 
it  into  a  space  progressively  narrower,  as  if  it  was  passing  be- 
tween rollers.  The  mode  of  operation  is  different  in  the  two 
machines.  It  is  not  always  enough  to  prove  that  two  combina- 
tions of  elements  are  equivalent,  to  show  that  each  element  of 
the  combination  in  one  may  be  regarded,  under  some  circum- 
stances, as  the  equivalent  of  the  corresponding  element  in  the 
other,  when  the  elements  are  separately  considered.  If  the  me- 
chanical combination  of  the  members  of  the  two  machines  be 
such  that  the  action  and  mode  of  operation  differ  in  the  two  ma- 
chines, then  one  is  something  more  than  a  mere  mechanical 
equivalent  for  the  other.  A  careful  examination  of  the  evidence 
in  the  case,  and  close  comparison  of  the  working  models  of  the 
two  machines,  has  resulted  in  forcing  upon  my  mind  the  same 
conclusion  arrived  at  by  Mr.  Justice  Nelson,  in  the  case  of  Blake 
v.  Stafford,  when  he  sa^s:  u  Hamilton's  quartz  -crusher  neither 
embodies  the  arrangement  nor  mode  of  operation  of  the  plaint- 
iff's machine,  but  operates  upon  a  different  principle  and  cm- 
bodying  a  different  set  of  ideas." 

The  Forwood  machine  is. not  in  existence,  and  no  such  machine 
is  proved  to  have  been  in  existence  within  twenty  years.  There 
is  no  evidence  tending  to  show  that  more  than  one  Forwood 
machine  was  ever  made  or  used.  Only  two  persons  testify  to 
having  seen  that  machine.  Only  one  witness  testifies  to  anything 
which  can  possibly  be  claimed  to  have  been  any  other  than  an 
experimental  use.  The  model  introduced  in  evidence,  constructed 
to  correspond  with  the  description  of  the  machine  as  testified  to 
by  these  two  witnesses,  according  to  their  recollection,  after  the 
lapse  of  twenty  years,  does  not  in  some  important  particulars  cor- 
respond with  the  drawings  given  by  one  of  the  witnesses,  and  the 
two  witnesses  differ  also  materially  in  their  statements.  The 
principal  feature  of  the  Forwood  machine  was  that  it  had  two 
horizontal  jaws,  each  from  six  to  seven  feet  long,  whose  opposite 
bearings  were  from  twelve  to  fourteen  feet  apart.     The  crushing- 
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faces  of  these  jaws  were  proximately  segments  of  a  circle,  the 
radius  of  which  is  represented  by  the  length  of  the  jaw.  In  the 
downward  movement  of  the  two  jaws  they  operated  in  the  crush- 
ing process  upon  the  material  as  if  it  were  passing  between  two 
cylinders  of  a  diameter  of  twelve  or  fourteen  feet.  The  idea  of 
the  machine  seems  to  have  been,  by  use  of  two  segments  of  cylin- 
ders of  this  diameter,  to  avoid  the  use  of  such  cumbrous  and  ex- 
pensive devices  as  two  cylinders  of  such  great  diameter  and  great 
weight  and  expense  as  their  requisite  strength  would  have  in- 
volved, and  at  the  same  time  to  obtain  the  same  result.  There 
was  no  lateral  movement  by  which  the  jaws  could  be  made  to 
recede  from  each  other  after  the  crushing  process  resulting  from 
the  downward  movement.  The  upward  movement  of  the  jaws 
was  one  which  threw  them  against  and  lifted  the  whole  mass  of 
superincumbent  material.  In  view  of  this  obvious  feature  of  the 
machine,  it  is  impossible  to  credit  the  testimony  of  Johnson,  or 
to  agree  with  the  opinion  of  the  expert,  that  this  was  ever  a  prac- 
tically successful  machine.  The  inference  that  it  was  not,  is 
also  strengthened  by  the  fact  that  it  was  immediately  abandoned, 
and  never  appears  to  have  been  used  afterward,  and  there  is  no 
evidence  that  a  second  one  like  it  was  ever  made.  It  is  difficult 
to  see  how  Blake  could  have  been  aided  in  the  development  of  the 
ideas  embodied  in  his  structure  by  any  suggestions  he  could  'pos- 
sibly have  received  from  Forwood's  machine,  if  that  had  been  in 
existence  and  known  to  Blake  when  he  was  developing  his  inven- 
tion. 

It  is  too  clear  to  require  any  extended  remarks,  that  no  one  of 
the  other  machines  referred  to  in  the  answer  anticipated  the  inven- 
tion of  Blake.  He  is  therefore  to  be  considered  as  the  original 
and  first  inventor  of  what  he  claims  in  his  patent.  Applying  the 
construction  already  given  to  those  claims,  the  infringement  by 
the  Rawson  machine  is  obvious. 

Decree  for  complainant. 
vol.  vi — 6 
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Charles  Guidet 

vs. 

Lorin   Palmer  et  al.,  composing  the   Department 

* 

or  City  Works,  of  the   City  of   Brooklyn.     In 
Equity. 

The  first  question  arising  on  a  motion  for  a  temporary  injunction,  where 
the  patent  sued  upon  has  never  been  adjudicated  valid  in  any  action, 
is  whether  the  plaintiff  shows  such  a  public  acquiescence  in  his  claim 
as  raises  a  presumption  in  favor  of  the  validity  of  his  patent. 

Mere  lapse  of  time  is  not  sufficient  to  show  such  a  public  recognition  as 

the.  law  demands,  the  acquiescence  must  be  accompanied  by  circum- 
stances indicating  that  it  would  not  have  occurred  if  any  fair  doubt 
had  existed  as  to  the  validity  of  the  patent. 

The  nature  of  the  invention,  and  the  circumstances  attending  its  use,  must 
both  be  considered. 

The  fact  that  the  cities  of  New  York  and  Brooklyn  have  employed  the 
plaintiff  during  the  past  four  years,  in  some  instances,  does  not  war* 
rant  the  conclusion  that  his  patent  is  free  from  reasonable  doubt* 

The  fact  that  a  temporary  injunction  would  expose  the  respondents  to 
large  loss,  while  they  are  able  to  respond  to  any  damages  that  com- 
plainant may  sustain,  is  sufficient  to  require  its  refusal. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  November,  1873.) 

Motion  for  preliminary  injunction. 

Suit  brought  upon  letters  patent,  for  an  "improvement  in  pave- 
ments," grajited  to  complainant,  and  reissued  to  him  August  23, 
1870. 

The  circumstances  of  the  case,  and  the  nature  of  the  questions 
involved,  sufficiently  appear  in  the  opinion  of  the  court. 

» 

Benjamin  F.  Tracy  and  George  Harding^  for  complainant. 

William  C  DeWitt,  for  defendants. 

Benedict,  J. 

This  case  comes  before  me  upon  a  motion  which  has  been 
treated  by  counsel  on  both  sides  as  a  motion  for  a  temporary  in- 
junction to  restrain  the  department  of  city  works  of  the  city  of 
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Brooklyn,  from  executing,  on  behalf  of  the  city  of  Brooklyn,  a 
contract  for  repaving  Henry  street  in  accordance  with  certain 
specifications  on  file  in  the  office  of  the  department,  which  con- 
tract the  department  has  advertised  as  open  for  proposals.  A 
pavement  laid  in  accordance  with  such  specifications  will,  as  the 
plaintiff  insists,  be  an  infringement  upon  a  patent  issued  to  him, 
and  known  as  reissue  No.  4,106,  granted  August  23,  1870. 

The  rules  by  which  the  courts  of  the  United  States  are  gov- 
erned in  applications  of  this  class  are  well  settled,  and  need  not 
be  restated  here.  The  first  question  arising  upon  such  a  motion, 
where,  as  in  this  case,  the  patent  in  question  has  never  been  ad- 
judged valid  in  any  action,  is,  whether  the  plaintiff  shows  such  a 
public  acquiescence  in  his  claim  as  raises  a  presumption  in  favor 
of  the  validity  of  his  patent.  The  bill  avers  an  undisturbed  pos- 
session,, use,  and  enjoyment  of  the  exclusive  privileges  described  in 
the  patent,  and  the  affidavits  show  that  the  plaintiff  has  been  em- 
ployed to  lay  some  fourteen  miles  of  his  pavement  in  the  cities  of 
New  York  and  Brooklyn,  during  the  past  four  years.  No  other 
instances  of  a  recognition  of  his  claim  are  stated,  nor  have  any 
licenses  to  use  the  plaintiff's  pavement  been  granted  by  him,  it 
being  his  plan  to  derive  advantage  from  his  patent  by  laying  his 
pavement  himself,  as  he  is  prepared  to  do-  In  determining 
whether  these  facts  are  sufficient  to  show  such  a  public  recogni- 
tion of  the  plaintiff's  claim,  as  the  law  demands,  it  is  to  be 
considered  that  mere  lapse  of  time,  is  not  sufficient.  The  acqui- 
escence in  the  patent  must  be  attended  with  circumstances  indi- 
cating that  such  acquiescence  would  not  have  occurred,  if  any 
fair  doubt  had  existed  as  to  the  validity  of  the  patent.  The  nature 
of  this  plaintiff's  invention,  and  the  circumstances  under  which 
he  has  been  employed  to  lay  it  down,  become,  therefore,  impor- 
tant ;  and  it  is  to  be  noticed,  that  the  patent* is  for  a  heavy  stone 
pavement,  required  only  on  the  great  thoroughfares  of  large  cities. 
No  private  persons  can  be  supposed  to  have  had  occasion  to  con- 
sider the  plaintiff's  claim.  Of  the  cities  likely  to  use  such  a  pave- 
ment, so  far  as  the  papers  before  me  show,  none  have  dealt  with 
the  plaintiff  except  New  York  and  Brooklyn,  and,  in  those  cities, 
the  plaintiff's  employment  has  occurred  within  the  past  four  years 
Under  how  many  contracts  with  those  cities  the  pavement  has 
been  laid,  is  not  stated,  nor  whether,  in  the  instances  referred  to, 
the  plaintiff  obtained  the  contracts  by  private  award,  or  as  the 
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sole,  or  a  competing,  bidder  for  contracts  publicly  advertised. 
The  price  paid  to  the  plaintiff  exceeds,  by  some  thirty-four  per 
cent.,  the  price  at  which  other  parties  have  offered  to  lay  down 
the  pavement  called  for  by  the  specifications  here  in  question.  I 
am  to  say,  therefore,  whether  the  fact  that  persons  in  authority  in 
the  cities  of  New  York  and  Brooklyn,  during  the  past  four  years, 
have,  in  these  instances,  employed  the  plaintiff,  at  his  price,  to 
lay  his  pavement,  warrants  the  conclusion  that  the  validity  of  his 
patent  is  free  from  reasonable  doubt.  To  my  mind,  such  action 
of  the  authorities  of  these  two  cities,  within  the  period  referred 
to,  does  not  lead  to  such  a  conclusion,  and  is  wholly  insufficient 
to  raise  a  presumption  in  favor  of  the  validity  of  the  patent.  For 
aught  that  appears,  the  plaintiff  was  the  only  bidder  in  the  cases 
where  he  was  employed,  or  he  may  then  have  been  the  lowest 
bidder,  or  the  necessities  of  the  department  may  then  have  been 
such  as  to  make  his  employment  a  necessity,  without  any  refer- 
ence to  his  patent ;  and,  even  if  his  claim  had,  in  these  instances, 
been  distinctly  recognized  by  the  authorities,  that  would  not  work 
as  an  estoppel  on  the  city,  nor  require  me  to  presume  that  the 
validity  of  the  patent  is  free  from  doubt.  The  absence  of  facts 
sufficient  to  raise  that  presumption,  in  this  case,  must  be  held 
fatal  to  the  present  application. 

Furthermore,  it  appears  that  Henry  street  can  be  paved,  under 
bids  received  for  the  proposed  contract,  at  a  price  less,  by  some 
$8,000,  than  the  price  charged  by  the  plaintiff  for  his  pavement ; 
and  specifications  laid  before  me  by  the  plaintiff,  on  this  motion, 
contain  a  provision,  whereby  the  contractors  for  Henry  street  will 
be  liable  to  save  the  city  harmless  from  any  claim  of  the  plaintiff 
arising  out  of  the  laying  of  the  pavement  proposed.  It  is  mani- 
fest, therefore,  that,  if  the  injunction  now  asked  for  be  granted, 
the  city  will  be  compelled  to  pay  for  the  Henry  street  pavement 
some  $8,000  more  than  it  can  be  procured  for  under  the  contract 
proposed ;  while,  if  the  injunction  be  denied,  no  loss  will  come 
either  to  the  plaintiff  or  the  city,  because  the  city  of  Brooklyn  is 
always  to  be  found,  and  will  always  be  able  to  respond  to  the 
plaintiff  in  any  damages  which  he  may  become  entitled  to  claim 
by  reason  of  any  infringement  of  his  patent,  while  the  contractors 
must,  in  turn,  respond  to  the  city  for  any  sum  so  recovered.  Such 
a  result  of  an  injunction  is  sufficient  to  require  its  refusal,  in  a 
case  like  this,  where  the  public  interest  is  concerned.  The  motion 
is  therefore  denied. 
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The  Troy  Iron  and  Nail  Factory 

vs. 
Erastus  Corning  et  al.  .  In  Equity. 

It  is  well  settled,  upon  the  cases  in  equity,  that  the  court  will  apportion  the 
costs  according  to  its  view  of  the  fault  of  the  party  or  parties,  or  win 
give  no  costs  to  either  party  against  the  other. 

Where  nearly  all  of  the  exceptions  to  the  master's  report  were  overruled 
by  the  court,  no  costs  were  taxed  in  respect  to  them. 

In  the  taking  of  the  account  of  profits  in  this  case,  a  patent  suit,  in  equity, 
before  the  master,  the  plaintiff  greatly  exaggerated  his  claim,  and 
caused  a  great  wa6te  of  time,  and  introduced  a  large  amount  of  ir- 
relevant evidence,  and  recovered,  in  the  end,  a  comparatively  small 
sum  :  Held,  that  neither  party  should  recover,  against  the  other,  any 
costs  or  expenses  that  accrued  before  the  master,  embracing  the  fees 
of  witnesses,  the  taking  and  printing  of  the  evidence,  und  all  dis- 
bursements before  him,  but  each  party  should  bear  his  own. 

Parties  adjudged  to  contribute  equally  toward  the  payment  of  master's 
costs. 

(Before  Nelson,  J.,  Northern  District  of  New  York,  November,  1872.) 

Motion  for  apportionment  of  costs. 

The  bill  in  this  case  was  filed  July  10,  1848.  A  motion  was 
made,  on  the  bill,  for  a  preliminary  injunction,  and  was  resisted, 
on  affidavits,  and  denied.  An  answer  was  filed  in  March,  1849, 
to  which  a  general  replication  was  put  in.  The  proofs  for  final 
hearing  were  taken  in  June,  1S49.  The  case  was  heard  thereon, 
before  Mr.  Justice  Nelson,  in  August,  1849.  *n  March,  1850, 
he  rendered  a  decision  dismissing  the  bill,  with  costs.  1  Blatchf. 
467.  The  plaintiffs  appealed  to  the  Supreme  Court,  and  that 
court  (14  Howard,  193)  reversed  the  decree  below,  and  directed 
an  accounting  by  the  defendants.  A  decree,  in  conformity,  was 
made  by  this  court,  June  28,  1853,  which  designated  a  master 
fro  hac  vice,  to  take  the  account.  He  declined  to  act,  and,  on 
October  20,  1853,  Reuben  H.  Walworth,  formerly  chancellor  of 
the  State  of  New  York,  was  appointed  master  fro  hac  vice,  in 
his  stead.     The  taking  of  testimony  before  the  master  was  com- 
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menced,  by  the  plaintiffs,  April  5,  1854.  The  testimony  for  the 
plaintiffs  was  concluded  December  31,  1863.  Tile  testimony  for 
the  defendants  was  commenced  February  8,  1855,  anc*  was  con- 
cluded June  10,  1864.  The  printed  record  of  the  pleadings  and 
testimony  covers  5,328  printed  octavo  pages.  One  witness  was 
under  examination  195  days,  another  136  days,  another  133  days, 
and  another  118  days.  The  report  of  the  master  was  made  in 
May,  1866.  It  found  that  nothing  was  due  from  the  defendants 
to  the  plaintiff's.  On  exceptions  to  the  report,  the  court  (6  Blatchf. 
328  ;  3  Fisher,  497)  directed  a  decree  for  the  plaintiffs  for  $8,475.09. 
with  interest  from  March  31,  1849,  to  tne  date  °^  tne  decree, 
with  costs.  A  decision  as  to  the  taxation  of  the  costs  in  the  cause 
is  reported  in  7  Blatchf.  16. 

The  further  circumstances  of  the  case  are  sufficiently  set  forth 
in  'the  opinion  of  the  court. 

Elisha  JFbote^  for  complainant. 

William  A.  Sackctt,  for  defendants. 

Nelson,  J. 

This  is  a  motion  founded  upon  affidavits,  and  other  papers 
of  record,  to  have  the  court  determine  which  of  the  respective 
parties  shall  pay  the  master's  fees  that  have  accrued  in  the  cause, 
or  in  what  way  they  shall  be  disposed  of;  and,  further,  to  in- 
struct  the  clerk  in  respect  to  the  taxation  of  the  costs  and  ex- 
penses which  have  accrued  in  the  proceedings  before  the  said 
master.  The  motion  is  made  in  pursuance  of  a  reservation  in 
the  order  of  June  16,  1870,  in  which  compensation  for  the 
master's  services  was  determined.  The  reservation  is  as  follows : 
41  But  such  payment,  and  this  order,  shall  be  without  prejudice  to 
the  right  of  the  defendants  to  claim  and  insist  that  the  whole,  or 
any  part,  of  the  expenses  of  the  reference  in  this  suit,  or  of  the 
said  master's  compensation  and  expenses,  should  be  borne  by 
the  adverse  party,  and  also  without  prejudice  to  the  right  or 
claim  of  the  said  plaintiffs  to  tax  the  whole  amount,  or  any  part 
thereof,  and  also  the  sums  heretofore  advanced  and  paid  by  the 
said  plaintiffs  to  the  said  master  pro  hac  vice,  against  the  said 
defendants." 

This  has  been  a  most  unfortunate  case.     The  decree  therein 
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was  founded  upon  an  alleged  infringement  of  a  patent  for  making 
hook-headed  spikes  by  the  use  of  a  bending  lever,  and  was  ren- 
dered against  the  defendants,  with  a  reference  to  a  master  to  ascer- 
tain the  amount  of  profits  due  to  the  complainants,  arising  out  of 
said  infringement.  Some  eight  years  have  been  consumed  before 
the  master,  in  taking  an  account  of  these  profits.  The  complain- 
ants claimed  before  him  some  $500,000  profits,  and  $240,000  for 
damages.  The  master  reported  that  no  profits  were  made  by  the 
defendants  from  the  use  of  the  bending  lever.  The  court, -on  ex" 
ceptions  to  this  report,  modified  it,  and  found  due  $8,475.09. 
This  exaggerated  and  extravagant  claim,  together  with  the  irregu- 
lar and  useless  course  of  proceedings  before  the,  master  in  support 
of  it,  or,  rather,  in  the  endeavor  to  support  it,  accounts  for  the 
^painfully  protracted  litigation.  The  books  of  the  defendants  were 
called  for  by  the  complainants,  and  were  produced,  soon  after  the 
examination  commenced.  These  contained  an  account  of  all  the' 
spikes  made  during  the  period  of  the  alleged  infringement,  and 
also  the  sales,  and  prices  for  which  sold.  These  two  elements 
being  ascertained,  the  third,  the  cost  of  manufacturing  the  spikes, 
was  really  the  only  debatable  question  before  the  master,  for, 
when  that  was  found,  the  amount  of  profits  was  a  question  of 
arithmetic  ;  and,  in  respect  to  the  cost  of  manufacture, -it  was  in. 
evidence  that  the  defendants  manufactured  the  bars  or  rods  out 
of  which  the  spikes  were  made,  and  which  had  a  market  value. 
This  left  unascertained  and  undetermined  the  mere  cost  of  the 
work  or  manufacture,  exclusive  of  the  price  of  the  material,  to  be 
settled  by  proofs,  and.  most  of  the  facts  were  to  be  found  in  the 
books,  to  enable  the  master  to  determine  this  question.     I  think,* 

/upon  the  evidence  before  me,  that  the  question  of  profits  before 
the  master  should  have  been  satisfactorily  determined  in  the 
period  of  three  months,  certainly  in  six,  instead  of  consuming 

1  eight  years  in  the  attempt  to  enhance  and  aggravate  the  amount. 
This  evidence  was  before  Judge  Shipman  and  myself,  on  the  ar- 
gument of  the  exceptions  of  the  complainants  to  the  report  of  the 
master,  and  was  then  very  particularly  examined.  It  would  ex- 
tend this  opinion  to  an  unreasonable  length,  to  go  into  an  exami- 
nation of  it  in  detail,  with  a  view  to  show  the  irrelevancy  and 
immateriality  of  the  largest  portion  of  it,  and  that  it  arose  chiefly, 
if  not  wholly,  out  of  the  line  of  proofs  adopted  by  the  complain- 
ants.    In  this  view  of  the  case,  it  is  well  settled,  upon  the  cases  in  > 


; 


88  NORTHERN    DISTRICT    OF   NEW  YORK. 

Troy  Iron  &  Nail  Factory  v.  Corning. 

equity,  that  the  court  will  apportion  the  costs  according  to  its 
view  of  the  fault  of  the  party  or  parties,  or  will  give  to  neither 
party  costs  against  the  other.  An  apportionment,  in  this  case, 
from  the  volumes  of  proofs  taken  before  the  master,  would  lead  to 
endless  labor,  and  then  afford  a  most  unsatisfactory  result.  I 
shall  therefore  adopt  the  other  alternative,  and  hold  that  no  costs 
or  expenses  that  accrued  before  the  master  shall  be  charged  by 
either  party  against  the  other.  Each  party  must  bear  his  own. 
This  disposes  of  witnesses'  fees  before  the  master,  the  taking  and 
printing  of  the  evidence,  and  all  disbursements  before  him.  Upon 
the  same  principles,  governing  courts  of  equity,  no  costs  are  to 
be  taxed  in  respect  to  exceptions  to  the  master's  report,  as  nearly 
all  of  them  were  overruled  by  the  court.  I  have  not  looked  at 
other  items  in  the  bill  of  costs  before  me,  nor  examined  them  to 
see  if  they  are  in  conformity  to  the  law  in  this  court  on  the  sub- 
ject of  taxation  of  costs.     They  are  left  to  the  taxing  officer. 

As  to  the  disposition  of  the  moneys  advanced  by  the  respective 
parties  to  the  master  for  compensation,  as  determined  by  this 
court,  the  question  is  not  one  of  taxation.  It  was  originally 
agreed,  at  the  time  of  the  appointment  of  the  master,  that  the 
court  should  determine  his  compensation.  That  was  done  by 
the  order  of  June  16,  1870.  A  previous  order  had  been  made, 
that  each  party  should  make  advances,  equal  in  amount,  to 
him,  as  the  cause  progressed.  I  understand  that  these  advances 
have  been  made,  and,  if  so,  on  the  ground  and  principles  already 
established  in  this  opinion,  as  it  respects  other  expenses  before 
the  master,  these  will  be  equally  divided,  and  hence  no  order 
will  be  necessary.  But  if  one  party  has  advanced  more  than  the 
other,  he  must  be  reimbursed,  to  the  amount  of  the  excess. 
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Eliza  Wells,  Administratrix, 

vs. 
John  Gill  and  George  H.  Gill.     In  Equity. 

Ordinarily,  a  verdict  and  judgment  sustaining  a  patent,  control  the  dis- 
cretion of  a  judge  when  he  is  asked  to  award  a  provisional  injunction. 
They  relieve  him  from  the  necessity  of  inquiring  into  the  validity  of 
the  patent,  and  if  he  is  satisfied  there  has  been  an  infringement,  the 
injunction  may  be  said  to  be  almost  a  thing  of  course. 

It  the  judgment  is  acquiesced  in,  or  is  affirmed  by  the  Supreme  Court, 
any  doubts  in  regard  to  the  originality  of  the  invention,  or  the  va- 
lidity of  the  patent,  if  considered  de  novo,  should  yield  to  the  effect  of 
the  judgment. 

When,  after  judgment,  a  writ  of  error  has  been  taken  to  the  Supreme 
Court,  although  the  presumption  is  that  the  judgment  is  correct,  yet, 
when  a  motion  for  an  injunction  is  brought  in  another  circuit,  the 
court  will  consider  the  errors  alleged  to  have  been  committed  at  the 
trial,  and  if  convinced  that  the  case  was  submitted  to  the  jury  mis- 
takenly— that  there  was  radical  er,ror — will  disregard  the  judgment. 

The  motion  for  an  injunction  is  an  appeal  to  judicial  discretion,  and  the 
court  ought  not  to  award  the  writ,  unless  satisfied  that  the  complainant 
has  a  clear  right,  which  the  defendant  is  infringing. 

The  Commissioner  of  Patents,  in  granting  a  reissue,  determines  that  what 
is  claimed  therein,  was  a  part  of  the  original  invention,  or  included 
in  it. 

His'decision  is  not  absolutely  conclusive  in  all  cases,  but  it  is  settled  that 
it  is  not  re-examinable  in  the  circuit  court,  unless  it  is  apparent,  upon 
the  face  of  the  patent,  that  he  has  exceeded  his  authority;  unless  there 
is  such  a  departure  of  the  new  from  the  old  patent,  that  it  must  be 
held,  as  a  matter  of  legal  construction,  that  the  new  patent  is  for  a 
different  invention. 

In  view  of  the  case  being  before  the  Supreme  Court,  injunction  withheld, 
if  the  defendants,  within  ten  days,  file  a  bond  for  the  payment  of  the 
profits  they  may  derive  from  the  continued  use  of  the  invention,  and 
for  the  damages  such  use  may  cause  the  complainants. 

(Before  Strong  and  Nixon,  JJ.,  District  of  New  Jersey,  November,  187?.) 

Motion  for  provisional  injunction. 

Suit  brought  upon  reissued  letters  patent  for  improvement  in 
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machinery  for  making  hat-bodies,  No.  2,942,  dated  May  19,  186S, 
granted  to  Eliza  Wells,  as  administratrix  of  Henry  A.  Wells,  de- 
ceased. The  history  of  the  patent,  the  claims  of  the  original  and 
the  subsequent  reissues,  together  with  engravings  of  the  machine, 
will  be  found  in  the  report  of   Wells  v.  Jacques,  5  Fisher,  136. 

In  connection  with  the  case  of  Wells  v.  Gill  was  argued  the 
case  of  Eliza  Wells,  Adm'x,  v.  Tales,  Wharton  dh  Yocoth, 
the  questions  involved  being  the  same  in  each. 

J2.  Ar.  Dickerson,  for  complainant. 

Soule  <6  French,  for  defendants. 

m 

Strong,  J. 

To  comprehend  fully  the  merits  of  this  motion,  a.  brief  state* 
ment  of  the  facts  exhibited  by  the  proofs  will  be  convenient.  It 
appears  that  on  April  25,  1S46,  letters  patent  for  a  hat-body 
manufacturing-machine  were  granted  to  Henry  A.  Wells,  and 
that  the  patent  was  afterward  extended  seven  years  from  April 
25,  i860.  The  patentee  having  died,  a  further  extension,  by 
virtue  of  a  special  act  of  Congress,  was  granted  to  Eliza  Wells, 
the  present  complainant,  as  administratrix  of  the  original  in- 
ventor. This  second  extension  was  for.  seven  years  from  April 
25,  1867.  The  extended  letters  were  subsequently  surrendered, 
and  a  reissue  was  granted  May  19,  1868.  It  is  upon  these  re- 
issued letters  that  the  present  complaint  is  founded. 

Soon  after  the  reissue,  the  present  complainant  commenced  an 
action  at  law,  in  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York,  against  Ira  Gill,  who  was  at 
that  time  carrying  on  business  at  Walpole,  Massachusetts,  in 
partnership  with  his  two  sons,  John  Gill  and  George  H.  Gill,  the 
present  defendants.  The  suit  was  brought  August  20,  1868,  and 
it  was  for  an  alleged  infringement  of  the  last  reissued  patent. 
Soon  afterward  the  complainant  also  filed  a  bill  in  equity,  com- 
plaining of  infringement  in  Massachusetts,  against  Ira  Gill,  and 
against  his  two  sons  above  named,  which  remained  undetermined, 
awaiting  the  trial  of  the  action  at  law  in  New  York.  That  case 
came  to  trial  in  April,  187.2,  and  the  result  was  a  verdict  and 
judgment  for  the  plaintiff,  and  against  Ira  Gill.  One,  if  not  both 
the  present  defendants  were  present  at  the  trial,  and,  though  not 
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parties  to  the  record,  nor  technically  privies,  they  were  interested 
in  the  result  in  consequence  of  their  partnership  with  their  father. 

During  the  trial,  exceptions  were  taken  to  some  of  the  rulings 
of  the  circuit  judge,  and  a  writ  of  error  has  been  sued  out  to 
remove  the  judgment  to  the  Supreme  Court  of  the  United  States, 
where  it  is  now  pending.  But  that  the  verdict  was  satisfactory 
to  the  judge  who  presided  at  the  trial  appears  plainly,  I  must 
conclude,  from  his  subsequent  action.  It  is  averred  in  the  bill, 
and  not  denied  by  any  affidavits  of  the  defendants,  that,  since  the 
rendition  of  the  judgment,  injunctions  have  been  granted  at  the 
suit  of  the  complainant,  in  Connecticut,  against  infringements  of 
her  patent,  and  granted  by  the  judge  who  tried  the  case  in  New 
York.  It  is  also  averred  that  in  Massachusetts  an  injunction  has 
been  awarded  against  Ira  Gill  and  these  defendants,  unless  they 
give  bonds  to  account  for  what,  on  final  hearing,  may  be  decreed 
against  them.  When  it  is  observed  that  the  bill  is  sworn  to,  not 
upon  information  and  belief,  but  upon  the  complainant's  own 
knowledge,  I  think  these  averments,  uncontradicted,  must  be  re- 
garded as  established  facts  for  the  purposes  of  this  motion,  and 
that  they  accord  with  the  judgment  at  law  in  tending  to  establish 
the  right  of  the  complainant. 

It  further  appears  that  the  defendants  removed  from  Massachu- 
setts to  New  Jersey  a  short  time  before  the  trial  in  New  York, 
and  that  they  are  now  using  machines  substantially  the  same  as    * 
those  which,  in  the  action  in  the  circuit  court,  were  adjudged  to 
be  infringements  of  the  Wells  patent. 

In  view  of  these  facts,  the  first  and  main  question  which  I  am 
to  consider,  is  whether  the  exclusive  right  of  the  complainant,  to 
the  invention  described  in  the  patent,  is  sufficiently  established  to 
entitle  her  to  a  preliminary  injunction. 

^Ordinarily,  a  verdict  and  judgment  sustaining  a  patent,  are  * 
controlling  over  the  discretion  of  a  judge,  when  he  is  asked  to 
award  a  provisional  injunction.  They  relieve  him  from  the  ne- 
cessity of  inquiring  into  the  validity  of  the  patent,  and  if  he  is 
satisfied  there  has.  been  an  infringement,  the  injunction  may  be 
said  to  be  almost  a  thing  of  course.  And  had  the  judgment 
against  Ira  Gill  been  acqufesced  in,  or  had  it  been  affirmed  by 
the  Supreme  Court,  I  should  have  no  hesitation  in  awarding  an 
■  injunction  against  even  a  stranger  to  the  action,  much  less  against 
those  who,,  not  parties  to  the  record,  nor  technically  privies,  were 
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partners  with  the  defendant  in  the  use  of  machines  which  were 
adjudged  infringements,  and  who  were  present  at  the  trial.  Any 
doubts  I  might  have  in  regard  to  the  originality  of  the  invention, 

J  or  the  validity  of  the  patent,  if  considered  de  novo,  I  should  feel 
constrained  to  yield  to  the  effect  of  the  judgment.     But  in  this 

I      case  there  were  exceptions  taken  to  the  rulings  of  the  circuit 

!      judgei  ancr  a  writ  of  error  has  been  sued  out.    J 

\  The  judgment,  therefore,  though  conclusive  while  it  stands,  is, 
in  one  sense,  not  final.  It  may  be  reversed  or  it  may  be  affirmed. 
The  writ  of  error  may  be  abandoned,  and  the  judgment  be  left  to 
stand  as  rendered.  Meanwhile,  is  the  judgment  of  no  effect? 
Surely  this  question  can  not  be  answered  in  the  affirmative. 
Even  in  a  court  of  errors,  the  presumption  is  that  the  judgment 
of  an  inferior  court,  having  jurisdiction,  is  correct.  The  burden  is 
upon  him  who  asserts  error  to  show  it.  A  plaintiff  in  error 
always  has  the  affirmative.  I  agree  that  the  motion  for  an  in- 
junction is  an  appeal  to  judicial  discretion,  and  that  I  ought  not 
to  award  the  writ  unless  my  conscience  is  satisfied  that  the  com- 
plainant has  a  clear  right  which  the  defendants  are  infringing. 
I  agree,  also,  that  the  judgment  in  the  case  of  Wells  against  Ira 
Gill  should  not,  under  the  circumstances,  be  considered  as  con- 
clusive ;  and  that  1  should  consider,  not  only  the  errors  alleged 
to  have  been  committed  at  the  trial,  but  also,  independently,  what 
has  been  alleged  against  the  validity  of  the  patent,  and  in  denial 
of  the  defendant's  infringement. 

I  have,  therefore,  reviewed  the  requests  that  were  made  for  in 
structions  to  the  jury,  and  the  charge  of  the  circuit  judge,  and  I 
find  nothing  which  I  am  prepared  to  say  was  erroneous.  I  am 
not  sitting  as  a  court  of  errors,  but  even  now  the  judgment  of  the 
circuit  court  of  New  York  is  entitled  to  the  presumption  that  it 
was  right.  Yet,  if  I  were  convinced  that  the  case  had  been  sub- 
mitted to  the  jury  mistakenly — if  in  the  directions,  or  want  of 
directions,  of  the  circuit  court,  I  thought  there  was  radical  error — 
I  would  disregard  the  judgment,  and  treat  it  as  if  it  had  never 
been  rendered.  I  am  not  yet  so  convinced.  Without  discussing 
in  detail  the  various  matters  which  are  suggested  against  the  cor- 
rectness of  the  mode  of  submission,  this  at  least  may  be  said,  that 
error  is  not  so  palpable  as  to  justify  my  treating  the  present  mo- 
tion as  if  nothing  had  been  done  to  establish  the  plaintiff's  right. 
At  least  the  judgment,  followed  as  it  has  been  by  injunctions  else- 
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where,  and  by  the  approval  of  the  judge  who  presided  at  the  trial 
of  the  case,  makes  out  a  prima  facie  case  of  title  in  the  com- 
plainant, and  of  the  infringement  by  the  defendants. 

Then  what  is  there  to  repel  this  apparent  right?  It  is  insisted 
that  the  reissue  to  Eliza  Wells  embraces  more  than  the  original 
invention  for  which  the  patent  was  granted  to  Henry  A.  Wells, 
and  therefore  that  the  reissued  patent  is  void. 

But  this  is  one  of  the  questions  which  was  tried  in  the  action 
against  Ira  Gill,  and  decided  adversely  to  what  the  defendants 
now  claim.  Besides,  the  Commissioner  of  Patents,  when  he 
granted  the  reissue,  determined  that  what  is  claimed  therein  was 
a  part  of  the  original  invention,  or  included  in  it.  I  do  not  say 
that  his  decision  is  absolutely  conclusive  in  all  cases;  but  it" is 
settled  that  it  is  not  re-examinable  in  the  circuit  court,  unless  it  is 
apparent,  upon  the  face  of  the  patent,  that  he  has  exceeded  his 
authority — unless  there  is  such  a  departure  of  the  new  from  the 
old  patent,  that  it  must  be  held,  as  a  matter  of  legal  construction, 
that  the  new  is  for  a  different  invention.  It  would  be  going  very 
far  were  I  to  hold  this,  in  view  of  the  action  of  the  commissioner, 
and  of  the  verdict  and  judgment  in  New  York.  And  even  with- 
out regard  to  those,  I  should  hesitate  in  coining  to  the  conclusion 
that  the  reissued  patent  is  void. 

I  am  unable  to  perceive  how  anything  that  was  decided  in 
Burr  v.  Duryea,  1  Wallace,  531,  determines  that  what  is  claimed 
in  the  reissue  was  not  embraced  in  the  original  invention. 

That  the  machines  used  by  the  defendants  are  infringements  of 
the  complainant's  patent,  was  one  of  the  matters  decided  in  the 
case  of  Wells  v.  Ira  Gill^  and  it  must  be  conceded  unless  the 
question  is  still  entirely  open.  Undoubtedly,  the  machine  of  the 
defendants  is  variant  from  the  Wells  machine  in  form  and  general 
appearance,  as  also  in  some  details ;  but  I  think  it  substantially 
the  same  in  principle  and  in  mode  of  operation.  Placed  side  by 
side,  and  operated  at  the  same  time,  the  conviction  forced  upon 
my  mind  is  very  strong  that  the  differences  between  them  are 
formal  merely,  not  substantial.  At  all  events,  the  differences  are 
not,  in  my  judgment,  sufficient  to  overcome  the  proper  effect  to 
be  given  to  the  verdict  in  the  action  against  Ira  Gill,  even  though 
that  verdict  and  the  judgment  therein  are  not  conclusive. 

In  my  opinion,  therefore,  the  complainant  is  entitled  to  an  in- 
junction.   But,*in  view  of  the  fact  that  the  judgment  in  the  circuit 
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court  of  New  York  may  be  reversed,  I  think  an  injunction  should 
be  withheld  if  the  defendants  give  security  for  the  payment  of  the 
profits  they  may  derive  from  the  use  of  the  invention,  and  for  the 
damages  their  use  may  cause  the  complainant.  I  certainly  would 
not  order  a  provisional  injunction  if  the  judgment  in  the  circuit 
court  of  New  York  had  not  been  recovered. 

Let,  therefore,  an  injunction  issue,  unless  the  defendants,  within 
ten  days  after  notice  of  this  order,  shall  give  bond,  with  sufficient 
security,  to  be  approved  by  the  clerk  of  the  court,  conditioned  to 
keep  an  account  of  all  the  hat-bodies  made  by  each  of  the  ma- 
chines in  question,  and  to  file  such  account,  under  oath,  once  in 
three  months  in  the  clerk's  office  of  this  court,  and  to  pay  the 
amount  of  any  final  decree  in  this  case  ;  and  in  case  the  defend- 
ants neglect  to  file  such  account  ten  days  after  the  expiration  of 
every  three  months,  it  is  ordered  that  an  injunction  issue.  The 
bond  to  be  given  in  the  penal  sum  of  $20,000. 

The  same  order,  I  think,  should  be  made  in  the  case  of  Wells 
v.  Tales  et  al. 


The  Gorham  Manufacturing  Company 

vs. 

George  C.  White.     In  Equity. 

The  acts  of  Congress  which  authorize  the  grant  of  patents  for  designs 
were  plainly  intended  to  give  encouragement  to  the  decorative  arts. 
They  contemplate  not  so  much  utility  as  appearance,  and  that  not  an 
abstract  impression  or  picture,  but  an  aspect  given  to  those  objects 
mentioned  in  the  acts. 

To  speak  of  the  invention  as  a  combination  or  process,  or  to  treat  it  as 
such,  is  to  overlook  its  peculiarities. 

As  the  acts  of  Congress  embrace  only  designs  applied  or  to  be  applied, 
they  must  refer  to  finished  products  of  invention,  rather  than  to  the 
process  of  finishing  them  or  to  the  agencies  by  which  they  are  de- 
veloped. 

A  patent  for  a  product  is  a  different  thing  from  a  patent  for  the  elements 
entering  into  it,  or  for  the  ingredients  of  which  it  is  composed,  or  for 
the  combination  which  causes  it. 
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It  is  6a  men  ess  in  appearance  rather  than  in  the  mode  of  producing  the  ap- 
pearance, that  determines  the  question  of  infringement. 

Mere  difference  of  lines  in  the  drawing  or  sketch,  a  greater  or  smaller 
number  of  lines,  or  slight  variances  in  configuration,  if  insufficient  to 
.  change  the  effect  upon  the  eve,  will  not  destroy  the  substantial  identity 
of  a  design. 

An  engraving  which  has  many  lines  may  present  to  the  eye  the  same  pic- 
ture, and  to  the  mind  the  same  idea  or  conception,  as  another  with 
much  fewer  lines.    The  design,  however,  would  be  the  same. 

The  test  of  identity  is  the  effect  produced  upon  the  eye  of  an  ordinary  ob- 
server, and  not  that  produced  upon  the  eye  of  an  expert. 

If  the  resemblance  between  two  designs  is  such  as  to  deceive  an  ordinary 
observer,  the  first  one  patented  is  infringed  by  the  other. 

The  Gorham,  Thurber,  and  Dexter  designs,  and  the  two  designs  patented 
to  Leroy  S.  White,  one  in  1867  and  the  other  in  1868,  are  alike  the  re- 
sult of  peculiarities  of  outline  or  configuration,  and  of  ornamentation. 
Both  the  White  patents  are  infringements  of  the  Gorham,  Thurber, 
and  Dexter  patent. 

(Before  the  Supreme  Court  of  the  United  States,  November,  1872.) 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of 
New  York. 

Suit  brought  upon  letters  patent  for  a  design  for  the  handles 
of  table-spoons  and  forks,  granted  to  John  Gorham,  Gorham 
Thurber,  and  Lewis  Dexter,  Jr.,  July  16,  1861,  and  assigned  to 
complainants. 

The  specification,  in  full,  was  as  follows : 

"Be  it  known  that  we,  John  Gorham,  Gorham  Thurber,  and  Lewis  Dex- 
ter, Jr.,  of  Providence,  in  the  State  of  Rhode  Island,  have  invented  and 
produced  a  new  design  for  the  handles  of  table-spoons  and  forks;  and  we 
do  hereby  declare,  that  the  following  is  a  full,  clear,  and  exact  description 
thereof,  reference  being  had  to  the  accompanying  drawings,  making  part 
of  this  specification,  in  which — 

J4 Fig.  1  is  a  plan  of  the  upper  surface;  and 

"  Fig.  2  a  like  view  of  the  under  surface. 

"  Figs-  3  and  4  are  cross-sections,  taken  at  the  narrowest  and  at  the  widest 
part  of  the  handles ;  and 

"  In  figs.  1  and  2  of  the  accompanying  drawings,  a  represents  the  stem  of 
the  handle,  either  of  a  spoon  or  fork,  and  k  the. enlarged  end  thereof  The 
stem  is  gradually  but  slightly  increased  in  width,  from  about  the  middle 
of  its  length  toward  each  end,  the  swell  being  more  sudden  at  c,  where  it 
joins  the  bowl  or  fork.  At  the  rear  extremity  of  the  stem,  where  the  en- 
larged part  b  commences,  it  spreads  out  on  each  side  with  a  rounded 
shoulder,  b  £,  and  then  gradually  spreads  out  in  concave  lines,  as  at  e  e, 
these  lines  gradually  becoming  convex  to  the  widest  part,  where  they  run 
back  and  inward,  as  at /"/J  finally  uniting  to  form  a  nearly  semicircular 
end.     Along  each  end  there  is  a  small,  rounded  molding,  and  just  within 
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this  a  second  molding,  h  k,  and  at  the  shoulders,  b  by  these  moldings  that 
look  like  wires,  are  united  by. two  rosettes,  having  somewhat  the  appear- 
ance produced  by  twisting  together  the  ends  of  wires  to  unite  them. 

"And  at  the  rear  end,  the  two  sets  of  moldings,  from  e«ch  side,  are 
turned  into  a  rosette,  the  two  rosettes,  as  at  *  i,  coming  in  contact  in  the 
middle  of  the  width  of  the  handle,  a  small,  rounded  tip/,  making  the  cen- 
tral finish.  Between  the  two  inner  moldings,  the  surface  is  swelled,  as  at 
ky  figs.  3  and  4,  this  swell  being  gradually  flattened  toward  the  widest 
part  of  the  handle. 

"  What  we  claim  as  new,  and  desire  to  secure  by  letters  patent,  is  the 
design  herein  specified  for  the  handles  of  spoons  and  forks,  as  set  forth 
and  represented  " 


No.  2. 


No.  3. 


Figure  1  of  the  above  engravings  represents  the  complainant's 
design ;  figure  2,  the  White  design  of  1867 ;  and  figure  3,  the 
White  design  of  1868. 

The  case  turned  wholly  upon  the  question  as  to  what  constitutes 
the  proper  test  of  substantial  identity  in  the  case  of  designs. 

A  large  number  of  witnesses,  including  dealers  and  experts, 
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examined  on  behalf  of  complainant,  testified  that  the  White  pat- 
terns were  calculated  to  deceive  ordinary  purchasers ;  that  while 
it  was  true  that  there  were  differences  between  them  and  the  pat- 
ented' design,  which  would  be  noticed  by  skilled  observers,  or 
upon  careful  examination,  yet  an  ordinary  observer  would  see  no 
differences  between  them. 

On  the  other  hand,  witnesses,  substantially  the  same  in  number, 
character,  and  occupation,  testified  that  the  designs  were  sub- 
stantially different. 

It  would  be  a  correct  statement  of  the  character  of  the  testi- 
mony  to  say,  in  general,  that  when  the  complainant's  witnesses 
said  that  the  designs  were  substantially  alike,  they  meant  sub- 
stantially alike  to  the  eye  of  an  ordinary  observer ;  and  that  when 
the  defendant's  witnesses  said  they  were  substantially  different, 
they  meant  substantially  different  to  the  eye  of  an  expert. 

The  actual  differences  are  well  set  forth  in  the  opinion  of  the 
court  below,  as  follows : 

"Each  design  may  properly  be  considered  as  composed  of  two 
elements — the  outline  which  the  handle  presents  to  the  eye  when 
its  broader  face  is  looked  at,  and  the  ornamentation  on  such  face. 
If  the  plaintiff?'  design  be  compared  with  the  White  design  of 
1S67,  a  general  resemblance  is  found  between  such  outlines  in 
the  two  designs.  In  other  words,  if  the  ornamentation  on  the 
handle  in  the  plaintiffs'  design  formed  no  part  of  such  design,  and 
such  design  were  confined  to  the  form  of  the  outline  before  men- 
tioned, it  would  be  difficult  to  say  that  the  plaintiffs'  design  and 
the  White  design  of  1867  were  not  substantially  identical.  But 
the  moment  the  ornamentations  on  the  faces  of  the  two  handles 
come  to  be  considered,  striking  differences  appear  between  the 
plaintiffs'  design  and  the  White  design.  In  the  former,  the  outer 
thread  is  broken  at  the  end  of  the  handle,  at  the  shoulders,  and  at 
the  junction  of  the  handle  with  the  bowl ;  while,  in  the  latter,  such 
thread  is  continuous  around  the  entire  handle,  from  the  junction 
of  the  stem  with  the  bowl  or  fork  back  to  the  same  point,  it 
having  there  the  form  of  a  Gothic  arch.  In  the  former,  the  outer 
thread  is,  at  the  shoulders,  turned  inward  to  form  rosettes,  which 
present  the  appearance  of  two  parts  twisted  together ;  while,  in 
the  latter,  the  outer  thread  is  continuous.  In  the  former,  there 
is,  on  the  stem  of  the  handle,  on  each  side,  extending  from  the 
vol.  vi — 7 
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shoulders  to  the  bowl  or  fork,  an  inner  thread  parallel  with  and 
inside  of  the  outer  thread  ;  while,  in  the  latter,  there  is  no  such 
inner  thread.  In  the  former,  the  inner  threads  on  the  enlarged 
end  of  the  handle  turn  outward  from  each  other  toward  the  end 
of  the  handle,  so  as  to  form  diverging  scrolls  ;  while,  in  the  latter, 
such  inner  threads,  as  they  approach  the  end  of  the  handle,  turn 
inward  and  form  re-entering  scrolls.  In  the  former,  the  scrolls 
of  the  inner  threads  form,  at  the  end  of  the  handle,  a  part  of  the 
outline  boundary  of  the  handle  ;  while,  in  the  latter,  such  scrolls 
are  entirely  inside  of  such  outline  boundary.  In  the  former,  the 
end  of  the  handle  is  formed  by  a  tip  inserted  between  the  two 
diverging  scrolls  into  which  the  inner  threads  are  formed ;  while, 
in  the  latter,  the  continuous  outer  thread  forms  such  extreme 
end.  In  the  latter,  a  figure  in  the  form  of  a  shield  is  inserted 
between  the  scrolls  into  which  the  inner  threads  are  formed  and 
the  outer  thread ;  while,  in  the  former,  no  such  figure  is  found, 
and  no  place  exists  where  it  could  be  inserted.  In  the  latter, 
there  is,  on  each  side,  a  third  and  short  thread,  extending  from 
the  said  scroll  to  the  widest  part  of  the  handle ;  while  no  such 
thread  is  found  in  the  former.  In  the  former,  the  inner  thread 
on  the  enlarged  end  of  the  handle  abuts,  at  the  shoulder  next  the 
stem,  against  the  scroll  or  rosette  into  which  the  outer  thread  is 
there  formed,  and  looks  as  if  it  were  a  continuation  of  the  outer 
thread  on  the  stem  passed  under  the  said  scroll ;  while,  in  the 
latter,  the  inner  thread  on  the  enlarged  end  of  the  handle  is,  at 
the  shoulders,  turned  into  a  scroll  or  rosette,  and  has  no  appear- 
ance of  being  a  continuation  of  the  outer  thread  in  the  stem.  In 
the  former,  the  inner  threads  on  the  stem  unite  in  a  swell  or  boss 
near  the  bowl  or  fork  ;  while  no  such  swell  or  boss  is  found  in  the 
latter.  It  is  also  to  be  noted,  that,  in  the  former,  the  outline  at 
the  end  of  the  enlarged  end  of  the  handle  has  the  form  of  a  por- 
tion of  a  trefoil ;  while,  in  the  latter,  it  has  the  form  of  a  Gothic 
arch :  and  that,  in  the  former,  the  surface  of  the  enlarged  end, 
between  the  threads  is  swelled  between  the  shoulders,  and  such 
swell  is  gradually  flattened  toward  the  widest  part  of  the  handle, 
so  that  the  swell  at  such  part  is  substantially  different  in  appear- 
ance from  the  swell  at  the  shoulders ;  while,  in  the  latter,  the 
swell  is  substantially  the  same  from  the  shoulders  to  the  broadest 
part  of  the  enlarged  end. 

"  The  differences  thus  observed  between  the  plaintiffs'  design 
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and  the  White  design  of  1867,  exist  also  between  the  plaintiffs' 
design  and  the  White  design  of  1868.  In  addition  in  the  plaint- 
iffs' design,  the  contour  of  the  enlarged  end  of  the  handle  spreads 
outward  progressively  from  the  shoulders  until  the  widest  part  of 
the  handle  is  reached  ;  while,  in  the  White  design  of  1868,  the 
sides  of  the  enlarged  end  turn  inward  for  a  distance  after  leaving 
the  shoulder  and  then  spread  outward  to  the  widest  part. 

"From  the  comparisons  thus  instituted,  it  appears  that  the 
plain  tiffs'  design  and  the  White  design  of  1867  are,  in  what  has 
been  called  outline,  very  much  alike,  while  they  differ  from  each 
other  in  a  marked  manner  in  what  has  been  called  ornamentation, 
while  the  plaintiff's'  design  and  the  White  design  of  1S68  differ 
from  each  other  in  a  marked  manner,  both  in  outline  and  in  orna- 
mentation ;  and  that  the  two  White  designs  differ  from  each  other 
in  outline  in  a  marked  manner,  while  they  scarcely  differ  at  all 
from  each  other  in  ornamentation." 

Upon  this  state  of  facts,  the  court  below  held  that  the  test  in 
regard  to  a  patent  is  not  the  eye  of  an  ordinary  observer  ;  that  there 
must  be  a  uniform  test :  and  that  test  can  only  be,  as  in  the  case 
of  a  patent  in  respect  to  machinery,  substantial  identity,  not  in 
view  of  the  observation  of  a  person  whose  observation  is'worthless, 
because  it  is  casual,  heedless,  and  unintelligent,  and  who  sees  one 
of  the  articles  in  question  at  one  time  and  place,  and  the  other  of 
such  articles  at  another  time  and  place  ;  but  in  view  of  the  obser- 
vation of  a  person  versed  in  the  business  of  designs  in  the  particu- 
lar trade  in  question — of  a  person  engaged  in  the  manufacture  or 
sale  of  articles  containing  such  designs — of  a  person  accustomed 
to  compare  such  designs  one  with  another,  and  who  sees  and 
examines  the  articles  containing  them  side  by  side. 

C.  F.  Blake  and  C.  M.  Keller^  for  appellant. 

W.  C.  Witter  and  G.  Glffbrd^  for  appellee. 

Strong,  J. 

The  sole  question  is  one  of  fact  Has  there  been  an  infringe- 
ment? Are  the  designs  used  by  the  defendant  substantially  the 
same  as  that  owned  by  the  complainants?  To  answer  these 
questions  correctly,  it  is  indispensable  to  understand  what  con- 
stitutes idenfity  of  flesjgn  and  what  amounts  to  infringement. 
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The  acts  of  Congress  which  authorize  the  grant  of  patents  for 
designs,  were  plainly  intended  to  give  encouragement  to  the  deco- 
rative arts.  They  contemplate  not  so  much  utility  as  appearance, 
and  that  not  an  abstract  impression  or  picture,  but  an  aspect  given 
to  those  objects  mentioned  in  the  acts.  It  is  a  new  and  original 
design  for  a  manufacture,  whether  of  metal  or  other  material ;  a 
new  and  original  design  for  a  bust,  statue,  bas-relief,  or  composi- 
tion in  alto  or  basso-relievo  ;  a  new  or  original  impression  or  or- 
nament to  be  placed  on  any  article  of  manufacture ;  a  new  and 
original  design  for  the  printing  of  woolen,  silk,  cotton,  or  other 
fabrics ;  a  new  and  useful  pattern,  print,  or  picture,  to  be  either 
worked  into  or  on  any  article  of  manufacture  ;  or  a  new  and  origi- 
nal shape  or  configuration  of  any  article  of  manufacture.  It  is  one 
or  all  of  these  that  the  law  has  in  view  ;  and  the  thing  invented  or 
produced,  for  which  a  patent  is  given,  is  that  which  gives  a  pecu- 
liar or  distinctive  appearance  to  the  manufacture  or  article  to 
which  it  may  be  applied  or  to  which  it  gives  form..  The  law 
manifestly  contemplates  that  giving  certain  new  and  original  ap- 
pearances to  a  manufactured  article  may  enhance  its  salable  value, 
may  enlarge  the  demand  for  it,  and  may  be  a  meritorious  service 
to  the  public.  It  therefore  proposes  to  secure,  for  a  limited  time, 
to  the  ingenious  producer  of  these  appearances  the  advantages 
flowing  from  them.  Manifestly,  the  mode  in  which  those  appear- 
ances are  produced  has  very  little,  if  anything,  to  do  with  giving 
increased  salableness  to  the  article.  It  is  the  appearance  itself 
which  attracts  the  attention,  and  calls  out  favor  or  dislike.  It  is 
the  appearance  itself,  therefore,  no  matter  by  what  agency  caused, 
that  constitutes  mainly,  if  not  entirely,  the  contribution  to  the 
public  which  the  law  deems  worthy  of  recompenee.  The  appear- 
ance may  be  the  result  of  peculiarity  of  configuration,  or  of  orna- 
ment alone,  or  of  both  conjointly  ;  but,  in  whatever  way  produced, 
it  is  the  new  thing  or  product  which  the  patent  law  regards.  To 
speak  of  the  invention  as  a  combination  or  process,  or  to  treat  it 
as  such,  is  to  overlook  its  peculiarities.  As  the  acts  of  Congress 
embrace  only  designs  applied,  or  to  be  applied,  they  must  refer  to 
finished  products  of  invention,  rather  than  to  the  process  of  finish- 
ing them,  or  to  the  agencies  by  which  they  are  developed.  A 
patent  for  a  product  is  a  distinct  thing  from  a  patent  for  the 
elements  entering  into  it,  or  for  the  ingredients  of  which  it  is 
composed,  or  for  the  combination  that  causes  it.     We  do  not  say 
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that  in  determining  whether  two  designs  are  substantially  the 
same,  differences  in  the  lines,  the  configuration,  or  the  modes  by 
which  the  aspects  they  exhibit  are  not  to  be  considered  ;  but  we 
think  the  controlling  consideration  is  the  resultant  effect.  Such 
was  the  opinion  of  Lord  Chancellor  Hatherly,  in  McCrca  v. 
Uoldsworth,  6  Chan.  Ap.  Cases,  Law  Reports,  418.  That  w.as  a 
suit  to  restrain  an  infringement  of  a  design  for  ornamenting  a 
woven  fabric.  The  defense  was  a  denial  that  the  design  used  by 
the  defendants  was  the  same  as  that  to  which  the  plaintiff  was 
entitled.  The  ornament  on  both  was,  in  part,  a  star,  but  on  one 
it  was  turned  in  an  opposite  direction  from  that  in  the  other ;  yet 
the  effect  of  the  ornament  was  the  same  to  the  eye.  The  lord 
chancellor  held  the  important  inquiry  was,  whether  there  was 
any  difference -in  the  effect  of  the  designs,  not  whether  there  were 
ditferencts  in  the  details  of  ornament.  "  If,"  said  he,  "  the  designs 
are  used  in  exactly  the  same  manner,  and  have  the  same  effect,  or 
nearly  the  .same  effect,  then,  of  course,  the  shifting  or  turning 
round  of  a  star,  as  in  this  particular  case,  can  not  be  allowed  to 
protect  the  defendants  from  the  consequences  of  the  piracy."  This 
seems  most  reasonable  ;  for,  as  we  have  said,  it  is  the  effect  upon 
the  eye  which  adds  value  to  articles  of  trade  or  commerce.  So  in 
Iloldsworth  v.  McCrea^  2  Ap.Cas.,  House  of  Lords,  3S8,  Lord 
Wcstbury  said  :  "Now,  in  the  case  of  those  things  in  which  the 
merit  of  the  invention  lies  in  the  drawing,  or  in  forms  that  can  be 
copied,  the  appeal  is  to  the  eye,  and  the  eye  alone  is  the  judge 
of  the  identity  of  the  two  things.  Whether,  therefore,  there  be 
piracy  or  not  is  referred  to  an  unerring  judge — namely,  the  eye — 
which  takes  the  one  figure  and  the  other  figure,  and  ascertains 
whether  they  are  or  are  not  the  same."  This  was  said  in  a  case 
where  there  was  nothing  but  a  drawing  of  the  design. 

We  are  now  prepared  to  inquire  what  is  the  true  test  of  identity 
of  design.  Plainly  it  must  be  sameness  of  appearance  ;  and  mere 
difference  of  lines  in  the  drawing  or  sketch,  a  greater  or  smaller 
number  of  lines,  or  slight  variances  in  configuration,  if  insuffi- 
cient to  change  the  effect  upon  the  eye,  will  not  destroy  the  sub- 
stantial identity.  An  ens  raving  which  has  many  lines  may 
present  to  the  eye  the  same  picture,  and  to  the  mind  the  same 
idea  or  conception,  as  another  with  mugh  fewer  lines.  The 
design,  however,  would  be  the  same.  So  a  pattern  for  a  carpet 
or  a  print,  may  be  made  up  of  wreaths  of  flowers  arranged  in  a 
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particular  manner.  Another  carpet  may  have  similar  wreaths 
arranged  in  a  like  manner,  so  that  none  but  very  acute  observers 
could  detect  a  difference ;  yet  in  the  wreaths  upon  one  there  may 
be  fewer  flowers,  and  the  wreaths  may  be  placed  at  wider  dis- 
tances from  each  other.  Surely  in  such  a  case  the  designs  are 
alike.  The  same  conception  was  in  the  mind  of  the  designer,  and 
to  that  conception  he  gave  expression. 

If,  then,  identity  of  appearance,  or,  as  expressed  in  McCrea  v. 
Holdsworth,  sameness  of  effect  upon  the  eye,  is  the  main  test  of 
substantial  identity  of  design,  the  only  remaining  question  upon 
this  part  of  the  case  is,  whether  it  is  essential  that  the  appearance 
should  be  the  same  to  the  eye  of  an  expert.  The  court  below  was 
of  opinion  that  the  test  of  a  patent  for  a  design  is  not  the  eye  of  an 
ordinary  observer.  The  learned  judge  thought  there  could  be  no 
infringement  unless  there  was  "substantial  identity"  uin  view  of 
the  observation  of  a  person  versed  in  designs  in  the  particular 
trade  in  question  ;  of  a  person  engaged  in  the  manufacture  or  sale 
of  articles  containing  such  designs ;  of  a  person  accustomed  to 
compare  such  designs  one  with  another,  and  who  sees  and  exam- 
ines the  articles  containing  them  side  by  side."  There  must,  he 
thought,  be  a  comparison  of  the  features  which  make  up  the  two 
designs.  With  this  we  can  not  concur.  Such  a  test  would  destroy 
all  the  protection  which  the  act  of  Congress  intended  to  give. 
There  never  could  be  piracy  of  a  patented  design,  for  human  in- 
genuity has  never  yet  produced  a  design,  in  all  its  details,  exactly 
like  another,  so  like  that  an  expert  could  not  distinguish  them.  No 
counterfeit  bank-note  is  so  identical  in  appearance  witli  the  true, 
that  an  experienced  artist  can  not  discern  a  difference.  It  is  said 
an  engraver  distinguishes  impressions  made  by  the  same  plate- 
Experts,  therefore,  are  not  the  persons  to  be  deceived.  Much 
less  than  that  which  would  be  substantial  identity  in  their  eyes, 
would  be  undistinguishable  in  the  eyes  of  men  generally,  of  observ- 
ers of  ordinary  acuteness,  bringing  to  the  examination  of  the 
article  upon  which  the  design  has  been  placed,  that  degree  of 
observation  which  men  of  ordinary  intelligence  give.  It  is  persons 
of  the  latter  class  who  are  the  principal  purchasers  of  the  articles 
to  which  designs  have  given  novel  appearances ;  and  if  they  are 
misled  and  induced  to  purchase  what  is  not  the  article  they  sup- 
posed it  to  be — if,  for  example,  they  are  led  to  purchase  forks  or 
spoons,  deceived  by  an  apparent  resemblance  into  the  belief  that 
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they  bear  the  "  cottage  "  design,  and  therefore  are  the  production 
of  the  holders  of  the  Gorham,  Thurber,  and  Dexter  patent,  when, 
in  fact,  they  are  not — the  patentees  are  injured,  and  that  advantage 
of  a  market  which  the  patent  was  granted  to  secure  is  destroyed 
The  purpose  of  the  law  must  be  effected,  if  possible  ;  but  plainly 
it  can  not  be  if,  while  the  general  appearance  of  the  design  is 
preserved,  minor  differences  of  detail  in  the  manner  in  which  the 
appearance  is  produced,  observable  by  experts,  but  not  noticed  by 
ordinary  observers,  by  those  who  buy  and  use,  are  sufficient  to 
relieve  an  imitating  design  from  condemnation  as  an  infringe- 
ment. 

We  hold,  therefore,  that  if,  in  the  eye  of  an  ordinary  observer, 
giving  such  attention  as  a  purchaser  usually  gives,  two  designs 
are  substantially  the  same — if  the  resemblance  is  such  as  to  deceive 
such  an  observer,  inducing  him  to  purchase  one,  supposing  it  to 
be  the  other,  the  first  one  patented  is  infringed  by  the  other. 

Applying  this  rule  to  the  facts  of  the  present  case,  there 
is  very  little  difficulty  in  coming  to  a  satisfactory  conclusion. 
The  Gorham  design  and  the  two  designs  sold  by  the  defendant, 
which  were  patented  to  White,  one  in  1867  and  the  other  in 
1868,  are  alik'?  the  result  of  peculiarities  of  outline  or  configu- 
ration and  of  ornamentation.  These  make  up  whatever  is 
distinctive  in  appearance,  and  of  these  the  outline  or  configura- 
tion is  most  impressive  to  the  eye.  Comparing  the  figure  or 
outline  of  the  plaintiffs'  design  with  that  of  the  White  design 
of  1867,  it  is  apparent  there  is  no  substantial  difference.  This 
is  in  the  main  conceded.  Even  the  minor  differences  are  so* 
minute  as  to  escape  observation  unless  observation  is  stimulated 
by  a  suspicion  that  there  may  be  diversity.  And  there  are  the 
same  resemblances  between  the  plaintiffs'  design  and  the  White 
design  of  186S,  and,  with  a  single  addition,  the  minor  differences 
are  the  same.  That  additional  one  consists  in  this :  At  the  upper 
part  of  the  handle,  immediately  above  the  point  where  the  broader 
part  widens  from  the  stem  with  a  rounded  shoulder,  while  the 
external  lines  of  both  designs  are  first  concave  and  then  gradually 
become  convex,  the  degree  of  concavity  is  greater  in  the  White 
design.  How  much  effect  this  variance  has,  must  be  determined 
by  the  evidence.  In  all  the  designs  the  ornament  is,  in  part,  a 
rounded  molding  or  bead  along  the  edge,  with  scrolls  at  the 
shoulders  and  near  the  top.    There  are,  however,  some  diversities 
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in  this  ornament,  which  are  discoverable  when  attention  is  called 
to  them.    In  the  plaintiffs'  the  bead  is  interrupted  at  the  shoulders 
and  at  the  tip  by  the  scrolls,  while  in  both  the  designs  of  White 
it  is  continued  unbroken  around  the  scrolls.     In  the  plaintiffs'  the 
scrolls  turn  inward  at  the  shoulders  and  outward  at  the  tip.     In 
the  White  design  they  turn  inward  both  at  the  shoulders  and  at 
the  upper  end  ;  but  there  is  the  same  number  of  scrolls  in  all  the 
designs,  and  they  are  similarly  located,  all* having  the  appearance 
of  rosettes.     In  all,  the  external  bead  is  formed  by  a  depressed 
line  running  near  the  edge  of  the  handle ;  but  in  the  plaintiffs* 
there  is  an  inner  line,  making  a  second  very  thin  bead,  nearly 
parallel  to  the  external  bead  common  to  them  all.     In  the  White 
designs  this  inner  line  is  wanting  on  the  stem  of  the  handle, 
though  not  on  the  broad  part ;  but,  as  the  single  line  is  wider,  it 
presents  much  the  same  appearance  as  it  would  present  if  divided 
into  two.     There  are  other  small  differences  which  it  is  needless 
to  specify.     What  we  have  mentioned  are  the  most  prominent. 
No  doubt  to  the  eye  of  an  expert  they  are  all  real.     Still,  though 
variances  in  the  ornament  are  discoverable,  the  question  remains : 
Is  the  effect  of  the  whole  design  substantially  the  same?     Is  the 
adornment  in  the  White  design  used  instru  men  tally  to  produce  an 
appearance,  a  distinct  device,  or  does  it  work  the  same  result  in 
the  same  way,  and  is  it,  therefore,  a  colorable  evasion  of  the  prior 
patent,  amounting,  at  most,  to  a  mere  equivalent?     In  regard  to 
this  we  have  little  doubt,  in  view  of  the  evidence.     Both  the 
White  designs,  vtfe  think,  are  proved  to  be  infringements  of  the 
.Gorham  patent.      A  large  number  of  witnesses  familiar  with 
designs,  and  most  of  them  engaged  in   the   trade,  testify  that, 
in  their  opinion,  there  is  no  substantial  difference  in  the  three 
designs,  and  that  ordinary  purchasers  would  be  likely  to  mis- 
take  the  White   designs   for  the  "Cottage" — viz.,  that  of  the 
plaintiffs.      This   opinion    is   repeated    in    many   forms    of   ex- 
pression— as,  that  they  are  the  same  pattern ;   that  the  essential 
features  are  the  same ;  that  seven  out  of  ten  customers  who  buy 
silverware  would  consider  them  the  same  ;  that  manufacturers  as 
well  as  customers  would  consider  them  the  same ;  .that  the  trade 
generally  would  so  consider  them ;  that,  though  there  arc  differ- 
ences, they  would  not  be  noticed  without  a  critical  examination ; 
that  they  are  one  and  the  same  pattern,  etc.,  etc.     This  is  the 
testimony  of  men  who,  if  there  were  a  substantial  difference  in 
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the  appearance  or  in  the  effect,  would  most  readily  appreciate  it. 
Some  think  the  White  designs  were  intended  to  imitate  the  other, 
and  they  all  agree  that  they  are  so  nearly  identical  that  ordinary 
purchasers  of  silverware  would  mistake  one  forf  the  other.  On 
the  other  hand,  a  large  number  of  witnesses  have  testified  on 
behalf  of  the  defendant  that  the  designs  are  substantially  unlike  ; 
but  when  they  attempt  to  define  the  dissimilarity,  they  specify 
only  the  minor  differences  in  the  ornamentation,  of  which  we  have 
heretofore  spoken.  Not  one  of  them  denies  that  the  appearance  of 
the  designs  is  substantially  the  same,  or  asserts  that  the  effect 
upon  the  eye  of  an  observer  is  different,  or  that  ordinary  pur- 
chasers, or  even  persons  in  the  trade,  would  not  be  led  by  their 
similarity  to  mistake  one  for  another.  Their  idea  of  what  consti- 
tutes  identity  of  design  seems  to  be  that  it  is  the  possibility  of 
being  struck  from  the  same  die,  which  of  course  can  not  be,  if 
there  exists  the  slightest  variation  in  a  single  line.  They  give 
little  importance  to  configuration  and  none  to  general  aspect. 
Such  evidence  is  not  an  answer  to  the  complainants'  case.  It 
leaves  undisputed  the  facts  that  whatever  differences  there  may 
be  between  the  plaintiffs'  design  and  those  of  the  defendant  in 
details  of  ornament,  they  are  still  the  same  in  general  appearance 
and  effect ;  so  much  alike  that  in  the  market  and  with  purchasers 
they  would  pass  for  the  same  thing ;  so  much  alike  that  even 
persons  in  the  trade  would  be  in  danger  of  being  deceived. 

Unless,  therefore,  the  patent  is  to  receive  such  a  construction 
that  the  act  of  Congress  will  afford  no  protection  to  a  designer 
against  imitations  of  his  inventions,  we  must  hold  that  the  sale 
by  the  defendant,  of  spoons  and  forks  bearing  the  designs  patented 
to  White  in  1867  and  1S68,  is  an  infringement  of  the  complain- 
ants' right. 

Decree  reversed,  and  the  cause  remitted,  with  instructions  to 
enter  a  decree  in  accordance  with  this  opinion. 

Miller,  Field,  and  Bradley,  JJ-,  dissent  in  this  case. 
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William  L.  Gould. 

Patentable  inventions  may  consist  entirely  in  a  new  combination  of  old 
ingredients  whereby  a  new  and  useful  result  is  obtained,  and  in  such 
cases  the  description  of  the  invention  is  sufficient,  if  the  ingredients 
are  named,  the  mode  of  operation  given,  and  the  new  and  useful  re- 
sult is  pointed  out,  so  that  those  skilled  in  the  art,  and  the  public, 
may  know  the  nature  and  extent  of  the  claim,  and  what  the  parts  are 
which  co-operate  to  produce  the  described  new  and  useful  result. 

Mere  formal  alterations  of  a  combination,  in  letters  patent,  do  not  con- 
stitute any  defense  to  the  charge  of  infringement,  as  th*  inventor  of  a 
combination  is  as  much  entitled  to  suppress  every  other  combination 
of  the  same  ingredients  to  produce  the  same  result,  not  substantially 
different  from  what  he  has  invented  and  caused  to  be  patented,  as  the 
inventor  of  any  other  patented  improvement. 

Unquestionably,  the  withdrawal  of  one  ingredient  in  a  patented  combi- 
nation, and  the  substitution  of  another,  which  was  well  known,  at  the 
date  of  the  patent,  as  a  proper  substitute  for  the  one  withdrawn,  is  a 
mere  formal  alteration  of  the  combination,  and  is  infringement. 

If  the  combination  constituting  the  invention  claimed  in  the  subsequent 
patent  was  new,  or  if  the  ingredient  substituted  for  the  one  withdrawn 
was  a  newly  discovered  one,  or  even  an  old  one  performing  some  new 
function,  and  was  not  known  at  the  date  of  the  plaintiff's  patent,  as  a 
proper  substitute  for  the  ingredient  withdrawn,  it  would  avoid  the  in* 
fringe  me  nt. 

Such  an  alteration  is  not  a  mere  formal  alteration,  as  the  difference  between 
the  two  improvements  is  such  that  the  new  combination  would  be  the 
proper  subject  of  a  patent 

Bona  fide  inventors  of  a  combination  are  as  much  entitled  to  equivalents 
as  the  inventors  of  other  patentable  improvements. 

It  is  well  settled  that  where  the  defendant,  in  constructing  his  machine, 
omits  entirely  one  of  the  ingredients  of  the  plaintiff's  combination 
without  substituting  any  other,  he  does  not  infringe,  and  if  he  substi- 
tutes another  in  the  place  of  the  one  omitted,  which  is  new,  or  which 
performs  a  substantially  different  function,  or,  if  it  was  old,  was 
not  known  at  the  date  of  the  plaintiff's  invention,  as  a  proper  sub- 
stitute for  the  omitted  ingredient,  then  he  does  not  infringe. 

(Before  the  Supreme  Court  of  the  United  States,  November,  1872.) 
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Error  to  the  Circuit  Court  for  the  Western  District  of  Penn- 
sylvania. 

Suit  brought  upon  letters  patent,  for  improvement  in  steam* 
engines,  granted  to  William  L.  Gould,  January  24,  i860. 


No.  : 


No.  2. 


No.  4. 
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In  the  engravings  (the  first  four  of  which  are  from  the  draw- 
ings of  the  Gould  patent),  fig.  1  is  a  face  view  of  the  reversing 
crank  or  arm  A,  and  represents  also  a  section  of  the  cam  and  con- 
necting rods. 

Fig.  2  is  a  sectional  view  of  the  reversing  crank  or  arm  h. 

Fig.  3  is  a  face  view  of  cam-rod  c,  which  is  used  in  connection 
with  the  reversing  crank  or  arm. 

Fig.  4  is  a  horizontal  section  of  the  same. 

.Fig.  5  represents  the  device  used  by  the  defendant  Rces,  on  the 
steamer  Echo,  and  for  the  use  of  which  the  suit  was  brought. 

It  will  he  seen  that,  although  there  are  many  analogies,  in  the 
latter,  to  the  devices  shown  in  the  drawings  of  the  Gould  patent, 
yet  there  are  no  "  flanges  /'  on  [he  reversing  crank  or  arm." 

The  claims  of  the  patent  were  as  follows : 


"  1.  The  flanges  1,  on  the  reversing  crank  or  arm  li,  and  the  projection  t 
on  the  cam-rod  e,  when  used  for  the  purpose  of  guiding  the  hooks  1  and  : 
into  their  proper  position,  On  the  wrists  3  and  4  of  the  reversing  crank  01 
arm  k,  as  herein  described  and  set  forth. 

"  2.  The  use  of  the  link  n,  or  its  equivalent,  when  used  In  connectioi 
with  the  cam-rods  f  and  g,  reversing  crank  or  arm  i,  and  the  crank  o: 
arm  /,  as  herein  described,  and  for  the  purpose  set  forth. 
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"  3.  The  use  of  the  connecting-rods  f  and  g,  or  their  equivalents,  wh,en 
used  in  combination  with  the  link  m>  cam-rod  e,  and  levers  j>  and  r,  as 
herein  described  and  for  the  purpose  set  forth." 

On  the  trial  below,  numerous  exceptions  were  taken  by  the 
defendant  to  certain  rulings  of  the  court,  and  to  certain  instructions 
to  the  jury ;  but  the  Supreme  Court  passed  mainly  upon  the 
question  involved  in  the  second  and  third  specifications  of  error, 
which  were  as  follows : 

* 

**  2.  The  court  below  erred  in  instructing  the  jury  in  reply  to  the  fourth 
point  of  law  presented  by  the  counsel  of  the  defendants  below,  which 
point  was  in  the  following  words  : 

'*  *That  when  a  combination  of  mechanical  devices  is  claimed,  it  is  not 
infringed  by  the  use  of  a  combination  differing  substantially  in  any  of  its 
parts,  and  that  the  omission  of  one  essential  feature  or  element  of  the 
combination,  as  claimed,  avoids  the  patent.' 

"  The  charge  of  the  court  below,  to  said  fourth  point,  being  as  follows : 

" '  If  the  jury  believe  that  the  mechanical  devices  used  by  Kees,  although 
differing  in  mechanical  form  or  construction,  are  equivalent  to  those  pat- 
ented and  used  in  the  combination  patented  to  produce  the  same  result,  it  is 
an  infringement  of  the  patent.  And  this,  although  there  is  an  omission  of 
one  of  the  features  of  the  combination.  It  is  the  ordinary  device  resorted 
to  by  those  who  design  to  infringe,  and  who  have  been  unsuccessful  in 
their  experiments  to  produce  a  desired  result.  The  law  secures  to  the 
patentee  the  right  to  the  use  of  his  machine,  provided  it  consists  0/  a  new 
combination,  although  composed  of  parts  well  known  and  in  common 
use.' " 

"3.  The  court  erred  in  instructing  the  jury  in  reply  to  the  sixth  point 
of  law  presented  by  the  defendants'  counsel,  which  point  was  in  the  fol- 
lowing words : 

**  'That  the  first  claim  of  the  plaintiff's  patent,  in  the  following  words, 
to  wit,  "  I  claim  the  flanges  i,  on  the  reversing  or  crank  arm  h,  and  the  pro- 
jection /,  on  the  cam-rod  e,  when  used  for  the  purpose  of  guiding  the 
hooks  1  and  2  into  their  proper  position  on  the  wrists  3  and  4  of  the  re- 
versing crank  or  arm  A,  as  described  and  set  forth,'*  is  for  a  combination 
of  the  arm  b,  having  flanges  *,  with  the  cam-rod  e  having  a  projection  /, 
and  is  not  infringed  by  the  use  of  either  of  the  elements  of  the  combi- 
nation without  the  other,  nor  by  the  use  of  the  arm  b  without  the  Manses 
/,  or  of  the  cam-rod  e  without  the  projection  /.'      •  * 

"The  charge  of  the  court  to  said  sixth  point  being  as  follows  :         . 

"  'The  use  of  a  combination  is  an  infringement,  and  the  omission  of  one 
of  the  elements  and  the  substitution  of  another  mechanical  device  to  per- 
form the  same  function  will  not  avoid  the  infringement.  All  the  elements 
of  the  machine  may  be  old,  and  the  invention  consist  in  a  new  combina- 
tion of  those  elements  whereby  a  new  and  useful  result  is  obtained.  Most 
of  the  modern  inventions  are  of  this  latter  kind,  and  many  of  them  are  of 
great  utility  and  value." 

The  verdict  below  was  for  the  plaintiff. 

Geo.  H.  Christy^  for  plaintiff  in  error. 
.  No  counsel  appeared  for  defendant  in  error. 
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Clifford,  J.,  delivered  the  opinion- of  the  court: 

Patentable  inventions  may  consist  entirely  in  a  new  combina- 
tion of  old  ingredients  whereby  a  new  and  useful  result  is  obtained, 
and  in  such  cases  the  description  of  the  invention  is  sufficient  if 
the  ingredients  are  named,  the  mode  of  operation  given,  and  the 
new  and  useful  result  is  pointed  out,  so  that  those  skilled  in  the 
art,  and  the  public,  may  know  the  nature  and  extent  of  the  claim 
and  what  the  parts  are  which  co-operate  to  produce  the  described 
new  and  useful  result 

Damages  are  claimed  by  the  plaintiff  for  the  alleged  infringe- 
ment of  certain  letters  patent,  and  he  instituted  for  that  purpose 
an  action  of  trespass  on  the  case  against  the  defendant,  to  recover 
compensation  for  the  alleged  injury. 

Letters  patent  were  granted  to  the  plaintiff  on  January  24, 
i860,  for  a  new  and  useful  improvement  in  steam-engines,  de- 
scribed in  the  specification  as  "  a  new  and  useful  mode  of  oper- 
ating and  handling"  such  machines,  which  consists,  as  the  pat- 
ent states,  in  so  arranging  and  constructing  the  cranks  or  arms  of 
the  lifters  and  cam-rods  of  puppet-valve  engines  that  they  may  be 
operated  and  handled  with  ease  and  speed,  by  means  of  levers 
and  connecting-rods,  the  whole  being  arranged  and  constructed 
in  the  manner  described  in  the  specification. 

Very  minute  description  of  the  various  parts  of  the  mechanism 
of  the  invention  is  given  in  the  specification,  and  in  order  to 
enable  others  skilled  in  the  art  to  make  and  use  the  invention,  the 
patentee  proceeds,  with  much  detail,  to  describe  its  construction 
and  operation ;  but  in  the  view  taken  of  the  case  by  the  court,  it 
will  not  be  necessary  to  enter  into  those  details  in  the  present  in- 
vestigation of  the  controversy  between  these  parties. 

Process  was  issued,  and  being  served,  the  defendant  appeared 
and  plead  as  follows:  1.  That  he  was  not  guilty;  2.  That  the 
plaintiff  was  not  the  original  and  first  inventor  of  the  improve- 
ment described  in  the  letters  patent ;  and  tendered  an  issue  to  the 
country,  which  was  joined  by  the  plaintiff. 

Besides  the  two  pleas  pleaded,  he  also  gave  notice  in  writing 
that  he  would  give  evidence  under  the  general  issue  to  prove  that 
the  alleged  invention  was  well  known  and  generally  used  in 
steamboats  navigating  the  western  waters  long  anterior  to  the 
alleged  date  of  the  plaintiff's  invention.  Subsequently,  the  par- 
ties went  to  trial,  and  the  jury,  under  the  instructions  given  by 
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the  court,  returned  their  verdict  for  the  plaintiff,  and  the  defend- 
ant excepted  to  certain  rulings  and 'to  the  instructions  of  the 
court,  and  sued  out  a  writ  of  error  and  removed  the  cause  into 
this  court. 

Enough  has  already  been  remarked  to  show  what  the  general 
nature,  construction,  and  operation  of  the  improvement  is  without 
entering  more  into  the  details  of  the  description,  as  given  in  the 
specification,  except  to  reproduce  the  claims  of  the  patent  as  made 
by  the  patentee.  They  are  as  follows  :  1.  The  flanges  on  the  re- 
versing crank  or  arm,  and  the  projection  on  the  cam-rod,  when 
used  for  the  purpose  of  guiding  the  hooks  into  their  proper  po- 
sition on  the  wrists  of  the  reversing  crank  or  arm,  as  described 
and  set  forth  in  the  descriptive  portion  of  the  specification.  2. 
The  use  of  the  link,  or  its  equivalent,  when  used  in  connection 
with  the  cam-rods,  reversing  crank  or  arm,  and  the  other  crank 
or  arm,  as  therein  described,  and  for  the  purpose  therein  set  forth. 
3.  The  use  of  the  connecting-rods,  or  their  equivalents,  when 
used  in  combination  with  the  described  link,  cam-rod,  and  levers, 
as  therein  described  and  set  forth. 

Argument  to  show  that  each  of  the  claims  is  for  a  combination 
of  ingredients  is  unnecessary,  as  the  statement  of  the  respective 
claims  is  sufficient  to  establish  the  affirmative  of  the  proposition  ; 
nor  is  it  necessary  to  add  anything  to  show  that  all  of  the  ingre- 
dients of  the  respective  claims  are  old,  as  the  specification  does 
not  contain  a  word  to  justify  the  theory  that  the  patentee  ever 
pretended  that  he  had  invented  anything  except  the  several  com- 
binations described  in  the  three  claims  of  his  letters  patent. 

Exceptions  were  taken  by  the  defendant  to  certain  rulings  of 
the  court,  as  well  as  to  several  of  the  instructions  given  by  the 
court  to  the  jury,  and  all  or  nearly  all  of  those  rulings  and  in- 
structions are  assigned  for  error  in  this  court ;  but  in  the  view  of 
the  case  taken  by  this  court,  it  will  not  be  necessary  to  examine 
more  than  one  of  the  exceptions,  which  is  the  one  calling  in 
question  the  instruction  defining  the  rights  of  a  patentee  where 
the  invention  consists  solely  in  a  combination  of  old  ingredients, 
as  the  proposition  of  law  given  to  the  jury  in  that  instruction  is 
clearly  erroneous,  and  of  a  character  which  entities  the  defend- 
ant to  a  reversal  of  the  judgment  and  to  a  new  trial. 

Evidence  was  introduced  on  both  sides,  and  the  defendant  re- 
quested the  presiding  justice  to  instruct  the  jury  that  when  a 
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combination  of  mechanical  devices  is  claimed,  the  patent  is  not 
infringed  by  the  use  of  a  "combination  differing  substantially  in 
any  of  its  parts,  and  that  the  omission  of  one  essential  feature  or 
element  of  the  combination,  as  claimed,  avoids  the  infringement, 
repeating  that  request  in  respect  to  each  of  the  three  claims  of 
the  patent ;  and  the  bill  of  exceptions  shows  that  the  presiding 
justice  refused  to  give  the  instruction  as  to  any  one  of  the  three 
claims,  and  that  he  instructed  the  jury  in  respect  to  the  second 
claim  that  the  use  of  the  combination  is  an  infringement,  and 
that  the  omission  of  one  of  the  elements  and  the  substitution  of 
another  mechanical  device  to  perform  the  same  function  will  not 
avoid  the  infringement,  adding  what  undoubtedly  is  correct,  that 
the  elements  of  the  machine  may  be  old  and  the  invention  con- 
sist in  a  new  combination  of  old  elements,  whereby  a  new  and 
useful  result  is  obtained. 

Just  exception  can  not  be  taken  to  the  last  paragraph  of  the 
instruction,  but  the  preceding  clause,  which  asserts  that  the  omis- 
sion of  one  of  the  elements  and  the  substitution  of  another  me- 
chanical device  to  perform  the  same  function  will  not  avoid  the 
infringement,  can  not  be  sustained,  as  the  principle,  as  there 
stated,  without  any  qualification,  is.  not  correct,  and  when  given, 
us  the  instruction  was,  without  any  explanation,  it  was  well  cal- 
culated to  mislead  the  jury. 

Mere  formal  alterations  of  a  combination  in  letters  patent  do 
not  constitute  any  defense  to  the  charge  of  infringement,  as  the 
inventor  of  a  combination  is  as  much  entitled  to  suppress  every 
other  combination  of  the  same  ingredients  to  produce  the  same 
result,  not  substantially  different  from,  what  he  has  invented  and 
caused  to  be  patented,  as  the  inventor  of  any  other  patented  im- 
provement. Such  inventors  may  claim  equivalents  as  well  as 
any  other  class  of  inventors,  and  they  have  the  same  right  to 
suppress  every  other  subsequent  improvement,  not  substantially 
different  from  wrhat  they  have  invented  and  secured  by  letters 
patent,  but  they  can  not  suppress  subsequent  improvements  which 
are  substantially  different  from  their  inventions,  whether  the' new 
improvement  consists  in  a  new  combination  of  the  same  ingre- 
dients or  of  some  newly  discovered  ingredient,  or  even  of  some 
old  ingredient  performing  some  new  function,  not  known  at  the 
date  of  the  letters  patent,  as  a  proper  substitute  for  the  ingredient 
withdrawn.     Seymour  v.  Osborny  n  Wall.  555. 
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Unquestionably,  the  withdrawal  of  one  ingredient  in  a  patented 
combination  and  the  substitution  of  another  which  was  well 
known  at  the  date  of  the  patent  as  a  proper  substitute  for  the  one 
withdrawn,  is  a  mere  formal  alteration  of  the  combination  ;  and 
if  the  ingredient  substituted  performs  substantially  the  same  func- 
tion as  the  one  withdrawn,  it  would  be  correct  to  instruct  the 
jury  that  such  a  substitution  of  one  ingredient  for  another  would 
not  avoid  the  charge  of  infringement. 

Grant  all  that,  and  still  it  is  clear  that  the  concession  will  not 
support  the  charge  of  the  court,  as  it  is  equally  clear  that  if  the 
combination  constituting  the  invention  claimed  in  the  subsequent 
patent  was  new,  or  if  the  ingredient  substituted  for  the  one  with- 
drawn was  a  newly  discovered  one,  or  even  an  old  one  perform- . 
ing  some  new  function,  and  was  not  known  at  the  date  of  the 
plaintiff's  patent  as  a  proper  substitute  for  the  ingredient  with- 
drawn,  it  would  avoid  the  infringement,  as  a  new  combination  or 
a  newly  discovered  ingredient  substituted  for  the  one  omitted,  or 
even  an  old  one  performing  a  new  function,  not  known  at  the 
date  of  the  plaintiff's  patent  as  a  proper  substitute  for  the* 
one  withdrawn,  would  not  be  an  equivalent  for  the  ingredient 
omitted  within  the  meaning  of  the  patent  law  ;  nor  could  it  be 
successfully  claimed  as  such  by  the  plaintiff  in  order  to  support; 
the  charge  of  infringement.  Such  an  alteration  is  not  a  mere 
formal  alteration,  as  the  difference  between  the  two  improvements 
is  such  that  the  new  combination  would  be  the  proper  subject  of 
a  patent,  and  consequently  would  avoid  the  charge  of  infringe- 
ment in  a  case  like  the  one  supposed  by  the  court. 

Unexplained,  the  theory  assumed  by  the  court  warranted  the 
jury  in  finding  for  the  plaintiff,  though  the  defendant,  in  con- 
structing his  machine,  omitted  one  of  the  ingredients  of  the 
plaintiff's  combination  and  substituted  another  in  its  place  to 
perform  the  same  function,  whether  the  ingredient  substituted  for 
the  one  omitted  was  or  was  not  newly  discovered,  or  was  or  was 
not  well  known  at  the  date  of  the  plaintiff's  patent  as  a  proper 
substitute  for  the  one  omitted  from  the  combination  constituting 
the  plaintiff's  invention. 

Bona  Jide  inventors  of  a  combination  are  as  much  entitled  to 
equivalents  as  the  inventors  of  other  patentable  improvements ; 
by  which  is .  meant,  that  a  patentee,  in  such  a  case,  may  substi- 
vol.  vi — 8 
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tute  another  ingredient  for  any  one  of  the  ingredients  of  his  in- 
vention, if  the  ingredient  substituted  performs  the  same  function 
as  the  one  omitted  and  was  well  known  at  the  date  of  his  patent 
as  a  proper  substitute  for  the  one  omitted  in  the  patented  combi- 
nation. Apply  that  rule,  and  it  is  clear  that  an  alteration  in  a 
patented  combination  which  merely  substitutes  another  old  ingre- 
dient for  one  of  the  ingredients  in  the  patented  combination  is  an 
infringement  of  the  patent,  if  the  substitute  performs  the  same 
function  and  was  well  known  at  the  date  of  the  patent  as  a  proper 
substitute  for  the  omitted  ingredient ;  but  the  rule  is  otherwise, 
if  the  ingredient  substituted  was  a  new  one,  or  pei  forms  a  sub- 
stantially different  function,  or  was  not  known  at  the  date  of  the 
plaintiffs  patent  as  a  proper  substitute  for  the  one  omitted  from 
his  patented  combination. 

Where  the  defendant,  in  constructing  his  machine,  omits  en- 
tirely one  of  the  ingredients  of  the  plaintiff's  combination  without 
substituting  any  other,  he  does  not  infringe,  and  if  he  substitutes 
another  in  the  place  of  the  one  omitted,  which  is  new,  or  which 
performs  a  substantially  different  function,  or  if  it  is  old,  but  was 
not  known  at  the  date  of  the  plaintiff's  invention  as  a  proper  sub- 
stitute for  the  omitted  ingredient,  then  he  does  not  infringe. 
Carver  v.  Hyde*  16  Pet.  514  ;  Vance  v.  Campbell,  1  Black,  427  ; 
Roberts  v.  Harnden,  2  Cliff.  504;  Mabie  v.  Haskell,  lb.  511  ; 
Brooks  v.  JFisk,  15  How.  219;  Stimpson  v.  Railroad,  10  How. 
43  ;  Prouty  v.  Ruggles,  16  Pet.  341  ;  Barrett  v.  Hall,  1  Mason, 
477  ;  Howe  v.  Abbott,  2  Story,  194. 

Tested  by  these  principles,  as  the  instruction  in  question  must 
be,  it  is  plainly  erroneous,  as  it  warranted  the  jury  in  finding  for 
the  plaintiff,  whether  the  ingredient  substituted  for  the  one  omitted 
was  new  or  old,  or  whether  the  one  substituted  was  or  was  not 
well  known  at  the  date  of  the  plaintiff's  patent  as  a  proper  sub- 
stitute for  the  omitted  ingredient. 

Judgment  reversed,  and  a  new  venire  ordered. 
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William  H.  Seymour  et  al. 

m 

VS. 

James  S.  Marsh  et  al.     In  Equity. 

The  rule  for  determining  the  validity  of  a  reissued  patent  restricts  the  in- 
quiry to  a  comparison  of  the  terms  and  import  of  the  original  and 
reissued  letters,  and  a  consideration  of  the  Patent  Office  drawings  and 
model.  If,  from  these,  it  results  that  the  invention  claimed  in  the 
reissue  is  substantially  described  or  indicated  in  the  original  specifica- 
tion, drawing,  or  model,  the  very  case  for  which  the  act  of  Congress 
was  intended  to  provide  is  shown  to  exist,  and  any  change  in  the  de- 
scription or  claims,  which  is  necessary  to  effectuate  the  invention,  is 
within  its  sanction. 

Under  the  rule  laid  down  by  the  Supreme  Court,  in  Seymour  v.  Oshorn, 
if  the  inventions  claimed  in  the  reissue  were  suggested  or  substantially 
indicated  in  the  original  specification,  it  is  clear  that  the  specification 
of  the  reissue  may  be  amended  so  as  to  fully  describe  them,  and  the 
claims  enlarged  so  as  distinctly  to  embrace  them. 

It  is  no  objection  to  the  validity  of  reissues  that  their  claims  are  broader 
than  those  of  the  original  patents. 

The  allegation  of  want  of  novelty  can  not  avail  the  defendants  unless  it 
reaches  back  to  the  date  of  the  original  patent,  and  is  founded  upon 
proof  that  the  invention  then  indicated  was  not  novel.  It  certainly 
can  not  be  invoked  against  the  authority  of  the  commissioner  to  allow 
an  amended  specification,  and  to  grant  a  'reissued  patent  upon  it. 
And  upon  this  ground  alone  can  a  reissue  be  adjudged  to  be  ultra 
vires. 

If  a  machine,  taken  as  a  whole,  in  its  construction  and  operation,  is  an 
advance  upon  the  state  of  the  art  to  which  it  appertains,  furnishing  a 
better  method  of  performing  a  useful  function  than  was  before  availa- 
ble, it  is  not  to  be  discarded  as  destitute  of  patentable  merit. 

When  one  witness  testifies  to  a  single  machine  constructed  by  Hussey,  in 
the  fall  of  1848,  having  a  quadrant-6haped  platform,  and  there  is  other 
evidence,  not  however  beyond  the  reach  of  criticism,  tending  to  shpw 
that  such  a  platform  was  attached  to  more  than  one  machine,  but 
there  is  no  additional  evidence  that  machines  thus  constructed  were 
actually  used  artd  were  successfully  operative :  Held,  that  these  ma- 
chines must  be  treated  as  experiments,  in  nowise  affecting  the  novelty 
of  the  complainant's  invention. 
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Reissued  letters  patent  No.  72,  1,682,  and  i,6S.3  held  valid,  and  infringed 
by  defendant's  machines. 

(Before  McKennan,  J.,  June  Term,  1871,  Western  District  of  Pennsyl- 
vania; April  Term,  1871,  Eastern  District  of  Pennsylvania.  Opinion 
filed  October,  1872.) 

Two  suits.  Final  hearing  upon  pleadings,  and  proofs.  • 
Suits  brought  upon  letters  patent  granted  Aaron  Palmer  and  S- 
G.  Williams,  July  1,  1 851,  for  improvements  in  grain-harvesters, 
reissued  April  10,  1855,  as  No.  305 — again  reissued  January  1, 
1 86 1,  as  reissues  4  and  5  ;  No.  5  being  reissued  May  31,  1864,  as 
No.  1,682,  and  extended  July  1,  1865,  for  seven  years  ;  also,  upon 
letters  patent  granted  William  H.  Seymour,  July  8,  1S51,  for 
44  improvement  in  reaping-machines,"  reissued  July  10,  ib6o,  in 
three  divisions,  two  of  which  were  again  reissued — No.  1,003  on 
May  3,  1864,  as  reissue  No.  1,683,  anc*  No.  1,005  on  May  7,  1861, 
as  reissue  No.  72.  No.  1,683  am*  No.  72  were  extended  July  8, 
1S65,  for  seven  years. 
The  claim  of  the  Palmer  and  Williams  patent,  No.  1,682,  is — 

"The  combination  of  the  cutting  apparatus  of  a  harvesting-machine, 
with  a  quadrant-shaped  platform,  arranged  in  the  rear  thereof,  and  a 
sweep-rake,  operated  by  mechanism,  in  such  manner  that  its  teeth  are 


No.  1. 
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caused  to  sweep  over  the  platform  in  curves,  when  acting  on  the  grain, 
these  parts  being  and  operating  substantially  as  set  forth  in  the  speci- 
fication." 

Fig.  1,  taken  from  the  drawings  of  the  Palmer  and  Williams 
patent,  represents  the  devices  covered  by  the  claim,  and  will  be 
readily  understood  in  connection  therewith. 

The  claim  of  the  Seymour  reissue,  No.  1,683,  is~ 

"The  combination,  in  a  harvesting-machine,  of  the  cutting  apparatus 
with  a  quadrant-shaped  platform  in  the  rear  or  the  cutting  apparatus,  a 
sweep-rake  mechanism  for  operating  Ihe  same,  and  devices  for  preventing 
the  rise  of  the  rake-teeth  when  operating  on  the  grain ;  these  five  mem- 
bers being  and  operating  substantially  as  set  forth." 

The  claim  of  Seymour  reissue,  No.  72,  is — 


Ftg.  2  represents  the  device  claimed  thus  broadly  in  reissue  72, 
and  in  combination  in  reissue  1,683. 

Fig.  3  represents  the  device  used  by  the  defendants.  It  was 
patented  to  James  S-  Marsh,  February  28,  1871. 

It  has  the  quadrant-shaped  platform  A,  over  which  an  auto- 
matic revolving-rake,  B,  sweeps  from  the  cutter  to  the  place  of 
delivery.  It  also  has  directing  grain-guides,  B  B,  to  direct  the 
standing  grain  toward  the  draft-frame. 
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No.  3. 

The  questions  presented  lo  the  court  were  very  similar  to 
those  decided  by  the  Supreme  Court,  in  the  case  of  Seymour  v. 
Osborn,  11  Wall.  516,  where  the  state  of  the  art  is  very  fully  il- 
lustrated by  the  reporter  in  the  statement  of  the  case. 

The  patents  sued  on  were  the  same  in  each  case. 

Henry  Baldwin,  Jr.,  and  George  Harding,  for  complainants. 
J.  W.  Maynard  and  J.  O.  Parker,  for  defendants., 

McKbnnan,  J. 

On  July  i,  1851,  letters  patent  were  granted  to  Aaron  Palmer 
and  S.  G.  Williams,  for  "  improvement  in  grain-harvesters." 
This  patent  was  reissued  in  divisions,  one  of  which  was  numbered 
1,683,  which  was  extended  for. seven  years  from  July  I,  1S65. 

On  July  8,  1851,  William  H.Seymour  obtained  a  patent  for 
an  "  improvement  in  reaping-machines,"  which  was  also  reissued 
in  divisions;  two  of  which  were  numbered  72  and  1,683,  and 
were  extended  for  seven  years  from  July  8,  1865. 

The  title  to  these  several  reissued  and  extended  patents,  1,682, 
72,  and  1,683,  nas  Deen  duly  vested  in  the  complainants,  and  they 
constitute  the  subjects  of  the  present  contention. 

These  patents  embrace  several  claims,  the  three  following  of 
which  only  are  the  defendants  charged  with  having  infringed. 
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i.  The  claim  of  1862,  which  is  for  a  "combination  of  the  cut- 
ting apparatus  of  a  harvesting-machine,  with  a  quadrant-shaped 
platform,  arranged  in  the  rear  thereof,  and  a  sweep-rake  operated 
by  mechanism  in  such  manner  that  its  teeth  are  caused  to  sweep 
over  the  platform  in  curves  when  acting  on  the  grain,  these  r>arts 
being  and  operating  substantially  as  set  forth  in  the  specification. 

2  The  claim  of  No.  72,  for  a  quadrant-shaped  platform,  ar- 
ranged relatively  to  the  cutting  apparatus,  substantially  as  de- 
scribed, and  for  the  purpose  set  forth. 

3.  The  claim  of  1,683  f°r  "the*  combination,  in  a  harvesting- 
machine,  of  the  cutting  apparatus  with  a  quadrant-shaped  plat- 
form in  the  rear  of  the  cutting  apparatus,  a  sweep-rake  mechan- 
ism for  operating  the  same,  and  devices  for  preventing  the  rise 
of  the  rake-teeth  when  operating  on  the  grain  ;  these  five  mem- 
bers being  and  operating  substantially  as  set  forth." 

The  defendants  resist  the  complainants'  right  to  a  decree  upon 
the  grounds  that  the  reissued  patents  are  invalid  ;  that  the  inven. 
tions  claimed  are  not  novel ;  that  such  inventions  will  not  work 
practically ;  and  that  they  are  not  infringers. 

The  rule  by  which  the  validity  of  reissued  patents  is  to  be  de- 
termined, is  well  defined  and  familiar.  It  restricts  the  inquiry  to 
a  comparison  of  the  terms  and  import  of  the  original  and  reissued 
letters,  and  a  consideration  of  the  Patent  Office  drawings  and 
model.  If,  from  these,  it  results  that  the  invention  claimed  in  the 
reissue  is  substantially  described  or  indicated  in  the  original  speci- 
fication, drawing,  or  model,  the  very  case  for  which  the  act  of 
Congress  was  intended  to  provide  is  shown  to  exist,  and  any 
change  in  the  description  or  churns,  which  is  necessary  to  effectu- 
ate the  invention,  is  within  its  sanction.  In  Seymour  y.  Osborn, 
11  Wall.  544,  the  court  say,  u  power  is  unquestionably  conferred 
upon  the  commissioner  to  allow  the  specification  to  be  amended* 
if  the  patent  is  inoperative  or  invalid,  and  in  that  event  to  issue 
the  patent  in  proper  form  ;  and  he  may,  doubtless,  under  that 
authority,  allow  the  patentee  to  redescribe  his  invention,  and  to 
include  in  the  description  and  claims  of  the  patent,  not  only 
what  was  well  described  before,  but  whatever  else  was  suggested 
or  substantially  indicated  in  the  specification  or  drawings, 
which  properly  belonged  to  the  invention,  as  actually  made  and 
perfected." 

Now,  if  the  inventions  claimed  in  the  several  reissues  in  ques- 
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tion,  were  suggested  or  substantially  indicated  in  the  original 
specification,  it  is  clear  that  the  specification  might  be  amended 
so  as  to  fully  describe  them,  and  the  claims  enlarged  so  as  dis- 
tinctly to  embrace  them. 

To  ascertain  this,  it  is  altogether  unnecessary  to  institute  a  com- 
parative analysis  of  the  original  and  reissued  patents,  because  it 
is  plain,  upon  inspection,  that  the  quadrant-shaped  platform,  ar- 
ranged as  described,  claimed  in  reissue  72,  and  the  combinations 
claimed  in  i,6S2  and  1,683,  are  represented  in  the  descriptions 
and  models,  and  illustrated  by  the  drawings  filed  with  the  origi- 
nal applications,  and  because  this  is  distinctly  proved  by  the  de- 
fendants' expert  witness,  Homer  P.  K.  Peck.  This  being  so,  it 
is  no  objection  to  the  validity  of  the  reissues  that  their  claims  are 
broader  than  those  of  the  original  patents ;  or  that,  in  view  of 
the  state  of  the  art,  these  claims  are  broader  than  the  patentees' 
invention.  The  very  object  of  the  act  of  Congress  is  to  author- 
ize such  enlargement  of  the  description  and  claims  of  the  reissue, 
as  to  cover  the  invention  indicated  in  the  original,  and  the  latter 
branch  of  the  objection  can  only  affect  the  reissue  by  avoiding 
the  original  patent  for  want  of  novelty  of  the  invention.  It  can 
not  avail  the  defendants,  unless  it  reaches  back  to  the  date  of  the 
original  patent,  and  is  founded  upon  proof  that  the  invention  then 
indicated  was  not  novel.  It  certainly  can  not  be  invoked  against 
the  authority  of  the  commissioner  to  allow  an  amended  specifi- 
cation and  to  grant  a  reissued  patent  upon  it.  And  upon  this 
ground  alone  can  a  reissue  be  adjudged  to  be  ultra  vires. 
-*/  That  a  machine,  when  first  applied  in  practice,  does  not  per- 
fectly accomplish  the  work  for  which  it  was  designed,  or  docs 
not  accomplish  all  that  its  inventor  supposed  it  would,  is  not 
enough  to  secure  its  rejection  as  a  patentable  invention.  Cor- 
rection of  defects,  arising  from  imperfect  material  and  not  involv- 
ing reorganization  of  the  machine,  will  not  change  its  funda- 
mental character,  and  subject  it  to  condemnation  as  impracticable 
in  its  original  condition.  Taken  as  a  whole  in  its  construction  and 
operation,  if  it  is  an  advance  upon  the  state  of  the  art  to  which 
it  appertains, furnishing  abetter,  though  still  imperfect  method  of 
performing  a  useful  function,  than  was  before  available,  it  is  not 
to  be  discarded  as  destitute  of  patentable  merit."/  The  proofs  in 
this  case  show  no  more  than  that,  when  the  complainants  first 
put  their  machine  in  operation,  some  of  its  parts  were  unequal  to 
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the  strain  upon  them,  and  the  rake  was  not  heavy*  enough  to 
hold  itself  steadily  in  the  gavel.  The  weak  parts  were  strength- 
ened, and  a  spring  was  added  to  hold  the  rake  down,  and  the 
proof  is  plenary,  that  then  a  large  number  of  machines  was  made 
and  sold,  and  that  they  were  successfully  operative. 

It  is  said,  however,  that  this  was  a  remodeling  of  the  machine, 
and  that  it  was  not  then  the  same  machine  described  in  the  pat- 
ent. But  there  was  not  the  least  change  in  its  organization.  It 
embodied  still  the  precise  devices  and  combinations  claimed  in 
the  patents,  arranged  as  there  described,  with  only  such  amend, 
ments  as  were  conducive  to  its  more  perfect  efficiency.  If  any 
one  else  had  constructed  a  reaping-machine,  with  a  quadrant- 
shaped  platform  and  the  combination  of  elements  claimed  by  the 
patentees,  and  had  made  the  jaws,  by  which  the  rake  is  operated, 
of  sufficient  strength  to  bear  the  strain  upon  them,  and  had  ap- 
plied a  spring  or  other  device  to  hold  the  rake  down,  can  there 
be  any  doubt  that  he  would  be  an  infringer?  He  would  be  rightly 
so  treated,  for  the  reason  that  he  had  appropriated  the  combina- 
tions claimed  fry  the  patentees,  and  that  the  changes  made  by  him 
did  not  constitute  a  new  or  different  invention.  The  same  eftect 
only  is  due  to  the  acts  of  the  patentees,  and  while  they  have  re- 
tained the  constituents  and  organization  of  their  invention,  they 
have  made  it  more  efficient  in  operation  by  strengthening  its 
weaker  parts,  and  by  the  use  of  auxiliary  mechanism,  to  hold  the 
rake  steadily  in  its  place.  It  is  clear  that  by  so  doing  the  identity 
of  their  invention  has  not  been  changed,  nor  has  it  been  aban- 
doned, or  withdrawn  from  the  protection  of  their  patents.  Nor 
is  this  conclusion  to  be  repelled  by  the  speculative  opinions  of  ex- 
perts, mechanical  or  professional,  that  the  invention,  as  described 
in  the  original  specification,  would  be  impracticable.  Founded, 
as  they  are,  upon  a  very  literal  and  narrow  construction  of  the 
patent,  they  are  of  but  little  value  when  weighed  against  the  dem- 
onstration of  actual  results. 

The  novelty  of  the  inventions  in  question  is  contested  upon  the 
ground  that  they  were  anticipated  by  the  attachment  of  a  circu- 
lar platform  to  a  McCormick  reaper  by  Brinckerhoff,  by  the  con- 
struction of  Burrall  reapers  by  Joseph  Hall,  and  by  machines 
constructed  by  Piatt,  McCormick,  and  Hussey.  Of  the  two  first 
of  these,  it  is  only  necessary  to  say  that  the  weight  of  evidence 
is  decidedly  against  the  fact  testified  to  by  Brinckerhoff,  and  that 
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the  construction  of  Burrall  reapers  by  Hall,  prior  to  the  com- 
plainants' invention  in  1849,  is  satisfactorily  disproved 

The  other  exhibits  were  before  the  Supreme  Court,  in  the  case 
of  Seymour  v.  Osborn^  11  Wall.  516,  in  which  the  same  patents 
involved  in  this  case  were  in  controversy ;  and  were  fully  con- 
sidered and  examined  by  the  court.  Although  the  judgment 
pronounced  is  not  conclusive  in  this  case,  yet  the  opinion  of  the 
court,  even  as  to  matters  of  fact,  is  entitled  to  the  respect  which 
is  due  to  the  high  character  of  the  tribunal,  and  to  its  careful 
analysis  of  the  proofs ;  and  especially  ought  it  to  be  accepted  as 
definitive  in  this  court,  when  I  have  heard  no  argument  to  pro- 
duce a  doubt  of  the  soundness  of  its  conclusions,  or  to  lead  me  to 
suppose  that  they  would  not  be  reasserted  upon  the  evidence  in 
this  case.  I  must,  therefore,  hold  that  the  Piatt  &  McCormick 
reapers  did  not  embody  the  complainants'  inventions,  and  do  not 
disprove  their  novelty.  Additional  evidence  has  been  produced 
in  this  case  in  reference  to  the  construction,  by  Hussey,  of  reapers 
with  a  quadrant-shaped  platform.  In  Seymotir  v'.  Osborn  the 
proof  was  that  one  machine  only,  embracing  this  feature,  was 
constructed  by  Hussey,  in  the  fall  of  1848,  and  it  was  adjudged 
by  the  court  to  be  an  experiment,  which  was  abandoned.  Thomas 
J.  Lovegrove,  who  was  examined  as  a  witness  in  that  case>  and 
omitted  all  mention  of  a  quadrant-shaped  or  curvilinear  platform 
in  a  Hussey  machine,  testifies  now  that  Hussey  attached  to  the 
back  of  the  platform  of  some  of  his  machines,  an  additional  an- 
gular piece,  which  finally  developed  itself,  in  1847  or  184S,  into 
a  part  of  a  circle,  the  guide-board  being  sawed  so  that  it  could 
be  easily  bent.  He  was  reminded  of  this,  after  the  lapse  of  more 
than  twenty-three  years,  by  reading  the  depositions  of  the  two 
witnesses  who  testified  in  regard  to  the  Hussey  machine  in  Sey- 
mour v.  Osborn.  Even  if  such  remarkable  obliviousness,  and 
such  a  lapse  of  time,  do  not  impair  the  credibility  of  his  testi- 
mony, he  is  altogether  indefinite  as  to  the  number  of  machines 
made  with  the  curvilinear  attachment,  or  as  to  the  fact  that  any 
one  of  them  was  sold  or  used.  .  The  only  one  of  which  he  speaks 
with  any  distinctness  is  the  old  returned  machine  at  Huss'ey's  shop 
in  Baltimore,  to  which  evidently  the  testimony  in  Seymour  v. 
Osborn  related.  But  he  has  no  recollection  of  ever  seeing  this 
machine  or  one  like  it  in  use. 

The  question  then  stands  just  as  it  did  in  Seymour  v.  Morgan, 
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except  that  there  is  evidence,  certainly  not  beyond  the  reach  of 
criticism,  tending  to  show  that  a  curvilinear  platform  was  attached 
to  more  than  one  machine,  but  there  is  no  additional  evidence 
that  machines  thu6  constructed  were  actually  used  and  were  suc- 
cessfully operative.  There  is  no  reason,  therefore,  why  the  de- 
ductions of  the  court  in  that  case  are  not  just  as  appropriate  to 
the  evidence  in  this.  Thus  applying  them,  these  machines  must 
be  treated  as  experiments,  in  nowise  affecting  the  novelty  of  the 
complainants'  invention. 

It  is  earnestly  contended  that  the  machines  constructed  by  the 
respondents  do  not  infringe  the  patents  of  the  plaintiffs.  The 
argument  is  rested  mainly  upon  the  fact  that  the  mechanism  em- 
ployed in  the  machines  constructed  by  the  defendants,  is  different 
from  that  described  in  the  patents.  This  is  undoubtedly  true,  and 
so  it  was  also  in  Seymour  v.  Osborn.  But  the  question  is  not  as 
to  the  identity  of  the  actuating  forces,  but  whether  the  devices 
and  combination  of  devices  claimed  by  the  patentees,  are  em- 
bodied in  the  defendants'  machines  and  operate  to  produce  the 
same  result  in  substantially  the  same  way. 

Now,  in  these  machines  is  to  be  found  a  quadrant-shaped  plat- 
form, annexed  relatively  to  the  cutting  apparatus,  as  is  described 
and  claimed  in  reissued  patent  No.  72. 

There  is  also  to  be  found  the  combination  claimed  in  No.  1,682, 
viz.,  of  the  cutting  apparatus,  with  a  quadrant-shaped  platform 
arranged  in  the  rear  thereof,  and  a  sweep-rake  operated  by  mech- 
anism, so  that  its  teeth  are  caused  to  sweep  over  the  platform  in 
curves  when  acting  on  the  grain.  And  there  is  also  to  be  found 
the  combination  claimed  and  described  in  No.  1,683,  °f  tne  Cllt" 
ting  apparatus,  with  a  quadrant-shaped  platform  in  the  rear 
thereof,  a  sweep-rake,  mechanism  for  operating  the  same,  and 
devices  for  preventing  the  rise  of  the  rake-teeth  when  operating 
in  the  grain. 

This  combination  embraces  the  three  elements  which  compose 
the  other,  and  its  merit  consists  chiefly  in  the  value  and  novelty 
of  the  results  accomplished  by  it.  That  result  is  the  automatic 
removal  of  the  grain,  as  it  is  cut,  from  the  platform,  and  its  de- 
livery crosswise  upon  the  ground,  and  out  of  the  way  of  the  team 
or  machine  when  cutting  the  succeeding  swarth.  The  same  re- 
sult is  produced  by  the  defendants'  machine ;  but  do  the  me- 
chanical agencies  employed  operate  substantially  in  the  same  way 
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with  those  described  in  the  patents?  Rakes,  similar  in  construc- 
tion, are  used  in  both  the  complainants'  and  defendants'  machines, 
but  in  the  complainants',  the  rake  has  a  vibrating  or  reciprocating 
motion,  while  in  the  defendants'  it  has  a  revolving  motion.  This 
is  said  to  constitute  a  material  difference  of  operation.  But  it  is 
to  be  observed  that  the  essential  function  of  the  rake  is  to  sweep 
over  the  platform  in  the  arc  of  a  circle,  thereby  discharging  the 
cut  grain  at  the  rear  of  the  platform,  so  as  to  be  out  of  the  way 
of  the  team  and  machine  on  their  next  round.  If  this  function, 
then,  is  performed  in  the  same  way  in  both  cases,  as  it  manifestly 
is,  what  matters  it  whether  the  rake  is  made  to  move  from  the 
rear  to  the  front  of  the  platform  to  resume  its  appointed  work  in 
a  horizontal  line  or  in  the  orbit  of  a  circle?  In  neither  case  is 
there  any  difference  in  the  result  or  the  essential  method  of  effect- 
ing it,  and  there  is,  therefore,  no  noticeable  difference  in  operation. 
The  complainants'  patent  having  expired,  they  can  have  a  de- 
cree for  an  account  only.  To  this  they  are  entitled,  and  it  will 
accordingly  be  entered. 


James   F.    Dane,   William   Westlake,  and    John   P. 

Covert 

vs. 

The  Illinois   Manufacturing  Company.     In  Equity. 

The  mere  change  of  the  location  of  the  parts  of  a  mechanism,  so  long  as 
no  different  or  additional  function  is  performed,  does  not  make  the 
mechanism  patentable. 

Such  change  is  not  aided  by  the  fact  that  one  of  the  parts  thus  transposed 
performs  a  double  function,  if  the  same  device  has  before  been  used 
to  perform  the  same  functions  separately. 

A  patent  for  removing  from  the  bottom  of  a  lantern  certain  devices,  by 
means  of  which  it  could  be  separated  and  the  globe  taken  out  below, 
and  placing  them  at  the  top  so  that  the  globe  could  be  taken  out 
above,  can  not  be  sustained,  although  a  disc-ring,  which  closes  the 
opening  between  the  parts,  is  thereby  made  to  reflect  the  light  down- 
ward, such  downward  reflection,  by  a  disc,  being  well  known. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  November,  1872.) 
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Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  "for  improvement  in  lanterns, 
granted  to  William  Westlake,  April  26,  1864,  assigned  to  com- 
plainants, and  reissued  to  them  December  23,  1869. 

The  claims  of  the  patent,  which  were  involved  in  the  suit,  will 
be  found  in  the  opinion. 


No.  2. 


No.  1. 


The  engravings  Nos.  1  and  2  represent  the  Westlake  lantern. 
The  guard-rods  a  are  attached  at  the  upper  end  to  a  ring  £,  which, 
in  turn,  is  connected  by  two  spring-catches,  which  are  shown  in 
drawing  No.  3,  to  a  disc  g,  extending  from  the  dome  to  the  ring  6. 


No.  3  is  an  engraving  of  the  Waters  lantern,  in  which  the 
guard-rods  arc  attached  at  their  lower  ends  to  a  ring  connected 
with  the  band  which  sustains  the  globe,  by  lips  extending  over 
the  ring  on  one  side  and  a  spring-catch  on  the  opposite  side  of 
the  globe. 
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West  d:  Bond,  for  complainants. 

L.  L.  Coburn,  for  defendant. 

# 
Blodgett,  J. 

The  nature  and  object  of  the  invention,  as  set  forth  by  the 
patentee  in  his  specifications,  "  consists  in  the  construction  of  a 
lantern-guard,  without  hooks,  projections,  or  catches  sticking  out 
or  interfering  with  the  safe  and  convenient  use  of  the  lantern,  so 
that  the  same  can  be  readily  attached  or  detached ;  in  the  em- 
ployment of  a  band  or  disc  to  fill  or  cover  the  space  between  the 
enlarged  band  or  ring  at  the  upper  end  of  the  guard  and  the  top 
of  the  globe  ;  and  in  the  application  of  suitable  fastenings  to 
secure  the  dome  to  the  guard." 

The  upper  ring  of  the  guard  is  designated  in  the  drawings 
and  specifications  by  the  letter  b. 

This  upper  ring  of  the  guard  is  provided  with  a  flange  or  ring 
on  the  inside,  to  receive  the  catches  which  fasten  the  ring  to  the 
upper  part  or  dome  of  the  lantern. 

Extending  outwardly  from  the  lower  edge  of  the  band  forming 
the  dome,  is  a  flange  or  disc  g,  which  must  be  wide  enough  to 
fill  the  space  between  the  dome  and  the  top  ring  of  the  guard. 
Upon  the  under  side  of  this  disc  g,  are  fixed  spring  catches,  by 
which  the  guard-ring  is  attached  to  the  disc. 

The  ring  b  must  be  large  enough  to  allow  the  globe  to  pass 
through  it  in  the  act  of  removing  the  globe  from  the  lantern,  and 
the  top  of  the  globe  must  be  held  within  the  inner  ring  of  the 
disc^ — that  is  to  say,  it  must  enter  far  enough  into  the  dome  to 
be  held  securely  in  its  place.  I  have  not  followed  literally  the 
language  of  the  specifications,  but  stated  their  substance,  as  I  un- 
derstand them. 

The  claims  covered  by  the  reissued  patent  are — i.  The  re- 
movable guard,  made  as  described,  but  as  this  has  been  aban- 
doned since  the  reissue,  and  since  this  suit  was  commenced,  no 
comment  is  necessary  upon  this  part  of  the  claim. 

2.  The  disc  g,  in  combination  with  the  ring  or  band  b,  of  the 
guard,  and  the  fastening  e,  substantially  as  and  for  the  purposes 
described;  and, 

3.  The  guard  a,  in  combination  with  the  disc  g,  the  fastening  c, 
and  the  removable  globe  d,  substantially  as  specified. 
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The  defendant,  by  its  answer,  denies  the  validity  of  the  letters 
patent,  for  want  of  novelty,  and  also  denies  that  the  lanterns  manu- 
factured by  it,  infringe  the  complainants'  patent. 

Upon  these  issues  several  witnesses  have  been  examined,  as 
experts,  by  both  parties,  and  a  large  number  of  exhibits  and 
models,  describing  and  illustrating  prior  inventions  in  the  same 
line,  have  been  put  into  the  case. 

I  shall  not  take  up  time  to  analyze  or  pass  on  all  the  devices 
claimed  by  the  defendant  to  have  anticipated  Westlake's  inven- 
tion, £s  many  of  them,  at  the  most,  contain  only  portions  and 
suggestions  of  the.  now  perfected  mechanism.  The  leading  ob- 
ject of  Westlake  and  his  associates,  especially  in  their  reissued 
patent,  was  to  secure  to  themselves  the  exclusive  right  10  make 
and  vend  a  lantern  with  a  loose  globe,  removable  through  the 
top  of  the  guard  by  means  of  the  band  or  ring  3,  and  the  disc  g, 
with  the  fastenings  e. 

Does  the  evidence  in  the  case  entitle  them  to  the  claims  on 
which  they  still  insist — that  is,  the  second  and  third  claims? 

On  July  17,  1855,  one  Charles  Waters,  as  the  evidence  shows, 
received  from  the  United  States  Patent  Office  a  patent  for  an  im- 
provement in  lanterns,  the  main  feature  of  which  was,  as  shown 
in  his  specifications  and  drawings,  a  loose,  removable  globe  ;  but 
he  removed  his  globe  through  the  bottom  instead  of  the  top  of 
the  guard.  The  mechanism  by  which  he  accomplished  this  result 
was  a  flange  or  ring,  extending  outwardly  from  the  lower  edge 
of  the  top  or  dome  of  the  lantern,  into  which  the  top  of  the 
guard-rods  was  securely  fastened ;  the  lower  ends  of  the  guard- 
rods  were  fastened  into  an  annular  ring  or  plate,  large  enough  to 
allow  the  globe  to  pass  freely  through  it.  This  lower  guard- 
ring  was  fastened  by  spring-catches  and  lips  to  a  flange  project- 
ing outwardly  from  the  top  of  the  base  of  the  lantern,  as  is  shown 
in  the  model. 

It  seems  to  me  that  we  have,  in  this  device,  the  idea  of  a  re- 
movable globe  fully  worked  out  and  applied,  and  it  does  not  ap- 
pear that  any  advantage  is  gained  by  taking  the  globe  out  through 
the  top  instead  of  the  bottom  of  the  guard,  and  the  elements  of 
the  combination  by  which  the  same  result  is  obtained,  are  the 
same  in  both  lanterns.  The  parts  of  the  Waters  lantern  is  trans- 
posed or  changed  by  Westlake  from  the  bottom  to  the  top  of  the 
guard,  and  there  perform  the  same  and  no  additional  functions. 
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The  band  Z>,  with  its  flanges  C,  in  Waters'  combination,  is 
inverted  by  Westlake,  and  becomes  the  disc^  hi  his  combination, 
while  the  annular  plate  c,  of  Waters'  lantern,  is  carried  from  the 
bottom  to  the  top  of  the  guard  by  Westlake,  and  there  becomes- 
Westlake's  ring  b.  The  spring-catches  are  the  same  in  both 
lanterns  and  fill  the  same  office. 

So,  by  simply  inverting  Waters'  guard,  you  have  exactly  West- 
lake's  combination,  and  you  have  only  to  fasten  the  springs  in 
the  bottom  of  the  lantern  to  the  inverted  Waters'  band  Z>,  and  vou 
have  precisely  Westlake's  combination.  They  are  built  right  UP  °f 
the  same  parts — the  Waters'  lantern  complete — without  changing 
the  functions  of  a  single  part,  or  doing  anything  except  to  take 
the  globe  from  the  top  instead  of  the  bottom  of  the  guard. 

It  is  needless  to  cite  authorities  to  show  that  the  mere  change 
of  the  location  of  the  parts  of  a  mechanism,  so  long  as  no  differ- 
ent or  additional  function  is  performed,  does  not  make  the  mech- 
anism patentable.  Westlake  can  not  take  Waters'  mechanism, 
forming  a  loose  globe-lantern,  and  make  it  his  own  by  simply  re- 
locating the  effective  parts,  so  long  as  no  different  result  is  gained, 
and  certainly  there  seems  to  me  no  substantial  change  in  the 
results  to  take  the  globe  out  of  the  top  instead  of  the  bottom  of  a 
lantern -guard. 

The  idea  was  to  take  the  globe  readily  from  the  guard  and 
lantern,  for  the  purpose  of  cleaning  it,  or  replacing  it  if  broken. 

If  Waters,  by  the  specifications  of  his  patent  of  July  17,  1855, 
had  taught  the  whole  world  how  to  make  a  lantern  from  which 
the  globe  could  be  readily  removed  through  the  lower  ring  of  the 
guard,  with  the  whole  mechanism  made  to  operate  together  as 
appears  to  that  end,  he,  in  effect,  had  taught  Westlake  how  to 
remove  the  globe  from  the  top  of  the  guard,  because  it  required 
no  invention  to  make  the  change.  Waters  taught  everybody  how 
the  space  between  the  enlarged  ring  £,  as  Westlake  calls  it,  and 
the  body  of  the  lantern  should  be  filled  up  by  the  disc  g,  and  how 
the  lantern  should  be  put  together  in  sections,  as  it  were ;  and  the 
place  where  the  attachment  should  be  accomplished,  whether  at 
the  top  or  the  bottom  of  the  guard  was,  after  that,  a  mere  matter 
of  mechanical  convenience,  or  artistic  taste,  in  the  construction 
of  the  lantern. 

It  appears  to  me  there  can  be  no  doubt  that  Waters,  in  his 
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lantern,  has  anticipated  all   that  Westlake   now  claims  in   his 
patent — his  reissued  patent. 

It  is  true,  as  was  suggested  in  the  argument,  that  the  disc  g,  in 
Westlake's  patent,  performs  the  double  function  of  a  reflector,  as 
well  as  a  means  of  attaching  the  guard  to  the  dome ;  but  a  disc 
for  a  reflector,  in  that  place,  as  the  proof  shows,  was  old,  and  so 
I  do -not  think  the  suggestion  aids  the  complainants,  as,  if  it 
proves  anything,  it  is  that  Westlake  did  not  invent  the  disc,  but 
only  put  the  spring-catches  upon  it,  wherewith  to  fasten  the  guard 
to  the  dome  or  disc. 

I  will  only  take  time  to  allude  to  one  other  device  shown  in 
the  evidence,  as  prior  in  point  of  time,  and  foreshadowing,  if  it 
did  not  accomplish  the  same  result  as  Westlake's,  and  that  is 
Max  Miller's  patent,  obtained  August  17,  1858. 

This  lantern  has  a  loose  globe,  removable  through  the  top 
guard-ring,  but  the  disc  g  or  c  does  not  appear  in  the  combi- 
nation ;  the  same  result  is  accomplished  without  the  disc. 

It  is  true,  it  was  argued  that  Miller's  globe  is  a  plain  cylinder, 
and  that  his  device  would  not  allow  the  use  of  a  globe  shaped  as 
Westlake's  was — that  is,  bulging  in  the  middle  and  contracted  at 
the  top.  Bi»t  he  made  his  contraction  by  a  cone  above  the  globe, 
so  as  to  accomplish  the  same  result. 

Finding,  then,  from  the  testimony,  that  Westlake's  alleged  in- 
vention had  been  successfully  accomplished  by  the  prior  invention 
of  Waters,  it  is  hardly  necessary  to  discuss  the  question  of  in- 
fringement. 

I  will,  however,  say  that  his  disc,  at  the  top  of  globe,  was  old,  for 
the  purpose  of  a  reflector,  and  Waters  having  used  a  flange  turn- 
ing outwardly  from  the  bottom  of  his  dome-band,  for  the  purpose 
of  fastening  his  guard-rods  into  it,  it  seems  to  me  Irwin  had  a 
right  to  use  it  for  the  purpose  of  hinging  the  top-ring  of  the 
guard  of  his  lantern  thereto,  thereby  making  a  basket,  in  which 
the  globe  was  securely  held,  and  obtaining  a  result  different  from 
that  accomplished  by  Westlake,  and  without  the  use  of  any  part 
of  the  combination  to  which  Westlake  had  an  exclusive  right. 
Irwin's  fastenings  are  not  the  same  as  Westlake's.  One  uses  two 
spring-catches  and  the  other  a  hinge  and  spring-catch,  whereby 
Irwin  makes  a  basket  of  his  guard,  in  which  the  globe  is  safely 
held. 

This  bill  must  therefore  stand  dismissed,  with  costs. 
vol.  vi— 9 
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The  suit  of  the  same  complainants,  against  the  Chicago  Manu- 
facturing Company,  on  the  same  patent,  and  involving  substan- 
tially the  same  facts,  was  heard  at  the  same  time,  and  same  order 
entered. 


James   F.    Dane,   William   Westlake,   and  John   P. 

Covert 

vs. 

The  Chicago  Manufacturing  Company.     In  Equity. 

In  the  absence  of  proof  as  to  the  time  when  the  invention  was  actually 
made,  the  date  of  filing  the  application  in  the  Patent  Office  will  be 
presumed  to  be  the  date  of  invention.  . 

The  Dietz  burner  contains  everything  of  the  patented  burner,  with  the 
exception  that  it  is  not  as  much  extended. 

It  required  a  mere  mechanical  alteration  to  expand  the  base  of  the  cone 
until  it  met  and  filled  the  walls  of  the  globe  at  the  base  of  the  latter. 

Before  Gersten's  invention,  no  one  had  fixed  the  size  of  the  cone  or  deter- 
mined how  far  outwardly  its  base  should  extend,  but  all  had  recog- 
nized the  necessity  of  making  the  cone  form  a  substantially  tight 
bottom  to  the  chimney. 

Max  Miller  had  placed  a  deflector  on  the  Dietz  cone,  extending  out  to  the 
wall  of  the  lantern,  before  the  invention  of  Gersten. 

When  Gersten  claimed  broadly  a  deflector,  extending  to  the  walls  of  the 
lantern,  he  claimed  too  much. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  November,  1872.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  an  "improvement  in 
lanterns,"  granted  to  Conrad  Gersten,  January  25,  1859,  assigned 
to  James  F.  Dane  and  William  Westlake,  and  reissued  to  them 
in  two  divisions,  September  16,  1867. 

The  suit  was  brought  upon  one  of  the  above  reissues,  num- 
bered 2,765,  one-third  of  such  reissue  having  been  assigned  by 
Dane  and  Westlake  to  their  co-complainant,  John  P.  Covert. 
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No.  1. 


No  2. 


The  engraving  No.  1  represents  the  bottom  of  the  Gersten 
lantern,  and  clearly  shows  the  deflector  q,  which  was  the  subject 
of  controversy.  Engraving  No.  2  represents  the  lantern  of  Max 
Miller.  The  deflector  is  shown  at  A^  extending,  in  effect,  to  the 
wall  or  globe  B.  ♦ 

The  claims  of  reissue  2,765  were  as  follows : 


ii 


1.  The  deflector  q>  constructed  and  operating  substantially  as  and  for 
the  purposes  specified. 

**  2.  The  mode  of  controlling  the  current  of  air  which  feeds  the  flame,  by 
causing  it  to  pass  down  in  a  narrow  annular  space  or  passage  to  the  aper- 
ture leading  to  the  burner,  in  combination  with  a  deflector,  substantially 
as  specified. 

"3.  Combining  with  the  burner  and  the  oil-reservoir,  and  interposed 
between  the  two,  an  air-chamber,  for  preventing  the  oil  from  being  over-* 
heated,  as  described." 


West  <&  Bond,  for  complainants. 
L.  L,  Coburn,  for  defendant. 


Blodgett,  J. 

The  main  point  in  regard  to  the  validity  of  the  patent  is  made 
upon  the  question  of  novelty ;  and  on  that  question,  the  state  of 
the  art  at  the  time,  and  before  the  time  of  Gersten's  alleged  in- 
vention, has  been  very  fully  discussed  and  examined  by  counsel. 

The  feature  in  the  Gersten  patent,  of  which  rfce  infringement 
is  alleged,  is  the  plate  or  deflector  q. 

It  appears,  from  Gersten's  specification,  that  the  general  scope 
and  purpose  of  his  invention  was  a  hintern,  in  which  kerosene  or 
carbon  oils  could  be  used  for  illuminating  purposes. 

To  accomplish  this  he  constructed  a  burner,  the  main  features 
of  which  were,  first,  a  cylindrical  metallic  ring  or  band,  setting 
upon  the  top  of  the  oil-cup,  and  divided  into  two  compartments 
by  a  horizontal  plate  *k,  filling  the  entire  ring. 
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The  lower  apartment  was  termed  a  "cooling-chamber,"  and 
was  intended  to  prevent  the  heating  of  the  oil  in  the  oil-cup. 

Into  this  cooling-chamber,  air  was  admitted  by  holes  in  the 
band  and  near  the  lower  edge.  Above  the  plate  forming  the  top 
of  the  cooling-chamber,  the  band  was  perforated  with  holes  suffi- 
cient to  admit  air  for  the  supply  of  the  flame.  In  the  top  of  the 
ring  is  set  the  deflector  qy  which,  extending  to  the  periphery  of 
the  ring,  forms  what  Gersten  calls  the  flame-chamber. 

The  deflector  q  is  swelled  up  in  a  conical  form,  and  in  the 
center  is  a  boss,  which  has  a  slot  cut  in  it  a  little  wider  than  the 
thickness  of  the  wick  to  be  used. 

A  wick-tube  passes  up  from  the  oil-cup  in  the  center  of  the 
ring,  through  the  cooling-chamber  into  the  flame-chamber,  and 
near  enough  through  the  boss  in  the  deflector  to  secure  a  clear 
flame  above  the  boss  or  apex  of  the  deflector.  The  ring  is  per- 
forated with  holes  for  the  admission  of  a  small  quantity  of  air 
above  the  deflector.  Into  the  top  of  this  ring,  immediately  above 
the  deflector,  is  set  the  glass  shade  or  globe  of  the  lantern,  and  to 
the  top  of  the  globe  a  suitable  dome  is  aflixed,  of  a  form  and 
mode  of  construction  particularly  described  ;  but  as  that  part  cuts 
no  figure  in  thi6  controversy,  I  will  not  take  time  to  describe  it. 

The  cylindrical  ring  p  is  surrounded  by  an  outer  case  or  jacket, 
leaving  a  space  between  the  two,  which  is  closed  at  the  bot- 
tom and  open  at  the  top,  and  down  the  annular  space  between 
the  outer  jacket  and  the  ring  /,  the  air  passes  and  is  admitted 
into  the  cooling-chamber,  the  flame-chamber,  and  the  globe, 
through  the  holes  before  described  in  the  inner  ring  for  that  pur- 
pose. This  outer  ring  or  jacket  was  intended  to  protect  the  air 
in  the  flame-chamber  from  disturbing  outside  currents,  and  secure 
a  steady  flame,  while  the  function  of  the  deflector  q  was  to  deflect 
or  concentrate  all  the  air  that  entered  the  flame-chamber  to  the 
base  of  the  flame  within  the  boss.  In  this  combination  the  globe 
of  the  lantern  acts  as  a  chimney  to  the  -burner,  and  at  the  same 
time  protects  the  flame  from  external  air. 

The  defendant's  lantern,  which  complainants  claim  infringes 
their  patent,  is  what  is  known  to  the  public  as  the  tubular  lan- 
tern, the  chief  characteristics  of  which  are  a  dome  above  the  top 
of  the  globe,  into  which  the  air,  which  is  heated  by  the  flame  of 
the  burner  in  the  globe,  rises,  and  from  which  it  passes  by  tubes 
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into  a  tight  chamber  above  the  oil -cup,  the  top  plate  of  which 
chamber  extends  to  the  base  of  the  cone  of  the  burner. 

In  some  cases,  perhaps,  the  cone  has  been  made  by  swelling  a 
portion  of  the  cone  in  the  top  plate  of  the  defendant's  air- 
chamber,  in  the  same  manner  as  Gersten's  cone  was  made  by 
the  boss  and  slot. 

There  can  be  no  doubt  but  what  there  is  a  striking  external 
similarity — almost  identity — between  Gersten's  deflector  q^  and 
the  top  plate  of  defendant's  flame  or  air  chamber. 

The  deflector  was  a  tight  plate,  continued  closely  around  and 
filling  the  band  or  flame-chamber,  and  concentrating  all  the  air 
which  came  within  the  plate  into  the  cone 

If  this  case  was  to  be  determined  by  a  comparison  of  the  mere 
external  appearance,  the  court  would  have  little  difficulty  in 
finding  a  manifest  infringement,  but  the  defendant  denies  that 
Gersten  was  the  the  inventor  of  the  deflector  G,  as  used  in  his 
(defendant's)  lantern,  and  also  denies  that  the  top  plate,  in  the  air 
chamber  of  the  tubular  lantern,  performs  the  same  functions  as  the 
deflector  G  in  Gersten's  does,  and  the  evidence  on  one  or  both 
of  these  issues  determines  the  case. 

It  appears  from  the  proofs,  that  Gersten  commenced  his  ex- 
periments in  May,  1858,  but  just  when  he  made  the  model  and 
drawings,  showing  the  perfected  arrangement,  does  not  appear, 
save  thatj  as  appears  from  the  testimony,  he  filed  his  petition  for 
a  patent  with  the  model,  drawings,  and  specifications,  in  the  Pat- 
ent Office,  on  November  5,  1858,  which,  for  the  purpose  of  this 
case,  must  be  presumed,  under  the  proof,  as  the  date  of  his  in- 
vention. 

For  several  years  prior  to  the  date  of  Gersten's  experiment, 
caibon  or  petroleum  oils  had  been  brought  into  use  for  illumi- 
nating purposes,  and  many  devices  had  been,  tried,  some  of  which 
had  been  generally  adopted  for  the  construction  of  burners  for 
this  class  of  oils. 

The  most  important  difference  between  these  oils  and  the  animal 
oils  or  fatty  matters  previously  used  for  illuminating  purposes,  was 
the  fact  that  the  carbon  oils  contained  no  oxygen  in  their  composi- 
tion, while  the  animal  oils  contained  eight  or  ten  per  cent,  of  oxygen. 
For  this  or  some  other  reason,  the  carbon  oils  required  a  much 
higher  degree  of  heat  to  secure  combustion  than  the  animal  oils,  and 
this  could  only  be  obtained  by  an  increased  supply  of  air  to  the 
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flame,  at  or  near  its  base,  where  the  combustion  must  take  place.- 
This  supply  of  air  was  generally  obtained  by  the  employment  of 
a  glass  or  metallic  cone  setting  over  the  top  of  the  wick-tube, 
with  a  slot  through  which  the  flame  could  pass  freely,  and  a 
glass  chimney  fitted  closely  around  the  base  of  the  cone,  so  as  to 
secure  a  strong  draught  of  air  under  the  cone  and  in  contact  with 
the  flame,  as  it  passed  into  or  through  the  slot 

It  was,  however,  found  necessary  that  some  air  should  be  ad- 
mitted also  to  the  chimney  above  the  cone,  and  provision  was 
usually  made  for  that  purpose  by  perforation  of  the  band  or 
burner  above  the  cone. 

The  burner  invented  by  M.  A.  Dietz,  and  referred  to  in  the 
proof  as  "Exhibit  Dietz,"  is  perhaps  the  best  illustration  of  the 
state  of  the  art  of  constructing  burners  at  the  time  Gersten  began 
his  experiments,  although  several  other  inventors,  both  English 
and  American,  had  used  cones  a  long  time  prior  to  Dietz. 

Indeed,  the  cone  seems  to  have  originated  in  a  much  earlier  class 
of  experiments,  having  for  their  object  a  lamp  or  lantern  for  the 
burning  of  camphene,  resin  oil,  oleic  acid,  etc.,  all  which,  like  the 
coal"  oils,  were  highly  carbonaceous,  and  required  a  copious  sup- 
ply of  air  to  secure  perfect  combustion. 

It  is  an  indisputable  fact  that  nearly  all  of  the  inventors  who 
preceded  Gersten,  whose  devices  were  put  in  evidence  in  this 
case,  called  their  cone  or  cap,  by  which  the  supply  of  air  is  con- 
centrated upon  the  base  of  the  flame,  a  "deflector,"  so  that  it 
seems  Gersten  did  not  invent  the  name. 

We  have  not  time,  however,  to  settle  who  invented  the  cone  or 
deflector. 

It  sufficient  to  say,  that  when  Gersten  entered  the  field,  expe- 
rience had  demonstrated  the  necessity  of  the  cone,  the  periphery 
of  which  must  extend  far  enough  to  fill  the  chimney,  so  as  to  in- 
duce a  strong  current  of  air  through  the  cone,  and  impinge  it 
upon  the  flame  in  the  slot ;  a  small  supply  of  air  being  also  ad- 
mitted into  the  chimney  above  the  cone,. to  feed  the  flame  after  it 
had  passed  into  the  chimney,  and  secure  the  combustion  of  the 
particles  of  soot  which  were  drawn  along  with  the  flame  into  the 
chimney. 

These  burners  secured  a  strong  white  light,  without  smoking, 
and  lamps  with  this  device,  for  burning  kerosene  or  coal  oil,  had 
come  into  genefal  use  before  Gersten's  attempted  invention,  and 
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Gersten's  effort  was  to  make  a  lantern  in  which  kerosene  could 
be  used  as  it  then  was  in  lamps. 

He  prefaces  his  specifications  by  the  statement  that  "the  lan- 
terns, which  have  heretofore  been  made  for  burning  coal  oil  will 
not  admit  of  being  moved  through  the  atmosphere  with  any  de- 
gree of  velocity,  or  of  being  exposed  to  the  wind  without  being 
extinguished,  and  that  currents  of  air  affect  the  flame  so  as  to 
cause  them  to  smoke  to  a  very  considerable  extent." 

"  The  object  of  my  invention,"  he  says,  u  is  to  avoid  the  effects 
above  enumerated,  and  others  not  necessary  to  enumerate." 

He  then  proceeds  to  describe  the  mechanism  by  which  he 
claims  to  accomplish  the  result  aimed  at,  the  substance  of  which 
I  have  already  quoted 

It  will  be  observed  that  Gersten  does  not  claim  to  be  the  first 
inventor  of  kerosene  lanterns,  but  says,  in  substance,  that  those 
in  use  could  not  be  carried  in  the  wind,  and  that  they  smoked. 

It  is  manifest,  on  an  inspection  of  Gersten's  model  (which  must 
be  taken  as  illustrating  his  idea  of  the  best  method  of  applying 
his  invention),  that  Gersten  took  as  the  initial  or  starting  point  of 
his  device  the  Dietz  burner,  then  in  common  use,  the  inventor 
and  manufacturer  of  which  resided  and  carried  on  business  in  his 
immediate  vicinity. 

This  (indicating)  is  the  Dietz  burner,  and  it  will  be  seen  by 
those  who  have  followed  the  specification,  that  it  contains  every- 
thing of  the  Gersten  burner  or  Gersten  flame-chamber,  with  the 
exception  that  it  is  not  as  much  extended.  Here  is  the  cooling- 
chamber,  provided  for  the  same  as  Gersten  has ;  here  is  a  cone, 
and  here  is  the  perforated  ring  for  allowing  the  admission  of  air  into 
the  flame-chamber.  When  this  ring  is  placed  upon  the  cooling- 
chamber  it  makes  a  flame-chamber  precisely  as  Gersten's  did,  ex- 
cept that  it  is  not  extended  out  as  broadly.  Here  is  also  a  pro- 
vision for  admitting  air  above  the  flame  into  the  chimney. 

We  find  in  the  Dietz  burner  all  the  elements  of  the  Gersten 
cylindrical  ring,  or  the  band  /,  which  surrounds  and  forms  the 
external  walls  of  the  cooling-chamber,  and  a  flame-chamber,  as 
Gersten's  is,  and  it  is  also  perforated  as  Gersten's  is,  to  admit  air  in 
the  proper  proportion  into  the  cooling- chamber,  the  flame  cham- 
ber, and  the  flame  above  the  cone. 

He  wished  to  dispense  with  the  chimney,  or  rather  to  make  the 
globe  perform  the  functions  of  a  chimney,  and  to  do  so,"  he  had  no 
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alternative  but  to  extend  the  cone  outward  to  the  base  of  the 
globe. 

No  experimenter  or  inventor  had  determined  just  how  far  out- 
wardly the  base  of  the  cone  should  extend ;  but  all  had  recog- 
nized the  inexorable  necessity  of  making  the  cone  form  a  sub- 
stantially tight  bottom  to  the  chimney,  by  which  alone  a  draught 
through  the  cone  could  be  obtained. 

Gersten  did  this,  and  nothing  more,  so  far  as  the  cone  is  con- 
cerned. His  deflector  performs  the  same  function  in  the  same 
way  as  the  Dietz  cone  does.  It  required  a  mere  mechanical 
alteration,  and  not  an  invention,  to  expand  the  base  of  the  cone 
until  it  met  and  filled  the  walls  of  the  globe  at  the  base  of  the 
globe.  Thus  expanded,  it  was  nothing  but  Dietz's  cone,  because 
it  did  nothing  more.  I  say  Dietz's  cone,  because  Dietz  used  it 
in  his  combination  ;  for  he  was  not,  and  did  not  pretend  to  be,  the 
inventor  of  the  cone  :  it  was  old  when  Dietz  took  it  up. 

I  said  just  now  that  no  one  had  fixed  the  size  of  the  cone,  and 
so  it  is  true  no  one  had  determined  any  fixed  size  for  the  base  of 
the  chimney ;  but  it  was  settled  that,  to  secure  a  good  draught, 
the  chimney  must  be  contracted  at  the  top,  and  this  Gersten 
accepted. 

It  was  urged  by  counsel  in  the  argument  that  the  chimney 
would  get  heated,  and  be  liable  to  break  on  being  exposed  to  cold 
currents  of  air  or  drops  of  rain  ;  but  this  would  depend  upon 
how  far  the  sides  of  the  chimney  were  removed  from  the  flame, 
and  Gersten  gives  no  rule  for  that,  and  other  inventors  had  fixed 
no  limit. 

Indeed,  I  can  but  think  that  the  counsel  have  shown  more  in- 
ventive genius  in  constructing  this  part  of  their  argument  than 
Gersten  did  in  the  combination  of  his  deflectors. 

A  lantern  is  but  a  lamp  so  arranged  as  to  be  carried  and  pro- 
tected from  currents  of  air.  The  distinction  is  not  a  broad  one. 
Lanterns  and  lamps  both  perform  substantially  the  same  functions 
in  the  same  way.  One  is  so  arranged  that  it  may  be  carried  in 
the  open  air,  and  be  protected  against  currents  of  air ;  the  other 
is  not  thus  protected.  The  distance  at  which  a  chimney  should 
be  removed  from  the  flame,  in  order  that  it  may  not  be  broken 
bv  currents  of  cold  air,  in  case  of  use  as  a  lantern,  must  be  de- 
termined  by  experience,  and  that  alone  ;  and  it  will  be  remarked 
that  Gersten  gives  us  no  rules  by  which  we  are  to  determine  that 


NOVEMBER,    1872.  137 


Dane  v.  Chicago  Manufacturing  Co. 


I  find,  then,  in  the  deflector  of  Gersten,  nothing  more  than 
the  cone  of  the  common  hand-lamp  then  in  use. 

Of  the  remainder  of  his  device,  I  have  nothing  to  say  ;  hut  it 
seems  palpable  to  my  mind,  that,  if  he  is  to  receive  credit  for  in- 
venting anything,  it  must  be  the  device  of  screening  the  flame 
from  external  currents  of  air  b}'  the  outer  jacket,  in  combination 
with  the  other  parts.  His  globe  is  but  an  enlarged  chimney,  the 
'walls  of  which  were  far  enough  removed  from  the  flame  to  be 
kept  cool ;  and  his  deflector  only  an  enlarged  cone,  which  he  was 
obliged  to  use  in  order  to  make  this  chimney  draw. 

It  might  be  enough  to  stop  here  in  the  discussion  of  the  testi- 
mony on  the  question  of  novelty  ;  but  the  record  shows  that  some 
months  prior  to  his  invention,  one  Max  Miller,  a  resident  of 
Brooklyn,  had  attempted  the  construction  of  a  coal-oil  lantern,  in 
which  he  used  the  cone  or  deflector  precisely  like  Gersten,  ex- 
cept that  he  perforated  with  small  holes  his  cone  near  the  base  of 
the  boss,  so  that  some  of  the  air  which  came  into  the  flame- 
chamber  escaped  into  the  space  above  the  cone,  without  going 
through  the  slot.  He  placed  a  deflector  over  the  old  cone  of 
Dietz's,  extending  out  to  the  wall  of  the  lantern,  making  pro- 
vision for  the  passage  of  a  small  portion  of  air  between  his  de- 
flector and  the  cone — this  arrangement  being  necessary,  as  he 
made  no  provision  for  admitting  air  into  the  globe  in  any  other 
manner.  Miller  also  used  his  globe  as  a' chimney,  and  removed 
it  so  far  away  from  the  flame  that  it  would  not  get  heated  ;  and 
he  also  accepted  the  condition  that  he  must,  from  the  necessity  of 
the  case,  put  a  substantially  tight  bottom  into  his  chimney. 

So  that,  when  Gersten  claimed  broadly  a  deflector  extending 
to  the  walls  of  the  lantern,  he  claimed  too  much  ;  for  Max  Miller, 
his  neighbor,  had  done  that  before  him.  If  he  could  show  that 
his  cone  was  better  than  Miller's,  by  reason  of  leaving  out  the 
holes  through  which  the  air  escaped  into  the  chimney,  at  the  base 
of  the  cone,  he  might  have  had  a  patent  on  his  improvement  on 
the  Miller  deflector;  but  he  did  not  ask  for  or  obtain  that.  He 
claimed  broadly,  in  the  reissued  patent,  the  deflector  as  such  ; 
and,  it  seems  clear  to  me,  the  testimony  proves  that  Miller  had, 
in  all  essential  particulars,  anticipated  Gersten  in  the  application 
of  the  cone  to  a  lantern. 

Arriving  at  this  conclusion  in  regard  to  the  question  of  novelty 
raised  against  the  patent,  I  have  not  taken  the  time  necessary  to 
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analyze  and  carefully  consider  the  question  of  infringement ;  but 
will  say,  that,  from  some  illustrations  and  experiments  given  at 
the  trial,  I  think  there  may  have  been  some  force  in  the  sugges- 
tion of  defendant's  counsel,  that  the  deflector  ^,  of  Gersten's  lan- 
tern, performs  a  different  function  from  what  the  top  part  of  the 
air-chamber  does  in  defendant's  lantern.  It  forms  the  bottom  of 
the  globe  or  chimney  in  the  Gersten  patent;  and  that,  at  least, 
does  not  seem  to  be  the  function  of  the  plate  in  defendant's 
lantern. 

Bill  dsmissed,  with  costs. 


Joseph  S.  Dennis 

vs. 

James  E.  Cross,  James  F.  Dane,  and  William  West- 
lake.     In  EqyiTY. 

Where  the  patentee  claimed  "the  application  of  a  spring-catch  and  lips 
substantially  as  and  for  the  purposes  set  forth," 'and  the  patent  de- 
scribed the  application,  of  the  catch  and  lips  to  the  purpose  of  securing 
the  glass  globe  in  the  bottom  of  the  lantern ;  and  it  appeared  that 
spring-catches  had  been  previously  used  for  fastening  the  oil-po^t  in 
the  bottom  of  lanterns  :  Held,  that  the  patent  could  not  be  sustained. 

Semble,  that  a  claim  for  the  "application  of  the  spring-catch  'and  lips*' 
would  be  infringed  by  the  use  of  catches  alone  or  lips  alone. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  November,  1872.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "  improvement  in  lan- 
terns," granted  to  Charles  Waters,  July  17,  1855,  and  assigned  to 
complainant. 

The  following  engraving  (fig.  1)  represents  the  Waters  lantern. 
The  globe  is  sustained  by  a  band  Z>,  having  a  flange  C,  which, 
when  in  place,  is  directly  below  an  annular  plate  to  which  the 
guard-rods  are  attached.  It  is  held  in  place  by  lips  attached  to 
the  flange,  and  projecting  over  the  annular  plate  on  one  side,  and 
on  thet  opposite  side  by  a  latch,  e. 
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No.  x. 


No.  2. 


No.  3. 


Figures  2  and  3  represent  the  Sangster  and  Carpenter  lanterns. 
In  the  former,  the  oil-pot  /is  held  in  place  by  the  spring-catches 
J/j  H;  and  in  tfre  latter,  by  the  latch-springs  y,  %  provided 
with  latches  M^.N.  These  springs  are  operated  at  ^,  and  have 
their  fulcrum s  at  K,  K. 

An  abstract  of  the  specifications  and  the  claim  of  the  patent 
will  be  found  in  the  opinion. 

L.  Z,.  Coburn^  for  complainant. 

West  <&  Bond,  for  defendants. 

Blodgktt,  J. 

It  appears  from  the  pleadings  and  proofs  that  Charles  Waters, 
claiming  to  have  invented  a  usefuHmprovement  in  the  construc- 
tion of  lanterns,  which  consisted  in  tbe  peculiar  manner  of  secur- 
ing the  glass  shade  in  the  lantern,  and  also  in  the  peculiar  manner 
of  securing  the  lamp  to  the  lantern,  applied  to  the  Patent  Office  for 
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letters  patent  thereon,  describing  in  his  specification  the  manner  of 
constructing  and  applying  his  invention,  substantially  as  follows : 

44  The  top  or  dome  of  the  lantern  is  of  the  usual  form,  desig- 
nated in  the  drawings  by  the  letter  A,  from  the  lower  edge  of 
which  a  flange,  # ,  projects  outward,  and  into  which  the  upper 
ends  of  the  guard -rods  are  firmly  secured.  The  lower  ends  of 
the  guard-rods  are  secured  in  an  annular  plate  C,  which  encom- 
passes the  lower  part  of  the  lantern. 

44  A  metallic  band  or  rim,  Z),  was  then  constructed,  having  a 
flange,  C,  around  its  upper  edge,  which  projects  outward  from 
the  rim  or  band.  The  outer  edge  of  the  rim  or  band  is  bent  or 
curved  downward,  so  as  to  present  a  shoulder,  </,  on  the  flange. 
To  the  under  surface  of  the  flange  c  is  attached  a  spring-catch,  ey 
the  end  of  which  passes  through  the  ledge  or  shoulder  d.  Oppo- 
site, or  diagonally  opposite,  the  spring-catch,  two  or  more  lips,y^ 
are  permanently  attached  to  the  shoulder,  projecting  outwardly, 
so  as  to  pass  over  the  annular  plate  C,  when  the  parts  are  brought 
into  juxtaposition." 

The  patentee  also  describes  at  length,  as  another  part  of  his 
invention,  his  method  of  attaching  the  oil-pot  to  the  band  D; 
but,  as  this  is  not  involved  in  the  case  under  consideration,  it  need 
not  be  recapitulated  here.  After  thus  describing  his  device,  the 
patentee  proceeds  to  say  : 

'*  The  above  invention  is  extremely  simple,  and  allows  the  ready 
adjustment  of  the  base  to  the  lantern,  and  its  ready  detachment 
therefrom.  No  springs  are  required  to  be  depressed  by  the  hand 
in  order  to  withdraw  the  lamp  from  the  lantern  or  secure  it 
therein  ;  and  the  glass  shade  is  firmly  secured  in  the  lantern  with- 
out the  aid  of  plaster  or  cement,  thus  enabling  the  shade  to  be 
detached  with  facility  for  purposes  of  cleaning. 

44  What  I  claim  as  new,  and  as  my  invention,  and  desire  to 
secure  by  letters  patent,  is  the  application  of  the  spring-catch  JB 
and  lips  _/",  substantially  as  and  for  the  purposes  set  forth." 

It  will  thus  be  seen  that,  after  carefully  and  elaborately  de- 
scribing the  mechanical  combination  of  parts  whereby- the  in- 
ventor constructs  a  loose  globe,  or  removable  globe-lantern,  and 
the  method  by  which  he  attaches  the  upper  and  lower  parts  of 
his  lantern  together,  the  inventor  contents  himself  by  claiming 
as  new,  and  asking  a  patent  on,  the  spring-catch  and  lips  by 
which  the  band  D  is  secured  to  the  annular  plate  C. 
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0  Probably  no  principle  of  patent  law  is  better  settled  than  that 
the  patentee  is  limited  by  his  claim.  And  the  courts  are  only 
allowed  to  look  at  the  detailed  specification,  models,  or  drawings, 
for  the  purpose  of  construing  the  claim;  as,  for  instance,  if  any 
doubt  existed  as  to  the  parts  of  the  lantern  to  be  attached  together 
by  the  catch  and  lips,  a  reference  to  the  preceding  part  of  the  in- 
strument is  allowable  for  the  purpose  of  settling  that  point- 
Whipple  v.  Baldwin  Manufacturing  Co.,  4  Fisher,  29. 

"Although  the  inventor  might  have  claimed  something  differ- 
ent from  what  he  has  claimed,  the  court  must,  in  the  construction 
of  the  patent,  be  governed  entirely  by  the  claim  he  makes  "  Kidd 
v.  Spence,  4  Fisher,  38. 

No  patent  is  here  asked  or  granted  upon  the  top  A,  with  the 
flange  a,  the  annular  plate  C,  the  band  Z>,  with  its  flange  c,  and 
shoulder  d,  either  singly  or  in  combination  ;  but  the  claim  is 
solely  for  the  spring-catch  e  and  lipsy,  although  the  inventor  re- 
serves to  himself  the  right  to  use  one  or  more  spring-catches  and 
two  or  more  lips.  The  only  questi m  in  the  case,  then,  is,  whether 
the  proof  makes  out  a  case  of  infringement  of  this  claim  against 
the  defendants.  The  defendants  are  engaged  in  the  manufacture 
of  lanterns,  the  top  and  guard  of  which  are  constructed  substan- 
tially in  the  manner  indicated  by  the  specification  in  Waters* 
patent — the  wire  ring  at  the  bottom  of  defendants'  guard  being 
in  all  respects,  to  my  mind,  the  equivalent  of  the  annular  plate  C 
in  Waters'  lantern  ;  while  the  band  D,  with  the  flange  c  and 
shoulder  or  ledge  d*  are  all  found  in  defendants*  combination. 
But,  as  before  remarked,  neither  of  these  parts,  nor  all  of  them 
in  combination,  are  covered  by  the  Waters  patent. 

The  defendants  connect  the  base  of  their  lantern  to  the  lower 
ring  of  the  guard  by  two  spring-catches,  instead  of  spring- catches 
and  lips  in  combination.  And  it  is  insisted  by  them  that  Waters 
limits  his  fastening  to  the  combination  of  spring-catches  and  lips, 
as  shown  or  provided  for  in  his  specifications ;  but  under  the 
well-established  rule,  that  courts  should  construe  a  patent  liber- 
ally, and  give  the  patentee  the  benefit  of  every  fair  intendment,  I 
incline  to  the  opinion  that  this  patent  would  not  be  thus  limited. 
So  that,  although  he  describes  the  use  of  catches  and  lips,  yet  he 
might  use  catches  alone,  or  lips  alone,  if  he  was  the  inventor  of 
the  device. 
*  I  do  not,  however,  intend  to  be  understood  as  expressing  a  con- 
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fident  opinion  on  this  point,  as  it  is  not,  in  the  view  I  take,  decis- 
ive of  the  case.  The  evidence  introduced  shows  abundantly,  to 
my  satisfaction,  that  spring-catches,  such  as  are  used  by  defend- 
ants to  connect  the  lower  and  upper  parts  of  their  lantern,  are 
old  devices  for  thai  purpose.  They  are  found,  as  I  think,  in  the 
application  of  H.  &  J.  Sangster,  made  as  early  as  November,  185 1, 
to  the  United  States  Patent  Office,  and  rejected  for  want  of  novelty ; 
also  in  the  letters  patent  granted  to  L.  B.  Carpenter,  on  July  25, 
1854,  for  an  improvement  in  lamp-fastenings. 

It  is  true,  all  these  devices  were  for  the  purpose  of  fastening 
the  oil-pot  or  lamp  to  the  rest  of  the  lantern ;  but  this  is  precisely 
what  the  defendants  do.  When  Waters  had  connected  his  oil- 
pot  to  his  band  Z>,  by  his  springs  A",  K,  as  described,  it  was  still 
nothing  but  an  oil-pot.  And  if  those  parts  had  been  permanently 
fastened  together  in  his  lantern,  as  they  are  in  some  of  the  cheaper 
ones  made  by  defendants,  then  the  springs  used  by  defendants 
perform  precisely  the  same  functions  as  the  springs  in  Sangster's  » 
and  Carpenter's  devices.  The  spring-catches  are  old,  and  the 
uses  to  which  defendants  apply  them  in  their  lantern  are  old  ;  and, 
although  they  perform  the  same  function  as  the  catch  and  lips  in 
Waters'  lantern,. yet  Waters,  not  being  the  investor  of  these 
springs,  can  not  cover  them  by  his  patent. 

It  is  possible  that  the  Waters  catch  and  lips  may,  when  used  in 
combination  with  the  flat  annular  band  C,  described  by  Waters, 
make  a  better  fastening ;  and  if  that  specific  combination  was 
used  by  defendants,  and  was  covered  by  Waters'  patent,  they 
might  be  liable ;  but  if,  as  complainant's  witnesses  testify,  the 
defendants'  two  spring-catches  are  the  equivalents  of  Waters* 
catch  and  lips,  then  the  catch  and  lips  are  but  the  two  catches, • 
and  bqth  are  old. 

For  these  reasons,  which  seem  to  me  controlling  and  sufficient, 
the  bill  must  be  dismissed. 

It  is  proper  to  add,  by  way  of  explanation,  that  the  proofs  show 
that  Waters,  in  his  original  application,  made  his  claim  broadly 
for  the  combination  by  which  the  loose  globe-lantern,  described 
in  his  specifications,  was  constructed,  in  the  following  language : 
"  Securing  the  glass  shade  JS\  in  the  lantern,  by  means  of  the 
beads  or  projections  g,  £,  on  the  upper  and  lower  ends  of  the 
shade  ;  said  beads  bearing  against  the  lower  edge  of  the  top,  A, 
of  the  lantern  and  the  upper  edge  of  the  rim  or  band  Z>,  which 
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is  secured  to  the  annular  plate  C  by  the  spring-catch  *,  and  lips 
_f,  as  herein  shown  and  described.  I  also  claim  securing  the  base 
.//i  to  which  the  lamp  /  is  attached  to  the  lantern  by  means  of 
the  springs  K^  K,  fitting  over  the  head  or  projection  jP,  on  the 
inner  side  of  the  rim  Z>,  as  described." 

But  the  Patent  Office  rejected  this  claim,  in  which  decision  he 
acquiesced,  and  amended  his  claim  by  substituting  the  one  now 
appearing  upon  the  patent,  and  by  that  he  must  stand.  If  he  was 
.really  the  inventor  of  the  loose  globe-lantern  described  in  his 
specifications,  he  might  have  appealed  from  the  decision  of  the 
examiner  who  rejected  his  application,  and  probably  his  broad 
claim  to  the  entire  invention  would  have  been  allowed. 

Bill  dismissed. 


Levi  Decker 

vs. 

Frederick  Grote  et  al.     In  Eqjjity. 

Reissued  letters  patent  for  "  improvement  in  cushions  for  billiard  tables," 
granted  to  Levi  Decker,  March  9,  1869,  construed  and  sustained. 

The  invention  set  forth  in  complainant's  patent  is  the  placing  and  firmly 
securing,  along  the  upper  edge  or  corner  of  the  rubber  cushion,  a 
strong  narrow  cord,  to  receive  the  impact  of  the  ball,  and  protect  the 
cushion  against  such  impact  by  reason  of  its  being  placed  at  the  point 
against  which,  and  against  which  alone,  the  ball  strikes. 

By  means  or  this  invention,  a  larger  amount  of  the  elasticity  of  the  cushr 
ion  is  brought  to  bear  at  the  point  of  contact  of  the  ball  with  the 
cord,  than  when,  in  the  absence  of  the  cord,  the  ball  strikes  the 
rubber  itself.  The  cushion  is  protected  from  wear,  and  greater  accu- 
racy results  in  respect  to  the  direction  the  ball  takes  in  rebounding. 

The  defendants' arrangement  embodies  the  invention  claimed  in  complain- 
ant's reissued  patent,  and  has  the  same  mode  of  operation  in  use. 

The  Patent  Office  correspondence  in  the  matter  of  the  rejected  application 
of  Carpenter,  filed  January  18,  1858,  considered  in  determining  the 
question  of  anticipation. 

The  invention  of  Carpenter,  as  shown  in  his  specification,  drawing,  and 
correct  model,  was  one  of  3  whplly  different  character  from  that  of 
complainant. 
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The  invention  of  complainant  is  employed  if  the  cord  is  found  in  the 
place  indicated,  so  firmly  secured  and  so  arranged  as  to  act  always,  in 
the  manner  indicated,  in  combination  with  the  cushion  behind  it,  in 
reference  to  jsl  blow  from  the  ball,  delivered  in  the  manner  stated. 

Where  the  model  first  sent  to  the  Patent  Office  was  recalled,  with  the 
statement  that  it  did  not  show  the  invention,  and  a  second  substituted  : 
Hpld,  that  whatever  there  was  in  the  first  model  different  from  the 
second  was,  at  most,  a  mere  abandoned  experiment,  not  amounting 
to  an  invention. 

Where  a  witness*  name  was  not  set  up  in  the  answer,  though  his  applica- 
tion for  a  patent  was  referred  to  in  the  answer:  //eld,  that  a  motion 
to  strike  out  his  testimony  must  be  sustained. 

In  the  case  of  the  inserted  strips  of  horn,  according  to  the  patent  granted 
John  Syrcher,  November  10,  1863,  the  action  of  the  cushion  under  the 
impact  of  the  ball  is  different  from  what  it  is  in  complainant's  arrange- 
ment. The  cushion  does  not  yield  in  substantially  a  horizontal  di- 
rection, because  of  the  interposition  of  the  strip  of  horn;  the  resist- 
ance of  the  rubber  is  not  returned  to  the  ball  in  substantially  a  hori- 
zontal direction,  and  the  homogeneous  character  of  the  cushion  is 
destroyed. 

There  is  nothing  in  Syrcher's  invention  to  anticipate  complainant's  patent 

Whatever  was  done  by  Delano  was  in  the  way  of  experiment,  and  aban- 
doned. 

Where  the  original  specification  describes  the  cord  as  applied  to  the  edge 
or  angle  of  the  cushion,  by  inclosing  it  in  a  strip  of  cloth  cemented 
to  a  strip  of  elastic  cloth,  which  itself  is  cemented  to  the  face  side  of 
the  rubber  cushion :  Held,  that  whether  this  cord  is  wholly  external 
to  the  rubber  cushion,  and  so  requires  to  be  firmly  attached  to  such 
cushion  by  applying  means  of  adhesion,  or  is  partly  within  6uch 
cushion,  and  so  can  more  easily  be  attached  with  firmness  thereto, 
or  is  wholly  within  the  cushion,  and  so  is  kept  firmly  in  place  by  the 
rubber  exterior  to  it,  is  mere  matter  of  mechanical  adaptation,  having 
no  relation  to  the  real  invention. 

It  can  not  be  said,  in  this  case,  that  it  is  apparent  on  the  faces  of  the  two 
patents  that  the  commissioner  has  exceeded  his  authority  in  granting 
the  reissue,  or  that  there  is  such  a  repugnance  between  the  two  patents 
that  it  must  be  held,  as  matter  of  legal  construction,  that  the  new 
patent  is  not  for  the  same  invention  as  that  embraced  and  secured  in 
the  original  patent. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  December,  1872.) 

Final  hearing  upon  pleadings  and  proofs. 
Suit  brought  on  letters  patent  for  "improvement  in  cushions 
for  billiard  tables,"  granted   to  the  complainant  December  18, 
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1866,  and  reissued  March  9,  1869.  A  description  of  the  inven- 
tion, quoted  from  the  specification,  together  with  the  claim,  will 
be  found  in  the  opinion  of  the  court. 


-'- 


LL 


) 


VOL.  VI — IO 


I46  SOUTHERN   DISTRICT   OF   NEW   YORK. 

Decker  v.  Grote. 

In  the  accompanying  engravings,  figure  1  shows  the  complain- 
ant's cushion  in  cross-section.  Figure  2  shows  more  fully  the  ar- 
rangement of  the  elastic  cloth.  This  cloth,  inclosing  a  cord  of 
catgut  or  other  material,  is  cemented  to  the  face  of  the  cushion, 
and  supports  its  upper  edge  ;  the  whole  being  then  covered  with 
the  ordinary  cloth  of  the  cushion.  The  various  parts  are  described 
by  letters  of  reference  in  the  opinion  below.  Figure  3  shows  the 
cushion  patented  by  John  Syrcher.  The  arrow  indicates  a  strip  of 
horn  inserted  in  the  cushion.  Figure  4  shows  the  device  described 
in  the  rejected  application  of  W.  B.  Carpenter,  having  a  piece  of 
wire  or  whalebone  along  the  edge  of  the  cushion. 

William  y.  A.  Fuller ■,  for  complainant. 

Benjamin  JR.  Lee  and  Anthony  Pollak,  for  defendants. 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to  the 
plaintiff,  March  9,  1869,  for  an  u  improvement  in  cushions  for 
billiard  tables,"  the  original  patent  having  been  granted  to  him 
December  18,  1866.  The  specification  of  the  reissued  patent 
says :  "  My  invention  has  for  its  object  the  preservation  of  cush- 
ions for  billiard  tables  against  the  impact  of  the  ball.  The  nature 
of  my  invention  consists  in  the  employment  or  use  of  a  catgut  or 
other  strong  cord,  located  in  or  at  the  upper  corner  or  edge  of  the 
cushion,  and  immediately  at  the  point  against  which  the  ball 
strikes  when  the  game  of  billiards  is  played.  .  .  .  C  is  a 
body  of  rubber,  which  forms  a  cushion  against  which  the  ball 
strikes.  This  said  rubber  cushion  has  its  inner  or  face  side  bev- 
eled in  such  a  manner  that  the  ball  strikes,  at  about  its  center, 
against  the  upper  corner  or  point  of  the  cuphion,  as  clearly  shown 
at  tf,  figure  1.  For  the  purpose  of  protecting  the  upper  corner  or 
edge  of  the  cushion,  C,  against  the  impact  of  the  ball,  I  make 
a  small  concave  or  bed  immediately,  or  as  near  as  may  be,  in  the 
upper  corner  of  the  cushion,  so  that  a  suitable  cord,  J2,  or  other 
support,  may  be  fitted  longitudinally  the  whole  length  of  the  said 
cushion  around  the  table,  so  that  the  cushion  is  fully  protected^ 
on  all  sides  of  the  table,  against  the  impact  of  the  ball.  For  this 
cord  and  support  of  the  cushion,  I  usually  employ  catgut,  or  cord 
may  be  used  for  the  same  purpose ;  but  experience  proves  that 
catgut  is  most  suitable  for  the  purpose,  as  it  is  best  adapted  to 
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prevent  the  cushion  from  giving  way  or  yielding  under  the  im- 
pact of  the  ball,  it  being  understood  that  the  ball  only  comes  in 
contact  with  the  cushion  at  0,  the  bevel  or  inclination  being  given 
the  face  of  the  cushion  in  order  that  all  other  parts  of  it  will  be 
kept  clear  of  the  ball.  This  cord,  jE",  may  be  more  thoroughly 
secured  in  its  position  by  molding  it,  or  imbedding  it,  entirely 
within  the  rubber,  near  the  corner,  so  as  to  perform  the  functions 
for  which  it  is  designed  ;  or  it  may  be  secured  by  gluing  a  strip 
of  cloth,  £,  over  it,  when  not  fully  imbedded  by  the  rubber ;  or  it 
may  be  secured  by  any  other  well-known  means.  D  is  a  strip 
of  elastic  cloth,  which  is  cemented  to  the  face  side  of  the  rub- 
ber strip  or  cushion,  C,  and  attached,  at  its  lower  edge,  to  the 
lower  part  of  B"  (elsewhere  described  as  a  strip  or  cleat  behind 
C),  "so  as  to  support  the  upper  edge, a,  of  C  It  will  be  under- 
stood that  the  cord  E  is  attached  to  D  before  the  latter  is  secured 
to  the  cushion  C  and  cleat  B.  To  make  the  whole  more  secure, 
I  usually  cover  the  whole  with  the  cloth  jF,  and  after  cover  the 
whole  again  with  the  usual  green  cloth  G,  This  cord,  E,  per- 
forms two  very  important  functions,  viz  :  it  gives  stiffness  to  the 
angle  or  corner,  a,  of  the  cushion  C,  so  that  it  can  not  yield  or 
give  way,  under  the  impact  of  the  ball,  to  allow  the  latter  to  pass 
over  it ;  and  it  also  gives  prominence  to  the  said  angle,  so  as  to 
present,  under  the  yielding  of  the  cushion,  a  stiff,  narrow  line  to 
the  ball,  thus  obviating  much  friction,  so  as  not  to  impede  the 
motion  of  the  latter,  and  still  not  interfering  in  the  least  with  the 
elastic  effects  of  the  cushion  upon  the  ball."  The  claim  is  in 
these  words  :  "  The  catgut  or  other  cord,  2?,  partially  or  fully  im- 
bedded, or  otherwise  attached,  at  the  angle,  0,  of  the  rubber  cush- 
ion C,  so  as  to  protect  said  cushion  against  the  impact  of  the  ball, 
substantially  as  herein  shown  and  described,  and  for  the  purposes 
set  forth." 

It  is  quite  apparent  that  the  invention  set  forth  is  the  placing, 
and  firmly  securing,  along  the  upper  edge  or  corner  of  the  rub- 
ber cushion,  a  strong,  narrow  cord,  to  receive  the  impact  of  the 
ball  and  protect  the  cushion  against  such  impact,  by  reason  of  its 
being  placed  at  the  point  against  which,  and  against  which  alone, 
the  ball  strikes.  When  the  impact  comes,  the  stiff  cord  receives 
it,  in  substantially  a  horizontal  direction,  and  prevents  the  cush- 
ion from  giving  way  under  such  impact,  and  allowing  the  ball  to 
ride  over  it  and  leave  the  table  ;  while,  at  the  same  time,  there  is 


I48  SOUTHERN   DISTRICT   OF   NEW  YORK, 


Decker  v.  Grote. 


little  friction  from  the  impact,  and  the  elastic  force  of  the  rubber 
acts  fully  through  the  cord,  interposed  between  it  and  the  ball,  to 
repel  the  ball  in*  substantially  a  horizontal  direction. 

The  great  utility  of  the  invention,  in  tending  toward  perfection 
in  the  billiard  table,  is  shown  by  the  evidence.  The  inventor  was 
an  experienced  manufacturer  of  billiard  tables.  The  cushion 
had,  up  to  the  time  of  his  invention,  in  the  latter  part  of  1864, 
been  faced  with  a  flat  facing,  made  of  various  materials.  But 
the  flat  facing  failed  to  add  the  necessary  greater  proportional 
strength  to  the  upper  corner  or  edge,  and  the  plaintiff  sought  to 
do  that ;  while,  at  the  same  time,  the  rubber  below  the  edge,  not 
being  faced,  would  have  its  elastic  action  left  unimpaired.  The 
idea  of  a  cord  of  catgut,  to  be  secured  to  the  upper  edge,  sug- 
gested itself  to  him.  He  arranged  it  in  the  manner  described  in 
the  specification  of  the  reissue  and  shown  in  the  drawing,  by  lay- 
ing the  catgut  along  the  edge  of  the  elastic  cloth  which  he  had 
been  using  as  a  facing,  and  securing  it  there  by  wrapping  a  piece 
of  cloth  around  it,  and  attaching  that  to  the  elastic  cloth,  and 
cementing  the  latter  to  the  rubber.  The  moment  the  invention 
became  known,  it  went  extensively  into  use,  and  the  cushion  thus 
made  superseded  all  other  forms.  A  resulting  feature  of  the  ar- 
rangement is  shown  by  the  evidence  to  be  that  a  larger  amount 
of  the  elasticity  of  the  cushion  is  brought  to  bear  at  the  point  of 
contact  of  the  ball  with  the  cord  than  when,  in  the  absence  of  the 
cord,  the  ball  strikes  the  rubber  itself.  The  cushion  is  also  pro- 
tected from  wear.  Greater  accuracy  also  results  in  respect  to  the 
direction  the  ball  takes  in  rebounding. 

In  the  defendants'  arrangement,  the  cord  is  imbedded  in  the 
rubber  cushion,  at  the' upper  edge  of  it,  and  is  secured  there  by 
being  placed  in  it  while  the  rubber  is  plastic  and  before  it  is  vul- 
canized, and  by  having  a  thin  portion  of  the  rubber  interposed 
between  the  cord  and  the  outside  of  the  edge.  There  is  no  doubt 
that  the  defendants'  arrangement  embodies  the  invention  claimed 
in  the  plaintiff's  reissued  patent,  and  has  the  same  mode  of  opera- 
tion in  use. 

The  novelty  of  the  invention  is  attacked  by  reference  to  an 
application  filed  in  the  Patent  Office,  January  18,  1858,  by  Will- 
iam B.  Carpenter,  for  a  patent  for  an  "  improvement  in  billiard 
cushions,"  and  which  was  rejected  April  10, 1858.  The  specifi- 
cation filed  by  Carpenter  says :    "  The  nature  of  my  invention 
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consists  in  providing  a  block  of  India-rubber,  cut  or  molded  in 
the  desired  shape,  with  a  groove,  which  groove  is  to  be  made 
along  the  entire  upper  and  outer  edge,  in  which  groove  is  to  be 
placed  a  wire  composed  of  whalebone,  steel,  brass,  or  other  elastic 
material  suitable  for  the  purpose."     Carpenter  then  proceeds  to 
say,  in  the  specification,  that  he  makes  a  groove  at  the  outer  and 
along  the  entire  upper  edge  of  the  rubber,  and  inserts  in  the 
groove,  along  its  length,  a  round  piece  (the  size  of  the  groove)  of 
whalebone,  or  steel  or  brass  wire.     The  drawing  shows  the  wire 
lying  in  the  groove,  and  not  otherwise  secured,  and  with  its  upper 
face  exposed  to  view.     The  specification  says  that  the  cushion  is 
to  be  "covered  with  cloth,  in  the  usual  manner  of  billiard  cush- 
ions," and  is  then  ready  to  be  used.     It  then  states,  as  the  reasons 
for  such  arrangement  of  cushion,  that,  if  a  ball  is  played  against 
a  square-edged  cushion  of  rubber,  all  parts  of  the  same  being 
equally  elastic,  the  momentum  of  the  ball,  if  the  stroke  be  an 
energetic  one,  will  be  liable  to  so  far  overcome  the  resistance  of 
the  rubber  as  to  cause  the  ball  to  jump  or  hop  either  on  or  off 
of  the  table ;  that  he  wishes  to  preserve  the  delicate  elasticity  of 
the  rubber,  and,  at  the  same  .time,  to  keep  the  ball  at  all  times 
upon  the  table  and  free  from  hopping  or  jumping  ;  that,  to  accom- 
plish this,  he  makes  the  groove  in  the  rubber,  and  inserts  therein 
the  whalebone  or  wire,  and  that  this  has  the  effect  of  stiffen- 
ing the  entire  upper  edge,  and  prevents  the  momentum  of  the 
ball  from  overcoming  the  weakest  part  of  the  rubber ;  because, 
u  when  the  ball  advances  with  considerable  force,  and  is  imbed- 
ded into  rubber,  the  whalebone  or  wire  is  lifted,  the  ball  acting 
as  a  wedge,  and,  from  the  natural  tendency  of  the  wire  to  resume 
its  former  position,  it  hugs  the  ball  firmly  upon  the  table,  which 
allows  the  rubber  to  repel  the  ball  without  hopping  or  jumping." 
The   drawing    accompanying    Carpenter's    specification    corre- 
sponded therewith,  in  showing  the  rod  of  whalebone  or  wire  as 
being  laid  in  a  groove  cut  in  the  top  surface  of  the  rubber,  along 
the  upper  and  outer  edge.     But  the  model  he  sent  therewith 
showed  the  groove  as  cut  just  below  the  top  surface,  and  in  that 
face  of  the  cushion  which  would  be  toward  the  bed  of  the  table. 
The  Patent  Office,  in  a  letter  to  Carpenter,  of  January  20,  1858, 
called  his  attention  to  this  discrepancy,  and  stated  that  the  model 
showed  the  groove  u  along  that  face  of  the  rubber  cushion  against 
which  the  ball  strikes,"  and  suggested  to  him  that,  if  his  specifi- 
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cation  and  drawing  were  correctly  understood,  a  different  model 
would  be  necessary.  In  reply,  he  wrote  to  the  office,  saying  that 
the  specification  exactly  described  what  was  meant  to  be  described, 
and  that  the  drawing  agreed  therewith  ;  that  there  was  a  discrep- 
ancy between  the  specification  and  drawing  and  the  model ;  and 
that  he  would  make  another  model,  showing  the  invention  truly,  as 
he  wished  it  to  be  shown — that  is,  with  the  groove  and  wire  "  at 
the  upper  and  outer  edge  of  the  rubber,  and  not  at  the  inner 
edge,  immediately  in  contact  with  the  ball."  The  new  model, 
constructed  to  correspond  with  the  specification  and  drawing,  was 
sent,  and  filed  January  26,  1858,  and  the  application  was  rejected, 
as  before  stated.  The  ground  of  rejection  was  a  patent  granted 
to  the  present  plaintiff,  December  15, 1857,  u*°r  tne  combination 
of  a  steel  spring  with  India-rubber  for  the  same  purpose."  The 
claim  asked  for  and  rejected  was  "  the  forming,  in  a  block  of  rub- 
ber for  billiard  cushions,  the  groove,  and  inserting  therein  the 
round  whalebone,  steel,  or  other  wire,  substantially  and  for  the 
purpose  as  herein  described."  On  Juue  5,  1858,  Carpenter  wrote 
to  the  office  that  he  withdrew  his  application. 

It  is  impossible  to  regard  this  application  as  anticipating  the 
plaintiff's  invention.  The  invention  of  Carpenter,  as  shown  in 
his  specification  and  drawing  and  correct  model,  was  one  of  a 
wholly  different  character  from  that  of  the  plaintiff.  Carpenter 
shows  that  he  intended  that  the  ball  should  be  played  against  the 
rubber,  and  should  imbed  itself  "  into  the  rubber,"  and  that  the 
rubber  should  not  receive  the  impact  of  the  ball  through  the  me- 
dium of  the  whalebone  or  wire.  His  device  was  one  merely  to 
put  a  stiff  piece  of  elastic  material  along  the  upper  face  of  the 
rubber,  which  should  be  lifted  by  the  force  of  the  ball,  when  the 
ball  imbedded  itself  in  the  rubber  beneath,  and  should,  by  its 
action  as  a  spring,  hug  the  ball  down  to  the  table,  and  prevent 
its  hopping  or  jumping.  This  is  a  different  arrangement,  and 
for  a  different  purpose,  from  that  of  the  plaintiff.  In  Carpenter's 
arrangement,  the  whalebone  or  wire  does  not  receive  the  impact 
of  the  ball,  and  does  not  protect  the  cushion  against  such  impact, 
and  is  not  placed  at  the  point  against  which,  and  against  which 
alone,  the  ball  strikes ;  the  whalebone  or  wire  has  no  effect  to 
reduce  the  friction  of  the  impact  of  the  ball ;  the  elasticity  of  the 
rubber  is  not,  by  the  wire,  concentrated  at  the  point  of  impact  of 
the  ball ;  the  cushion  is  not  protected  by  the  wire  from  wear  at 
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the  point  where  the  ball  strikes  ;  and  no  greater  accuracy  of  di- 
rection in  the  ball,  in  rebounding,  results  from  the  use  of  the  wire. 
These  are  all  features  of  the  plaintiff's  arrangement.  The  only 
feature  that  is  common  to  the  two  arrangements  is,  that  the  stiff- 
ening of  the  edge  of  the  rubber  has  the  effect  to  prevent  the  ball 
from  jumping.  But  this,  while  it  is  an  incident  of  the  plaintiffs 
arrangement,  does  not  cover  other  features  which  the  claim  of  his 
patent,  read  in  connection  with  the  body  of  his  specification,  sets 
forth  as  inherent  in  his  arrangement ;  and  those  features,  so  set 
forth,  are  not  found  in  Carpenter's  arrangement. 

Another  difficulty  in  Carpenter's  arrangement  is,  that  he  neither 
shows  nor  describes  any  mode  of  fastening  or  securing  the  whale- 
bone or  wire  in  the  groove,  except  that,  after^it  is  "placed"  or 
44  inserted  "  in  the  groove,  the  cushion  is  be  "  covered  with  cloth, 
in  the  usual  manner  of  billiard  cushions."  It  is  evidently  not  in- 
tended to  be  secured  or  fastened,  so  as  to  become,  as  is  necessary 
in  the  plaintiff's  arrangement,  an  integral  part  of  the  structure 
of  the  rubber  cushion  ;  for  Carpenter  describes  it  as  intended  to 
be  lifted  by  the  action  of  the  ball,  as  a  wedge,  when  imbedded 
in  the  rubber  beneath  it.  Hence,  in  Carpenter's  arrangement,  the 
wire  does  not  receive  a  practically  horizontal  blow  from  the  ball, 
and,  in  yielding,  compress  the  rubber  behind  it,  and  bring  the 
elastic  force  of  such  rubber  into  action  to  repel  the  ball  in  a 
horizontal  direction.  That  is  an  essential  feature  of  the  plaint- 
iffs arrangement ;  for  he  says,  in  the  specification  of  his  reissue, 
that  the  face  of  the  rubber  cushion  is  so  beveled  that  the  ball 
strikes,  at  about  its  center,  against  the  upper  corner  or  edge  of 
the  cushion,  along  and  in  which  the  cord  lies,  and  that  the  ball 
does  not  come  in  contact  with  the  cushion  at  any  other  part  of 
the  cushion.  A  lifting  of  the  cord,  as  in  Carpenter's  arrange- 
ment, would  entirely  destroy  the  plaintiff's  arrangement.  Hence* 
the  pla in ti ft"  firmly  secures  his  cord  in  place,  so  that  it  may  receive 
the  horizontal  blow.  No  such  arrangement  is  found  in  Carpen- 
ter's specification  ;  but  such  arrangement  is  found  in  the  defend- 
ants' structure.  The  thin  edge  of  rubber,  interposed  between  the 
defendants'  cord  and  the  outer  extremity  of  the  cushion,  merely 
acts  to  hold  the  cord  in  place,  so  that  it  may  be  always  in  position 
to  receive  a  practically  horizontal  blow,  and  is  a  mere  equivalent 
for  the  cloth  in  which  the  plaintiff  wraps  his  cord.  There  is  an 
advantage,  as  respects  utilizing  the  elastic  force  of  the  rubber  to 


152  SOUTHERN   DISTRICT   OF   NEW   YORK. 

Decker  u.  Grote. 

the  greatest  possible  degree,  in  having  the  cord  as  near  to  the  ball 
as  possible ;  but,  if  it  makes  too  prominent  an  edge,  its  covering 
is  apt  to  wear  too  rapidly.  But  that  is  a  question  only  of  dura- 
bility. The  invention  of  the  plaintiff  is  employed  if  the  cord  is 
found  in  the  place  indicated,  so  firmly  secured  and  so  arranged 
as  to  act  always,  in  the  manner  indicated,  in  combination  with 
the  cushion  behind  it,  in  reference  to  a  blow  from  the  ball,  deliv- 
ered in  the  manner  stated.  The  defendants  make  and  sell  a 
structure  of  that  kind,  and  no  such  structure  is  found  in  Carpen- 
ter's arrangement. 

As  respects  what  appears  in  Carpenter's  first  or  incorrect  model 
(both  of  the  models  being  now  in  the  Patent  Office),  it  is  mani- 
fest that  he  never  pretended  to  have  made  an  invention  of  any- 
thing shown  in  it,  if  it  shows  anything  different  from  what  is 
shown  in  his  second  model.  He  expressly  says,  in  his  letter  to 
the  office,  that  the  first  model  does  not  show  his  invention- "  truly." 
Whatever  there  is  in  the  first  model,  therefore,  that  is  different 
from  what  is  in  the  second  model,  was,  at  most,  a  mere  abandoned 
experiment,  not  amounting  to  an  invention.  It  is  manifest,  more- 
over, thai  a  structure  like  that  represented  by  such  first  model 
would  be  open  to  many  of  the  objections,  before  specified,  to 
which  one  like  such  second  model  is  open. 

Carpenter  was  examined  as  a  witness  on  the  part  of  the  de- 
fendants. His  name  is  not  set  forth  in  the  answer  as  that  of  a 
person  to  or  by  whom  the  plaintiff's  invention  was  previously 
known  or  used.  His  application  of  January  18,  1858,  is  referred 
to  in  the  answer  as  containing  the  plaintiff's  invention ;  but  his 
place  of  residence  at  the  time  of  putting  in  the  answer  is  not 
given  in  the  answer.  After  he  was  sworn  as  a  witness,  and  be- 
fore any  questions  were  put  to  him,  an  objection  was  entered  on 
the  record,  on  the  part  of  the  plaintiff,  to  his  being  examined,  on 
the  ground  that  he  had  not  been  named  in  the  answer,  and  that 
the  notice  required  by  statute  had  not  been  given  of  his  examina- 
tion. The  bill  in  this  suit  was  filed  in  August,  1871-  He  was 
cross-examined  de  bene  esse,  under  the  same  objection  so  made 
to  his  direct  examination.  Such  objection  to  the  testimony  of 
Carpenter,  so  far  as  it  tends  to  prove  prior  knowledge  or  use  of 
the  plaintiff's  invention,  was  insisted  on  at  the  hearing,  and  a 
motion  was  made  by  the  plaintiff  to  strike  out  such  testimony,  in 
such  respect.     The  motion  must  be  granted. 
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But,  even  if  the  testimony  of  Carpenter  were  to  be  admitted 
in  such  respect, -it  adds  nothing  to  what  appears  in  his 'applica- 
tion. He  says  that  he  made  experiments  with  u  the  cushions " 
shown  in  the  two  models  before  he  applied  for  a  patent ;  that 
those  experiments  were  using  u  a  cushion  "  two  feet,  or  less,  long, 
screwed  to  the  bed  of  a  table,  and  tested  for  about  half  a  day  by 
various  parties ;  thatsuch  experiments  were  considered  satisfactory 
enough,  in  hindering  the  ball  from  jumping,  to  apply  for  a  patent ; 
and  that  the  cushion  stood  the  blows  of  the  ball,  and  the  wire  was 
not  dislodged.  It  does  not  appear  that  any  billiard  table,  pro- 
vided with  such  cushions  as  Carpenter's,  was  ever  made  by  him 
or  any  one  else.  The  whole  matter,  so  far  as  Carpenter  testifies 
to  having  done  anything,  was  an  abandoned  experiment. 

What  is  found  in  letters  patent  granted  to  John  Syrcher,  No- 
vember 10,  1863,  for  a  "billiard  cushion,*'  is  adduced  to  destroy 
the  novelty  of  the  plaintiff's  invention.  Syrcher  uses  thin  strips 
of  horn,  cut  spirally,  in  connection  with  hard  or  soft  rubber,  to 
form  a  cushion.  The  strip  of  horn  is  used  as  a  facing  to  the  rub- 
ber pad,  or  is  inserted  into  a  long  slit  cut  in  the  pad,  and  made 
fast  therein  by  rubber  cement.  The  grain  of  the  horn,  in  the 
spiral  strip,  runs  crosswise  of  the  strip,  so  that,  when  the  ball 
strikes  the  cushion,  the  spring  action  of  the  horn,  although  cross- 
wise of  the  strip,  is  with  the  grain,  and  not  crosswise  of  the  grain. 
When  the  strip  is  inserted  in  the  pad,  it  is  shown  as  extending 
downward  from  the  upper  exterior  corner  of  the  pad,  in  a  slant- 
ing direction,  away  from  the  face  of  the  pad.  A  facing  to  the 
pad  presents  nothing  in  common  with  the  plaintiff's  invention. 
In  the  case  of  the  inserted  strip  of  Syrcher,  the  action  of  the 
cushion,  under  the  impact  of  the  ball,  is  different  from  what  it  is 
in  the  plaintiff's  arrangement.  The  cushion  does  not  yield  in 
substantially  a  horizontal  direction,  because  of  the  interposition 
of  the  strip  of  horn.  For  the  same  reason,  the  resilience  of  the 
rubber  is  not  returned  to  the  ball  in  substantially  a  horizontal  di- 
rection. By  inserting  the  strip,  Syrcher  destroys  the  homogene- 
ous character  of  the  cushion.  The  plaintiff  preserves  the  homo- 
geneous'character  of  the  cushion.  From  this  difference  results 
the  different  action  of  the  two  cushions  under  the  impact  of  the 
ball  and  in  response  thereto.  It  follows  that  nothing  in  Syrcher's 
arrangement  anticipated  the  plaintiff's  invention. 

As  to  what  Delaney  did  in  California,  he  details  a  series  of 
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abortive  and  abandoned  experiments.  He  himself  calls  them  ex- 
periments. One  of  them  he  describes  as  the  use  of  rubber,  with 
"  whalebone  and  drum-snares  cut  into  the  upper  edge,  and  there 
fastened  into  the  groove  with  court-plaster,  to  hold  the  whalebone 
or  drum-snares  put  into  the  rubber." 

He  says  that  he  inserted  the  drum-snare  as  close  as  possible  to 
the  upper  edge  of  the  cushion,  along  such  edge,  "  and  about  one- 
fourth  of  an  inch  from  the  face  where  the  ball  strikes ;"  that  he 
discontinued  the  use  of  drum-snares,  and  commenced  using  whale- 
bone, because  he  thought  it  was  better,  as  having  more  elasticity  ; 
that  he  discontinued  the  use  of  whalebone  because  some  one  of- 
fered to  furnish  him  strips  at  less  money  than  he  was  paying  if 
he  would  use  such  strips;  and  that  he  did  not  apply  for  a  patent 
for  inserting  drum -snares  or  whalebones  in  rubber  billiard  cush- 
ions, because  he  did  not  think  it  was  of  any  value  at  the  time. 

The  answer  sets  up  that  the  reissued  patent  granted  to  the 
plaintiff  is  void,  for  the  reason  that  it  describes  and  claims  an 
invention  different  from  any  invention  described  or  claimed,  or 
intended  to  be,  in  the  original  patent,  or  shown  in  the  model,  draw- 
ings, or  application  on  which  the  original  patent  was  granted.  The 
drawings  of  the  reissue  are  the  same  as  those  of  the  original  patent. 

It  is  objected  (i)  that  the  original  patent  states  that  the  inven- 
tion consists  in  applying  a  cord  "  to "  the  upper  angle  of  the 
cushion,  while  the  reissue  states  that  it  consists  in  using  a  cord 
located  "  in  or  at "  the  upper  corner  or  edge  of  the  cushion  ;  (2) 
that  the  reissue  states  that  a  small  concave  or  bed  is  made  imme- 
diately, or  as  near  as  may  be,  in  the  upper  corner  of  the  cushion, 
in  which  the  cord  may  be  fitted,  while  the  original  specification 
and  the  drawings  disclose  no  such  concave  or  bed ;  (3)  that  the 
reissue  states  that  the  cord  may  be  more  thoroughly  secured  in  its 
position  by  molding  it,  or  imbedding  it,  entirely  within  the  rub- 
ber, near  the  corner,  while  the  original  specification  and  the 
drawing  do  not  suggest  any  such  thing ;  (4)  that  the  reissue  sug- 
gests the  imbedding  the  cord  partially  in  the  rubber,  while  noth- 
ing to  that  effect  is  found  in  the  original  specification  or  in  the 
drawing;  (5)  that  the  partially  or  fully  imbedding  the  cord, 
found  in  the  claim  of  the  reissue,  is  not  suggested  in  the  original 
specification  or  by  the  drawing.  The  specification  of  the  original 
patent  describes  the  cord  as  applied  to  the  edge  or  angle  of  the 
cushion,  by  inclosing  it  in  a  strip  of  cloth,  cemented  to  a  strip  of 
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elastic  cloth,  which  itself  is  cemented  to  the  face  side  of  the  rub- 
ber cushion.  Whether  this  cord  is  wholly  external  to  the  rubber 
cushion,  and  so  requires  to  be  firmly  attached  to  such  cush- 
ion by  applying  means  of  adhesion,  or  is  partly  within  such 
cushion,  and  so  can  be  more  easily  attached  with  firmness  thereto, 
or  is  wholly  within  the  cushion,  and  so  is  kept  firmly  in  its  place 
by  the  rubber  which  is  exterior  to  it,  is  a  mere  matter  of  mechani- 
cal adaptation,  having  no  relation  to  the  real  invention.  Each 
arrangement  is  an  equivalent  for  the  other,  as  respects  such  in- 
vention. One  may  involve  more  durability  than  the  other,  but 
that  is  a  point  aside  from  the  invention.  The  plaintiff  testifies 
that  when  he  arranged  the  cord  wholly  external  to  the  rubber 
cushion,  as  described  in  the  specification  of  his  original  patent, 
it  u  wore  the  cloth  a  little  faster  than  it  would  otherwise ;"  and 
that  he  then  had  a  set  of  molds  made  in  such  a  way  as  to  leave  a 
groove  in  the  upper  edge  of  the  cushion  to  receive  the  cord, 
which  obviated  the  objection  of  wearing  out  the  cloth.  This 
groove  admitted  of  a  partial  imbedding  of  the  cord  in  the  rub- 
ber. Imbedding  the  cord  wholly  in  the  rubber  was  a  mere  ques- 
tion of  degree.  The  plaintiff  was  entitled  to  use  all  these  forms, 
within  his  invention,  as  modifications  resulting  from  experience 
in  its  use,  not  involving  any  new  or  further  invention.  Within 
the  rule  laid  down  in  Seymours.  Osborne,  11  Wallace,  516,  it 
can  not  be  said,  in  this  case,  that  it  is  apparent  on  the  faces  of 
the  two  patents,  that  the  commissioner  has  exceeded  his  authority 
in  granting  the  reissue,  or  that  there  is  such  a  repugnancy  between 
the  two  patents  that  it  must  be  held,  as  a  matter  of  legal  con- 
struction, that  the  new  patent  is  not  for  the  same  invention  as 
that  embraced  and  secured  in  the  original  patent. 

It  results,  from  these  considerations,  that  there  must  be  a  decree 
for  the  plaintiff  for  a  perpetual  injunction,  and  an  account  of 
profits,  and  an  ascertainment  of  damages,  with  costs.* 


*  In  June,  1873,  the  case  of  Levi  Decker  v.  William  H.  Griffith,  brought 
on  the  same  patent,  was  decided  by  Judge  Woodruff.  In  his  opinion  he 
said :  "  The  billiard  cushion  manufactured  by  the  defendant  may,  very 
possibly,  be  an  improvement  upon  that  of  the  plaintiff,  in  respect  to  the 
use  of  a  device  for  giving  tension  to  the  wire  run  through  the  edge  of  the 
elastic  cushion,  and,  if  so,  may  be  patentable,  so  as  to  give  the  defendant 
the  exclusive  right  to  his  special  device.  Possibly,  also,  he  may  have  de- 
vised a  new  mode  of  introducing  the  wire,  by  a  perforation  near  the  edge 
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William  A.  Kirby  et  al. 

vs. 

The  Dodge  and  Stevenson  Manufacturing  Company 

et  al.     In  Eqijity. 

The  state  of  the  art  with  reference  to  Densmore's  patent  tor  harvesters 
considered. 

In  his  original  patent,  Densmore  does  not  claim  that  shifting  the  position 
of  the  main  wheel  relatively  to  the  height  of  the  cutter-frame  is  new, 
nor  that  placing  the  main  wheel  in  one  frame,  and  the  cutter,  or 
platform  and  cutter,  on  another,  is  new,  or  that  bringing  the  cutter- 
frame  and  the  wheel-frame  together,  so  as,  by  the  action  on  the  hinge, 
to  effect  the  raising  or  lowering  of  the  cutter,  is  new.  In  that  patent 
his  claims  were  confined  solely  to  other  devices,  to  assist  in  raking  the 
grain  and  supporting  the  blades  of  the  cutters. 

This  ofnission  to  claim  anything  in  respect  to  using  two  frames,  or  hing- 
ing one  frame  to  the  other,*  is  evidence,  when  the  novelty  of  the  device 
is  in  dispute,  that  Densmore,  when  he  took  out  his  patent,  was  aware 
that  he  could  not  claim  to  be  the  inventor  of  anything  more  than  the 
special  arrangement  or  relative  position  of  the  parts. 

The  question,  whether  the  reissued  patent,  if  construed  so  as  to  embrace 
anything  except  the  special  and  specific  arrangement  described  and 
shown  in  the  original  patent,  with  its  specification,  drawings,  and 
model,  can  be  sustained,  is  not,  upon  the  facts  in  this  case,  concluded 
by  the  decision  of  the  Supreme  Court  in  the  case  of  Whitely  v.  Kirbyy 
11  Wall.  678. 

Removing  the  bolt  described  in  the  original  patent,  and  which  secured  the 
ends  of  the  wheel-frame,  permitted  the  cutter-frame  to  undulate  as  the 
unevenness  of  the  ground  might  make  desirable,  and  was  tantamount* 
to  adding  another  device  to  the  machine. 

of  the  rubber.  Neither  of  these  concessions  will  justify  the  defendant  in 
using  the  substance  of  the  plaintiff's  invention  for  stiffening  and  regu- 
lating the  elastic  edge  of  the  cushion,  by  a  cord  attached  thereto  or  inserted 
therein,  or  in  employing  an  equivalent,  either  in  respect  of  material  used 
or  in  respect  of  the  manner  of  securing  the  cord,  so  that  it  may  perform 
its  office.  The  proof  is  without  contradiction,  that  the  infringing  device 
operates  in  the  same  way,  and  by  substantially  the  same  means,  to  pro- 
duce the  same  result.  In  regard  to  the  validity  of  the  reissue,  I  concur 
with  Judge  Blatchford,  in  the  case  of  Decker  v.  Grote.' 


»* 
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With  the  bolt  withdrawn,  Densmore's  machine  was  not  a  practical  ma- 
chine for  use,  and  was  not  so  regarded  by  himself. 

If  the  claim  of  the  patentee  be  regarded  as  a  broad  claim  to  hinging  the 
frame  of  the  cutters  to  the  wheel-frame,  and  making  it  adjustable  by 
changing  the  relative  elevation  of  the  two  frames,  it  is  anticipated. 

If  the  patentee  had  invented  before,  or  when  his  patent  was  granted,  a 
means  or  mode  of  bringing  the  cutters  to  the  ground,  so  as  to  follow 
the  undulations  of  the  surface,  in  view  of  the  state  of  the  art,  he  was, 
at  the  utmost,  entitled  simply  to  the  special  arrangement  or  position 
of  the  parts. 

In  fact,  the  patentee,  when  the  patent  was  granted,  had  made  no  invention 
which  permitted  the  cutters  to  vibrate,  so  as  to  follow  the  undulations 
of  the  ground  when  in  use,  and  showed  no  6uch  invention  or  device 
in  his  original  specification,  drawings,  or  model;  and  in  so  far  as  the 
reissue  claims  to  secure  such  a  device,  it  is  invalid. 

The  claims  of  the  reissue  relate  to  entirely  different  and  distinct  parts  of 
the  machine  from  those  of  the  original. 

The  reissue  was  an  attempt  to  extend  the  original  over  a  feature  in  har- 
vesting-machines which  it  did  not  embrace,  and  which  the  patentee 
had  in  nowise  conceived  when  he  obtained  his  patent. 

Construing  the  patent  for  the  specific  arrangement  of  two  frames,  in  the 
position  and  mode  of  operation  described  in  the  specification,  the  de- 
fendants have  not  infringed. 

(Before  Woodruff,  J.,  Northern  District  of  New  York,  December,  1872.) 

*  * 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  "  for  improvement  in  grain - 
harvesters,"  granted  to  Byron  Densmore,  February  10,  1852, 
assigned  to  D.  M.  Osborne  and  W.  A.  Kirby,  and  reissued  to 
them  January  28,  1862,  as  No.  1,262,  and  extended  for  seven 
years  from  February  10,  1866. 

The  main  question  in  the  present  case  related  to  the  interpre- 
tation to  be  given  to  the  first  claim  of  the  reissued  patent.  The 
same  patent  had  been  before  the  courts  in  the  case  of  Kirby  v. 
Whitely*  in  the  Circuit  Court  for  the  Southern  District  of  Ohio, 
in  1866,  and  in  the  same  case  on  appeal  to  the  Supreme  Court  of 
the  United  States.  11  Wall-  679.  The  reissue  was  sustained 
in  both  cases. 

The  specification  of  the  original  patent  was  as  follows : 

To  all  to  whom  these  presents  shall  come:  Be  it  known  that  I,  Byron 
Densmore,  of  the  town  of  Sweden,  in  the  county  of  Monroe  and  State  of 
New  York,  have  invented  a  new  and   useful   improvement  in  reaping- 
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machines,  for  cutting  wheat  and  other  ii—  II  gnbm*mnd  I  do  hereby  declare 
that  the  following  i»  a  fiilT,  clear,  and  exact  description  of  the  construction 
and  operation  of  the  same,  reference  being  had  to  the  annexed  drawings, 
making  part  of  this  specification,  in  which  fig.  i  is  a  perspective  view  of 
the  machine;  fig.  2  is  a  vertical  longitudinal  section  through  the  driving- 
wheel,  showing  the  reciprocating  lever,  the  springs,  the  cords  that  connect 
the  reciprocating  lever  to  the  rake,  the  pulleys  that  conduct  the  cords  and 
teeth  of  the  rake;  fig.  3  is  a  view  of  the  platform  with  the  covering  of  the 
rake  removed,  showing  the  finger-piece  and  fingers,  the  sickle,  the  plates 
that  support  the  sickle,  the  parallel-rods  on  which  the  rake  vibrates,  the 
rake,  the  attachment  of  the  cords  to  the  rake,  the  pulleys,  the  crank  on 
which  the  small  ground-wheel  is  hung  that  carries  the  leu  side  of  the  ma- 
chine and  the  winch  for  adjusting  said  crank;  fig.  4  is  a  view  of  the  outer 
side  of  the  grooved  cam,  showing  the  ratchet-wheel,  the  hand  and  spring 
that  holds  the  hands  into  the  ratchet-wheel ;  fig  5  is  a  vertical  longitudinal 
view  of  the  plates  that  support  the  sickle ;  fig.  6  is  a  view  of  the  back  tooth 
of  the  rake.  My  invention  and  improvements  consist  in  a  new  arrangement 
for  raking  the  grain  from  the  machine,  likewise  in  a  new  arrangement  for 
raising  and  lowering  the  machine  to  vary  the  height  of  the  cut;  also  in  a 
new  mode  of  hanging  the  sickle,  which  will  be  particularly  described. 
The  same  letters  indicate  like  parts  in  all  the  figures.  The  finger-piece  H 
is  made  fast  to  the  parallel  hounds  A  and  a ;  to  these  hounds  the  tongue 
is  attached.  The  team  is  harnessed  to  the  tongue  in  the  usual  manner. 
The  frame  B  and  b  is  attached  to  the  hounds  A  and  a,  a  few  inches  in 
front  of  the  finger-piece,  by  straps  of  iron,  as  at  C,  fig.  2;  these  straps  of 
iron  are  bolted  to  each  side  of  the  hounds,  and  extend  up  on  the  sides  ot 
the  side-pieces  of  the  frame,  and  a  bolt  passes  through  the  tops  of  these 
straps,  and  through  the  side-pieces  of  the  frame  B  and  £,  and  from  a 
hinge;  the  front  end  of  the  frame  is  fastened  to  the  upright  pieces,  £>,  Z>, 
by  bolts,  and  these  bolts  are  shifted  into  different  holes  in  these  upright 
pieces,  to  vary  the  height  of  the  cut.  The  seat  for  the  driver  is  formed  on 
the  upright  pieces.  The  axle  of  the  driving-wheel,  IS,  JS,  has  its  bearings 
on  the  side-pieces  of  the  frame  B  and  b,  so  far  back  as  only  to  leave  room 
lor  the  driving-wheel  to  run  clear  of  the  back  cross-piece  of  the  frame;  to 
the  center  end  of  the  axle  of  the  driving-wheel,  is  attached  a  master-spur 
cog-wheel,  that  meshes  into  a  pinion  in  front  of  it,  which  is  hung  on  a 
short  arbor  that  has  one  of  its  bearings  on  the  under  side  of  the  side- 
piece  b  of  the  frame,  and  the  other  bearing  on  the  under  side  of  a  piece 
of  timber  framed  parallel  to  the  side-piece  6,  and  about  eight  inches  out- 
side of  it.  Outside  of  the  spur-pinion,  on  the  same  arbor,  is  a  bevel  cog- 
wheel, that  meshes  into  a  pinion  that  is  hung  on  an  arbor  which  has  its 
bearings  on  the  cross-girts  of  the  frame,  and  extends  back  of  the  frame; 
on  the  back  end  of  this  arbor  is  hung  a  small  fly-wheel,  that  has  an  inner 
wrist  through  the  plane  of  it,  about  two  and  three-eighth  inches  from  the 
center,  which  forms  a  crank  that  drives  the  sickle;  to  this  pin  or  wrist  is 
attached  a  rod  or  pitman,  which  is  connected  to  the  sickle  </,  dt  dy  </,  ^g.  3. 
The  sickle,  instead  of  resting  upon  the  fingers  e,  e,  e,  e,  e,  e,  e,  e,  e,  e,  in  the 
usual  way,  for  support,  is  supported  by  the  iron  plate  /*,  fy  f,  figs.  3  and  5 ; 
these  plates  are  made  fast  to  the  edge  of  the  finger-piece  //,  and  project  in 
front  of  it,  say  two  and  one-half  inches,  and  thus  form  a  bearing  for  the 
sickle  or  blade  in  sections,  separate  from  the  fingers,  and  the  fingers  are 
so  shaped  as  not  to  touch  the  sickle  more  than  one-fourth  of  an  inch  back 
of  the  cut,  but  are  grooved  out  in  the  rear  or  under  the  back  part  of  the 
sickle,  say  one-fourth  of  an  inch,  thereby  preventing  choking,  by  giving 
the  straws  room  to  slide  or  drop  out.  The  small  ground-wheel  .F,  that 
carries  the  left  side  of  the  machine,  is  hung  on  the  crank  A,  figs.  1  and  3,. 
which  is  supported  by  boxes  on  each  side  of  the  wheel,  made  fast  to  the 
frame,  G,  G  ;  the  center  end  of  this  crank,  or  its  shaft,  is  made  square,  and 
the  holes  in  the  end  of  the  lever  g  are  fitted  to  it,  one  diamonding  and  the 
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other  square.     To  vary  the  height  of  the  cut,  at  the  left  side  of  the  ma- 
chine, the  lever  g  is  taken  off  from  the  crank,  and  shifted  as  desired,  and 
then  fastened  down  to  the  frame,  at  g.     The  grooved  cam  M  is  hung  on 
the  inner  end  of  the  axle  of  the  driving-wheel,  and  is  made  to  turn  upon 
it  like  a  loose  pulley,  and  is  made  to  revolve  with  the  driving-wheel,  when 
necessary,  by  the  hand  /,  fig  4,  holding  in  the  ratchet-wheel  /.     The  cir- 
cular spring  y  holds  the  hand  into  the  notches  of  the  ratchet-wheel,  and 
prevents  it  from  falling  out  when  it  passes  the  under  side.     The  friction 
roller  £,  fig.  2,  works  on  the  groove  of  the  cam  M;  it  is  attached  to  the  re- 
ciprocating lever  k,  at  /,  fig.  2 ;  the  lever  is  attached  to  the  frame,  say 
fifteen  inches  in  front  of  the  friction  roller,  at  2,  by  means  of  a  plate  of 
iron,  which  is  bolted  to  the  under  side  of  the  lever  K ;  this  plate  has  bear- 
ings projecting  out  each  side  of  the  lever,  to  which  are  fitted  boxes  that 
are  bolted  to  the  frame,  forming  a  hinge,  on  which  the  lever  vibrates;  the 
front  end  of  this  lever  is  turned  upward  and  extends  forward  of  the  point 
of  attachment  to  the  frame,  say  fifteen  inches,  as  at  3,  fig.  2,  and  is  attached 
to  the  spring  m,  in  the  manner  hereinafter  described      As  the  grooved  cam 
Af  revolves,  the  friction  roller  K  is  moved  downward  from  /  to  4,  fig.  2 ; 
and  the  lever  K  is  moved  downward  with  it,  and  the  back  end  of  the  lever 
K  is  made  to  pass  down  from  5  to  6,  a  distance  equal  to  the  length  of  the 
platform  G  ;  then  the  friction  roller  K  presses  against  the  inner  flange  r,  r, 
of  the  cam,  and  the  lever  is  forced  back  to  5  again .     To  the  back  end  of 
the  reciprocating  lever  Ky  is  attached  the  three  cords,  but  chains  or  straps 
may  be  used.    Two  or  three  cords  pass  down  at  7,  7,  fig.  2,  around  the 
pulley  01,  along  the  end  of  the  platform,  and  one  of  them  turns  around 
the  pulley  0*,  fig.  3,  and  is  attached  to  the  back  end  of  the  rake  at  P,  fig.  3 ; 
the  other  cord  passes  around  the  pulley  o\  and  is  attached  to  the  end  of 
the  rake  nearest  the  finger-piece;  these  cords  are  attached  to  small  I  locks 
of  wood,  P,  at/,  fig.  3;  these  blocks  have  holes  through  them,  fitting  the 
parallel-rods  ^,  -^,  at  q,  q,  and  slide  on  these  rods.     The  third  cord  passes 
upward  and  around  the  pulley  o*,  thence  to  the  pulley  a5,  fig.  x,  then  to  the 
pulley  0",  and  is  attached  to  the  center  of  the  rake  at  8,  fig  3.     This,  cord 
being  then  attached  as  the  reciprocating  lever  K  descends  from  5  to  6,  the 
rake  is  made  to  slide  across  the  platform,  from  right  to  left,  on  the  parallel- 
rods  -g,  ^,  and  q,  q.    The  rake  is  made  by  putting  a  rod  s,  5,  of  half-inch 
round  iron,  say  two  feet  long,  through  the  corresponding  holes  in  the 
blocks  P  and  p,  at  right  angles  with  the  parallel-rods  ^,  -^,  and  q,  q,  to 
this  rod  s,  s  :  the  teeth  f%  fy  /",  fig.  2,  of  the  rake,  are  attached  to  the  lower 
end  of  the  back  rake;  tooth  fx  is  made  to  extend  a  little  below  the  trans- 
verse rod  5,  s,  to  which  the  rake-teeth  are  attached  as  at  2,  fig.  6.     When 
the  rake  passes  from  right  to  left  across  the  platform,  the  teeth  turn  down 
the  upper  ends  to  the  platform,  and  when  it  comes  to  the  left  side  the 
lower  end  of  the  back  tooth  fl  strikes  the  small  hook  at  9,  fig  3,  and  the 
teeth  raise  up,  and  they  are  prevented  from  falling  down,  while  they  pass 
to  the  right  side  of  the  machine,  by  the  pressure  of  the  grain  against  them. 
In  case  the  pressure  of  the  grain  comes  wholly  against  one  tooth,  as  it  is 
liable  to,  the  rake  is  prevented  from  turning,  and  one  end  getting  ahead 
of  the  other,  and  thus  cramping  on  the  rods  on  which  it  runs,  by  the  man- 
ner the  cords  are  attached  to  it;  the  two  cords  that  move  it  from  left  to 
right  being  attached  to  each  end  of  the  rake,  and  the  one  that  moves  it 
back  being  attached  to  the  center.     The  grooved  cam  is  so  formed  as  to 
move  the  rake  from  left  to  right  across  the   platform,  with  about  three 
times  the  velocity  that  it  moves  from  right  to  left;  consequently  the  grain 
is  discharged  at  the  right  side  of  the  machine  with  great  motion.     It  is 
necessary  to  have  the  rake  so  arranged  that  the  gavels  can  be  left  at  different 
distances  apart  in  thin  and  thick  grain,  that  the  gavels  may  be  at  all  times 
of  suitable  size  for  binding      This  is  effected  by  planing  the  small  lever/?, 
on  the  top  of  the  side-piece  2?,  of  the  frame;  the  back  end  of  it  is  above  the 
center  of  the  ratchet-wheel,  and  turned  in  toward  it;  the  forward  end  of  it 
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extends  forward  to  the  driver's  seat;  it  is  attached  to  the  side-piece  of  the 
frame  by  a  bolt  about  five  or  six  inches  from  the  back  end,  on  which  it 
turns.  The  back  end  of  the  lever  is  held  up  to  the  ratchet-wheel  by  a 
spring,  and  as  the  hand  /,  fig.  4,  comes  to  the  upper  side,  it  strikes  against 
the  back  end  of  the  lever  and  is  thrown  out  of  the  notches  of  the  ratchet- 
wheel,  and  the  rake  stops.  The  rake  at  this  time  is  at  the  left  side  of  the 
platform  always,  and  the  rake  stands  still  until  the  driver  presses  his  leg 
against  the  front  end  of  the  lever  R,  and  bears  it  inward,  which  throws  the 
back  end  out  from  under  the  hand,  and  the  rake  is  put  in  motion ;  or  the 
rake  may  be  made  to  throw  off  the  grain  any  given  distance  between  one 
and  two  revolutions  of  the  driving-wheel,  by  pins  projecting  out  from  the 
plane  of  the  ratchet-wheel,  which  could  be  so  arranged  as  to  throw  out 
the  back  end  of  the  lever  from  under  the  hand,  and  put  the  rake  in  motion 
after  it  had  been  stopped  a  quarter,  a  half,  or  a  whole  of  a  revolution  of 
the  driving-wheel — that  is,  four  such  pins  placed  on  the  four  quarters  of 
the  ratchet-wheel,  would  not  allow  of  the  rake  being  stopped  but  one- 
fourth  of  a  revolution  of  the  driving-wheel;  two  would  not  allow- of  its 
stopping  but  one-half  of  a  revolution,  and  one  would  allow  it  to  be  stopped 
one  entire  revolution  before  it  would  be  put  in  motion  again.  The  hand 
T  is  used  for  the  purpose  of  preventing  the  cam  M  from  turning  back- 
ward when  the  hand  /,  fig.  4,  is  raised  out  of  the  notches  of  the  ratchet- 
wheel  1.  It  is  made  fast  to  the  inside  of  the  side-piece  2?,  of  the  frame, 
and  catches  in  the  notches  of  the  ratchet  2,  fig.  4.  The  grain  being  raked 
off  from  the  machine  with  a  quick  motion,  it  is  desirable  to  have  some 
means  of  accumulating  power  while  the  rake  is  returning  from  right  to 
left,  to  assist  in  throwing  off  the  grain.  For  this  purpose  the  front  end 
of  the  lever  K  is  attached  to  the  spring  m.  As  the  back  end  of  the  lever 
K  is  forced  downward,  the  front  end  ascends  and  draws  the  spring  toward 
the  frame.  The  spring  m  is  made  very  stiff.  Now,  as  the  back  end  of  the 
lever  K  moves  upward  and  moves  the  grain  on  the  platform,  the  spring 
pulls  downward  on  the  front  end  of  the  lever  with  great  power,  thus  re- 
lieving the  pressure  on  the  cam  M  very  much.  But  it  is  evident  that  if 
the  chain  T  was  attached  to  the  front  end  of  the  lever  K,  and  to  the  spring 
Afj  directly,  the  spring  would  exert  a  much  greater  power  on  the  lever 
where  it  was  drawn  upward  to  its  highest  point,  than  when  it  was  down 
to  its  lowest  point,  and  the  spring  would  be  springing  a  distance  equal  to 
the  space  the  front  end  of  the  lever  passed  through.  To  avoid  these  ob- 
jections the  double  eccentric  u  is  used.  It  is  a  piece  of  cast-iron,  with  a 
one-half  inch  iron  rod  passing  through  it,  on  which  it  turns  as  an  axis. 
This  rod  is  supported  by  two  irons  that  project  out  in  front  of  the  frame 
2?,  b.  The  chain  T  is  attached  to  the  front  end  of  the  lever  K,  and  to  the 
largest  eccentric  at  the  point  farthest  from  the  axis,  and  the  chain  V  is  at- 
tached to  the  end  of  the  spring  m,  and  to  the  smallest  eccentric  at  the 
point  farthest  from  the  axis,  and  these  chains  are  so  arranged  on  the  ec- 
centric that,  as  the  one  winds  on,  the  other  unwinds,  vice  versa;  and  the 
eccentrics  are  so  arranged  that  as  the  front  end  of  the  lever  K  ascends,  the 
line  of  draft  of  the  chain  T  is  thrown  off  farther  and  farther  from  the 
axis  of  motion  of  the  eccentric,  while  at  the  same  time  the  line  of  draft  of 
the  chain  V  comes  nearer  and  nearer  the  axis.  Thus,  the  power  to 
move  the  springs,  or  the  leverage  on  it  to  move  it,  is  increased  as  the 
spring  becomes  stiffer,  by  being  drawn  toward  the  frame,  and  the  circum- 
ference of  the  eccentric  on  which  the  chain  T  winds,  is  about  double  the 
circumference  of  the  one  that  the  chain  V  winds  on.  Hence  the  spring 
only  about  half  the  distance  the  front  end  of  the  lever  K",  moved  by  this 
arrangement:  the  power  of  the  spring  on  the  lever  is  made  equal  in  all  po- 
sitions or  raised,  as  may  be  desired.  The  reel  Wis  made,  supported,  and 
operated  in  the  usual  manner.  The  board  X  is  attached  to  the  divider  7", 
by  a  hinge-joint,  that  it  may  be  raised  and  lowered  with  the  reel  and  kept 
at  all  times  so  that  the  arms  of  the  reel  will  but  just  clear  it,  that  grain 
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may  not  lodge  upon  it.     There  is  a  wire,  not  shown  in  the  drawings,  run- 
ning down  from  the  board  JC,  obliquely  to  the  platform,  in  front  of  each 
rake-tooth,  to  keep  the  grain  clear  of  the  rake-teeth  while  they  are  raised  up. 
What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is : 

1.  The  combination  of  the  grooved  cam,  AT,  and  reciprocating  lever,  K, 
so  arranged  with  each  other  as  to  give  to  the  rake,  while  in  the  act  of  clear- 
ing the  platform  of  grain,  an  increased  rapidity  of  motion  as  compared 
with  its  backward  movement. 

2.  Controlling  the  motion  of  the  rake  by  means  of  the  combined  action 
of  the  hand  /,  ratchet  /,  and  lever  /?,  as  set  forth. 

3.  The  arrangement  of  the  double  eccentric  £/",  for  equalizing  the  power 
of  the  spring  M  on  the  lever  Ky  in  the  manner  described. 

4.  Forming  supports  for  the  vibrating  blade  or  sickle  by  the  plates/", y,/", 
in  sections  separate  from  the  fingers,  to  prevent  choking,  as  described  and 
represented. 

Witnesses:  Byron  Densmorb. 

Hiram  Moore. 
L.  Burrows. 

The  specification  of  the  reissue  was  as  follows : 

To  all  -whom  it  may  concern  :  Be  it  known  that  Byron  Densmore,  of  the 
town  of  Sweden,  in  the  county  of  Monroe  and  State  of  New  York,  as- 
signor to  David  M.  Osborne,  of  the  city  of  Auburn,  and  William  A.  Kirby, 
of  the  city  of  Buffalo  and  State  aforesaid,  heretofore  invented  certain  new 
and  useful  improvements  in  harvesting-machines:  Now,  therefore,  we,  the 
said  David  M  Osborne  and  William  A.  Kirby,  assignees  of  the  whole  in- 
terest of  the  said  Byron  Densmore,  as  aforesaid,  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  construction  and 
operation  of  the  said  invention  and  improvements,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  of  the  specification,  in  which 
fig.  1  is  a  perspective  view  of  the  machine;  fig.  2  is  a  vertical  longitudinal 
section  on  line  *,y,  of  fig.  3;  fig.  three  (3)  is  a  top  plan  of  the  machine; 
fig.  4  is  a  vertical  longitudinal  section  through  the  driving-wheel,  showing 
the  combination  of  the  main  and  supplemental  frames;  fig.  5  is  a  view  of 
the  outside  of  the  grooved  cam,  showing  also  the  ratchet-wheel ;  fig.  6  is 
an  elevation  of  the  guard-finger;  fig  7  is  a  section  of  a  plate  or  secondary 
finger,  placed  intermediate  between  a  portion  of  the  guard-fingers,  to  sup- 
port the  sickle  or  cutters;  fig.  8  is  a  view  of  the  back  tooth  of  the  rake; 
fig.  9  is  a  view  of  the  outside  ground-wheel.  The  nature  and  principles  of 
the  said  invention  relate:  1.  To  the  construction  and  combination  of  two 
frames — the  one  for  supporting  the  driving-wheel,  and  the  other  for  sup- 
porting the  cutting  apparatus,  and  hinging  the  said  frames  together  in 
such  a  manner  that  the  driving-wheel  and  cutting  apparatus  may  each  fol- 
low the  inequalities  of  the  ground  independently,  and  also  that  they  may 
be  bolted  rigidly  together,  for  supporting  the  cutting  apparatus,  at  any  de- 
sired height.  2.  In  providing  a  ground-wheel,  with  crank  and  lever,  for 
raising  and  lowering  the  end  of  the  finger-bar.  Letters  of  like  name  and 
kind  refer  to  like  parts  in  each  of  the  figures. 

/represents  the  main  frame  of  the  machine,  which  consists  of  several 
pieces  of  timber  properly  framed  and  bolted  together.  This  frame  carries 
the  finger-bar  and  cutting  apparatus  as  herein  described.  Pare  two  up- 
right posts,  forming  part  of  the  main  frame,  for  the  purpose  of  supporting 
the  driver's  seat,  and  for  forming  an  adjustable  connection  with  the  sup- 
plemental or  wheel-frame.  C  represents  a  supplemental  frame  in  which 
the  driving-wheel  is  hung  It  is  hinged  to  the  main  frame  by  means  of 
bolt  and  hinge-plate,  as  shown  at  d,  so  as  to  allow  it  to  have  a  hinge  or 
joint-like  connection  between  the  two  frames,  so  as  to  allow  an  inde- 
pendent movement  of  each  frame.    The  particular  manner  of  forming  the 
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hinge  or  joint  connection  is  not  deemed  important;  any  mechanical 
means  by  which  the  end  is  secured  will  answer  the  principle  of  the  inven- 
tion. The  opposite  end  of  the  frame  moves  on  the  arc  of  a  circle,  and  in 
close  proximity  to.the  upright  posts  C,  so  that  it  may  be  made  fast  to  said 
posts  by  means  of  bolts  passing  through  said  posts  and  frame  at  either  of 
the  several  bolt-holes  i/\  by  which  means  an  adjustability  is  secured,  and 
the  cutting  apparatus  thereby  raised  and  lowered,  and  supported  at  any 
desirable  height  from  the  ground  when  reaping.  When  desired,  the  ad- 
justing bolts  may  be  removed  entirely,  and  this  end  of  the  frame  left  free 
to  oscillate  or  swing  from  its  hinges  according  as  the  unevenness  of  the 
ground  over  which  Ihe  driving-wheel  passes  may  require.  By  this  com- 
bination and  connection  of  the  frames  it  is  evident  that  the  driving-wheel, 
when  moving,  may  pass  over  uneven  surfaces  without  causing  an  elevation 
or  depression  of  the  finger-bar  and  cutting  apparatus ;  and  the  finger-bar  and 
cutting  apparatus  may  also  conform  to  the  inequality  of  the  ground,  inde- 
pendently of  the  position  of  the  driving-wheel,  and  a  uniform  flexibility 
between  the  two  frames  constantly  maintained,  the  elevation  or  depression 
of  the  driving-wheel,  and  the  elevation  and  depression  of  the  cutting  ap- 
paratus, occasioned  by  the  uneven  surfaces  of  the  groimd  over  which  the 
machine  passes,  not  being  simultaneous  or'dependent  one  upon  the  other. 
The  axle  of  the  driving-wheel  has  appropriate  bearings  upon  the  s»ide- 
pieces  of  the  supplemental  frame,  as  shown  at  p ,  fig.  3.  The  gear-wheels, 
communicating  motion  to  the  cutters,  as  shown  at  1,  2,  3,  4,  each  hung  in 
a  common  manner  upon  its  appropriate  shaft,  as  shown  in  fig.  3. 

The  ground-wheel  J?j  shown  in  figs.  1,  3,  and  9,  is  hung  on  the  crank  hy 
which  crank  is  supported  by  boxes  on  each  side  of  the  wheel,  made  fast  to 
the  wheel  G ;  or  it  may  be  supported  on  the  finger-bar  or  divider  in  any 
convenient  manner,  so  that  the  wheel  may  be  made  to  adjust  and  carry 
the  outer  end  of  the  finger-bar  as  desired.  One  object  of  hanging  this 
wheel  on  a  crank-shaft,  with  a  lever  attachment  thereto,  is  to  provide  a 
means  of  conveniently  raising  and  carrying  the  outer  end  of  the  cutting 
apparatus  free  from  the  ground  when  it  is  desirable  to  move  the  machine 
from  place  to  place  Another  object  is  to  afford  the  means  for  raising, 
lowering,  and  supporting  the  outer  end  of  the  finger-bar  and  cutting  ap- 
paratus at  different  heights  from  the  ground  when  the  machine  is  used  for 
reaping.  The  essential  feature  of  this  part  of  the  invention  is  hanging 
the  wheel  upon  a  crank-shaft,  with  the  crank  and  lever  for  operating  the 
same}  so  that  the  purpose  of  raising  and  lowering  the  outer  end  of  the 
finger-bar  is  attained,  the  precise  details  of  the  arrangement  are  not 
deemed  important.  The  finger  bar,  /f,  is  made  fa6t  to  the  side-pieces  of 
the  main  frame,  upon  the  upper  side  of  the  said  pieces,  by  bolts  or  other- 
wise, as  shown  at  a  ;  so  that  the  inner  side-piece  will  serve  as  an  extension 
shoe  or  runner  to  slide  over  the  stubble  or  mown  grass,  and  protect  the 
heel  of  the  cutters,  11",  driving-wheels.  «Z,  draught-pole  attached  to  the 
main  frame,  and  to  which  the  team  is  harnessed  in  the  common  manner. 

Having  thus  fully  described  the  construction  and  operation  of  the  said  im- 
provements, what  we  claim  as  the  invention  of  the  saici  Byron  Densmore: 

1.  Hanging  the  driving-wheel  in  a  supplemental  frame,  or  its  equiva- 
lent, which  is  hinged  at  one  end  to  the  main  frame,  while  its  opposite  end 
may  be  adjusted  and  secured  at  various  heights  or  be  left  free,  as  desired, 
whereby  the  cutting  apparatus  may  be  held  at  any  desired  height  for  reap- 
ing, or  be  left  free  to  accommodate  itself  to  the  undulations  of  the  ground 
for  mowing,  substantially  as  described- 

2  .  The  employment,  in  a  harvesting-machine,  of  a  wheel  provided  with 
a  crank  and  lever  for  the  purpose  of  raising  and  lowering  £he  outer  end  of 
the  finger-bar  to  cut  high  or  low,  substantially  as  described. 

DAvip  M.  Osborne, 

Witnesses :  Wftf.  A.  Kirby. 

Chas.  Garlock. 
John  H.  Osborne. 
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The  drawings  attached  to  the  original  and  1 
stantially  the  same. 


The  foregoing  engravings  represent  two  figures  of  the  reissue ; 
No.  1  being  a  top  view  of  the  Densmore  machine,  and  No.  2  a 
vertical  longitudinal  section  through  die  driving-wheel,  showing 
the  combination  of  the  main  and  supplementary  frames.  It  will 
be  observed  that  the  lower  frame,  marked  A,  carries  the  finger- 
bar  and  cutting  apparatus.  The  upper  frame,  marked  B,  is 
hinged  to  a  post  rising  from  the  lower  frame,  and  carries  the 
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driving-wheel  and  gearing.  At  the  opposite  end  it  is  held  at  any 
desired  height,  by  a  pin  passing  through  holes  in  an  upright. 
The  distance  of  the  two  frames  from  each  other,  and,  conse- 
quently, of  the  cutting  apparatus  from  the  ground,  may  be  varied 
by  changing  the  position  of  the  pin. 

The  complainant  claimed  that  by  leaving  the  pin  out  altogether, 
the  lower  frame  would  be  free*  to  vibrate,  or  move  up  and  down, 
to  accommodate  itself  to  the  undulations  of  the  ground,  in  mow- 
ing grass. 

David  Wright,  for  complainant. 

George  Harding,  for  defendant. 

9 

Woodruff,  J. 

The  complainants  herein  complain  that  the  defendants  have 
infringed  and  are  infringing  their  rights,  as  assignees  of  a  certain 
patent  granted  to  Byron  Densmore,  on  February  10,  1852,  for  a 
new  and  useful  improvement  in  grain- harvesters,  surrendered  and 
reissued  to  the  complainants  January  28,  1862,  and  thereafter,  on 
January  30,  1866,  extended  for  the  term  of  seven  years  from  the 
expiration  of  the  first  term,  viz.,  from  February  10,  1866. 

The  defendants  deny  that  Byron  Densmore  was  the  first  in- 
ventor of  the  improvement  described  in  the  reissued  letters  patent, 
and  aver  that  such  reissue  was  fraudulently  and  illegally  granted, 
and  was  obtained  in  order  to  include,  and  does  include,  things  not 
invented  by  Densmore,  and  not  intended  to  be  patented  by  him ; 
and  that  such  reissued  letters  patent  are  for  a"  different  invention 
from  that  originally  patented,  and  are  invalid  and  void. 

They  also  allege  that  the  improvement  described  in  the  reissued 
patent  had,  prior  to  February  10,  1852,  been  invented,  and  was 
known  and  used  by  other  persons  who  are  named  in  the  answer ; 
and  that  it  was  described  in  certain  letters  patent  also  mentioned. 

They  also  deny  that  they  have  made  or  sold  any  machines 
whatever  containing  the  said  alleged  invention  of  the  said  Dens- 
more, as  set  forth  in  the  specification  and  specified  in  either  of  the 
claims  of  said  reissued  patent,  and  deny  that  they  have  in  any 
manner  whatsoever  infringed  the  said  letters  patent. 

The  infringement  alleged  relates  solely  to  the  first  claim  in  the 
reissued  patent  granted  to  the  complainants.     "  The  nature  and 
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principle  of  the  invention  "  included  in  that  claim  are  declared 
in  the  specification  to  relate  "  to  the  construction  and  combination 
of  two  frames — the  one  for  supporting  the  driving-wheel  and  the 
other  for  supporting  the  cutting  apparatus — and  hinging  the  said 
frames  together  in  such  a  manner  that  the  driving-wheel  and  cut- 
ting apparatus  may  each  follow  the  inequalities  of  the  ground  in- 
dependently of  the  other,  and  also  that  they  may  be  bolted  rigidly 
together  for  supporting  the  cutting  apparatus  at  any  desired 
height." 

The  claim  with  which  the  patentees  conclude  their  description 
of  the  construction  and  mode  of  operation  of  the  improved  ma- 
chine is  as  follows : 

"  Hanging  the  driving-wheel  in  a  supplemental  frame  or  its 
equivalent,  which  is  hinged  at  one  end  to  the  main  frame,  while 
its  opposite  end  may  be  adjusted  and  secured  at  various  heights, 
or  be  left  free,  as  desired,  whereby  the  cutting  apparatus  may  be 
held  at  any  desired  height  for  reaping,  or  be  left  free  to  accommo- 
date itself  to  the  undulations  of  the  ground  for  mowing,  substan- 
tially as  described." 

Prior  to  Densmore's  alleged  invention,  reaping-machines  had 
been  made  by  McCormick  and  others,  consisting  of  a  large  wheel, 
bearing,  on  the  ground,  surrounded  by  a  rectangular  frame,  in  the 
sides  of  which  the  axle  of  the  wheel  turned,  and  at  the  end  of 
which  the  platform  and  cutting  apparatus  were  attached,  the 
cutting  apparatus  extending  sidewise  from  this  frame  to  the  dis- 
tance or  width  of  the  swath  of  grain  proposed  to  be  cut  Gear- 
ing was  connected  with  the  ground-wheel,  and  operated,  by  its 
revolution,  when  drawn  over  the  ground,  upon  arms,  swivels,  and 
rods,  which  moved  the  cutters  and  severed  the  grain,  which,  when 
severed,  fell  upon  the  platform  and  was  raked  off  into  gavels. 
As  a  machine  so  constructed  was  liable  to  tilt  sidewise,  and,  un- 
der the  weight  of  the  platform  and  cutters  projecting  sidewise, 
must  necessarily  tilt  sidewise,  a  small  wheel  was  also  placed  at 
the  outer  end  of  the*  platform  and  cutter-bar,  which  sustained  the 
cutters,  and,  if  the  ground  was  level,  also  sustained  the  frame,  to 
the  end  of  which  the  platform  was  attached,  and  in  which  frame 
the  axle  of  the  main  wheel  was  placed,  and  so  prevented  the  tilt- 
ing or  upsetting  of  the  machine.  This  involved,  also,  another 
necessity  in  the  construction,  viz.,  the  platform  and  cutters  must 
be  rigidly  attached  to  the  frame,  else  the  smaller  wheel,  at  the 
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outer  end,  could  not  operate  to  support  the  frame  or  the  wheel 
moving  therein,  and  prevent  the  tilting  referred  to.  There  were, 
perhaps,  other  reasons  why  the  platform  must,  in  such  a  machine, 
be  attached  with  great  firmness  and  strength  ;  but  it  is  sufficient 
for  my  present  purpose  to  make  the  general  construction  of  the 
machine  intelligible.  Densmore  had  seen  one  of  McCormick's 
machines,  in  which,  in  order  to  raise  or  lower  the  cutters,  there 
were  two  or  more  holes  in  the  side-pieces  of  the  frame,  in  either 
of  which  the  axle  of  the  main  wheel  could  be  placed,  and,  by  the 
change,  the  height  of  the  cutters  from  the  ground  would  be  va- 
ried. Densmore,  instead  of  relying  upon  such  holes  for  inserting 
the  axle  in  the  side-pieces  of  the  frame,  which  must,  I  think,  have 
been  inconvenient  to  change,  made  a  model  in  which  he  inserted 
uprights,  with  long,  curved  tenons,  in  mortises  in  the  sides  of  the 
frame,  at  the  place  of  the  axle  of  the  wheel,  and  inserted  the  axle 
of  the  wheel  therein ;  and  so,  by  raising  those  uprights  in  the 
mortises  and  depressing  them  at  pleasure,  a  similar  effect  to  raise 
.or  lower  the  cutters  was  produced.  In  view  of  this  change  of 
construction,  as  well  as  other  devices,  Densmore,  on  June  3, 1849^ 
filed  a  caveat  in  the  Patent  Office. 

« 

Long  prior  to  this,  McCormick  made  numerous  machines 
wherein,  the  cutters  could  be  raised  and  lowered  so  as  to  cut  at 
different  heights,  by  another  device,  which  will  be  hereafter  no- 
ticed. 

Densmore,  however,  took  out  no  patent  for  the  machine  as  de- 
scribed in  his  caveat.  He  made  a  model  in  which  he  placed  a  second 
rectangular  frame  upon  the  other,  and  of  somewhat  less  length  ; 
near  the  middle  of  this  he  placed  the  axle  of  the  main  wheel  with 
the  gearing  connected  therewith.  Obviously,,  such  additional 
frame,  when  lying  flat  upon  the  upper  surface  of  the  other, 
amounted  simply  to  giving  the  side-pieces  of  the  latter  greater 
width  ;  but,  for  facility  in  raising  or  depressing  the  cutters,  by 
lowering  the  frame  to  which  they  were  attached,  he  attached  one 
end  of  the  upper  frame  to  the  lower  frame  by  a  hinge,  so  that, 
acting  on  the  axle  of  the  wheel  as  a  fulcrum,  by  raising  and 
lowering  the  other  end  of  it,  he  lowered  and  raised  the  lower  frame 
beneath  the  axle  of  the  wheel,  producing  the  precise  effect  before 
caused  by  raising  and  lowering  the  long-tenoned  uprights  into 
and  from  the  mortises  before  mentioned  ;  and,  at  the  forward  end 
of  the  upper  frame,  he  set  in  the  lower  frame  uprights,  to  which 
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that  forward  end  was  bolted,  at  any  desired  elevation,  by  bolts  easily 
removed  and  inserted  in  holes  higher  or  lower  in  the  uprights,  at 
pleasure.  It  was  this  machine,  imperfectly  described,  perhaps, 
but  this  in  substance,  that  was  shown  in  the  model  and  drawings 
when  he  took  out  his  patent  in  1852. 

In  these  descriptions,  I  of  course  omit  notice  of  devices  for 
raking  and  reeling,  and  for  adjusting  the  outer  or  platform  wheel, 
because  they  are  not  material  to  any  question  now  in  issue. 

McCormick  had,  as  early  as  1835,  employed  the  other  device 
(above  alluded  to)  for  raising  and  lowering  the  cutters  so  as  to 
cut  at  different  heights.  He  placed  his  main  wheel,  with  the 
gearing  connected  therewith,  in  one  frame,  and  the  platform  and 
cutters  were  fastened  to  another  frame,  the  sides  of  which  were 
not  laid  upon  or  placed  beneath  the  other,  but  ran  along  the  sides 
parallel  therewith  so  as  to  embrace  the  rear  ends  thereof. .  The 
sides  of  both  of  the  frames  were  attached  by  a  bolt  passing 
through  them  as  a  pivot  or  hinge,  so  that  the  cutter-frame  turning 
on  that  pivot  could  be  raised  or  lowered  at  pleasure.  At  the  for- 
ward ends  of  the  arms  of  the  cutter-frame,  three  holes  were  made 
in  the  wheel  frame,  at  different  heights,  through  which  to'bolt  the 
cutter-frame  and  fix  it  in  the  several  positions  which  raising  or 
lowering  the  cutters  required,  and  it  was  entirely  practicable  by 
withdrawing  the  last- mentioned  bolt  to  permit  the  platform  and 
cutter,  or  rather  the  ends  of  the  supporting  cutter-frame,  to  rest 
upon  the  ground.  Whether,  when  so  resting  on  the  ground,  the 
machine  was  a  practical  machine,  useful  for  mowing,  it  may  be 
material  hereafter  to  consider ;  for  the  ^present  I  describe  the 
machine. 

Passing  by  what  is  claimed  by  the  defendants  to  have  been  done 
by  others,  an'd  omitting  to  further  describe  the  state  of  the  art,  I 
have  mentioned  what  had  been  done  by  McCormick  before  1852, 
and  what  Densmore  did  prior  to  the  granting  of  his  original 
patent  of  February  10th  of  that  year.  He  then  received  his  patent, 
and  it  is  of  some  significance  that  in  his  specification  he  in  no- 
wise claims  that  shifting  the  position  of  the  axle  of  the  main 
wheel  relatively  to  the  height  of  the  cutter-frame  is  new,  nor  that 
placing  the  main  wheel  in  one  frame  and  the  cutter  or  platform 
and  cutter  on  another  is  new,  or  that  hinging  the  cutter-frame  and 
the  wheel-frame  together,  so  as  by  the  action  on  the  hinge  to  effect 
the  raising  or  lowering  of  the  cutter,  is  new.     Obviously,  with 
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McCormick's  machine  before  him,  he  could  not  broadly  claim 
either  of  these.  The  utmost  he  could  claim,  if  anything,  on  these 
several  points,  was  the  particular  device  by  which  these  opera- 
tions were  performed,  in  so  far  as  it  differed  substantially  from 
McCormick's.  Possibly  the  placing  one  frame  above  another  to 
be  operated  in  the  manner  I  have  attempted  to  describe,  and  as 
shown  in  his  drawings  and  model,  was  patentable.  But  in  fact 
he  made  no  claim  even  to  this;  his  claims  were  confined  solely 
to  other  devices  to  assist  in  raking  the  grain  and  supporting^  the 
blades  of  the  cutters.  He  does  state  that  his  arrangement  for 
raising  and  lowering  the  machine,  to  vary  the  height  of  the  cut, 
is  new,  and  that  is  entirely  consistent  with  what  is  above  stated. 
McCormick's  arrangement  of  the  parts  employed  in  this  operation 
was  not  identical  with  his.  In  function  and  effect  and  mode  of 
operation  they  did  not  differ,  but  in  arrangement  or  relative  posi- 
tion they  were  unlike. 

I  mention  this  omission  to  claim  anything  in  respect  to  using 
two  frames,  or  hinging  one  frame  to  the  other,  not  because  a 
patentee  may  not  claim  in  a  reissue  what,  through  mistake  or  in- 
advertence, he  did  not  claim  in  his  original  patent,  but  because  it 
is  evidence,  when  the  novelty  of  the  device  is  in  dispute,  that 
Densmore,  when  he  took  out  his  patent,  was  aware  of  what  Mc- 
Cormick  had  done  before  him,  and  was  conscious  that  he  could 
not  claim  to  be  the  first  inventor,  or  certainly  not  of  anything  more 
than  the  special  arrangement  or  relative  position  of  the  parts. 

The  foregoing  explanations  will,  I  think,  make  the  considera- 
tion of  the  questions  below  stated  intelligible.  First,  whether  the 
reissued  patent,  if  construed  so  as  to  embrace  anything  except  the 
special  and  specific  arrangement  described  and  shown  in  the 
original  patent,  with  its  specification,  drawings,  and  model,  can 
be  sustained?  And,  second,  whether,  if  the  reissued  patent  is 
valid  for  any  purpose  or  to  any  extent,  the  defendants  infringe  any 
rights  secured  to  the  complainants  thereby  ? 

I.  Upon  the  first  question,  it  is  insisted  by  the  complainants  that 
the  decision  of  the  Supreme  Court  of  the  United  States  in  Whitely 
v.  Kirby  et  al.,  n  Wallace,  678,  is  conclusive  in  their  favor, 
and  that  this  Court  should  not  assume  to  discuss  the  correctness 
of  that  decision.  The  decision  in  that  case  does  not  operate  as  an 
estoppel  upon  the  defendants  in  this  ;  nevertheless,  the  decision  of 
a  question  of  law  arising  upon  the  same  facts  is  an   authority 
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which  I  am  not  at  liberty  and  have  no  disposition  to  disregard. 
But  that  case  was  a  very  different  one  from  this  in  its  facts,  and  if 
I  were  at  liberty  to  do  otherwise,  I  should  unhesitatingly  concur 
in  the  decision  of  the  point  which  was  actually  decided  upon  the 
evidence  which  appears  to  have  been  before  the  court. 

Entertaining  the  views  I  do  upon  the  question  of  infringement, 
it  is  not  indispensable  that  I  should  consider  this  first  question,  but 
in  the  aspect  of  the  case  whxh  is  urged  by  the  defendants,  there 
is  no  necessary  inconsistency  with  that  decision  ;  and  the  observa- 
tions I  deem  it  proper  to  make  upon  this  reissue  seem  to  me  con- 
clusive against  the  construction  of  the  reissue  upon  which  the 
complainants  rely,  and  in  no  conflict  with  the  former  case. 

The  machine  of  Densmore,  described  in  the  original  patent  and 
shown  in  the  specification,  drawings,  and  model,  was  a  reaper 
and  not  a  mower.  It  was  a  machine  which  not  onlv  was  not 
shown  to  be  a  mower,  but  as  described  and  shown,  it  had  not  in 
fact  capacity  to  mow,  in  any  sense  material  to  this  case.  By  no 
means  shown  or  suggested  could  the  cutters  be  made  to  follow 
the  undulations  of  the  ground.  The  terms  of  the  specification 
are  explicit :  "  The  front  end  of  the  frame  is  fastened  to  the  up- 
right pieces  by  bolts,  and  these  bolts  are  shifted  into  different 
holes  in  these  upright  pieces  to  vary  the  height  of  the  cut."  No 
terms  could  have  been  employed  to  state  more  positively  that, 
when  in  use,  the  front  end  of  the  frame  must  be  bolted  to  the  up- 
rights ;  the  drawings  show  the  front  ends  of  the  frame  thus 
bolted  ;  the  model  shows  the  same  ;  and  there  is  no  intimation  or 
suggestion  of  the  practicability  of  using  the  machine  in  any  other 
condition.  The  patentee  showed  a  reaper  with  its  platform,  rake, 
reel,  etc.  To  any  suggestion  that  it  might  nevertheless  cut  grass 
at  or  near  the  surface  of  the  ground,  the  answer  is,  if  it  were  so 
bolted  as  to  cut  grass  near  the  ground,  then  it  did  not  follow  the 
inequalities  of  the  surface,  the  vital  thing  to  make  a  useful  mower, 
and  the  very  thing  which  the  reissue  sought  to  embrace. 

It  was  not  until  after  the  granting  of  the  original  patent  that  any 
attempt  is  proved  to  use  the  machine  as  a  mower.  That  rests 
upon  the  testimony  of  the  patentee,  who  himself  shows  that  it 
was  an  unsatisfactory  experiment,  and  was  abandoned.  Other 
testimony  leaves  eyen  this  experiment  in  great  doubt.  But  let  it 
be  assumed  for  the  moment,  that  in  the  summer  of  1852  Dens- 
more did  mow  one  acre  of  grass  with  it.     When  that  experiment 
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was  made,  the  machine  was  changed ;  changed  in  substance, 
changed  in  its  capacity,  and  changed  in  its  actual  functions. 

First,  by  removing  the  bolt  which  secured  the  ends  of  the  wheel- 
frame,  the  cutter-frame  was  allowed  to  drop  to  the  ground.  .  Before 
this  the  wheel-frame  carried  the  cutters,  and  to  that  end  the  frames 
had  been  and,  according  to  the  description  given  in  the  patent, 
must  be  bolted  together  ;  and  the  conception  of  a  machine  which 
was  not  so  bolted,  or  which  did  not  carry  the  cutters  at  an  eleva- 
tion (greater  or  less)  from  the  ground,  had  not  been  in  any  man- 
ner indicated.  • 

Removing  the  bolt  and  relying  upon  the  ground  to  sustain  the 
frame  of  the  cutters  was  a  distinct  and  different  device,  involving 
a  difference  in  mechanical  construction,  the  performance  of  a  dif- 
ferent function,  and  a  different  mechanical  operation.  In  prin- 
ciple, removing  a  bolt  does  not  differ  frgm  adding  a  bolt ;  and  in 
the  machine  described  in  the  original  patent  that  bolt  was  a 
mechanical  device,  performing  a  precise  and  defined  mechanical 
office,  and  according  to  the  terms  of  the  specification,  as  it  was  in 
fact,  indispensable  to  that  office.  Removing  this  to  produce  a 
different  result  was  tantamount  to  adding  another  device  to  the 
same  end.  An  entirely  distinct  and  different  function  was  also 
thereby  introduced  into  the  machine,  viz.,  by  the  oscillation  or 
vibration  of  the  frame,  to  permit  the  cutter-frame  to  undulate  as 
the  unevenness  of  the  ground  might  make  desirable  ;  and,  finally, 
the  mechanical  operation  of  the  machine  in  the  work  was  differ- 
ent, in  that,  before,  the  cutters  had  a  rigid  connection  with  the 
wheel-frame,  and  now  they  were  to  be  operated  through  a  flexible 
attachment  thereto  ;  and  also  in  that,  before,  the  cutting  apparatus 
was  sustained  and  borne  by  the  joint  action  of  the  two  frames,  and 
now  it  was  borne  forward  by  the  one  frame  alone  to  which  it  was 
attached.  In  short,  it  became  a  different  mechanism  in  relation  to 
the  work  to  be  performed  and  in  the  manner  of  performing  it. 

It  will  not  do  to  say  that  it  was  within  the  scope  of  the  original 
patent,  because  the  alteration  was  effected  by  the  trifling  change 
of  removing  a  bolt.  That  is  not  the  test.  Many  a  useful  and 
valuable  invention  has  been  made  of  a  device  so  simple  and  so 
seemingly  trifling  that  men  wonder  that  it  was  not  made  long  be- 
fore. The  inquiry  is,  was  such  a  device  before  known,  and  in 
this  case,  also,  was  this  device  for  suffering  the  frame  of  the  cutter 
to  follow  the  ground   in   any  manner  indicated  in   Densmore's 
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patent  or  his  specifications,  drawings,  or  model.     If  not,  then  his 
patent  does  not  and  can  not  legally  be  made  to  embrace  it. 

Again,  this  removing  of  the  bolt  and  thereby  letting  the  frame 
of  the  cutters  to  the  ground  and  permitting  them  to  be  drawn  along 
the  surface,  was  not  of  itself  a  new  device.  It  could  be  done, 
and  had  been  done  by  McCormick  in  his  machine.  The  proof 
shows  this,  and  to  an  extent  quite  as  great  as  the  experiment  of 
Densmore  in  mowing  the  single  acre  to  which  he  testifies. 

In  this  there  was  no  doubt  the  dawn  of  a  new  conception  which 
ha6  since  matured  and  has  produced  what  is  known  as  the  float- 
ing finger-bar,  of  which  there  is  not  the  slightest  intimation  in 
Densmore's  record,  and  of  which  I  am  satisfied  when  his  patent 
was  granted  he  had  no  idea ;  and  even  when  he  tried  his  unsatis* 
factory  experiment  he  had  no  more  found  or  shadowed  that  im- 
portant invention,  which  now  gives  utility  and  value  to  mowing- 
machines,  than  McCormick  had  when,  years  before,  his  machines 
were  used  in  mowing  by  a  similar  change  in  their  organization  ; 
in  either,  if  a  bolt  was  removed,  the  cutter-frame  was  made  to  rest 
on  the  ground. 

It  is  urged  that  the  machine  of  McCormick,  when  such  bolt  was 
withdrawn,  was  useless,  and  not  a  practical  machine,  and  in  the 
face  of  the  testimony  to  its  actual  use,  some  witnesses  express  that 
opinion.  There  is  at  least  equal  weight  of  evidence  that  the  same 
is  true  of  Densmore's  machine  as  patented,  and  there  i$  besides 
further  and,  to  my  mind,  satisfactory  evidence  that  from  and  after 
the  experiment  alluded  to,  he  did  not  regard  it  as  a  practical  ma- 
chine for  use  with  the  bolt  withdrawn,  and  did  not  so  treat  it.  It 
did,  according  to  his  testimony,  mow  one  acre  of-  grass,  but  his 
testimony  also  shows  that  the  experiment  was  unsatisfactory,  and 
at  least  as  much  is  proved  in  favcrr  of  McCormick's  machine  in 
this  respect  as  of  Densmore's.  Several  witnesses  speak  upon  this 
subject,  and  they  give  a  most  satisfactory  reason  why  Densmore's 
machine  would  not  operate  successfully  when  the  bolt  was  with- 
drawn, and  the  frame  of  the  cutting  apparatus  rested  on  the 
ground.  The  machinery  by  which  the  cutting  apparatus  is 
operated  is  only  moved  as  the  main  wheel  revolves,  and  the  mo- 
tion is  effected  by  gearing  connected  with  that  wheel.  Unless  the 
wheel  bears  heavily  upon  the  ground,  it  will  wholly  or  partially 
slide  instead  of  turning.  Its  power  to  turn  the  gear-wheels  is 
derived  from  its  firm  hold  on  the  ground,  and  if  it  slide,  the  ma- 
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chinery  does  not  operate  successfully.  The  witnesses  say,  and  it 
seems  quite  obvious  without  proof,  that  removing  the  bolt  and 
permitting  the  cutter-frame  to  fall  to  the  ground,  removes  from  the 
wheel  all  the  weight  of  the  cutter-frame  and  platform,  and  the 
greater  part  of  the  weight  of  the  cutter-bar,  and  so  renders  the 
wheel  liable  to  slide  on  the  ground,  instead  of  properly  turning 
the  gear-wheels  and  operating  the  cutters. 

The  suggestion  of  impracticability  comes  from  the  complain- 
ants and  their  witnesses.  They  allege  that  McCormick's  machine, 
when  the  bolt  by  which  it  was  held  in  a  fixed  position  was  re- 
moved, ceased  to  be  a  practicable  machine.  As  a  reaper  and 
carrying  the  heavy  platform  cutter-bar  and  cutters,  that  may  be 
so ;  but  if  it  is,  then,  for  the  same  reason,  and  to  the  like  extent, 
Densmore's  machine  was  impracticable  also.  Indeed,  he  so 
testifies.  And  it  is,  I  think,  clear  that  neither  were  nor  could  be 
successfully  used  when  constructed  as  they  were  constructed  and 
described — viz.,  for  reaping — if  the  bolt  was  removed  and  the 
frame  of  the  cutting  apparatus  was  suffered  to  rest  on  the  ground. 
It  is  true  of  both  that  they  were  reapers,  and  not  mowers.  Both 
were  adjustable,  and  both,  when  used,  were  firmly  bolted  so  as  to 
retain  the  cutters  in  a  fixed  position,  whether  higher  or  lower. 
Densmore's  record  of  his  original  patent  neither  shows  nor  sug- 
gests anything  else.  When  used,  the  frames  were  united  so  as  to 
be,  in  substance,  one  frame,  wholly  incapable  of  the  vibration 
sought  to  be  claimed  in  the  reissued  patent ;  and  it  appears  most 
conclusively  that,  until  after  the  granting  of  the  patent,  Densmore 
never  contemplated  such  removal  at  all.  Adjustment  to  more 
than  one  fixed  position  was  all  that  he  had  conceived ;  and  if  it 
had  been  proved  that  he  afterward,  by  a  change  in  his  machine, 
succeeded  in  giving  the  cutter-frame  a  vibratory  motion,  accom- 
modating it  to  the  undulations  of  the  ground,  in  a  manner  not 
before  invented,  it  is  immaterial  to  the  present  questions  whether 
the  change  was  great  or  small.  Invention  may  be  as  necessary 
to  reform  or  adapt  an  existing  machine  to  the  performance  of 
work  which  it  would  not,  as  originally  constructed,  perforin, 
as  it  is  to  make  a  new  machine;  and  whether  this  is  done 
by  removing  a  device  or  by  adding  one,  by  removing  a  bolt 
or  by  inserting  a  bolt,  by  making  an  apparently  great  me- 
chanical change  or  a  small  one,  the  principle  governing  the 
subject  is  the  same.     The  change  being  a  substantial  one,  and 
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producing  a  different  result,  may,  if  it  be  new,  be  the  subject  of 
a  new  patent ;  but  it  is  not  to  be  covered  by  the  reissue  of  an  old 
one  which  in  nowise  disclosed  or  suggested  it,  and  especially 
when,  in  truth,  the  patentee  had  no  conception  of  it  when  his 
patent  was  granted.  Many  an  inventor  has  come  so  near  to  a 
discovery  and  its  application  that  an  apparently  very  slight  change 
completes  it  and  gives  it  great  value,  and  yet  he  never  attained 
the  result.  A  striking  instance  illustrates  this,  and  is  singularly 
apt  to  the  present  discussion :  Japy  Brothers,  as  early  as  1835,  m" 
vented  a  machine  for  smoothing  brass  pans,  kettles,  etc.  It 
served  only  to  make  the  surface  smooth  after  the  pan  or  kettle, 
etc.,  had  been  reduced  by  other  slow,  and  what  would  now  be 
deemed  tedious  means,  to  the  desired -form.  Subsequent  inge- 
nuity has  shown  that  a  very  slight  change,  either  in  the  form  of 
the  edge  of  the  smoothing  or  burnishing  tool,  or  even  of  the  di- 
rection of  its  contact  with  the  pan,  etc.  (the  parts  being  appro- 
priately strengthened  for  the  purpose),  produced  the  machine  for 
spinning  metals  to  form,  which  has  revolutionized  the  manufacture. 
Waterbury  Brass  Co.  v.  Miller,  9  Blatch.  77  ;  5  Fisher,  48. 

But  I  have  not  noticed  the  whole  change  which  was  necessary 
in  order  to  bring  the  machine  within  the  claim  of  the  reissued 
patent.  Something  more  than  removing  the  bolt  and  suffering 
the  frame  of  the  cutters  to  fall  to  the  ground  was  necessary,  and 
on  this  point  the  witnesses  for  both  parties  agree.  Even  accord- 
ing to  the  testimony  of  Densmore  himself,  the  other  part  of  the  ma- 
chine must  be  modified  by  removing  the  platform,  rake,  reel,  and 
cutters,  and  substituting  a  different  cutter-bar.  No  such  thing  had 
been  conceived  by  Densmore,  or  in  anywise  appears  in  his  sug- 
gestions, until  after  the  patent  was  granted  ;  so  that  when  that 
patent  was  granted  to  him,  the  free  vibration  resulting  from  the 
removal  of  the  bolt  had  not  been  devised,  and  was  not  intimated, 
and,  if  it  had  been,  it  would  have  been  not  only  useless,  but  de- 
structive of  the  machine,  unless  other  changes  were  made  which 
had  not  then  been  devised  and  were  not  intimated. 

My  conclusions  upon  this  branch  of  the  case  are,  therefore — 
1.  That  if  the  claim  of  the  patentee,  in  the  reissued  patent  in 
question,  be  regarded  as  a  broad  claim  to  hinging  the  frame  of 
the  cutters  to  the  wheel-frame,  and  making  it  adjustable  by  chang- 
ing the  relative  elevation  of  the  two  frames,  the  patentee  was 
anticipated   by  McCormick,  and   the   utmost  that  the    patentee 
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could  claim  was  the  particular  or  special  arrangement  of  the  two 
frames  which  he  used. 

2.  That  if  the  patentee  had  invented  before,  or  when  his  patent 
was  granted,  a  means  or  mode  of  bringing  the  cutters  to  the 
ground  so  as  to  follow  the  undulations  of  the  surface,  the  same 
had,  to  the  same  extent,  and  with  equal  approach  to  usefulness 
and  practicability,  been  long  before  invented  by  McCormick,  and 
that  in  this  view,  also,  if  such  patentee  had  any  claim,  it  was  at 
the  utmost  to  the  special  arrangement  or  position  of  the  parts. 

3.  That,  in  fact,  the  patentee,  when  the  patent  was  granted,' 
had  made  no  invention  which  permitted  the  cutters  to  vibrate  so 
as  to  follow  the  undulations  of  the  ground  when  in  use,  and 
showed  no  such  invention  or  device  by  hi6  specification,  draw- 
ings, or  model ;   and, 

4.  That  in  so  far  as  the  reissued  patent  claims  or  purports  to 
secure  such  a  device  as  is  last  named,  it  is  for  these  reasons 
invalid. 

The  claim  of  the  complainants,  in  their  reissued  patent,  which 
the '  defendants  are  charged  with  infringing,  has  been  above 
quoted ;  the  second  and  only  other  claim  therein  is  for  a  wheel, 
provided  with  a  crank  and  lever  at  the  outer  end  of  the  cutter- 
bar  to  adjust  the  height  thereof,  as  described.. 

ft  is  a  remarkable  fact,  that  whereas  the  original  patent  related 
to  other  devices,  and  with  great  particularity  described  them,  and 
contained,  In  all,  four  claims  stating  severally  what  the  patentee 
claimed  as  his  invention  and  wished  to  secure  by  patent,  the  re* 
issue  makes  no  claim  whatever  to  those  •  devices.  It  abandons 
all  of  them  and  sets  up  claims  entirely  new  and  relating  entirely 
to  other  and  distinct  parts  of  the  machine,  which  are  for  a  totally 
different  purpose,  and  possess  wholly  different  functions.  When 
to  this  is  added  that  the  new  claims  embrace  what  did  not,  in 
fact,  appear  at  all  in  the  specifications,  drawings,  or  model  of  the 
original  patent,  and,  if  construed,  broadly  embraced  what  Dens- 
more  had  not  himself  invented  when  that  original  patent  was 
granted,  and  that  if  he  had,  in  any  sense  made  the  discovery,  it 
was  not  new,  it  is  speaking  mildly  to  say  that  great  suspicion  at- 
taches to  the  case  of  the  complainant  in  any  of  its  features. 

The  reissued  patent  was  obtained  in  1862.  Before  that  date 
the  importance,  if  not  the  indispensable  necessity,  for  the  purpose 
of  mowing,  of  what  is  now  called  the  floating  finger-bar,  follow- 
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ing  the  undulations  of  the  ground,  was  fully  known,  and  various 
devices  had  been  invented  and  adopted  to  meet  that  necessity. 
For  the  complete  attainment  of  the  result  two  things  were  requi-' 
site:  1.  That  the  cutters  should  rise  and  fall  in  their  forward 
motion  to  pass  over  and  adapt  themselves  to  the  elevations  and 
depressions  lengthwise  of  the  cutter-bar ;  and,  2.  They  must  be 
capable  of  rising  and  falling  at  either  end  to  accommodate  ele- 
vations and  depressions  in  their  path,  not  in  the  path  of  the 
wheels.  For  this  purpose  the  use  of  a  short  finger-bar,  hinged 
at  the  inner  end  to  the  instrument  which  supported  it,  was  devised, 
and  the  supporting  device  was  in  turn  hinged,  so  that  the  inner 
end  could  rise  and  fall  as  the  inequalities  in  the  surface  of  the 
ground  might  require.  The  complete  result  was  thus  attained 
which  gave  name  to  the  u  floating  finger-bar ; "  the  whole  would 
rise  or  fall  when  the  elevation  or  depression  of  the  ground  re- 
quired it,  and  either  end  would  separately  rise  or  fall  when  the 
elevation  or  depression  of  the  ground  required  that,  in  order  to 
conformity  thereto. 

In  this  state  of  progress  in  the  construction  of  machines  for 
"mowing,  it  became  obvious  that  any  one  who  was  entitled  to  an 
exclusive  right  to  all  devices  which,  by  hinging  the  cutter  to  the 
machine,  made  it  capable  of  rising  and  falling  with  the  surface, 
would  perhaps  control  the  floating  finger-bar,  although  the  device 
of  a  short  finger-bar  itself  hinged  so  that  either  end  might  rise 
or  fall  without  the  other,  was  the  invention  of  another.  Here 
was  a  great  temptation,  and  in  this  is  the  secret  of  the  reissue 
in  question — an  attempt  to  extend  an  original  patent  over  a  feature 
in  harvesting-machines,  which,  in  my  opinion,  it  did  not  embrace, 
and  which  the  patentee  had  in  nowise  conceived  when  he  ob- 
tained that  patent ;  and  hence  appeaT  the  sweeping  terms  of  the 
claim  of  the  reissue  in  question. 

2.  If  the  foregoing  conclusions  are  correct,  there  is  no  question 
of  infringement  to  be  considered.  The  question  of  infringement 
is,  however,  an  important  question ;  it  has  been  discussed  at 
great  length,  and  if  it  be  found  that  upon  a  just  construction  of 
the  patent,  or  upon  the  proofs  touching  the  constiuction  and  op- 
eration of  the  two  machines,  the  defendants  do  not  infringe  any 
exclusive  right  which  the  reissued  patent  (if  valid)  secures  to  the 
complainants,  then  it  is  in  turn  immaterial  to  this  case  whether 
the  reissued'  patent  be  held  valid  or  not.     I  therefore  consider 
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briefly  the  second  question  above  stated.  If  the  reissued  patent 
is  valid  for  any  purpose  or  to  any  extent,  do  the  defendants  in- 
fringe any  rights  secured  to  the  complainants  thereby? 

To  the  intelligible  consideration  of  that  question,  it  may  be  ad- 
vantageous to  notice  that  the  machine  described  in  the  Densmore 
patent  is  a  one-wheeled  machine.  To  the  use  of  such  a  machine 
it  is  necessary  that  it  should  be  sustained  against  its  tendency  to 
tilt  by  some  support  at  the  outer  extremity  of  the  cutters,  and 
this  involved  the  necessity  of  a  rigid  connection  of  the  cutter-bar 
with  some  frame,  which,  by  its  connection  with  the  axle  of  the 
wheel  or  with  the  wheel -frame,  would  support  the  wheel  in  an 
upright  position  ;  hence  the  necessity  of  the  two  frames  described 
in  the  patent  of  Densmore,  and  herein  is  seen  one  of  the  impor- 
tant functions  and  offices  of  his  supplemental  frame. 

Again,  in  order  to  sustain  itself  against  the  pressure  of  the 
grain  or  grass  to  be  cut,  it  is  essential  that  the  cutters  or  the  cutter- 
bar  should  be  held  very  firmly  to  prevent  wrenching  or  separation 
from  the  machine  by  backward  pressure  or  thrust  acting  through 
the  entire  length  of  the  cutters,  and  with  very  considerable  force 
on  .he  outer  end.  For  this  reason,  in  Densmore's  machine,  the 
finger-bar  was  set  in  a  frame  extending  the  whole  width  across 
the  machine,  and  by  firm  attachment  receiving  strength  to  resist 
the  pressure  acting  forcibly  at  its  outer  end.  As  a  reaper,  it  was 
strengthened  by  the  frame  of  the  platform.  If  it  could  be  used 
as  a  mower,  this  capability  to  resist  the  pressure  was  obtained  by 
its  being  firmly  set  in  what  are  called  in  his  patent  the  side-pieces 
of  his  main  frdme. 

The  defendants'  machine  belongs  to  a  distinct  and  separate 
organization,  which  assigns  it  to  an  entirely  different  class  of 
machines,  and  has  capacities  which  do  not  belong  to  the  others, 
which  are  availed  of  by  the  defendants  without  infringing  the 
devices  shown  in  the  complainant's  patent. 

Their  machine  is  supported  and  runs  upon  two  principal  wheels, 
which  sustain  the  machine.  There  is,  therefore,  no  liability  to 
tilting,  and  no  need  of  support  from  the  end  or  any  part  of  the 
finger-bar,  and,  therefore,  no  need  of  any  auxiliary  frame  through 
which  such  support  can  be  derived,  and  there  is,  in  fact,  no  such 
frame ;  by  reason  of  this  change,  there  is  no  need  of  a  finger- 
bar  rigidly  attached  (as  in  complainants'  machine)  to  any  frame 


DECEMBER,    1872.  .  177 


Kirby  v.  Dodge  &  Stevenson  Manufacturing  Co. 

from  which  it  obtains* its  strength  or  power  to  resist  the  backward 
thrust  or  pressure  tending  to  wrench  it  from  the  machine. 

These  offices  or  functions  of  a  frame  and  supplemental  frame 
are  therefore  dispensed  with ;  not  only  so,  it  is  material  to  add, 
that  the  short  finger-bar,  hinged  at  the  inner  end,  could  not  be 
used  at  all  in  the  complainants'  machine,  even  if  its  substitution 
were  not  a  departure  from  the  invention  described  in  the  patent. 
The  defendants'  machine,  therefore,  not  only  does  i\ot  use  the 
frames  described  in  the  patent,  but  the  functions  which  they  ex- 
hibit in  the  complainants'  machine  would  not  answer  at  all  in  the 
defendants' ;  those  functions  are  inconsistent  with  the  use  of  the 
short-hinged  cutler-bar. 

True,  there  must  be  an  attachment  of  the  finger-bar  to  the 
wheel-frame,  through  which  the  gearing  may  operate  the  cutters ; 
but  no  frame  is  necessary  for  that  purpose— any  attachment  which 
will  preserve  their  relative  position  is  sufficient.  This  is  accom- 
plished in  the  defendants'  machine  by  a  cross-bar  or  brace  from 
the  yiner  end  of  the  finger-bar  to  a  projection  from  the  wheel- 
frame  pivoted  at  each  end,  so  that  the  connection  may  be  per- 
fectly flexible,  and  that  it  may  at  the  same  time  keep  the  distance 
of  the  finger-bar  from  the  gearing  uniformly  the  same. 

True,  also,  the  finger-bar  must  be  sustained  against  the  back- 
ward pressure  or  thrust  tending  to  wiench  it  from  the  machine. 
This  is  done  by  what  is  called  a  u  drag- bar"  linked  to  the  forward 
end  of  the  wheel-frame,  and  hinged  to  the  shoe  which  carries  the 
cutter-bar.  It  is,  in  fact,  the  instrument  by  which,  through  its 
attachment  to"  the  forward  end  of  the  wheel-frame,  the  finger-bar 
is  drawn  or  dragged  forward  to  its  work  of  cutting.  It  is  a  dis- 
tinct and  peculiar  device,  necessarily  made  flexible,  to  admit  of 
the  use  of  a  short  finger-bar  hinged  at  the  inner  end,  and  permit 
it  to  oscillate,  so  as  to  raise  or  lower  the  points  of  the  cutters 
when  that  is  desired.  It  was  the  introduction  of  two-wheeled 
machines  which  made  the  devices  by  which  the  defendants  carry 
and  control  the  cutting  and  mowing  apparatus  practicable. 

One  or  more  of  the  complainants'  witnesses  represent  this  drag- 
bar  and  the  lateral  brace  as  constituting  a  supplemental  frame, 
and  would  seem  to  intend  thereby  to  bring  this  part  of  the  defend- 
ants' machine  within  the  literal  terms  of  the  complainants*  re- 
issued patent.  It  seems  to  me  to  have  been  an  obvious  perversion  of 
language  to  apply  to  these  two  devices  the -same  designation.  Even 
vol.  vi — 12 
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those  witnesses  were  compelled,  in  order  to  satisfy  their  own  con- 
fused idea  of  a  frame,  to  include  with  these  bars  the  side  and 
forward  end  of  the  wheel-frame,  the  shoe  to  which  the  cutter  is 
attached,  and  the  projections  from  the  wheel-frame  to  which  the 
bars  are  linked.  They  call  the  frame  in  which  the  wheels  are 
placed  a  frame,  and  then  include  that  a  second  time  with  the  bars 
referred  to,  and  call  it  a  supplemental  frame.  This  seems  to  me 
evasion  and  a  trifling  with  the  subject.  There  is  not  in  mechani- 
cal construction,  or  in  office  and  function,  a  frame  and  supple- 
mental frame  ;  but  a  distinct  and  different  device,  serving  in  part 
some  like  purposes,  but  in  a  different  manner,  and  serving  those 
purposes  where  the  frame  used  by  the  complainants  would  not 
serve  them  without  the  aid  of  other  and  supplemental  devices 
not  found  in  the  complainants'  machine. 

This  is  not  all.  When  used  as  a  reaper  the  'cutter-bar  must 
be  suspended  at  some  height,  greater  or  less,  from  the  ground. 
In  the  complainants'  machine,  as  already  shown,  this  is  effected 
by  using  the  frame  as  a  lever,  turning  on  the  axle  of  the  wheel 
as  a  pivot,  and  bolting  the  end,  of  the  lever  or  frame  in  the  re- 
quired position.  And,  when  thus  prepared  for  reaping,  the  two 
frames,  bolted  together,  constitute  one  rigid  frame,  holding  the 
cutter *frame  firmly  in  position.  The  defendants,  when  their  ma- 
chine is  used  as  a  reaper,  suspend  the  cutter-bar  by  a  flexible 
chain  passing  over  pulleys  or  rollers,  not  holding  it  firmly  in  po- 
sition, leaving  it  free  to  oscillate  and  to  turn  on  its  hinges,  and 
,only  limiting  its  possible  descent  toward  the  ground.  Surely,  this 
exhibits  no  likeness,  in  mechanical  construction  nor  in  mode  of 
operation,  to  the  complainants'  supplemental  frame,  with  its  ar- 
rangement as  a  lever  and  with  its  adjustment  by  bolting,  above 
described. 

I  can  not  avoid  a  conclusion,  in  conformity  with  the  testimony 
of  the  witnesses  for  the  defendants,  that  there  is  no  supplemental 
frame  in  the  defendants'  machine,  and  that  there  are  not  in  that 
machine  two  frames,  in  the  sense  in  which  those  terms  are  em- 
ployed in  the  claimant's  reissued  patent,  nor  in  any  proper  me- 
chanical sense  ;  nor  are  the  devices  employed  by  the  defendants 
equivalents  of  the  frames  described  in  that  patent.  And  I  think 
I  ought  to  say  that  the  testimony  of  the  expert  (Mr.  Renwick), 
that  there  are  two  frames  in  the  defendants'  machine,  must  have 
been   misapprehended  by  the  complainants'  counsel  when   he 
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sought,  in  his  argument,  to  show  by  that  testimony  some  literal 
correspondence  of  the  defendants'  machine  with  the  words  of  the 
reissued  patent.  I  can  not  for  a  moment  suppose  that  the  learned 
and  experienced  counsel  intended  to  pervert  the  testimony  or 
promote  a  misconception  of  its  meaning. 

The  witness  was  speaking  of  a  specific  model  of  the  defend- 
ants9 machine  as  a  reaper,  and  having  the  platform  and  some 
other  attachments  pertaining  to  it  as  a  reaper  ;  and,* being  asked 
if  it  had  two  frames,  answered  that  it  had.  But  what  he  meant 
he  afterward  stated — viz.,  a  frame  to  which  the  wheels  and  their 
gearing  and  the  devices  for  drawing  and  sustaining  the  cutters 
was  attached ;  and  another  frame  on  which  the  platform  was 
laid,  which  latter  frame  was  wholly  detached  when  the  machine 
was  used  for  mowing.  The  same  question,  answered  in  the  same 
sense,  would  have  assigned  to  the  complainants'  machine  three 
frames.  The  witness  did  not  say  that  the  defendants'  machine 
had  two  frames,  in  the  sense  of  the  reissued  patent,  but  the  con- 
trary. He  did  not  say  that  the  defendants'  drag-bar  and  lateral 
brace,  either  by  themselves  or  in  their  connection,  constituted  a 
second  or  supplemental  frame,  but  he  very  clearly  excluded  that 
idea. 

Finally,  the  language  of  the  claim  in  the  reissued  patent  is  ex- 
ceedingly broad ;  but  it,  in  its  very  terms,  involves  hanging  the 
driving-wheel  in  a  supplementary  frame,  or  its  equivalent,  which 
is  hinged  to  a  frame  which  carries  the  cutters  (there  expressly 
denominated  the  main  frame),  while  its  opposite  ends  may  be 
adjusted  and  secured  at  various  heights,  or  be  left  free,  as  desired, 
whereby  the  cutting  apparatus  may  be  held  at  any  desired  height 
for  reaping,  or  be  left  free  to  accommodate  itself  to  the  undula- 
tions of  the  ground  for  mowing,  substantially  as  described. 

This  is  not  to  be  construed  to  embrace  every  possible  means  by 
which  a  cutter-bar  may  be  suspended  for  reaping,  and  permitted 
to  follow  the  undulations  of  the  ground  for  mowing.  If  it  should 
be  so  construed,  then  another  fatal  objection  to  the  complainants' 
case  would  be  at  once  suggested.  The  claim  is  too  broad,  and  is 
void  on  that  ground. 

If  it  be  construed  to  embrace  every  machine  in  which  a  frame 
carries  the  cutter-bar,  and  is  hinged  to  the  frame  in  which  the 
w'heel  is  placed,  then  complainants  must  fail,  for  the  reason  given 
under  the  first  branch  of  the  discussion — viz.,  that  this  would  in- 
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elude  McCormick's  machines,  made  and  used  long  before,  as  well 
as  for  the  reason,  also,  that  the  defendants  have  never  used  the 
hanging  of  the  wheel  in  a  supplemental  frame,  or  its  equivalent 
made  adjustable  in  any  manner.  Their  wheel  is  fixed  unchange- 
ably in  the  only  frame  properly  so  called  which  they  use,  which 
neither  acts  as  a  lever,  vibrates,  nor  is  made  adjustable  at  either 
end  or  in  any  manner. 

And  if,  as  suggested  in  the  other  branch  of  the  discussion,  the 
claim  can  be  construed  to  secure  to  the  complainant  the  specific 
arrangement  of  two  frames  in  the  position  and  mode  of  operation 
described  in  the  specification,  then  the  defendants  have  not  in- 
fringed it. 

This  somewhat  incoherent  and  needlessly  diffuse  discussion  of 
the  case  necessarily  leads  to  the  conclusion,  on  both  of  the  grounds 
considered,  that  the  complainants  can  not  sustain  the  suit. 

The  bill  must  therefore  be  dismissed,  with  costs. 


Enoch  Piper 

vs. 

George  T.  Moon  et  al.     In  Eqjjity. 

A  claim  for  "  preserving  fish  or  other  articles  in  a  close  chamber,  by  means 
of  a  freezing  mixture,  having  no  contact  with  the  atmosphere  of  the 
preserving-chamber,  substantially  as  6et  forth : "  Held,  not  to  be  so 
worded  as  not  to  cover  a  process,  or  sub-process,  less  than  the  entire 

process  or  series  of  processes  described  in  the  specification. 

« 

Whenever  an  article  already  frozen  is  preserved  in  a  frozen  state,  in  a  close 
chamber,  by  means  of  a  freezing  mixture,  which  has  the  effect  to  keep 
the  frozen  articles  in  such  frozen  state,  while,  at  the  same  time,  such 
mixture  has  no  contact  with  the  atmosphere  of  the  preserving-chamber, 
this  claim  is  infringed,  provided  that  it  is  done  "  substantially  as  sei 
forth  "  in  the  specification. 

This  claim  is  anticipate^  by  the  process  of  preserving  frozen  ice-cream. 

Substituting  a  fish  or  other  article  for  the  frozen  ice-cream  in  the  preserving- 
vessel  is  not  a  patentable  invention. 

If  the  process  of  preserving  the  frozen  ice-cream  had  not  existed  before, 
it  would  be  an  infringement  p,f  the  claim  of  the  patent. 
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The  patentee  may  have  invented  something  that  can  be  secured  to  him  by 
a  reissue;  but  the  present  claim  is  too  broad,  and  can  not  be  sustained. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  December,  1872.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  u  improvement  in  the  method 
of  preserving  fish,"  granted  to  complainant  March  19,  1861. 

A  suit  upon  the  same  letters  patent  will  be  found  reported  in 
the  case  of  Piper  v.  Brown,  4  Fisher,  175. 


The  above  engraving  shows  the  apparatus  used  by  com- 
plainant, and  described,  by  words  and  drawing,  in  his  letters 
patent.  A  is  a  box  of  wood,  or  other  suitable  material,  in  which 
the  fish  are  laid,  in  small  quantities,  on  a  rack,  R.  This  box  is 
surrounded  by  a  packing  of  charcoal  or  other  suitable  non- 
conducting material.  1,  2,  3,  4  are  metallic  pans,  which,  being 
filled  with  a  freezing  mixture,  such  as  salt  and  ice,  are  then  set 
over  the  fish,  and  the  cover  A  is  shut  upon  them.  C  is  the  large 
preserving- box  in  which  the  fish  are  afterward  packed,  and  B 
the  larger  box  in  which  C  is  inclosed.  The  space  between  these 
boxes  is  designed  to  be  filled  with  charcoal  or  other  non-conduct- 
ing material.  Z>,  Z>,  D  are  metallic  tubes,  opening  at  the  upper 
ends,  for  the  introduction  of  the  freezing  mixture  ;  a,  a  are  slats, 
which  may  be  removed  at  pleasure,  for  the  purpose  of  putting  in 
or  taking  out  the  fish.     B*  is  the  cover  of  the  outer  box,  and  is 
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provided  with  holes,  jy,  through  which  the  tubes  may  project,  so 
as  to  be  charged  with  the  freezing  mixture  when  the  box  is  closed. 
The  mode  of  using  this  apparatus  is  more  fully  described  in  the 
opinion  of  the  court  below. 

Causten  Browne  and  Jabez  S.  Holmes,  for  complainant. 

Gedrge  Gifford,  for  defendants. 

Blatchford,  J.,  in  deciding  this  case,  said,  in  substance : 
The  patent  to  the  plaintiff,  granted  March  19,  1861,  is  for  an 
"improvement  in  the  method  of  preserving  fish."     The  specifi- 
cation says :  "  The  nature  of  my  invention  consists  in  a  method 
of  preserving  fish  and  other  articles,  by  placing  them  within  a 
chamber,  and  cooling  the  latter  by  means  of  a  freezing  mixture, 
so  applied  that  no  communication  shall  exist  between  the  interior 
of  the  preserving- chamber  and  that  of  the  vessels  in  which  the 
freezing   mixture  4s   placed.     The   most   important   application 
which  \  propose  to  make  of  my  invention  is  for  preserving  salmon, 
which  are  only  taken  in  large  quantities  in  high  northern  latitudes, 
in  summer,  so  remote  from  our  large  cities  that  they  can  be  made 
available  in  a  fresh  state  only  by  artificial  congelation.     Hitherto 
the  only  method  in  use  for  preserving  this  kind  of  fish  in  a  fresh 
state,  has  been  to  pack  them  with  crushed  ice  in  barrels  or  boxes. 
This  method,  however,  owing  to  the  melting  of  the  ice,  and  the 
consequent  moistening  of  the  fish,  fails  to  preserve  them  fresh 
and  good  for  more  than  a  month  at  most ;  whereas,  by  my  new 
method  and  treatment,  they  can  be  ,kept  as  fresh  and  sweet  as 
when  first  caught,  and  for  any  desirable  length  of  time,  even  for 
years.     I  do  not  profess  to  have  invented  the  means  of  producing 
artificial  congelation,  nor  to  have  discovered  the  fact  that  no  de- 
cay takes  place  in  animal  substances  so  long  as  they  are  kept  a 
few  degrees  below  the  freezing  point  of  water ;  but  the  practical 
application  of  these  to  the  art  of  preserving  fish  and  meats,  as 
above  described,  is  a  new  and  very  valuable  improvement.     The 
apparatus  for  freezing   the  fish,  and  keeping  them  in  a  frozen 
state,  may  be  constructed  in  various  ways  and  of  different  shapes. 
The  apparatus  shown  in  the  drawing,  however,  will  suffice  to  illus- 
trate the  principle   and  mode  of  operation."     The  specification 
then  describes,  with  references  to  the  drawings,  a  method  of  freez- 
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ing  the  fish,  by  laying  them,  in  small  quantities,  on  a  rack  in  a 
box  of  wood  or  other  suitable  material,  which  is  surrounded  by 
a  packing  of  charcoal  or  other  suitable  non-conducting  material. 
Metallic  pans,  filled  with  a  freezing  mixture,  such  as  salt  and  ice, 
are  then  set  over  the  fish,  and  the  cover  is  shut  upon  them.  The 
specification  proceeds :  "  The  temperature  in  the  box  soon  falls 
to  ten  or  fifteen  degrees  below  the  freezing  point  of  water ;  and, 
in  about  twenty-four  hours,  the  mixture  being  changed  once  in 
twelve  hours,  the  fish  will  be  frozen  completely  through.  After 
being  thus  frozen,  the  fish  or  meats  may,  if  desired,  be  covered 
with  a  coating  of  ice,  by  immersing  them  a  few  times  in  ice-cold 
water,  or  by  applying  the  water  with  a  brush  or  swab  several 
times,  forming  a  coat  of  about  one-eighth  of  an  inch  in  thickness. 
To  prevent  the  ice  from  cracking  off,  I  then  apply  to  the  fish, 
when  they  are  to  be  kept  an  unusual  length  of  time,  a  cover  of 
cloth,  and,  in  the  same  manner,  cover  the  cloth  with  another 
coating  of  ice ;  or  they  may  be  coated  with  gum-arabic,  India- 
rubber,  gutta-percha,  tin-foil,  or  any  suitable  substance,  either  in 
combination  or  separately,  that  will  effectually  exclude  the  air 
and  prevent  the  juices  from  escaping  by  evaporation,  thereby 
preserving  the  same  plump  and  fresh  appearance  as  when  first 
frozen."  The  specification  then  goes  on  to  say  that  the  fish  are 
then  packed  closely  together  in  a  large  preserving-box,  which  is 
inclosed  in  a  still  larger  box,  the  space  between  the  two  boxes 
being  filled  with  charcoal  or  other  non-conducting  material  to  ex- 
clude the  heat ;  that  metallic  tubes  pass  through  the  inner  box, 
which  are  open  at  the  upper  ends,  for  the  introduction  of  a  freez- 
ing mixture,  the  lower  extremities  being  formed  with  flanges 
screwed  to  the  bottom  of  the  box ;  that  a  small  tube  leads  from 
the  bottom  of  each  tube  to  the  outside  of  the  outer  box,  to  draw 
off  the  brine  from  the  tubes ;  that  the  tubes  project,  at  the  top, 
through  the  cover  of  the  outer  box,  when  it  is  shut  down,  so  that 
they  may  be  charged  with  the  freezing  mixture  without  opening 
the  box ;  and  that,  by  keeping  the  tubes  filled  with  the  mixture 
of  salt  and  ice,  the  temperature  of  the  preserving-chamber  can 
be  maintained,  for  any  length  of  time,  below  the  freezing  point ; 
and  fish,  surrounded  by  the  dry  and  freezing  atmosphere,  will  be 
preserved  as  fresh  and  good  as  when  first  caught,  and  for  a  much 
longer  period  than  by  any  other  method.  The  patentee  -adds : 
44 1  do  not  desire  tc  be  understood  as  confining  myself  to  the  use 
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of  the  specific  apparatus  above  described,  nor  to  the  use  of  either 
or  both  the  preliminary  processes  of  freezing  and  coating;  but  I 
have  described  the  mode  of  operation  which,  by  experience, 
I  have  found  best  for  preserving  the  most  delicate  varieties  of 
fish.  In  the  case  of  meats,  it  is  not  necessary  to  resort  to  the 
coating  process,  especially  beef  and  pork  preserved  for  salt  pack- 
ing, in  warm  weather,  which  can  be  done  by  this  treatment  with 
no  more  loss  than  in  the  best  winter  weather,  while  the  cold 
pickle  or  brine  of  the  dissolving  salt  and  ice  is  ready  made,  and 
may  be  drawn  off,  as  required,  to  pickle  the  barrels  after  packing 
the  meats,"  etc.  The  claim  is  in  these  words  :  "  Preserving  fish 
or  other  articles  in  a  close  chamber,  by  means  of  a  freezing  mix- 
ture having  no  contact  with  the  atmosphere  of  the  preserving- 
chamber,  substantially  as  set  forth." 

In  this  specification,  as  is  usually  the  case,  the  patentee  first 
sets  forth  the  nature  of  his  invention,  by  stating  in  what  it  con- 
sists ;  and  we  expect  to  find  that  the  claim  corresponds  with  such 
statement  of  the  nature  of  the  invention,  whatever  may  be  set 
forth  in  the  intervening  descriptive  part  of  the  specification.  The 
claim  in  the  present  case  is  not  so  worded  as  not  to  cover  a  pro- 
cess, or  sub-process,  less  than  the  entire  process,  or  series  of  pro- 
cesses, described  in  the  specification. 

The  statement  of  the  nature  of  the  invention  says  that  it  con- 
sists in  a  method  of  "preserving"  fish  and  other  articles,  by 
placing  them  within  a  chamber,  and  cooling  the  latter  by  means 
of  a  freezing  mixture,  so  applied  that  no  communication  shall 
exist  between  the  interior  of  the  "preserving"  chamber  and  that 
of  the  vessels  in  which  the  freezing  mixture  is  placed.  The  claim 
is  for  "preserving"  fish  or  other  articles,  in  a  close  chamber,  by 
means  of  a  freezing  mixture,  having  no  contact  with  the  atmos- 
phere of  the  "preserving"  chamber,  substantially  as  set  forth. 
What  is  the  meaning  of  the  word  "  preserving,"  as  so  used,  and 
what  is  the  chamber  that  is  so  referred  to  as  the  "preserving" 
chamber?  Manifestly,  the  word  refers  to  the  process  to  which 
the  article  is  subjected  in  the  chamber,  between  the  interior  of 
which  and  the  interior  of  the  vessels  containing  the  freezing  mix- 
ture there  is  no  communication.  That  chamber  is  the  preserving- 
chamber.  That  chamber  may  be  used  to  freeze  the  article  by- 
means  of  a  freezing  mixture,  applied  as  stated,  as  well  as  to  pre- 
serve it  afterward  by  means  of  a  freezing  mixture,  applied  as 
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stated ;  and  the  claim  may  cover  the  process  when  the  chamber 
is  used  both  to  so  freeze  and  so  preserve  the  article,  and  also  when 
it  is  used  only  to  so  freeze  the  article,  and  also  when  it  is  used 
only  to  so  preserve  the  article.  The  article  is  preserved  when  it 
is  only  frozen  in  the  chamber.  It  is  preserved  when  it  is  only 
kept  in  the  chamber,  after  being  first  frozen  elsewhere.  It  is  pre- 
served when  it  is  frozen  in  the  chamber,  and  then  continues  to 
remain  in  the  chamber.  That  this  is  the  scope  of  the  claim  is 
shown  by  the  fact,  that  the  specification  speaks  of  "the  prelimi- 
nary processes  of  freezing  and  coating,"  and  states  that  the  pat- 
entee does  not  confine  himself  to  the  use  of  either  or  both  of 
those  preliminary  processes.  The  preliminary  process  of  freez- 
ing referred  to,  is  described  as  one  of  freezing  the  article  in  a 
box,  where  the  open  pans  of  salt  and  ice  are  shut  up  in  the  box 
with  the  article.  It  is  not  the  process  referred  to  in  the  claim, 
which  expressly  requires  that  the  article  shall  be  in  a  close  cham- 
ber, and  that  the  freezing  mixture  shall  have  no  contact  with  the 
atmosphere  of  that  chamber.  Therefore,  whenever  an  article, 
already  frozen,  is  preserved  in  a  frozen  state,  in  a  close  chamber* 
by  means  of  a  freezing  mixture,  which  has  the  effect  to  keep  the 
frozen  article  in  such  frozen  state,  while  at  the  same  time  such 
mixture  has  no  contact  with  the  atmosphere  of  the  preserving- 
chamber,  the  claim  of  the  patent  is  infringed,  provided  that  it  is 
done  "substantially  as  set  forth  in"  the  specification.  Full  effect 
must  be  given  to  the  words  u  substantially  as  set  forth."  How 
is  it  set  forth  that  the  process  must  be  practiced  ?  It  is  not  re- 
quired that  there  shall  be  no  contact  between  the  article  that  is 
undergoing  preservation  and  the  metal  which  is  interposed  be- 
tween such  article  and  the  freezing  mixture.  On  the  contrary, 
the  specification  says  that  the  fish  are  "packed  closely  together" 
in  a  box,  directly  through  which  run  the  metallic  tubes  which 
contain  the  freezing  mixture.  If  the  fish  are  thus  packed  closely 
together,  some  of  them  must  be  thus  packed  around  the  tubes. 
There  is  no  direction  that  none  of  them  are  to  be  in  contact  with 
the  tubes.  It  is  true  that  the  specification  speaks  of  the  fish  as 
being  preserved  because  surrounded  by  a  dry  and  freezing  atmos- 
phere. They  will  be  surrounded  by  so  much  of  a  dry  and  freez- 
ing atmosphere  as  can  surround  fish  packed  closely  together  in 
contact  with  the  tubes.  All  the  atmosphere  there  is  will  be  dry 
and  freezing. 
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With  this  view  of  the  claim,  the  invention  covered  by  it,  so  for 
as  preserving  the  frozen  article  is  concerned  (and  the  claim  covers 
that  by  itself),  is  anticipated  by  what  is  proved  in  regard  to  the 
use  of  the  process  of  preserving  frozen  ice-cream.  Anterior  to 
the  patentee's  invention,  ice-cream,  frozen,  was  preserved  in  a 
frozen  state,  in  a  close  chamber,  by  means  of  a  freezing  mixture 
which  had  no  contact  with  the  atmosphere  of  the  chamber.  The 
frozen  ice-cream  was  thus  preserved  in  a  frozen  state  for  a  length 
of  time,  in  one  instance,  as  is  shown,  twenty-four  days,  and  it 
might  have  been  preserved  an  indefinite  length  of  time  by  renew- 
ing the  freezing  mixture.  The  freezing  mixture  surrounded  the 
metallic  vessel  containing  the  frozen  ice-cream,  instead  of  being 
in  pipes  which  ran  through  such  vessel ;  but  that  made  no  differ- 
ence in  the  process.  Some  of  the  frozen  ice-cream  was  in  con- 
tact with  the  metal  interposed  between  it  and  the  freezing  mixture, 
as  some  of  the  fish,  in  the  practice  of  the  plaintiff's  process,  are 
in  contact  with  the  metal  interposed  between  them  and  the  freez- 
ing mixture.  All  the  atmosphere  there  was  in  the  vessel  contain- 
ing the  frozen  ice  cream  was  dry  and  freezing.  The  frozen  ice- 
cream was,  in  its  frozen  state,  not  a  liquid,  but  a  solid.  It  was 
ho  more  a  liquid  than  a  frozen  fish  is  a  liquid.  A  fish,  before 
being  frozen,  consists  largely  of  watery  particles.  If  it  did  not, 
it  could  not  be  frozen,  for  it  is  the  watery  particles  in  it  that 
are  frozen.  ,  What  is  frozen  in  the  ice-cream,  and  what  is  frozen 
in  the  iish,  is  the  same  thing — the  liquid  parts.  Those  are  pro- 
portionally greater  in  the  unfrozen  ice-cream  than  in  the  unfrozen 
fish.     That  is  the  only  difference. 

The  specification  of  the  patent,  in  describing  the  process 
claimed,  describes  the  process  previously  used  tor  preserving 
frozen  ice-cream.  All  that  the  patentee  has  done,  according  to 
his  claim,  is  to  take  the  frozen  ice-cream  out  of  the  vessel,  and 
put  into  it  a  fish  or  other  article,  frozen  or  unfrozen.  That  is  no 
patentable  invention.  If  the  process  of  preserving  the  frozen 
ice-cream  had  not  existed  previously,  the  use  of  such  process,  in 
the  manner  stated,  would  be  within  the  claim  of  the  patent,  and 
would  be  an  infringement  of  it.  The  prior  use  of  such  process 
must  therefore  be  an  anticipation  of  the  claim  of  the  patent,  at 
least  in  a  case  like  this. 

The  patentee  may  be  the  first  person  who  has  practically  suc- 
ceeded in  introducing  into  the  market,  at  all  seasons,  salmon  as 
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fresh  as  when  first  caught,  and  may  thus  have  supplied  a  great 
desideratum,  and  have  established  a  business  that  is  commercially 
profitable.  He  may  have  invented  something,  in  that  connection, 
which  is  capable  of  being  protected  by  a  patent,  and  he  may 
have  described,  in  this  specification,  or  shown  in  the  model  or 
drawings  accompanying  it,  something  which  may  be  claimed, 
and  well  claimed,  as  an  invention,  and  which  may  be  secured  to 
him  by  a  reissue.  But  the  difficulty  with  the  present  claim  is 
that  it  is  too  broad,  and  that  it  covers  nothing  but  a  process,  and 
that  a  process  practiced  before,  substantially  in  the  manner  set 
forth  in  the  specification. 

For  these  reasons,  the  bill  must  be  dismissed,  with  costs. 


The  Locomotive  Engine  Safety  Truck  Company 

vs. 
The  Erie  Railway  Company.     In  EqjjitY. 

Letters  patent  for  "  improvement  in  trucks  for  locomotives,"  granted  to 
Alba  F.  Smith,  February  n,  1862,  construed  and  sustained. 

Smith's  invention  is  for  the  use  in,  and  the  combination  with,  a  locomotive 
engine  of  a  swiveling  pilot  or  leading  truck,  provided  with  pendent 
links,  to  allow  the  forward  part  of  the  engine  to  move  laterally  over 
the  truck,  when  the  truck  and  the  driving-wheels  are  not  together  in 
a  straight  track,  whereby  the  forward  part  of  the  engine  can  move 
onward,  in  a  line  tangent  to  a  curve,  while  the  axles  of  the  driving- 
wheels  are  parallel,  or  nearly  so,  to  the*  radial  line  pf  the  curve,  be- 
cause the  truck  is  made  to  swivel  around  the  king-bolt,  by  the  action 
of  the  rails  on  the  flanges  of  the  truck-wheels. 

The  Bridges  and  Davenport  patent,  shows  a  swinging  bolster,  in  a  truck 
swiveling  on  a  king-bolt,  the  body  of  the  car  being  connected  to  the 
truck- frame  by  pendulous  links,  from  which  such  body  is  hung,  whereby 
a  lateral  motion  of  the  truck  is  permitted,  independently  of  the  body 
of  the  car,  the  sidewise  motion  being  checked  by  springs  in  the  truck; 
but  does  not  suggest  the  use  of  such  a  truck  in  any  other  structure 
than  a  car  having  one  of  such  trucks  at  each  end  and  two  king-bolts. 

Although  the  precise  construction  of  divergent  links,  as  employed  by 
Smith,  is  shown  in  the  truck  patented  to  Kipple  and  Bullock,  Decern- 
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ber  20,  1859,  and  the  mode  of  operation  of  that  truck,  per  50,  in  a  car 
having  a  like  truck  at  its  other  end,  is  the  same,  for  all  the  purposes 
of  the  truck  itself,  that  it  is  in  a  structure  which  has  driving-wheels 
at  the  other  end,  yet  the  moment  the  truck,  swiveling  on  a  king-bolt, 
is  taken  out  of  the  other  end  of  the  structure,  and  driving-wheels  take 
its  place,  the  mode  of  operation  of  the  structure,  as  a  whole,  becomes 
different  from  the  mode  of  operation  of  the  two  swiveling  trucks. 

In  the  Bissell  locomotive-truck,  the  absence  of  free  swiveling  in  the 
truck,  around  its  center,  prevents  the  action  of  the  rails  .upon  the 
flanges  of  the  truck-wheels  from  regulating  the  position  of  the  axles 
on  a  curve,  while  in  Smith's  arrangement  the  truck  alone  controls 
the  position  of  the  axles  of  the  truck-wheels,  and  they  assume  their 
correct  position  upon  any  track. 

The  Smith  arrangement  of  truck  is  not  merely  an  equivalent  for  the  Bis- 
sell arrangement  of  truck,  because  when  the  former  is  substituted  for 
the  latter,  the  resulting  structure  has  a  different  mode  of  operation, 
and  produces  results  which  the  other  structure  can  not  produce. 

There  was  a  patentable  novelty  in  the  combination  which  Smith  made, 
although  the  truck  which  he  employed  existed  before. 

The  combination  produces  a  new  mode  of  operation  and  new  results  in 
the  structure,  as  a  whole,  although  the  truck,  as  respects  itself,  op- 
erates in  the  same  way  as  it  did  in  a  car  with  two  trucks. 

It  was  not  apparent,  without  experiment,  that  the  use  of  a  swinging 
bolster  swiveling-truck,  in  an  engine,  would  relieve  all  the  difficulties 
attendant  upon  the  use  of  driving-wheels  on  curves. 

Where  the  invention  is  entitled,  in  the  patent,  an  "  improvement  in  trucks 
for  locomotives,"  this  does  not  require  that  the  claim  should  be  one 
to  an  invention  in  respect  to  the  truck  per  se.  It  is  sufficient  if  the 
invention  is  an  improvement  in  the  use  of  trucks  in  locomotive  engines. 

An  infringement  may  be  committed  by  making  or  using,  or  vending  to 
others  to  be  used.  An  allegation  in  the  disjunctive  would  be  bad 
pleading,  and  an  allegation  of  making  and  using  is  proved  by  proof 
of  using  alone. 

The  allegation  that  the  defendants  have  constructed  and  built,  and  are  now- 
using  trucks  for  locomotives  constructed  in  accordance  with  and  con- 
taining and  embodying  the  patented  invention,  does  not  imply  that 
any  of  the  structures  which  are  used  by  the  defendants  were  built  by 
them,  or  that  any  of  the  structures  which  were  built  by  them  are  used 
by  them. 

Where  the  thing  patented  was  made  in  one  district  and  used  in  another, 
and  the  bill  prays  for  profits  from  both  making  and  using,  and  for  an 
injunction,  plaintiff  may  recover  profits  resulting  from  either  making 
or  using  within  the  jurisdiction  of  the  court,  and  obtain  an  injunction 
against  making,  using,  and  vending  within  the  same. 

The  act  which  provides  that  "  all  suits,  not  of  a  local  nature,  hereafter  to 
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be  brought  in  the  circuit  and  district  courts  of  the  United  States,  in 
a  district  in  any  state  containing  more  than  one  district,  against  a 
single  defendant,  shall  be  brought  in  the  district  in  which  the  defend- 
ant resides,  has  no  application  where  the  single  defendant  resides  as 
fully  in  all  districts  in  the  state  as  in  any  one  of  them. 

A  corporation,  if  it  can  be  said  to  reside  at  all,  resides  in  all  the  districts 
of  the  state  creating  it. 

(Before  Blatchford,  J.f  Southern  District  of  New  York,  December,  1872.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "improvement  in  trucks 
for  locomotives,"  granted  Alba  F.  Smith,  February  11,  1862. 


No.  1. 


No.  2. 


Figure  1,  in  the  above  engraving,  represents  a  vertical  longi- 
tudinal section  of  complainant's  truck,  as  shown  in  the  letters 
patent.  Figure  2  represents  a  transverse  section  of  the  same ; 
d  is  the  center  cross-bearing  plate  or  platform,  made  of  two 
thicknesses  of  iron  plate,  riveted  together,  and  embracing  the 
upper  bars  of  the  frame  c.  At  the  end  of  said  plate,  e  e  are  cross- 
bars, beneath  the  said  double-bearing  plate  </,  to  strengthen  the 
rivets ;  f  is  a  bolster,  made  of  a  flanged  bar,  through  the  center 
of  which  the  king-bolt  /  passes.  The  king-bolt  also  goes  through 
an  elongated  opening  in  the  plates  d,  so  as  to  allow  of  lateral 
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motion  to  the  truck  beneath  the  bolster.  The  king-bolt  also  serves 
as  a  connection  to  bold  the  truck  to  the  engine.  The  bolster /'is 
suspended  from  the  side-pieces  g  g,  of  the  frame,  by  means  of 
pendent  links  o  o,  which  links  are  shown  in  the  engraving,  No.  :, 
by  dotted  lines. 

A  further  description  of  the  structure  and  mode  of  operation 
will  be  found  in  the  opinion  of  the  court. 


No.  5. 

Figure  3  represents  the  Davenport  &  Bridges  truck,  as  shown 
in  their  patent. 

Figure  4  shows  the  arrangement  for  securing  lateral  motion,  in 
the  Levi  Bissell  patent. 

Figure  5  represents  the  Kipple  &  Bullock  truck,  showing  the 
arrangement  of  pendent  links  to  permit  lateral  motion. 
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C.  J?.  Blake  and  C.  M.  Keller,  for  complainant. 

C-  A.  Seward,  for  defendant. 

Blatchford,  J. 

This  suit  is  founded  on  letters  patent  granted  to  Alba  F.  Smith, 
February  11,  1862,  for  an  "improvement  in  trucks  for  locomo- 
tives-"     The   specification   describes  the  invention  as  an  u  im- 
provement in  trucks,  for  locomotive  engines."     It  says :  "  Several 
laterally  moving  trucks  have  been  made  and  applied  to  railroad 
cars.      My  invention  does  not   relate   broadly  to  such  laterally 
moving  trucks,  but  my  said  invention  consists  in  the  employment, 
in  a  locomotive  engine,  of  a  truck  or  pilot  wheels  provided  with 
pendent  links,  to  allow  of  a  lateral  movement,  so  that  the  driving- 
wheels  of  the  locomotive  engine  continue  to  move  correctly  on  a 
curved  track,  in  consequence  of  the  lateral  movement  allowed  by 
said  pendent  links,  the  forward  part  of  the  engine  traveling  as  a 
tangent  to  the  curve,  while  the  axles  of  the  drivers  are  parallel, 
or  nearly  so,  to  the  radial  line  of  the  curve.     In  the  drawing,  I 
have  represented  my  improved  truck  itself.     The  mode  of  ap- 
plying the  same  to  any  ordinary  locomotive  engine  will  be  appar- 
ent to  any  competent  mechanic,  as  my  truck  can  be  fitted  in  the 
place  of  those  already  constructed,  or  the  same  may  be  altered, 
to  include  my  improvement."     The  truck  has  four  wheels,  on 
two  axles,  and  a  frame  made  in  the  usual  manner  of  the  frame 
of  an  ordinary  locomotive  truck.     It  has  a  center  cross-bearing 
plate  or  platform,  made  of  two  thicknesses  of  iron  plate,  riveted 
together,  and  embracing  the  upper  bars  of  the  frame ;   and  a 
bolster,  made  of  a  flanged  bar,  through  a  hole  in  the  center  of 
which  the  king-bolt  passes.     The  king-bolt  also  goes  through  an 
elongated  opening  in  the  bearing  plate,  to  allow  a  lateral  motion 
to  the  truck  beneath  the  bolster.     At  the  same  time,  the  king- 
bolt is  a  connection,  to  hold  the  truck  to  the  engine.     The  bolster 
takes  the  weight  of  the  engine  in  the  middle,  and  is  itself  sus- 
pended at  the  ends  of  bars  attached  to  the  moving  ends  of  pend- 
ent links,  which  are  attached  by  bolts,  at  their  upper  ends,  to 
brackets  on  the  frame.     The  distance  between  the  bars,  trans- 
versely of  the  truck,  is  slightly  more  than  that  between  the  bolts, 
so  that  the  pendent  links  diverge  slightly.     The  specification  says : 
u  When  running  upon  a  straight  road,  the  engine  preserves  great 
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steadiness,  because  any  change  of  position,  transversely  of  *the 
track,  in  consequence  of  the  engine  moving  over  the  truck,  or  the 
truck  beneath  the  engine,  is  checked  by  the  weight  of  the  engine 
hanging  upon  the  links,  and,  in  consequence  of  their  divergence, 
any  side  movement  causes  the  links  on  the  side  toward  which  the 
movement  occurs,  to  assume  a  more  inclined  position,  while  the 
other  links  come  vertical,  or  nearly  so.     Hence,  the  weight  of  the 
engine  acts  with  a  leverage  upon  the  most  inclined  links,  to  bring 
them  into  the  same  angle  as  the  others,  greatly  promoting  the 
steadiness  of  the  engine  in  running  in  a  straight  line.    As  the 
pilot  or  truck  wheels  enter  a  curve,  a  side  wise  movement  is  given 
to  the  truck,  in  consequence  of  the  engine  and  drivers  continuing 
to  travel  as  a  tangent  to  the  curve  of  the  track.     This  movement, 
and  the  slight  turn  of  the  whole  truck  on  the  king-bolt,  not  only 
causes  the  truck-wheels  to  travel  correctly  on  the  track,  with  their 
axles  parallel  to  the  radial  line  of  the  curve  of  track,  but  also  ele- 
vates the  outer  side  of  the  engine,  preventing  any  tendency  to  run 
off  the  track  upon  the  outer  side  of  the  curve.     Upon  entering  a 
straight  track,  the  truck  again  assumes  the  central  position,  and, 
in  case  of  irregularity  in  the  track,  or  any  obstruction,  the  truck 
moves  laterally,  without  disturbing  the  movement  of  the  engine. 
I  do  not  claim  laterally  moving  trucks,  nor  pendent  links,  sepa- 
rately considered."     This  claim   is :    "  The  employment,  in  a 
locomotive  engine,  of  a   truck  or  pilot  wheels,  fitted  with  the 
pendent  links,  0,  0,  to  allow  of  lateral  motion  to  the  engine,  as 
specified,  whereby  the  drivers  of  said  engine  are  allowed  to  re- 
main correctly  on  the  track,  in  consequence  of  the  lateral  motion 
of  the  truck,  allowed  for  by  said  pendent  links,  when  running  on 
a  curve,  as  set  forth." 

The  proof  shows  that  the  defendants  have  used,  in  this  district, 
an  engine,  built  by  them  at  Dunkirk,  in  the  Northern  District  of 
this  state,  which  has  four  flanged  driving  wheels,  and  contains 
the  invention  claimed  in  Smith's  patent.  The  issue  is  as  to  the 
novelty  of  the  invention.  In  order  to  determine  this  question,  it 
is  necessary  to  clearly  see  what  invention  is  claimed  in  Smith's 
patent. 

He  does  not  claim  laterally  moving  trucks — that  is,  trucks  with 
laterally  swinging  bolsters.  Nor  does  he  claim  pendent  links,  by 
themselves.  Laterally  moving  trucks,  applied  to  railroad  cars, 
which  had  at  each  end  one  of  such  trucks,  free  also  to  swivel 
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around  a  king-bolt,  which  connected  the  car  to  the  truck,  and 
passed  through  the  center  of  the  swinging  bolster,  which  was  the 
center  of  the  truck,  were  old.  The  specification  so  admits.  But, 
Smith's  invention,  as  claimed,  is  for  the  use  in,  and  the  combina- 
tion with,  a  locomotive  engine  (that  is,  a  structure  having,  at  its 
rear  end,  not  a  swiveling  truck,  but  non-swiveling  driving-wheels, « 
with  axles  rigidly  attached  to  the  body  of  the  engine,)  of  a  swivel- 
ing pilot  or  leading  truck,  provided  with  pendent  links,  to  allow 
the  forward  part  of  the  engine  to  move  laterally  over  the  truck, 
when  the  truck  and  the  driving-wheels  are  not  together  in  a 
straight  track,  whereby  the  forward  part  of  the  engine  can  move 
onward,  in  a  line  tangent  to  a  curve,  while  the  axles  of  the  driv- 
ing-wheels are  parallel,  or  nearly  so,  to  the  radial  line  of  the 
curve,  and  the  axles  of  the  truck-wheels  also  become  parallel  to 
the  radial  line  of  the  curve,  because  the  truck  is  made  to  swivel 
around  the  king-bolt,  by  the  action  of  the  rails  on  the  flanges  of 
the  truck-wheels. 

In  going  around  a  curve  with  a  locomotive  engine,  the  axles  of 
the  two  pairs  of  driving-wheels  tend  to  assume  a  parallelism  to 
that  radius  of  the  curve  which  is  equidistant  between  the  two 
axles.  If  the  pilot-truck  has  no  lateral  swing  to  its  bolster,  but 
merely  swivels  on  the  king-boltr  the  tendency  of  the  action  of  the 
truck- wheels,  on  a  curve,  is  to  force  the  king-bolt  into  a  position 
over  the  center  of  the  track.  That  action  is  resisted  by  the  body 
of  the  engine,  and,  to  accomplish  it,  the  driving-wheels  must  be 
twisted  out  of  their  proper  position,  and  must  slip  and  grind  on 
the  rails.  The  reason  of  this  is,  that  a  line  drawn  longitudinally 
through  the  center  of  the  engine,  at  right  angles  to  that  radius  of 
the  curve  which  is  equidistant  between  the  two  axles  of  its  driv- 
ing-wheels, will  not  strike  the  king-bolt  at  the  center  of  .the  track, 
unless  the  driving-wheels  are  so  caused  to  slip.  Hence,  it  was 
customary,  with  a  pilot-truck  which  only  swiveled,  and  had  no 
lateral  swing  to  its  bolster,  to  make  the  front  driving-wheels  with- 
out flanges,  so  that  they  might  slide  sidewise.  But  the  antago- 
nism is  reconciled,  by  allowing  the  king-bolt  and  the  forward  end 
of  the  engine  to  move  laterally,  so  as  to  keep  in  a  line  substantially 
at  right  angles  to  the  axles  of  the  driving-wheels,  and  outside  of 
the  center  of  the  track,' the  king-bolt  being  no  longer  controlled, 
in  its  position,  by  the  truck,  and  there  being  no  twisting  of  the 
driving-wheels  out  of  position. 
vol.  vi — 13 
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Another  feature,  developed  in  the  use  of  the  pendent  links,  is 
pointed  out  in  the  specification,  which  is,  that,  on  'entering  a 
curve,  the  outer  side  of  the  engine,  as  the  truck  moves  inward 
laterally  under  it,  is  elevated,  so  as  to  counteract  any  tendency  to 
run  off  of  the  track  on  the  outer  side,  by  the  centrifugal  action, 
and,  as  the  mode  of  hanging  the  links  causes  the  link  on  the 
outer  side  to  assume  a  more  inclined  position,  while  the  other  link 
becomes  more  nearly  vertical,  the  weight  of  the  elevated  engine 
acts  to  steady  the  engine,  and  restore  it  to  a  position  midway  be- 
tween the  rails,  on  returning  to  a  straight  track.  This  feature  of 
the  links  also  acts  to  keep  the  engine  steady  when  on  a  straight 
track. 

The  patent  granted  to  Bridges  and  Davenport,  May  4,  1S41, 
for  an  "  improvement  in  railway  carriages,"  bhows  a  swinging 
bolster,  in  a  truck  swiveling  on  a  king-bolt,  the  body  of  the  car 
being  connected  to  the  truck-frame  by  pendulous  links,  from  which 
such  body  is  hung,  whereby  a  lateral  motion  of  the  truck  is  per- 
mitted, independently  of  the  body  of  the  car,  the  sidewise  motion 
being  checked  by  springs  in  the  truck.  But  the  specification  of 
that  patent  does  not  suggest  the  use  of  such  a  truck  in  any  other 
structure  than  a  car  having  one  of  such  trucks  at  each  end,  and 
two  king-bolts.  Nor  did  it,  or  the  use  of  two  of  such  swinging 
bolsters  in  a  car,  suggest,  from  1S42  to  1862,  the  combination  of 
such  a  swinging-bolster  truck  with  a  locomotive  engine,  for  the 
purposes  set  forth  in  Smith's  specification. 

In  the  truck  described  in  Smith's  specification,  the  side  springs 
of  Bridges  and  Davenport  are  dispensed  with,  the  divergence  of 
the  pendent  links  being  used,  instead,  to  check  the  sidewise 
movement.  This  precise  construction  of  divergent  links  is  shown 
in  the  patent  granted  to  Kipple  and  Bullock,  December  20, 
1859,  for  an  u  improvement  in  car-trucks."  Their  use  has  the 
tendency  to  elevate  the  outer  side  of  the  car  on  a  curve,  and  the 
tendency  to  steady  the  body  of  the  car  through  its  weight  on  the 
links  that  are  most  inclined,  and  the  tendency  to  limit  the  lateral 
movement,  without  using  side-springs.  But,  although  the  mode 
of  operation  of  a  Kipple  and  Bullock  truck,  per  sey  in  a  car  hav- 
ing a  like  truck  at  its  other  end,  is  the  same,  for  all  the  purposes 
of  the  truck  itself,  that  it  is  in  a  structure  which  has  driving-wheels 
at  the  other  end,  yet  the  moment  the  truck  swiveling  on  a  king- 
bolt is  taken  out  of  the  other  end  of  the  structure,  and  driving- 
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wheels  take  its  place,  the  mode  of  operation  of  the  structure  as  a 
whole  becomes  different  from  the  mode  of  operation  of  the  struc- 
ture with  the  two  swiveling  trucks.     This  is  conceded  by  the  ex- 
pert for  the  defendants,  and  is  quite  manifest.      The  mode  of 
operation  becomes  such  as  is  described  in  Smith's  specification, 
and  no  such  mode  of  operation  exists  in  the  structure  with  the 
two  trucks.     Moreover,  the  existence  of  the  Kipple  and  Bullock 
patent,  and  the  use  of  cars  each  with  two  of  their  trucks,  does  not 
seem  to  have  suggested,  before  the  invention  of  Smith,  the  use  of 
one  of  such  trucks,  as  a  pilot-truck  in  a  locomotive  engine,  to  ob- 
viate the  well-known  difficulties  in  using  the  engine  on  a  curve. 
The  only  other  pre-existing  invention  brought  up  to  affect  the 
novelty  of  the  Smith  invention,  is  the  patent  granted  to  Levi  Bis- 
sell,  August  4,  1857,  for  an  "  improvement  in  trucks  for  locomo- 
tives."    Bissell's  truck  is  shown  used  under  the  forward  part  of  a 
locomotive  engine.     It  has  a  provision  designed  to  allow  a  lateral 
motion  to  the  truck,  independently  of  the  motion  of  the  body  of 
the  engine,  and  a  provision  to  cause  the  forward  part  of  the  en- 
gine to  mount  up  an  incline,  toward  the  outer  side,  in  a  curve,  and 
thus  check  the  sidewise  movement,  and  to  descend,  by  its  gravity, 
to  the  normal  position,  on  resuming  the  straight  track.      The 
specification  of  Bissell's  patent  says,  that  the  object  of  his  inven- 
tion is,  "  to  retain  the  truck  with  the  axles  always  at  right  angles 
to  the  rail,  whether  on  a  straight  or  curved  track,  and  prevent  the 
truck  swinging  around  on  its  center-pin,  in  case  of  meeting  with 
any  obstruction,  and  to  make  the  curvature  of  the  rail  the  means 
for  turning  the  truck  so  that  the  axles  are  parallel  to  the  radial 
line  of  the  given  curve,  in  which  position  they  are  retained  firmly 
until  the  direction  of.  the  track  again  changes."     The  specification 
then  points  out  the  difficulties,  in  the  use  of  locomotive  engines 
on  curves,  with  the  ordinary  pilot-truck,  resulting  in  a  "  constant 
sidewise  sliding  motion  on  the  rail,"  in  consequence  of  the  driv- 
ing-wheels being  forced  in  a  line  deflected  from  that  of  a  cylin- 
drical forward  rolling  motion,  and  in  a  constant  bearing  of  the 
truck  to  the  outer  side  of  the  curve,  and  in  the  tendency  of  the 
engine  to  go  off  the  track,  "  particularly  in  case  a  broken  rail  or 
obstruction  occurs,  when  the  truck  swivels  around  on  its  center- 
pin."     It  then  proceeds :  "  I,  therefore,  construct  my  truck  in  such 
a  manner  that  the  axles  of  the  driving-wheels  shall  be  on  the  line 
of,  or  parallel  to,  the  radial  line  of  the  curve,  so  as  always  to  have 
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a  direct  forward  propelling  motion,  and  not  strain  or  wear  the  \ 

rail  or  flanges  of  the  wheels,  and  so  that  two  or  more  pairs  of 
driveis  can  be  fitted  with  flanges.     Consequently,  the  center  line 
of  the  locomotive,  in  going  around  the  curve,  travels  as  a  tangent 
to  the  center  of  the  drivers,  and,  to  accommodate  the  curve,  I  fit 
the  truck  or  forward  wheels  in  such  a  manner  as  to  allow  of  a 
transverse  motion,  the  said  truck  swinging  laterally  upon  an  axis 
of  motion,  h,  located  centrally  between  the  center  of  the  drivers 
and  truck  (or  slightly  forward  of  the  same),  so  as  to  give  a  slight 
tendency  to  the  truck  to  run  to  the  inner  side  of  the  curved  track. 
Thereby,  the. axles  of  the  truck»wheel  sare  parallel  (or  nearly  so) 
to  the  radial  line  of  the  curved  rail,  and  the  engine  runs  around 
any  given  curve  without  much  more  strain,  cither  on  the  wheels 
or  the  track,  than  would  occur  on  a  straight  railroad  ;  and,  at  the 
•  same  time,  there  is  no  chance  for  the  truck  to  turn  on  its  center- 
pin,  by  any  obstruction  coming  in  contact  with  the  wheels,  and 
the  wheels  will  pass  over  a  broken  rail,  and  not  be  displaced,  un- 
less all  four  wheels  are  simultaneously  unsupported,  and,  even 
then,  the  wheels  and  truck,  being  set  correctly  to  the  angular 
position  with  the  drivers  and  the  curvature  of  the  track,  will  con- 
tinue to  move  in  the  correct  direction,  and  pass  over  any  obstacle 
on  broken  rail,  and  attain  the  uninjured  part  of  the  track ;  and,  in 
running  on  a  straight  track,  the  truck  is  held  correctly  in  position, 
and  will  run  over  quite  considerable  obstruction  without  being 
turned  aside.     In  running  on  cither  a  straight  or  curved  track,  one 
of  the  truck- wheels  often  breaks  ofT,  and  the  truck  swivels  around  • 
on  its  center-pin  in  consequence,  and  Jthrows  the  engine  off  the 
track  ;  but,  with  my  device,  one  wheel,  or  even  the  two  wheels  on 
the  opposite  sides  diagonally  of  the  truck,  might  break  off,  and 
still  the  truck  would  not  run  off,  because  its  position  is  set,  and  it 
has  no  axis  of  motion  around  which  it  could  swing,  when  injured 
as  above  stated,  or  when  meeting  a  broken  rail  or  any  obstruction, 
but  is  given  a  direct  forward  propulsion  \  and,  in  all  cases,  the 
axles  of  my  wheels  have  only  a  strain  and  torsion  due  to  the 
difference  of  length  between  the  outer  and  inner  rails,  instead  of 
a  strain  due  to  the  binding  of  the  flanges  of  the  wheels,  from  the 
diagonal  position  of  the  axles,  in    addition  to  the  above-named 
strain  ;  hence,  axles  so  often  break  when  running  around  a  curve. 
With  my  engine,  the  friction  on  the  rails,  in  running  around  curves, 
is  avoided,  and  I  am  enabled  to  maintain  a  nearly  uniform  speed, 
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without  any  unusual  strain  or  wear  on  any  parts."     The  specifi- 
cation of  Bissell  then  describes  the  construction  of  his  apparatus, 
with  references  to  drawings.     It  says  that  the  center-pin  (which 
is  the  king-bolt  in  the  center  of  the  truck),  in  his  arrangement, 
44  changes  its  character  from  a  center  of  motion,  simply  to  that  of 
a  draft  block  orpin,  while  the  center  of  motion  is  thrown  back  to 
the  point  h,  which  is  slightly  forward  of  the  center  between  the 
drivers."     There  is,  at  the  center  of  the  truck,  a  block,  whose 
longest  direction  is  across  the  track,  and  whose  longest  sides  are 
parts  of  circles,  of  which  h  is  the  center,  or,  as  the  specification 
expresses  it,  "curved  from  the  center  //.".   There  is  a  similar 
curved  slot  in  the  top  plate  of  the  truck-frame,  which  slot  is  suf- 
ficiently long  to  allow  of  the  lateral  movements«of  the  truck,  when 
the  locomotive  is  on  a  curve  of  the  smallest  radius  that  it  ever  has 
to  travel  over.     The  curved  block  might,  it  is  stated,  be  bolted 
directly  to  the  underside  of  the  engine,  and  the  curved  slot  would 
bring  the  axles  of  the  wheels  parallel  with  the  radial  line,  or  nearly 
so ;  but,  to  allow  an  easier  motion  to  the  parts,  the  blocks  may  be 
prevented  from  turning  by  radius  bars  leading  to  the  center  h. 
The  patentee  states,  however,  that  he  prefers  that  the  radius  bars 
should  be  attached  to  the  truck-frame,  so  as  to  cause  the  truck  to 
swing  on  the  center  h,  in  which  case  the  curved  block  may  be 
made  use  of,  or  the  center-pin  be  fitted  to  move  in  a  curved  slot. 
He  then  describes  the  arrangement  and  use  of  the  inclines  before 
mentioned,  to  check  the  lateral  motion. 

It  is  apparent  that  the  truck,  in  Bissell's  locomotive,  has  no 
swiveling  motion  around  its  center-pin  or  king-bolt — that  is, 
around  the  center-pin  in  the  center  of  the  truck — which  connects 
the  truck  with  the  engine.  Bissell  expressly  states  that  such 
center-pin  loses  its  character  as  a  center  of  motion,  and  becomes 
simply  a  draft  block  or  pin,  and  that  the  center  of  motion  of  the 
truck — that  is,  its  only  center  of  motion — is  thrown  back  to  the 
point  h  outside  of  the  truck.  '  He  further  says  that,  although  his 
truck  has  a  center-pin,  it  has  "  no  axis  of  motion  around  which 
it  could  swing."  It  has  only  a  motion  in  the  arc  of  a  circle,  of 
which  the  pin  h,  located  between  the  truck  and  the  driving- 
wheels,  is  the  center — such  motion  being  a  swinging  motion  of 
the  whole  truck  across  the  track.  It  follows  inevitably  that  the 
position  of  the  pin  h  regulates  the  position  of  the  axles  of  the 
truck  relatively  to  the  track,  and  that  the  absence  of  free  swivel- 
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ing  in  the  truck  around  its  center  prevents  the  action  of  the  rails 
on  the  flanges  of  the  truck-wheels  from  regulatjng  the  position  of 
such  axles  on  a  curve.  When  the  pin  h  is  equidistant  between 
the  center  between  the  axles  of  the  driving-wheels  and  the  center 
between  the  axles  of  the  truck-wheels,  the  axles  of  the  truck- 
wheels  may,  on  a  curve,  be  in  their  proper  position — that  is, 
parallel  to  a  radius  of  such  curve  half-way  between  such  axles. 
But  that  is  not  true  in  reference  to  any  other  position  of  the  pin 
h;  and  even  when  the  pin  k  is  in  that  position,  the  axles  of 
the  truck -wheels  can  never  be  in  such  proper  position  when 
the  engine  is  entering  a  curve  or  leaving  a  curve,  or  changing 
from  a  curve  in  one  direction  to  a  curve  in  another  direction, 
because'the  position  of  such  axles  depends  on  the  position  of  the 
pin  h  with  reference  to  the  track,  and  the  diiving- wheels  control 
the  position  of  the  pin  //.  A  geometrical  demonstration  shows 
that  if  the  pin  h  be  equidistant  from  the  center  between  the  axles 
of  the  drivers  and  the  center  between  the  axles  of  the  truck- 
wheels,  the  axles  of  the  drivers  and  the  axles  of  the  truck-wheels 
will,  when  they  are  all  on  the  same  curve,  be  in  their  proper 
positions ;  that  if  the  pin  /i  is  not  thus  equidistant,  one  or  the 
other  set  or  both  sets  of  axles  will,  on  the  same  curve,  be  in  a 
wrong  position ;  that,  when  the  drivers  are  on  a  curve,  and  the 
truck-wheels  are  on  a  straight  part  of  the  road,  the  pin  h  can 
never  be  in  such  a  position  as  to  allow  the  axles  of  the  truck- 
wheels  and  the  axles  of  the  drivers,  all  of  them,  to  be  in  their 
proper  positions ;  and  that  this  holds  equally  true  when  the 
truck-wheels  are  on  a  curve  and  the  drivers  are  on  a  straight  part 
of  the  road,  and  also  when  the  truck-wheels  are  on  one  curve 
and  the  drivers  are  on  another  curve.  The  action  of  the  drivers, 
through  the  pin  h^  is  to  twist  the  truck-wheels  on  the  track,  and 
control  the  position  of  their  axles,  in  correspondence  with  the 
direction  of  the  longitudinal  center-line  of  the  engine. 

In  the  engine  of  Smith,  the  truck-wheels  and  the  drivers  can, 
at  all  times,  when  the  engine  is  on  a  curve,  and  when  it  is  enter- 
ing a  curve,  and  when  it  is  leaving  a  curve,  and  when  it  is  passing 
from  a 'curve  in  one  direction  to  a  curve  in  another  direction,  take 
their  proper  positions  respectively  without  either  being  controlled 
or  interfered  with  by  the  other.  The  reason  for  this  is,  that  the 
truck,  in  the  Smith  engine,  has  a  swiveling  motion  on  its  king- 
bolt, and  also  admits  of  the  swinging  motion,  across  the  track,  of 
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the  engine  over  the  truck,  or  the  truck  under  the  engine.   Neither 
of  these  motions  affects  the  other.     If  either  motion  interfered 
with  the  other,  the  same  result  would  follow  as  in  BisselPs  engine, 
and  the  position  of  the  drivers  would,  at  times,  control  the  posi- 
tion of  the  axles  of  the  truck-wheels.    But,  with  Smith's  arrange- 
ment, the  track  alone  controls  the  position  of  the  axles  of  the 
truck-wheels ;  and  therefore  they  assume  their  correct  position 
on   any  track,  straight  or  curved,  and  on  any  form  of  curve,  and 
'whether  the  drivers  are  on  a  straight  track  with  the  truck -wheels, 
or  on  the  same  curve  with  the  truck-wheels,  or  on  a  straight  track 
while  the  truck-wheels  are  on  a  curve,  or  on  a  curve  while  the 
truck-wheels  are  on  a  straight  track,  or  on  one  curve  while  the 
truck-wheels  are  on  a  different  curve.   This  is  a  result  not  attained 
in  Bissell's  engine,  and  it  results  from  the  fact  that  the  arrange- 
ments and  modes  of  operation  of  the  two  structures  are  different. 
The  truck-wheels,  in  Smith's  engine,  are  never  twisted  on  the 
track  ;   and  the  direction  of  the  longitudinal  center-line  of  the 
engine  does  not  affect  the  position  of  their  axles. 

It  results,  from  these  considerations,  that  in  the  engine,  as  a 
whole,  the  Smith  arrangement  of  truck  is  not  merely  an  equiva- 
lent for  the  Bissell  arrangement  of  truck,  because,  when  the 
former  is  substituted  for  the  latter,  the  resulting  structure  has  a 
different  mode  of  operation,  and  produces  results  which  the  other 
structure  can  not  produce.  The  thing  to  be  looked  at  is  the  com- 
bined and  mutual  action  of  the  drivers  and  the  truck-wheels ;  for 
that  was  the  problem  which  both  Bissell  and  Smith  were  trying 
to  solve.  Smith's  claim  is  substantially  a  claim  to  the  combina- 
tion with  the  drivers  of  a  truck  arranged  as  he  describes,  allowing 
of  the  lateral  motion  described,  and  securing  the  proper  position 
of  the  drivers  on  the  track  on  curves.  That  combination  is  not 
found  in  Bissell's  engine. 

It  needs  no  argument  to  show,  in  view  of  the  foregoing  con- 
siderations, that  there  was  a  patentable  novelty  in  the  combination 
which  Smith  made  in  his  engine,  although  the  truck  which  he 
employed  existed  before  as  the  Kipple  and  Bullock  truck.  The 
combination  produces  a  new  mode  of  operation  and  new  results 
in  the  structure  as  a  whole,  although  the  truck,  as  respects  itself, 
in  swiveling  and  in  having  a  lateral  movement,  operates  in  the 
same  way  as  it  did  in  the  car  which  had  two  of  such  trucks.  It 
was  not  apparent,  without  experiment,  that  the  use  of  a  swinging- 
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bolster  swiveling-truck,  in  an  engine,  would  relieve  all  the  diffi- 
culties attendant  on  the  use  of  driving-wheels  on  curves.  If  it 
had  been,  Bissell  would  have  adopted  the  truck  of  Bridges  and 
Davenport,  instead  of  resorting  to  the  contrivance  he  made. 
Hence,  what  Smith  did  was  not,  as  is  urged,  merely  to  apply  an 
old  contrivance,  in  an  old  way,  to  an  analogous  use. 

It  is  urged  that  Smith's  patent  is  void — granted,  as  it  is,  for  an 
44  improvement  in  trucks  for  locomotives  " — because,  although  he 
may  have  invented  a  combination  of  the  truck  with  a  locomotive, 
yet  he  invented  no  improvement  in  the  truck,  but  used  the  truck 
of  KippLe  and  Bullock ;  that  the  invention  of  such  combination 
is  the  invention  of  an  improvement  in  locomotives,  or  of  a  new 
locomotive,  or  of  an  improved  locomotive,  or  of  a  combination 
of  truck  and  locomotive  ;  and  that  the  patent  is  void  as  a  patent 
therefor,  because  it  is  not  granted  as  a  patent  therefor,  but  is 
granted  as  a  patent  for  an  "  improvement  in  trucks  for  locomo- 

.  tives."  In  this  connection,  reference  is  made  to  the  fact  that,  in 
his  specification,  Smith  says  that  figure  i  of  his  drawings  is  "a 
plan  of  my  truck,"  and  also  that "  in  the  drawing  I  have  repre- 
sented my  improved  truck  itself,"  and  also  that  u  my  truck  can 
be  fitted  in  the  place  of  those  already  constructed."  The  body  of 
the  specification  speaks  of  the  invention  as  an  "  improvement  in 
trucks  for  locomotive  engines."  The  statute  required  that  the 
patent  should  contain  a  short  description  or  title  of  the  invention, 
correctly  indicating  its  nature  and  design.  This  patent  substan- 
tially conforms  to  the  statute.  As  a  truck  to  be  used  in  a  loco- 
motive engine,  the  truck  Smith  describes  as  to  be  employed  is  an 
improvement  on  Bissell's  truck  employed  in  an  engine.  Smith's 
invention  is  an  improvement  in  the  use  of  trucks  in  locomotive 
engines — an  improvement  in  the  use,  for  locomotives,  of  trucks. 
It  is  a  new  and  useful  improvement ;  and  the  class  of  inventions 
to  which  it  belongs — the  class  which  embraces  its  nature  and  de- 
sign— is  that  of  trucks  for  locomotives,  trucks  used  in  locomotives. 
The  claim  is,  to  the  employment  in  a  locomotive  of  a  truck  con- 
structed in  a  certain  way,  and  producing  a  certain  result,  in  the 
action  of  the  drivers  on  a  curve.  The  title  in  the  patent  does  not 
require  that  the  claim  should  be  one  to  an  invention  in  respect  to 
the  truck  per  se.     The  expression,  "  my  truck,"  in  the  specifica- 

.  tioh,  has  reference  obviously,  when  the  statement,  of  the  nature 
of  the  invention  and  the  claim  are,  considered,  to  the  truck  which 
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Smith  describes  as  the  one  he  was  intending  to  use  in  the  engine 
to  produce  the  results  specified.  The  patent,  therefore,  is  not 
open  to  the  objections  thus  urged. 

The  answer  sets  up  that  the  larger  portion  of  the  road  of  the 
defendants,  and  of  the  operations  thereon  conducted,  is  not  within 
the  jurisdiction  of  this  court ;    that  all  of  the  engines  built  by 
them,  which  are  alleged  to  infringe  the  Smith  patent,  were  con- 
structed by  them  at  Dunkirk;    that  the- use  of  said  engines  is 
largely  confined  to  the  western  division  of  their  road  ;  and  that 
such  construction  and  larger  use  were  not,  and  are  not,  within 
the  jurisdiction  of  this  court.     It  is  contended,  for  the  defendants, 
that,  as  the  bill  avers  that  they  "have  constructed  and  built,  and 
caused  to  be  constructed  and  built,  and  are  now  using,  trucks  for 
locomotives,  constructed  in  accordance  with  and  containing  and 
embodying"  the   invention   patented   by   Smith,   and   that  the 
plaintiffs  "  have  reason  to  believe  that  they  will  continue  to  make 
and  use  the  same,"  and  that  the  defendants  refuse  to  pay  to  the 
plaintiffs  any  of  the  profits  which  they  have  realized  from  "  such 
unlawful  making  and  using,"  and,  as  the  bill  prays  that  the  de- 
fendants may  be  decreed  to  pay  to  the  plaintiffs  the  profits  which 
they  have  made  "  by  reason  of  such  unlawful  manufacture  and 
use,"  and  may  be  enjoined  "  from  making,  constructing,  and  using 
trucks  for  locomotives  constructed  substantially  in  accordance 
with"  the  patented  invention,  the  bill  is  based  on  the  making 
and  using  in  the  conjunctive ;  that  its  frame  is  such,  therefore, 
that  if  the  plaintiffs  can  not,  under  it,  recover  for  the  making,  they 
can  not  for  the  using;  that  they  can  not,  in  this  suit,  recover  for 
the  making  of  the  only  engine  proved  to  have  been  made  or  used 
by  them  containing  the  invention  patented,  because,  although 
such  engine  is  proved  to  have  been  used  in  this  district,  it  is 
proved  to  have  been  made  in  the  Northern  District  of  this  state ; 
that,  by  the  6th  section  of  the  act  of  April  3,  1818  (3  U.  S.  Stat, 
at  Large,  415),  the  original  jurisdiction  of  this  court  is  confined 
to  causes  arising  within  this  district,  and  is  declared  not  to  extend 
to  causes  of  action  arising  within  the  said  Northern  District;  that 
the  cause  of  action  arising  out  of  the  making  of  such  engine  is, 
therefore,  not  within  the  jurisdiction  of  this  court ;  and  that,  as 
the  bill  is  founded  on  the  making  and  using,  there  can  conse- 
quently be  no  recovery  whatever  under  it,  on  the  evidence  as  to 
the  one  engine. 
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I  do  not  think  these  views  are  sound.  They  overlook  the  fact 
that 'the  bill  avers  that  the  defendants  refuse  '*  to  desist  from 
using"  the  invention  patented  ;  that  the  grant  in  the  patent  is  of 
the  right  u  of  making,  constructing,  using,  and  vending  to  others 
to  be  used ;"  that  an  infringement  may  be  committed  by  making 
or  constructing,  or  using  or  vending  to  others  to  be  used  ;  that  an 
allegation  in  the  bill  of  making  or  using  would  be  bad  pleading, 
and  that  an  allegation  of  making  and  using  is  proved,  to  all 
intents  and  purposes,  by  proof  of  using  alone.  Indeed,  the  alle- 
gation in  the  bill  that  the  defendants  have  "  constructed  and 
built,  and  are  now  using,  trucks  for  locomotives  constructed  in 
accordance  with,  and  containing  and  embodying"  the  patented 
invention,  is,  by  no  means,  an  allegation  which  necessarily  im- 
plies that  any  of  the  structures  which  are  used  by  the  defendants 
were  built  by  them,  or  that  any  of  the  structures  which  were 
built  by  them  are  used  by  them.  It  may  as  properly  be  read  that 
they  have  constructed  infringing  structures,  and  that  they  are  also 
\      using  infringing  structures.     / 

Under, this  bill,  therefore,  the  plaintiffs,  having  proved  aji  in- 
fringement by  the  use,  in  this  district,  of  the  engine  referred  to, 
are  entitled  to  a  decree  for  an  accounting  by  the  defendants  in 
respect  of  all  infringements  committed  in  this  district,  by  making 
or  using  or  vending  therein,  and  to  an  injunction  against  making 
in  this  district,  and  against  using  therein,  and  against  vendjng. 
therein.  If  the  plaintiffs  desire  to  proceed  for  an  account  and  an 
injunction  in  respect  of  infringements  in  the  Northern  District, 
they  must  proceed  by  bill  filed  there.  •  The  defendants  are  suable 
in  the  circuit  court  for  that  district — their  legal  existence,  under 
their  incorporation  by  the  State  of  New  York,  being  co-extensive 
with  the  territorial  limits  of  that  state. 

The  first  section  of  the  act  of  May  4,  1858  (n  U.  S.  Stat,  at 
Large,  272),  whicli  provides  that  "  all  suits  not  of  a  local  nature 
hereafter  to  be  brought  in  the  circuit  and  district  courts  of  the 
United  States — in  a  district  in  any  state  containing  more  than  one 
district — against  a  single  defendant,  shall  be  brought  in  the  dis- 
trict in  which  the  defendant  resides,"  has  no  application  to  this 
case.  Although  this  suit  is  one  not  of  a  local  nature — that  is,  is 
what,  if  it  were  a  suit  at  law,  would  be  a  transitory  action— Vet 
the  act  has  no  application  to  a  case  where  the  single  defendant 
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resides  as  fully  in  all  the  districts  in  the  state  as  in  any  one  of 
them.  A  corporation,  if  it  can  be  properly  said  to  "reside"  at 
all,  resides  in  all  the  districts  of  the  state  creating  it.  It  is  doubt- 
ful whether  the  act  applies  to  corporations. 

A  decree  will  be  entered  in  accordance  with  the  foregoing 
directions,  with  costs  to  the  plaintiffs. 


Alpheus  C.  Gallahue  et  al. 

vs. 
William  Butterfield.  In  Equity. 

Patent  granted  Gallahue,  August  16, 1853,  and  reissued  July  6,  1869;  also, 
patent  granted  same,  March  29,  1859,  anc*  reissued  June  22,  1869;  also, 
patent  granted  same,  August  26,  1862,  each  for  improvement  in 
pegging-machines,  construed  and  sustained. 

The  improvements  described  in  the  reissues  were  included  in,  and  shown 
by,  the  original  record,  and  the  reissues  are  sustained. 

The  patentee  was  not  anticipated  in  his  invention  in  any  particular  mate* 
rial  to  the  decision. 

The  Amos  Whittemore  machine  does  not  affect  the  validity  of  complain- 
ants' patent,  since  it  was  an  abandoned  experiment. 

Where  the  claim  is  for  "  the  use  in  a  pegging- machine  of  a  gauge  arranged 
in  relation  to  the  part  which  supports  the  boot  or  shoe,  to  form  a  bear- 
ing for  the  edge  of  the  sole,  and  thus  insure  the  insertion  of  the  pegs 
at  a  uniform  distance  from  the  edge  of  the  sole,  without  the  use  of 
patterns,  substantially  as  described  : "  Held,  that,  taken  in  connection 
with  the  whole  specification  and  the  state  of  the  art,  this  embraces  an 
adjustable  gauge,  when  used  in  connection  with  a  movable  support  to 
the  boot  or  shoe,  and  in  connection  with  the  pegging-apparatus  de- 
scribed in  the  specification. 

Where,  in  complainants'  original  patent,  the  machine  was  described  as 
having,  in  addition  to  the  springs,  a  weight,  to  give  greater  efficiency 
to  the  blow,  the  defendant  would  not  be  at  liberty  to  use  the  spring, 
and,  by  increasing  its  power,  make  it  practically  equivalent  to  both 
weight  and  6pring. 

Where  the  patentee  has,  in  his  original  patent,  a  weight  co-operating  with 
a  spring,  to  give  greater  efficiency  to  it,  there  is  no  sound  objection  to 
allowing  him,  in  a  reissue,  to  claim  the  action  of  the  spring  alone. 
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A  patentee,  whose  device*  are  new,  is  at  liberty  to  claim  each  by  way  of 
reissue,,  although  he  may  have  represented  and  claimed  them  orig- 
inally as  acting  conjointly. 

Where  one  or  more  of  the  parts  are  new,  and  the  combination  is  for  that 
reason  made  to  produce  a  new  result,  there  is  something  more  than 
mere  aggregation. 

All  machines  are,  in  a  certain  sense,  combinations;  but  it  is  not  true  of  a 
machine  as  such  that,  because  every  one  of  its  members  performs  in 
it  the  identical  office  which  it  wduld  perform,  howsoever  used,  the 
conjoint  action  in  their  new  combination  may  not  produce  a  new  and 
useful  result. 

The  making  of  the  adjustable  gauge  not  being  new,  the  new  application 
of  it  to  a  new  use  is  not  separately  and  independently  patentable. 

The  last  claim  of  the  reissue  of  July  6,  1869,  is  not  infringed  by  defendant. 

The  only  infringement  of  the  reissue  of  June  22,  1869,  relates  to  the  second 
claim. 

The  arrangement  in  Gallahue's  device,  by  which  something  resembling  a 
universal  joint  is  produced,  when  applied  to  a  pegging-machine,  was 
new  in  its  operation  and  effect  in  the  art  of  pegging  shoes,  and  its 
utility  can  not  be  deemed  doubtful  upon  the  proofs  herein. 

The  vibratory  and  oscillating  motion  of  the  last,  by  the  means  of  whatsis 
in  substance  a  universal  joint,  is  what  the  second  claim  of  Gallahue's 
reissue  of  June  22,  1869,  contemplates  and  provides  for. 

Though  the  defendant's  machine,  being  operated  partly  by  hand,  may  per- 
form its  work  more  perfectly,  this  is  due  to  the  guiding  power  of  the 
workmen  employed,  instead  of  the  automatic  motion  produced  in 
complainants'  machine,  and  it  is  not  those  which  are  embraced  in  the 
claim. 

The  device  claimed  in  complainants'  patent  of  August  26,  1862,  was  an 
original  invention  of  Gallahue,  and  is  infringed  by  defendant 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  December,  1872.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  patent  for  "  improved  machine  for  pegging 
boots  and  shoes,"  granted  A.  C.  Gallahue,  August  16,  1S53 ;  ex- 
tended seven  years,  and  afterward  reissued  under  date  of  July  6, 
1869  ;  also,  letters  patent  granted  same,  under  same  title,  March 
29,  1859,  and  reissued  June  22,  1869  ;  also,  letters  patent  granted 
same,  under  same  title,  August  26,  1862. 

The  accompanying  engravings  represent  the  Gallahue  machine, 
as  shown  in  the  reissue  of  July  6,  1869. 
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No.  1. 

The  specification  states  the  nature  of  the  invention  to  consist  in — 

"  So'  constructing  a  machine  that  the  punching  of  holes,  cutting  pegs, 
and  driving  them  by  percussion  (not  forcing)  into  the  soles  of  boots  or 
shoes,  is  performed  at  one  operation ;  and  that,  instead  of  moving  the  ma- 
chine over  and  around  the  work,  which  is  attended  with  great  complexity 
of  machinery  and  expense,  I  am  enabled  to  move  my  work  under  the  op- 
erative portions  of  the  machine,  and,  by  simplifying  the  mechanism, 
greatly  reduce  the  cost,  and  render  practical  the  operation,  as  applied  to 
all  sizes  and  shapes  of  the  sole,  without  any  change  being  necessary,  ex- 
cept that  of  substituting  one  of  the  ordinary  lasts  for  another." 

In  the  engraving,  //  represents  the  last  of  the  ordinary  form. 
It  is  provided  with  a  staple  </,  for  securing  it  on  the  block  m\  m\ 
and  at  one  end  of  this  block  there  is  a  slight  hollow  to  receive  the 
toe,  while  the  other  end.  is  flat  to  receive  the  heel  of  the  last. 
•S",  S'  represent  a  metallic  plate,  having  uprights,- 4",  4%  between 
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which  the  block  m',  m\  is  placed,  it  being  secured  by  screws  to 
S',  S'.  This  plate  forms  a  turn-table  for  the  last,  the  pivot  thereof 
being  a  shaft  under  the  center  »f  the  heel,  by  which  the  ends  of 
the  shaft  are  reversed.  The  last  is  secured  to  the  block  and  turn- 
table S'  by  a  lever,  «',  passing  entirely  through  m',  m',  and  through 
slots  in  4",  4",  and  having  a  hook  for  entering  the  staple  O  in  the 
last.  By  the  driving  of  a  wedge,  q\  in  the  slot  4",  the  lever  is  de- 
pressed, and,  drawing  en  the  hook  and  staple,  secures  the  last 
firmly  on  m',  m'.  *V  is  the  base  of  the  machine;  vf,  a  sliding 
table  thereon,  moving  longitudinally  by  tongues  and  grooves, 
through  the  agency  of  racks  and  a  pinion  ;  v  is  a  second  table, 
vibrating  back  and  forth  on  w' ;  it  is  a  rail  siipporting  the  turn- 
table S'  and  toe  of  the  last.  At  each  end  of  the  rail  is  a  square 
notch  or  stop,  a',  in  which  the  spring-handle  r  of  the  turn-table 
drops  on  the  alternate  change  in  the  position  of  the  last  in  peg- 
ging each  side.  The  straight  portion  of  the  rail  on  the  edge  of  a 
supports  the  last-holder  when  the  heel  is  being  pegged,  w,  w 
are  uprights  secured  to  the  base  x',  and  are  braced  with  a  cross- 
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tie,  J.     u,  u  are  sides  of  a   sli ding-gate,  working-  in   upright 
guides  on  w.     r  is  a  cross-head  connecting  #,  u.     P  is  the  main 
or  driving  shaft,  which,  through  a  screw  and  cog-wheel  operates 
the  shaft  13.  m  On  the  lower  portion  of  shaft  13,  slides  a  pinion, 
which  has  motion  given  it  by  a  sliding  key  and  slot  in  the  shaft 
and  pinion.     Two  racks,  6  and  7,  one  above  the  other,  are  ex- 
tended horizontally,  so  that  this  pinion  engages  in  one  or  the 
other,  according  as  it  is  raised  or  lowered  by  a  lever  operated  in 
connection  with  the  helical  spring  k\     The  raising  of  the  pinion 
changes  its  gear  in  giving  the  table  vf  motion  toward  the  right. 
After  finishing  the  shoe,  the  table  is  returned  by  hand.     The 
slight  transverse  motion  of  the  table  0,  required  on  account  of  the 
inequality  of  width  of  the  soles,  is  permitted  by  the  extension 
and  contraction  of  helical  springs  placed  under  v\  one  end  be- 
ing secured  to  the  side  of  v\  the  other  end  to  the  side  of  iv'. 
By  means  of  these  springs,  the  edge  of  the  sole  is  always  kept  up 
to  the  gauge  a,  back  of  the  awl  d,  under  the  peg-driver.     The 
gauge  a  is  made  adjustable,  so  that  by  changing  it,  any  desired 
number  of  rows  can  be  pegged  around  the  shoe,  one  after  another. 
By  the  pinion  Z>,  on  the  horizontal  shaft  JB,  which  carries  a 
bevel-wheel,  B,  meshing  in  a  second  bevel-wheel  7^,  on  the  up- 
right shaft  e,  motion  is  given  to  the  turn-table  S\  placed  on  the 
upper  end  of  the  shaft,  when  required  in  turning  the  last  in  peg- 
ging the  heel.     A  lever,  cV,  pivoted  at  \f,  and  a  pitman,  y,  at- 
tached to  r,  and  a  weight,  66,  as  a  counterpoise  to  adjust  the 
weight  of  the  sliding-frame  on  the  roller  /",  pressing  on  the  sole, 
serves  as  a  means  of  giving  greater  or  less  pressure  to  this  frame. 
The  lever  16  is  held  down  by  a  catch,  3",  until  it  is  relieved  by 
the  short  projecting  arm,  3',  striking  against  it  when  the  spring 
k'  lifts  the  lever  16  and  pinion  from  rack  7  to  rack  6.    //is  a  flat 
spring  secured  to  the  base  at',  the  upper  end  thereof  resting  upon 
the  shoulder  of  the  catch  Z.     The  pinion  being  now  engaged 
with  the  rack,  which  slides  by  means  of  a  slot  therein  on  a  screw 
2^,  projecting  from  the  table  it/,  carries  with  it  the  rack  5,  and 
and  thus  gives  motion  to  the  turn-table  S'.    The  same  arm,  3',  now 
is  moved   against   the  catch  Z,  and  throws  it  from  under  the 
spring  //",  which  depresses  lever  16,  and  throws  the  pinion  out  of 
rack- 6  into  rack  7.-    JVlsa  trip-hammer  secured  to  the  front  of  the 
base  *',  and  acts  on  the  spring  50  and  lever  51,  placed  under  the 
spring-handle  r',  throwing  said  spring-handle  out  of  the  stop  a\ 
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when  the  lever  16  is  lifted  by  the  helical  spring  k \  and  thus  per- 
mits the  turn-table  to  change  the  position  of  the  last,  while  the 
pegs  are  being  inserted  in  the  heel  after  one  side  is  finished; 
then  the  pinion  9,  in  gear  with  rack  7,  continues  moving  the  table 
wf  and  the  last  still  further  to  the  right,  and  finishes  the  shoe. 

The  pegging,  portion  is  represented  by  h,  a  rod  in  fig.  3  ;  the 
lower  end  carries  the  awl  </,  and  the  upper  end  the  head  z.    f  is 
a  helical  spring  attached  to  the  head,  giving  the  awl-rod  a  quick 
stroke  when  released  from  the  cam  53,  fig.  3.     The  arm  having 
been  lifted  by  an  arm,  54,  projecting  from  the  square  rod  52,  is 
also  connected  with  z.     This  cam  also  holds  up  the  rod  and  awl 
while  the  peg  is  being  inserted.     The  spring  f  has  its  lower  end 
secured  by  a  staple  to  the  ways  60,  in  which  there  is  a  series  of 
holes  for  adjusting  the  staple  up  or  down,  and  thus  to  regulate  the 
tension  of  the  spring,  so  as  to  strike  a  heavier  or  lighter  blow,  as 
may  be  required,     /"is  a  square  hammer-head,  sliding,  independ- 
ent of  the  peg-driver,  on  the  awl-rod  h,  said  rod  moving  in  sta- 
tionary ways  60.     Its  use  is  to  drive  the  pegs  into  the  sole,  and  it 
is  lifted  by  the  end  of  cam  2,  acting  on  a  projecting  arm  1,  being 
held  up  by  this  cam  (a  portion  seen  in  dotted  lines),  while  the  awl 
is  in  operation,    g'  is  a  helical  spring,  giving  a  quick  descend- 
ing motion  to  the  hammer.     /,  fig.  1 ,  is  the  rod  of  the  peg-driver, 
lifted  by  a  stirrup  n  (connected  at  17),  and  by  the  cam  £,  on  the 
main-shaft  P.     It  slides  on  the  face  of  the  peg-cutter  R  by  means 
of  a  slot,  18,  and  screw.     The  lower  part  of  /  is  rounded  and 
reduced  in  size,  so  as  to  enter  freely  the  tube  below.     The  peg- 
wood  passes  through  a  slot  in  /?,  and  stops  against  a  spring  gauge- 
plate,  10.     At  the  mouth  of  this  slot  a  knife  is  drawn  upward, 
and  splits  the  peg  with  the  grain  of  the  wood  by  the  stirrup  «, 
connected  at  22,  raising  7?,  and  forcing  upward  the  wood  against 
a  stop  pressing  into  a  slot,  in  7?,  arrests  it,  and  the  peg  is  forced 
into  the  tube.     This  stop  is  adjustable,  by  a  slot,  to  suit  different 
lengths  of  peg-wood.     T,  the  base-block,  upon  which  all  the 
sliding  portions  are  secured,  is  swung  to  the  frame-work  by  a 
screw,  at  its  upper  end,  so  as  to  admit  of  a  slight  change  of  po- 
sition, to  bring  the  peg  over  the  previously  punched  hole  in  the 
sole,  by  means  of  the  lever  A,  acted  on  by  the  side-cam  o  in  its 
revolution.     Aig  is  the  trough  carrying  the  peg-wood,  connected 
with  this  base.     A  finger  forces  up  the  peg-wood  in  g  by  the 
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weight  e,  and  cord  passing  over  the  stub  on  the  side  of  Z!     L,  is 
a  bent  arm,  on  which  the  stirrups  m  and  n  are  pivoted. 

The  operations  of  the  machine,  and  the  advantages  secured  by 
it,  are  thus  described  in  the  patent,  viz  : 

*'  The  last  being  turned  toward  the  wheel  and  handle  on  shaft  P,  the 
toe  thereof  toward  the  right  hand,  the  edge  of  the  sole  bearing  against  the 
gauge  a,  and  the  drop-bar  r',  in  a\  under  the  toe,  the  peg-wood  supplied 
in  strips  in  the  holder^,  turn  the  shaft  P  toward  the  right,  or  in  direction 
of  dark 

"The  cam  53  raises  the  hammer  z,  and  rod  52,  by  a  projecting  arm,  54, 
thereon,  and  the  awl-rod  A,  sliding  in  wavs  60,  and  awl  d,  on  the  arm  54, 
being  released  from  the  cam,  the  spring/*  quickens  the  descent  of  the  awl, 
and  drives  it  into  the  sole  of  the  shoe. 

"  Then  the  cam  e,  through  the  stirrup  *,  lifts  the  peg-driver  I  sufficient 
to  let  the  peg- wood  under  it  against  the  gauge  10,  and  the  cam  o>  fig.  3, 
the  peg-cutter,  and  the  cam  2  lifts  the  arm  1  of  the  sliding  hammer  Y, 
keeping  it  until  the  awl  is  raised  out  of  the  way  by  the  cam  53  again 
coming  in  play,  and  both  hammers  are  kept  up  until  the  upper  end  of  the 
lever  A  being  moved  to  the  right,  in  the  revolution  of  the  wheel  carrying 
the  cam  o  (see  fig.  5,  where  this  change  of  position  is  shown),  while  the 
lower  end  of  A,  entering  a  hole  in  the  lower  end  of  the  base-block  T,  car- 
rying the  peg-tube  and  driver,  gives  it  and  them  a  slight  side  movement, 
independent  of  the  awl  and  awl-rod,  for  the  purpose  of  bringing  the 
charged  tube  and  driver  over  the  previously  punched  hole  in  the  sole. 

"  By  the  turning  of  cam  2,  the  arm  1  is  released  therefrom,  and  permits 
the  head  \  sliding  on  the  awl-rod  A,  moving  in  fixed  ways  of  the  frame 
60,  to  give  a  quick  descending  stroke  on  the  head  of  the  peg-driver,  and 
thus  insure  the  perfect  insertion  of  each  peg  successively  into  the  sole  of 
the  shoe. 

"  It  is  obvious  that,  instead  of  using  the  hammer  to  operate  the  peg- 
driver,  and  attaching  the  spring  g*  to  that,  the  spring  may  be  applied 
direct  to  the  peg-driver,  the  same  as  is  done  with  the  awl-carrier,  either 
plan  being  used  at  will. 

"  By  this  method  of  constructing  a  machine,  many  advantages  are 
gained  over  the  machines  heretofore  made. 

"  In  all  machines  of  this  class,  as  previously  constructed,  the  shoe  or 
boot,  when  being  pegged,  was  simply  moved  forward  in  a  straight  line, 
and,  instead  of  gauging  the  row  of  pegs,  by  having  the  edge  of  the  sole 
bearing  against  a  gauge,  as  I  do,  they  had  to  use  patterns,  corresponding 
in  size  and  form  to  the  boot  or  shoe  being  pegged,  to  gauge  and  form  the 
rows,  and  at  every  change  in  the  size  or  form  of  the  boot  or  shoe  the  pat- 
terns had  to  be  changed  also. 

"By  my  plan  the  sole  itself  becomes  the  pattern,  and  thus  my  machine, 
without  any  change  or  alteration,  will  peg  a  boot  or  shoe  of  any  size  or 
form,  and  by  simply  adjusting  the  gauge  so  as  to  throw  the  last  further  in 
or  out,  successive  rows  may  be  formed  in  the  same  manner. 

"  In  the  previously  made  machines,  where  the  shoe  simply  moved  to  and 
fro,  they  could  only  peg  along  the  sides,  leaving  a  space  around  both  heel 
and  toe  unpegged,  and  which  had  afterward  to  be  finished  by  hand. 

"By  my  plan  of  pivoting  the  last-holder,  so  that  it  can  be  turned  around, 
I  am  enabled  to  continue  the  pegging  entirely  around  the  heel,  starting  at 
the  toe  on  one  side,  and  continuing  around  to  the  toe  on  the  opposite  side, 
thus  completing  at  one  operation  the  entire  pegging,  with  the  exception  of 
a  small  6pace  at  the  toe,  where  it  is  usual  to  insert  nails. 
"  By  using  a  spring,  and  attaching  it  directly  to  the  awl-carrier,  or  to  the 
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weight  attached  rigidly  thereto  (if  a  weight  be  used),  I  drive  the  awl  b? 
a  quick  percussive  movement,  and  then,  by  using  a  cam  to  withdraw  the 
awl,  I  make  sure  of  overcoming  any  tendency  of  the  awl  to  stick  in  the 
sole. 

**  I  rely  on  the  spring  for  driving  the  awl,  and  it  is  obvious  that  the 
spring  may  be  used  for  this  purpose,  with  or  without  a  weight  as  may  be 
desired;  and  by  regulating  or  altering  the  tension  of  the  spring,  the  force 
of  the  blow  can  be  adjusted  to  adapt  the  machine  to  the  making  of  boots 
and  shoes  of  any  style,  with  soles  light  or  heavy,  thick  or  thin. 

44 1  am  aware  that  machines  have  heretofore  been  made  in  which  a  cam 
was  used  to  force  the  awl  and  the  peg  into  the  sole,  and  a  spring  used  to 
withdraw  the  awl,  and  therefore  I  do  not  claim  broadly  the  use  of  a  spring 
or  cam  in  a  pegging-machine. 

The  other  two  patents  are  subsequent  modifications  of  this 
machine  by  the  same  inventor. 

The  decision  of  the  court  relates  to  some  of  the  details  of  the 
machine,  the  nature  of  which  are  sufficiently  indicated  by  the  lan- 
guage of  the  court  to  render  that  portion  of  the  decision  intelli- 
gible without  further  explanation  or  description. 

C.  J\L  Keller,  for  complainant. 
G.  L,  Roberts,  for  defendant. 

Woodruff,  J. 

The  bill  of  complaint  herein  is  filed  to  restrain  the  alleged 
infringement  of  certain  letters  patent  for  machines  for  pegging 
shoes.  A  patent  was  granted  to  the  complainant,  Gallahue,  on 
August  16,  1853,  which  was  extended  for  seven  years,  on  Febru- 
ary 18,  1867,  and  was  afterward  surrendered  and  reissued  under 
date  of  July  6,  1S69.  Another  patent  was  granted  to  the  said 
complainant  on  March  29,  1859,  f°r  ano*her  improvement,  which 
was  afterward  surrendered  and  re.issued  under  date  of  June  22, 
1869.  A  third  patent  was  granted  to  the  said  complainant  on 
August  26,  1862,  for  another  improvement  or  improved  machine. 
The  other  complainant  claims  as  assignee  of  three-quarters  of  the 
right,  title,  and  interest  of  the  patentee  in  or  to  these  letters  pat- 
ent. The  bill  alleges  an  infringement  by  the  defendant  of  these 
several  patents,  and  prays  an  injunction  and  an  account  of  profits* 
etc.  The  answer  does  not  deny  the  granting  of  the  letters  pat- 
ent, or  the  extension  and  reissues  alleged  in  the  bill,  but  denies 
that  Gallahue  was  the  first  inventor  of  the  alleged  inventions; 
denies  that  they  were  either  new  or  useful ;  denies  that  they  were 
granted  u according  to  law;"  alleges  that  the  inventions  were 
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never  reduced  to  practice  ;  denies  that  the  complainants  have  any 
exclusive  rights  under  the  patents,  and  denies  that  the  defendant 
has  infringed,  alleging  that  the  machines  which  he  has  been,  and 
is  now,  selling  are  constructed  under  various  other  patents,  which 
are  specified,  and  which  were  granted  at  various  dates,  from  Janu- 
ary 17,  1854,  to  October  11,  1864.  The  answer,  also  alleges,  that 
the  inventions  claimed  by  the  complainants  were  described,  be- 
fore the  date  bf  Gallahue's  invention,  in  a  very  great  number  of 
letters  patent  mentioned  in  the  answer,  and  were  known  to  a 
great  number  of  persons,  also  named  therein ;  and,  finally,  the 
answer  alleges  abandonment  of  these  inventions,  by  the  patentee, 
to  the  public. 

The  time  which  I  have  devoted  to  the  examination  and  consid- 
eration of  the  voluminous  testimony  and  documents  put  in  evi- 
dence, and  to  the  elaborate  arguments  of  the  counsel,  in  an  anxious 
endeavor  to  reach  a  just  conclusion,  and  the  numerous  cases  which 
are  now  before  me  awaiting  examination  and  decision,  both  for- 
bid that  I  should  detain  the  parties  longer  in  this  Court,  for  the 
purpose  of  doing  more  than  state  the  conclusions  to  which  I  am 
brought ;  and  the  statement  of  those  conclusions  in  brief  must 
not  suggest  any  failure  to  consider  the  points  urged  upon  my 
attention,  though  not  here  separately  discussed. 

(1.)  First,  I  do  not  consider  the  objections  urged  to  the  validity 
of  the.  reissues,  set  up  in  the  bill  of  complaint,  tenable.  On  the 
contrary,  the  improvements  described  in  the  reissues  were  included 
in,  and  shown  by,  the  original  record ;  and  I  find  also  that  the 
invention  was  complete,  and  was  reduced  to  practical  use  and 
adaptation  to  the  pegging  of  boots  and  shoes. 

(2.)  Except  so  far  as  hereafter  indicated,  I  find  that  the  patentee, 
Gallahue,  was  not  anticipated,  in  his  invention,  in  any  particular 
material  to  the  decision  which  is  below  stated,  and  that  the  proof 
establishes  that  he  was  the  first  inventor  of  the  devices  secured 
by  his  patents,  so  far  as  such  patents  are  found  by  me  to  be  in- 
fringed by  the  defendant. 

(3.)  I  find  it  unnecessary  to  enter  into  a  detailed  examination  of 
the  machine  made  by  Amos  Whittemore,  of  which  parts  were 
produced  in  evidence,  to  ascertain  whether,  or  to  what  extent,  it 
included  a  device  or  devices  like  those  invented  by  Gallahue,  be- 
cause the  proofs  show,  in  my  judgment,  that  nothing  in  its  history 
is  any  impediment  to  the  force,  effect,  and  validity  of  the  patent 
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of  the  latter.  It  was  an  abandoned  experiment,  within  the  rule 
on  that  subject,  not  brought  into  effective  operation,  cast  aside 
and  taken  apart,  and,  without  any  intention  to  reconstruct  it,  por- 
tions of  its  machinery  were  appropriated  to  other  uses,  and  the 
remaining  parts  were  wholly  useless,  as  a  machine,  for  any  pur- 
pose within  the  purview  of  the  invention  of  Gallahue. 

(4.)  The  foregoing  conclusions  lead  to  the  consideration  of  the 
specific  claims  in  the  complainants'  patents,  and  to  the  question 
of  infringement. 

1.  The  first  claim  in  the  reissue  of  July  6,  1869,  No.  3,5331  is 
as  follows :  "  The  use,  in  a  pegging-machine,  of  a  gauge  arranged 
in  relation  to  the  part  that  supports  the  boot  or  shoe,  to  form  a 
bearing  for  the  edge  of  the  sole,  and  thus  insure  the  insertion  of 
the  pegs  at  a  uniform  distance  from  the  edge  of  the  sole,  without 
the  use  of  patterns,  substantially  as  described." 

If  this  claim  should  be  construed  to  include  any  and  every  gauge 
which  may  be  used,  in  a  pegging-machine,  as  a  guide  to  which 
the  edge  of  the  shoe  may  be  applied,  to  regulate  the  distance, 
from  such  edge,  at  which  the  pegs  shall  be  inserted,  then  it  is 
clear  it  could  not  be  sustained.  A  gauge  for  that  purpose  had 
before  been  used,  in  the  hand-machine  patented  to  John  C.  Briggs, 
October  9, 1845,  and  a  gauge  performing  a  like  office  is  also  found 
in  the  machine  made  by  Leander  Lackey,  which  was  invented 
earlier  than  that  of  Gallahue.  Indeed,  the  counsel  for  the  com- 
plainants, in  substance,  concedes,  that,  if  such  be  the  construction 
of  the  claim,  it  must  be  deemed  invalid,  for  the9 reason  stated. 

But,  it  is  insisted,  that,  when  read  in  connection  with  the  whole 
specification,  this  claim  may  and  should  be  construed  as  meaning 
the  use  of  an  adjustable  gauge,  in  connection  with  the  automatic 
movable  support  of  the  boot  or  shoe,  while  subjected  to  the  op- 
eration of  the  automatic  movement  of  the  awl  and  driver  described 
in  the  specification.  The  fact,  that,  in  the  Lackey  machine,  the 
gauge  operated  on  the  edge  of  the  shoe,  to  guide  it,  while  it  was 
held  to  receive  the  awl  and  driver,  acting  automatically,  to  insert 
the  peg,  necessarily  reduces  even  this  construction  of  the  claim  to 
some  extent,  and  requires  that  it  be  held  to  apply  to  those  cases 
in  which  the  specific  kind  of  gauge  described  by  Gallahue  in  this 
patent  is  used,  or  in  which  substantially  the  same  movable  sup- 
port  is  given  to  the  boot  or  shoe  in  the  process,  or,  at  least,  m 
which  substantially  the  same  pegging-machinery  is  used,  for  the 
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insertion  of  the  peg.  The  specific  gauge  used  by  the  defendant 
has  more  resemblance  to  the  Lackey  gauge  than  to  Gallahue's, 
and  the  support  of  the  shoe  employed  by  the  defendant  is  a  dif- 
ferent mechanical  structure  from  the  movable  table  described  in 
this  first  patent  of  Gallahue ;  and,  though  it  may  bring  the  ma- 
chine -within  the  range  of  Gallahue's  exclusive  right  under  his 
subsequent  patent,  it  can  not  be  deemed  an  infringement  of  the 
claim  under  consideration,  if  such  movable  table  be  included  in 
that  claim. 

There  remains,  therefore,  only  the  suggestion,  that  this  claim 
embraces  an  adjustable  gauge  when  used  in  connection  with  a 
movable  support  to  the  boot  or  shoe,  and  in  connection  with  the 
pegging-apparatus,  that  is,  an  awl-carrier  and  driver  operated  by 
a  cam  and  spring  or  Springs.  In  this  aspect  of  the  claim,  it  may 
properly  be  considered  in  connection  with  the  other  claims  which 
more  specifically  relate  thereto. 

2.  The  next  claim  of  this  reissue,  alleged  to  be  infringed,  is  the 
third  :  "The  combination  of  the  awl-carrier  and  peg-driver,  each 
separately  lifted  by  a  cam,  and  driven  down  by  a  spring,  substan- 
tially as  described."  This  I  find  to  have  been  a  new  device,  and, 
if  the  machines  sold  by  the  defendant  are,  in  substance,  the  same, 
in  this  respect,  as  that  of  Gallahue,  then  of  this  claim  the  defend- 
ant is  an  infringer. 

In  the  machine  of  Gallahue,  as  described  in  his  original  patent, 
there  was,  besides  the  springs,  a  weight  co-operating  therewith, 
to  give  greater  efficiency  to  the  blow  ;  but  the  spring  was  there, 
also,  acting,  and  the  awl-carrier  and  peg- driver  were  raised  by  a 
cam.  In  the  defendant's  machine,  the  awl-carrier  and  peg-driver 
are  raised  by  a  cam ;  but  the  downward  blow  is  given  by  the 
spring,  without  any  additional  weight.  Hereupon,  the  questions 
arise,  whether,  when  an  inventor  employed  both  spring  and  weight 
in  his  machine,  as  originally  constructed,  he  is  at  liberty  to  claim, 
in  his  reissue,  the  use  of  the  spring  alone,  as  included  in  his  in- 
vention, and  whether  another  person  may  use  the  spring  alone 
without  liability  as  an  infringer.  My  conclusion  in  this  case  is, 
that  the  defendant  was  not  at  liberty  to  use  the  spring,  and,  by 
increasing  its  power,  render  it  practically  equivalent  to  both 
spring  and  weight,  as  originally  described.  How  far  such  a 
change,  with  a  corresponding  change  in  the  details  of  the  arrange- 
ment, may  be  an  improvement,  to  which  the  defendant,  or  those 
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whom  he  represents,  have  title,  may  depend  upon  the  patentee's 
right  to  claim  the  spring  separately,  in  his  reissue ;  but,  in  my 
judgment,  even  if  an  improvement,  it  is  an  infringement.  It  is 
an  appropriation  of  a  substantial  partr  of  the  actual  invention 
shown  in  the  original  record.  Nor  do  I  perceive  any  sound  ob- 
jection to  allowing  the  inventor,  in  his  reissue,  to  claim  the  action 
of  the  spring  alone.  It  is  shown  in  the  record  of  his  patent ;  and 
surely  a  patentee,  whose  devices  are  new,  is  at  liberty  to  claim 
each,  by  way  of  reissue,  although  he  may  have  represented  and 
claimed  them  originally  as  acting  conjointly.  In  respect  to  this 
claim,  therefore,  I  deem  the  machines  sold  by  the  defendant  an 
infringement. 

3.  The  next  claim  in  this  reissue,  -of  which  infringement  is 
averred,  is :  "The  combination,  in  a  pegging  machine,  of  a  gauge 
for  the  edge  of  the  sole  to  rest  against,  and  an  awl-carrier  driven 
by  a  spring,  substantially  as  herein  described." 

It  was  not  claimed  by  the  complainants'  counsel,  on  the  hear- 
ing, that,  if  this  claim  be  regarded  simply  as  a  claim  to  u  combi- 
nation," as  such,  it  was  valid  ;   and  for  this  reason — a  gauge 
operated  in  the  same  manner,  and  produced  the  same  effect,  by 
whatever  means  the  awl-carrier  was  driven,  and  the  awl-carrier 
driven  by  a  spring  operated  in  the  same  manner,  and  produced 
the  same  effect,  by  whatever  means  the  boot  or  shoe  was  brought 
to  the  proper  position  for  receiving  the  peg.     In  such  case  (mere 
"combination"  being  the  subject  of  the  patent),  the  doctrine  pro- 
ceeds upon  the  ground,  that  the  parts  are  old,  and  that  nothing 
new  results  from   their  contiguous  or  contemporaneous  action, 
which  is  due  thereto.     But,  where  one  or  more  of  the  parts  are 
new,  and  the  combination  is,  for  that  reason,  made  to  produce  a 
new  result,  in  the  greater  rapidity  and  economy  with  which  the 
shoe  can  be  pegged,  as  where  the  use  of  the  new  device  of  driving 
the*  awl-carrier  by  the  spring  made  to  operate  automatically,  or, 
in  the  terms  of  the  claim,  "substantially  as  described,"  can  not 
be  usefully  employed  without  the  gauge,  then  there  is  something 
more  than  mere  aggregation,  in  the  sense  above  stated.    Then 
there  is  a  new  result,  due  to  the  employment  of  the  awl-carrier, 
driven  by  a  spring,  and  operating  automatically,  in  connection 
with  a  gauge,  without  which  it  could  not  be  operated  to  produce 
the  advantageous  results  contemplated  and ,  in  fact,  attained,  by 
the  use  of  both.     All  machines  are,  in  a  certain  sense,  combina- 
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tions  ;  but  it  is  not  true  of  machines,  as  such,  that,  because  every 
one  of  its  members  performs  in  it  the  identical  office  which  it 
-would  perform,  howsoever  used,  the  conjoint  action  in  their  new 
combination  may  not  produce  a  result  new  and  useful,  and  never 
before  attained.  In  this  view,  I  deem  this  claim  valid,  and  hold 
it  infringed  by  the  defendant. 

4.  The  next  claim  is:  "Making  the  gauge  (a),  against  which 
the  edge  of  the  sole  bears,  adjustable,  for  the  purpose  of  enabling 
the  shoe  to  be  so  adjusted  as  to  have  two  or  more  rows  of  pegs 
inserted  therein." 

The  Briggs  hand-machine  had,  as  already  stated,  an  adjustable 
gauge ;  but  it  was  only  adapted  to  one  change.     This  enabled 
the  workman  to  insert  two  rows  of  pegs  only;  and  it  was  not 
adjusted  in  the  same  manner  as  was  that  of  Gallahue.     The  for- 
mer was  attached  to  the  machine  by  a  screw,  which,  being  loos- 
ened, permitted  it  to  be  turned,  so  as  to  present  to  the  edge  of  the 
shoe,  first,  its  longer,  and  then  its  shorter,  end.     The  gauge  of 
Gallahue  was  attached  by  a  screw,  which,  being  loosened,  per- 
mitted the  gauge  (in  which  was  a  slot,  through  which  the  screw 
was  inserted)  to  be  drawn  forward,  or  pushed  back,  so  as  to  regu- 
late the  insertion  of  pegs  at  any  desire'd  distance,  nearer  or  more 
remote,  from  the  edge  of  the  sole.     But  this  construction  of  a 
gauge  was  not  novel,  and  the  circumstance  that  it  was  here  ap- 
plied to  a  pegging-machine,  and  guided  the  shoe,  so  that  any 
number  of  rows  of  pegs  could  be  inserted,  does  not  make  it  pat- 
entable, except  when  used  with  other  devices,  so  as  to  constitute 
either  a  new  machine  or  a  new  and  patentable  combination.     In 
such  machine  or  combination,  it  may  be  a  part  of  the  complain- 
ants' invention  ;  but  the  making  of  the  gauge  adjustable  not  being 
new,  the  mere  application  of  it  to  a  new  use  is  not  separately  and 
independently  patentable.     Others  of  the  claims  of  the  patent 
may  embrace  all  to  which  the  patentee  is  entitled,  in  respect  to 
the  use  of  the  gauge ;  but  the  claim  to  the  mere  making  of  the 
gauge  adjustable,  as  expressed  in  this  claim,  I  think,  can  not  be 
separately  sustained. 

5.  The  remaining  claim  in  this  reissue  is:  "The  combination, 

in  a  pegging-machine,  of  a  gauge  for  the  edge  of  the^  sole  to 

bear  against,  and  a  rotating  last-holder  or  support,  substantially 

as  described." 

I  can  not  find  that  this  claim  is  infringed  by  the  defendant,  un- 
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less  I  should  hold  that  it  embraces  every  combination  in  which  a 
gauge  is  used,  for  the  edge  of  the  sole  to.  bear  against,  with  a 
rotating  last-holder.  If  I  were  so  to  hold,  then  I  must  find,  from 
the  evidence,  that  Lackey  anticipated  the  complainants ;  and,  if 
I  hold  that  the  claim  is  limited  to  the  special  device  by  which 
Gallahue  effected  the  rotation,  then  I  must  find,  from  the  evidence, 
that  the  defendant  does  not  infringe.  In  either  case,  the  com- 
plainants can  not  prevail,  in  this  case,  upon  (his  claim. 

6.  The  only  infringement  of  the  reissue  of  June  22,  1869,  re- 
lates to  the  second  claim  therein.  The  complainants  insist  that 
the  last-holder  connected  with  the  machines  sold  by  the  defend- 
ant, though  widely  different  in  form,  does,  by  the  use  of  merely 
mechanical  equivalents,  embrace,  in  principle  and  mode  of  opera- 
tion, the  substance  of  this  second  claim  of  Gallahue  to  his  last- 
holder.  That  claim  is:  "Pivoting  the  plate  or  frame  (^),  that 
supports  the  last,  at  or  near  its  center,  and  so  arranging  it  that  it 
may  turn  on  said  pivot  during  the  operation  of  pegging,  thereby 
so  adjusting  the  boot  or  shoe  as  to  present  the  various  portions  of 
the  sole  in  the  requisite  position  to  the  awl  and  peg,  as  the  sole 
moves  along,  substantially  as  described." 

The  specific  details  of  the  arrangement  by  which  this  result  is 
automatically  produced,  are,  some  of  them,  the  subject  of  other 
claims  in  this  patent,  but  it  is  not  claimed  that  these  details  are 
copied  in  the  defendant's  machines.  It  is  claimed,  that  support- 
ing the  last  on  a  plate  or  frame  pivoted  at  or  near  its  center,  so  as 
to  allow  an  oscillating  or  vibratory  motion  of  the  last,  and  to  pre- 
sent the  uneven  and  curved  surface  of  the  sole  in  proper  position 

"a 

to  the  awl,  at  the  very  place  of  its  descent,  so  that  it  shall  pass  in 
the  proper  direction  into  the  leather,  was  new  and  a  patentable 
device,  and  that,  in  this  particular,  though  without  copying  the 
supplemental  means  of  moving  the  last  forward  and  backward, 
by  which,  such  moving  was  automatically  effected,  the  defendant 
has  infringed  the  patent.  It  will  be  perceived  that  the  pivoting 
here  claimed  is  entirely  irrespective  of  the  question,  by  what 
means,  whether  mechanical,  or  by  the  hand  of  the  workman,  the 
shoe  resting  on  the  holder  is  brought  or  held  under  the  awl  and 
peg-driver,  and  alike  independent  of  the  means  by  which  it  i» 
moved  along,  so  as  to  be  pegged,  from  heel  to  toe,  or  from  toe  to 
heel,  and  it  has  no  necessary  connection  with  the  instrumentality 
by  which  the  shoe  is  to  be  rotated,  so  as  to  be  pegged  on  both 
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sides,  and  around  heel  and  toe.     All  these  are  necessary  to  the 
full  performance  of  the  pegging,  but  they  are.  not  embraced  hi  this 
claim.     It  is  the  raising  and  depressing  of  heel  and  toe  alternately, 
and  the  oscillation  sidewise,  so  that  the  surface,  at  the  point 
where  the  peg  is  to  be  inserted,  may  receive  the  awl  and  peg  in 
the  right  direction,  which  this  claim  contemplates.     Gallahue's 
device  consists  in  placing  his  last-holder  on  pivots  passing  through 
an  arm  on  each  side,  so  that  either  end,  by  the  oscillation  of  the 
holder  on  the  pivot,  raises  or  depresses  either  end  of  the  last,  as 
it  is  moved  forward  or  backward.     The  sidewise  vibratory  mo- 
tion is  effected  in  like  manner,  by  pivoting  the  bed  of  the  last- 
holder  at  each  end,  so  that  it  may  be  turned  toward  or  from  the 
awl,  and  so  change  the  plane  of  the  surface  of  the  shoe  lying 
thereon.     In  short,  by  this  combination  of  pivots,  something  re- 
sembling a  universal  joint  is  produced,  or,  perhaps,  more  exactly, 
an  arrangement  like  the  usual  mode  of  suspending  a  mariner's 
compass.     Such  an  arrangement,  applied  to  a  pegging-machine, 
was  new  in  its  operation  and  effect,  in  the  art  of  pegging  shoes, 
and  its  utility  can  not  be  deemed  doubtful,  upon  the  proofs  herein. 
The  last-holder,  used  in  the  machines  sold  by  the  defendant,  has 
the  same  operation,  and  in  substantially  the  same  mode.     It  is 
true,  that  some  of  the  proofs  would,  at  first  view,  indicate  that  the 
latter  is  not  the  equivalent  of  the  complainants'  device,  but  such 
evidence  includes  in  its  scope  more  than  the  claim  now  under  con- 
sideration, as  above  explained.     As  it  respects  the  applying  of 
the  shoe  to  the  gauge,  and  holding  it  in  contact,  the  hand  and 
power  of  the  workman  is  required.     As  it  respects  the  moving  of 
the  shoe  forward,  and  turning  it  around  the  heel  and  toe,  the  ser- 
rated instrument  or  feed,  co-operating  with   the  power  of  the 
workman,  applied  to  the  last-holder,  are  necessary.     But,  as  al- 
ready remarked,  these  are  not  the  features  which  are  the  subject 
of  this  claim.     The  vibratory  and  oscillating  motion  of  the  last, 
by  the  means  of  what  is,  in  substance,  a  universal  joint,  is  what 
this  claim  contemplates  and  provides  for. 

It  is  urged  that,  by  the  defendant's  machine,  operated,  in  this 
respect,  partly  by  hand,  the  operation  is  more  perfectly  performed, 
that  is,  the  surface  of  the  shoe,  at  the  point  of  the  insertion  of  the 
peg,  is  more  exactly  at  right  angles  to  the  line  of  the  motion  of 
the  awl.  That  may,  perhaps,  be  true,  but  that  is  due  to  the 
guiding  power  of  the  workman  employed,  instead,  of  the  auto- 
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matic  motion  produced  in  the  complainants'  machine,  and  it  is 
not  those  which  are  embraced  in  this  claim.  No  prior  machine 
had  the  capacity  here  in  question.  The  Lackey  machine  moved 
the  shoe  in  the  arc  of  a  circle,  but  had  not  two  combined  motions, 
producing  the  result  referred  to.  Several  last-holders,  called 
jacks,  had  been  contrived,  but  none  had  this  important  feature,  as, 
I  think,  the  evidence  fully  establishes.  This  claim  mustt  herefore 
be  held  infringed  by  the  defendant. 

7.  The  other  and  remaining  claim  of  which  the  complainants 
insist  that  infringement  is  shown,  is  in  the  patent  dated  August 
26,  1862.  That  claim  is :  "  Cutting  off  the  pegs  laterally  from  a 
strip  of  peg  wood  by  the  movable  knife  (tf),  being  brought 
against  the  surface  of  v,  figure  3,  as  set  forth." 

It  is  clear,  I  think,  upon  the  evidence,  that  this  was  an  original 
invention  by  Gallahue.  Laying  out  of  view,  for  reasons  already 
stated,  the  machine  of  Whittemore,  no  evidence  is  produced  of 
any  prior  device  like  that  of  Gallahue.  All .  previous  devices  for 
cutting  the  strips  of  peg  wood  into  pegs  operated  upon  the  edge 
of  the  strip,  so  as  to  split  it,  and,  the  grain  of  the  wood  being 
irregular,  the  split  would  follow  the  grain  of  the  wood,  and  the 
pegs  were  of  uneven  and  irregular  form.  By  Gallahue's  device, 
the  knife,  actuated  by  a  lever,  was  made  to  bear  upon,  and  pene- 
trate, the  strip  of  peg  wood  sidewise,  and  divide  it  into  pegs  o( 
even,  regular,  and  uniform  size  and  form.  By  the  like  device  in 
the  machine  sold  by  the  defendant,  operating  substantially  in  the 
same  manner,  the  pegs  are  cut  evenly  and  regularly,  without  being 
affected  by  irregularity  or  obliquity  in  the  grain  of  the  wood.  If 
there  were  any  doubt  in  regard  to  other  particulars,  the  infringe- 
ment by  the  defendant  in  this  seems  to  me  clear. 

I  have  not  overlooked  or  failed  to  consider  the  objections  urged 
to  these  conclusions,  in  the  very  able  argument  of  the  defendant's 
counsel.  The  failure  to  notice  them  herein,  in  detail,  is  not  due  to 
a  want  of  appreciation  of  the  industry  and  ability,  displayed  m 
their  presentation.  Having  reached  the  conviction  expressed  in 
the  foregoing,  I  have  no  alternative  but  to  say,  that  the  complain- 
ants are  entitled  to  a  decree  in  conformity  therewith. 
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The    Eickemeyer   Hat-Blocking  Machine   Company 


vs. 


Hosea  O.  Pearce  et  al.     In  Equity. 

The  second  and  third  claims  of  the  reissued  letters  patent  for  an  "  im- 
provement in  machines  for  stretching  hat-bodies,"  granted  to  the 
Eickemeyer  Hat-Blocking  Machine  Company,  as  assignee  of  Rudolph 
Eickemeyer,  December  1,  1868 — to  wit:  '*  The  combination  and  ar- 
rangement of  the  crown  and  tip-supporting  ribs  with  the  upper  series 
of  stretching  devices,  substantially  as  described,  operating  to  stretch 
the  tip  and  side-crown  of  the  hat-body  between  them,  substantially  in 
the  manner  hereinbefore  set  forth,"  and  "the  combination  and  ar- 
rangement of  the  brim-supporting  ribs  with  the  lower  series  of 
stretching  devices,  substantially  as  described,  operating  to  stretch  the 
brim  of  the  hat-body  between  them,  substantially  in  the  manner  set 
forth," — are  valid.  ' 

The  defendants'  tip  and  brim-stretchers  are  separate  and  distinct  machines, 
yet  as  each  has  supporting  ribs  and  a  series  of  stretching  devices,  sub- 
stantially the  same  as  those  of  the  patent  they  infringe,  the  fact  that 
defendants  have  added  some  features  of  construction  and  operation 
not  found  in  complainant's  patent,  and  which  are  improvements  on 
complainant's  invention,  can  not  relieve  them  from  the  charge  of 
infringement. 

Complainant's  patent  is  not  anticipated  by  the  prior  devices  used  by 
Hutchinson,  as  the  latter  were  not  combined  and  arranged  in  an  or- 
ganized machine. 

Complainant's  patent  does  not  cover  the  devices  used  by  Hutchinson,  as 
these  devices  were  not  combinations  in  an  organized  machine,  as  con- 
templated by  the  second  and  third  claims  of  said  patent. 

No  presumption  arises  from  the  fact  that  claims  made  in  a  reissued  patent 
are  not  found  in  the  original,  that  such  claims  were  not  intended  to 
be  made  in  the  original. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  January,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  an  "improvement  in  ma- 
chines for  stretching  hat -bodies,"  gi  anted  to  Rudolph  Eickemeyer, 
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February  28,  1865;    assigned  to  the  Eickemeyer  Hat-Blocking 
Machine  Company,  and  reissued  to  them  December  1,  186S. 

The  second  and  third  claims  of  the  reissue,  which  it  was  con- 
tended the  defendants  infringed,  were  as  follows: 

"  I.  The  combination  and  arrangement  of  the  crown  and  tip- supporting 
ribs  with  the  upper  series  of  stretching  devices,  substantially  as  described, 
operating  to  stretch  the  tip  and  side-crown  of  the  hat-body  between  them, 
substantially  in  the  manner  hereinbefore  set  forth. 

"3-  The  combination  and  arrangement  of  the  brim- supporting  ribs 
with  the  lower  series  of  stretching  devices,  substantially  as  described, 
operating  to  stretch  the  brim  of  the  hat-body  between  them,  substantially 
in  the  manner  set  forth." 


In  the  engravings,  fig-  1  is  a  vertical  central  section  of  the  com- 
plainant's machine,  as  shown  in  the  drawings  of  the  reissue; 
fig.  2  is  a  plan  of  the  radially  ribbed  or  skeleton  former,  and  the 
lower  series  of  stretching  rollers ;  and  fig.  3  is  a  plan  of  the  ar- 
rangement of  the  upper  stretching  rollers.  A  is  the  frame  work 
of  the  machine.  J  is  the  standard  supporting  the  former,  and 
raised  by  the  lever  D.  Af,  Jlfare  the  lower  stretching  rollers  in 
the  bearings  m,  m.     K,  A"  are  the  upper  stretching  rollers  in  the 
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bearings  L.  i,  i,  b  are  the  brim  supporting  ribs,  and  e,  e^  e  the 
tip  or  crown  supporting  ribs.  E  is  the  metal  clamping-ring 
that  holds  the  hat-body  on  the  former  during  the  operation  of 
stretching.  The  parts  are  more  fully  described  in  the  opinion  of 
the  court. 

The  defendants  insisted  that  they  did  not  infringe,  and  that  the 
complainant's  patent,  so  far  as  the  second  and  third  claims  were 
concerned,  was  void  for  want  of  novelty ;  the  devices  therein 
claimed  having  been  publicly  used  by  one  John  Hutchinson,  at 
Matteawan,  New  York,  several  years  prior  to  the  invention  of 
Eickemeyer,  and  that  Eickemeyer  saw  the  devices  of  Hutchinson 
before  taking  out  his  original  patent.  The  devices  used  by  the 
defendants  are  shown  in  figs.  4  and  5. 


No.  4. 

It  will  be  noticed  that,  whereas  the  complainant  has  a  single 
machine,  and  stretches  both  tip  and  brim  at  the  same  operation, 
the  defendants  have  two  machines  to  do  the  same  work,  and  the 
operations  of  stretching  the  tip  and  the  brim  are  separate  and 
distinct.  Fig.  4  represents  the  defendants'  tip  and  crown  stretcher. 
A  represents  a  plan  view  of  the  crown-supporting  ribs  and  stretch- 
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No.  s- 

era,  and  B  is  a  view  of  the  whole  machine,  in  section  and  eleva- 
tion ;  e  is  the  frame  work  ;  d,  the  standard  ;  c,  c,  c,  the  crown- 
supporting  ribs  ;  i,  6,  6,  the  stationary  stretching  devices.  Fig.  5 
represents  the  defendants'  brim-stretcher,  in  which  a  is  the  sta- 
tionary frame-work,  to  which  the  brim- stretching  devices  b  are 
attached,  d  is  the  standard,  at  the  top  of  which  is  the  block  g; 
on  which  the  hat-body  is  placed  after  the  crown  has  been 
stretched,  as  shown  in  fig.  4.  i  is  the  head  secured  to  the  stand- 
ard d,  and  having  attached  to  it  radially  the  brim-supporting 
ribs  c,  c,  c.  The  lever  h  is  so  attached  to  the  head  i,  by  the 
arm  k,  that  after  the  hat-body  has  been  pressed  up  against  the 
stretchers  6, 6,  b,  the  brim -supporting  ribs,  c,  c,  c,  may  be  thereby 
extended  like  the  arms  of  an  umbrella,  thus  completing  the  op- 
eration of  stretching- 

The  devices  used  by  Hutchinson,  in  i860,  for  a  brim -stretcher 
are  shown  in  figs.  6,  7,  8,  and  -g.  They  consisted  of  a  convex 
former,  a  concave  former,  and  a  dome. 

Fig.  6  is  a  plan  view  of  his  convex  former,  in  which  A  is  the 
former  and  a,  a,  a  are  ribs  rounded  upon  the  edges  and  extending 
entirely  around  the  former,  A,  at  appropriate  intervals.  Fig.  7 
Is  a  plan  view  of  his  concave  former,  and  fig.  8  a  sectional  view 
of  the  same.     The  top,  C,  was  a  circular  piece  of  wood,  to  which 
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were  attached  the  hinged  ril 
was  the  dome. 

In  operation,  the  hat-cone  ■ 
the  ribs  of  the  concave  foi 
placed  upon  the  coi 
the  ribs  b,  b,  b  (fig. 
the  ribs  a,  a,  a  (fig.  6). 


,  b,  b,  as  shown  in  fig.  8.    Fig.  9 


former;  then 

were  spread  out  radially  and 

The  dome  was  then  passed  down  onto 

passing  them,  into  the  recesses  between 
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Hutchinson's  tip-stretcher  consisted  of  two  pieces — a  concave- 
ribbed  former  and  a  concave  former,  having  ribs  on  its  interior- 

George  Gifford,  for  complainant. 

Charles  M.  Keller,  for  defendants. 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to  the 
plaintiffs,  as  assignees  of  Rudolph  Eickemeyer,  December  i, 
1868,  for  an  "improvement  in  machines  for  stretching  hat- 
bodies,"  the  original  letters  patent  having  been  granted  to  said 
Eickemeyer,  February  28,  1865.  The  specification,  which  is 
signed  by  Eickemeyer,  says :  "  In  the  manufacture  of  felt  hats, 
the  bodies,  having  been  formed  of  a  conical  shape,  and  subjected 
to  the  process  of  felting,  termed  by  patters  '  sizing,'  retain  their 
conical  form,  and  require  to  be  stretched  in  the  tip  and  crown, 
and  also  at  the  brim,  to  enable  the  hats  to  receive  and  maintain 
the  form  subsequently  given  to  them  by  the  operation  of  block- 
ing. The  hat-body  being  of  a  conical  form,  rounded  at  the  tip, 
is  nevertheless  made  with  reference  to  the  hat  to  be  produced, 
and  the  different  parts  of  it  which  are  afterward  to  be  developed 
into  the  'tip,'  'square,*  'side-crown,'  'band,'  and  'brim'  of  the 
finished  hat,  are  distinguished  by  imaginary  lines  or  zones  around 
the  hat-body,  and  the  same  names  applied  to  them,  the  lower  part 
of  the  sides  being  termed  the  'brim,'  the  upper  part  of  the  sides 
the  '  side-crown,'  the  line  of  division  between  the  side-crown  and 
brim  the  '  band,'  the  rounded  upper  part  the  '  tip,'  and  the  divid- 
ing line  between  the  tip  and  side-crown  the  '  square.'  In  stretch- 
ing hat-bodies  for  blocking,  the  band  is  not  generally  stretched 
circumferentially,  or  but  slightly  stretched,  the  stretching  being 
required  in  the  crown  and  tip,  to  produce  the  square  or  angular 
corner  of  the  cylindrical  or  bell-crowned  hat,  and  at  the  brim,  in 
order  that  the  latter  may  lie  flat,  or  at  right  angles,  or  nearly  so, 
to  the  side  crown,  when  blocked  ;  and  it  is  necessary  that  the 
body  shall  be  stretched  more,  in  those  parts  which  require 
stretching,  than  would  be  sufficient  to  conform  it  to  the  shape  of 
the  hat-block,  because,  if  not  overstretched  before  blocking,  the 
hat  will  shrink,  when,  in  wear,  it  is  exposed  to  moisture,  and 
tend  to  resume  its  conical  shape,  but  if  overstretched,  and  suf- 
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fered  to  shrink  to  the  block,  will  retain  its  figure  afterward,  under 
ordinary  wear  and  exposure.  In  stretching  a  hat-body  for  square- 
crowned  hats,  the  upper  part  of  the  hat-body  is  circumferentially 
stretched,  most  at  the  square,  or  angle  of  intersection  between  the 
side-crown  and  tip,  beginning  to  stretch  gradually  from  the  center 
of  the  tip  and  from  the  band,  and  increasing  toward  the  square. 
The  lower  part  of  the  body  is  stretched  circumferentialjy,  most 
at  the  edge  of  the  brim,  beginning  to  stretch  gradually  from  the 
band.  This  stretching  operation  has  hitherto  been  commonly 
performed  by  hand,  notwithstanding  the  attempts  that  have  been 
made  to  use  expanding  blocks,  or  expanding  devices,  inside  of 
the  bodies,  for  stretching  the  tips  or  crowns.  Hat-bodies  are 
generally  made  of  unequal  thickness  from  tip  to  brim,  but  of 
equal  thickness,  as  near  as  may  be,  in  the  direction  of  the  cir- 
cumference, and  the  operation  of  stretching,  sometimes  called 
'wet-blocking,'  by  hand,  requires  great  skill  and  care  to  stretch 
the  parts  requiring  to  be  stretched,  and  preserve  the  requisite 
circumferential  equality  of  thickness  of  the  body,  without  over- 
straining or  tearing  the  hat.  The  object  of  my  invention  is  to 
perform  this  operation  of  stretching  hat-bodies  by  machinery, 
and  to  this  end  I  have  invented  the  new  and  improved  machine 
hereinafter  described,  whereby  both  tip  and  brim,  or  either,  may 
be  properly  stretched  by  the  operation  of  the  machine.  My  said 
invention  of  a  new  and  improved  machine  for  stretching  hat- 
bodies  consists  generally  of  a  radially  ribbed  or  skeleton  former, 
whereon  the  hat-body  is  placed  to  be  stretched,  and  the  ribs  of 
which  act  as  internal  supporting  and  stretching  surfaces,  and  a 
series  of  external  stretching  devices,  which  act  upon  the  outside 
portions  of  the  hat-body  that  are  to  be  stretched,  in  opposition  to 
the  internal  action  of  the  ribs  of  the  skeleton  former,  and  between 
the  lines  of  support  of  the  same,  the  internal  and  external  sup- 
porting and  stretching  devices  being  so  combined  and  arranged, 
with  relation  to  each  other,  and  to  the  work  to  be  done,  that, 
when  they  are  brought  together  with  force,  they  operate  to 
stretch  the  hat-body  embraced  between  them,  in  the  required 
places  to  develop  the  desired  shape  of  the  hat ;  and  for  the  pur- 
pose of  holding  the  hat-body  in  place  upon  the  former,  so  that 
the  proper  portions  will  be  stretched,  a  clamping-ring  is  also 
combined  with  the  machine.  I  have  also  made  the  exterior 
vol.  vi — 15 


226  SOUTHERN   DISTRICT  OF   NEW   YORK. 


Eickemeyer  Hat-Blocking  Machine  Co.  v.  Pearce. 

pressing  or  stretching  devices  radially  adjustable  in  position  rela- 
tively to  the  axis  of  the  ribbed  skeleton  former,  to  accommodate 
the  variations  of  form  required,  and,  in  order  to  vary  the  degree 
of  stretching  of  either  the  tip  or  brim  at  pleasure,  I  have  made 
the  external  pressing  or  stretching  devices  independent  of  each 
other,  and  independently  adjustable.  It  will  be  observed,  upon 
inspection  of  the  machine  as  illustrated  in  the  drawings,  that, 
although  the  general  principle  and  mode  of  operation  of  the 
parts  of  the  machine  which  act  to  stretch  the  tip  are  the  same 
as  in  those  parts  that  act  to  stretch  the  brim,  the  adaptation  and 
arrangement  of  the  parts  for  the  two  operations  are  different 
The  ribs  which  support  the  tip  have  curved,  or  otherwise  in- 
clined, surfaces,  to  conform  to  the  rounded  tip  of  the  hat-body, 
and  the  ribs  themselves  are  arranged  so  that  the  recesses  between 
them  extend  inward  to  the  axis,  or  nearly  so,  in  order  to  give 
room  for  the  portions  of  the  tip  and  side- crown  that  are  pressed 
in  by  the  external  stretching  devices,  and  the  external  stretching 
devices  converge  closely  together,  to  act  upon  the  upper  surface 
of  the  tip  to  be  stretched.  The  ribs  which  support  the  brim 
have  straight  surfaces  radiating  from  a  circle  or  cylinder  of  the 
diameter  of  the  band,  and  the  recesses  do  not  necessarily  extend 
inside  of  that  circle  or  cylinder,  which  may  be  the  hub  or  support 
of  the  ribs  of  the  former.  The  ribs  are  more  in  number  than  the 
ribs  which  support  the  tip,  because  of  the  greater  surface  of  the 
brim  to  be  stretched  by  them,  and  the  external  stretching  or  press- 
ing devices  are  not  converged  together  so  closely  as  those  which 
act  upon  the  tip  ;  and  it  will  also  be  observed,  that  the  construc- 
tion and  arrangement,  respectively,  of  the  parts  for  stretching 
the  tip  and  brim  of  the  hat-body,  differ  so  much,  that  neither 
will  perform  the  office  of  the  other,  although  both  will  perform 
their  offices  at  the  same  time  upon -the  same  hat- body.  For  the 
purpose  of  securing  circumferential  equality  of  action  of  the 
stretching  devices  upon  the  portions  of  the  hat-body  to  be 
stretched,  and  for  convenience  and  accuracy  of  adjustment,  and 
facility  of  operating  the  stretching  devices  in  a  practical  ma- 
chine, I  have  mounted  the  internal  stretching  devices  which  con- 
stitute the  skeleton  or  ribbed  former,  concentrically,  upon  the 
upper  end  of  a  vertical  sliding  spindle,  which  is  moved  up  and 
down  in  guides,  in  a  frame,  by  a  lever,  and  have  attached  the 
exterior  stretching  devices  to  the  frame,  in  positions  concentric 
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with  the  axis  of  the  ribbed  former,  so  that  the  latter  may  be  low- 
ered, to  put  on  and  take  off  the  hat-body,  and  lifted,  when  the 
hat-body  is  put  on,  to  bring  the  parts  together,  so  as  to  stretch  all 
the  parts  operated  upon  equably  in  the  direction  of  the  circum- 
ference of  the  hat-body.     If  the   exterior   and   interior   devices 
which  act  upon  the  hat-body  to  stretch  it  were  not  guided  in 
this  or  some  equivalent  manner,  parts  of  a  given  zone  of  the  cir- 
cumference of  the  body  would  be  apt  to  stretch  more  than  others, 
according  to  their  texture,  but,  by  causing  the  stretching  surfaces 
to  act  equably,  by  means  of  the  frame  and  guides,  uniformity  in 
stretching  is  secured,  as  far  as  practicable,  in  such  operations." 
Then  follows  a  description  of  the  construction  of  the  mechanism, 
with  references  to  three  figures  of  drawings — fig.  1  being  a  verti- 
cal central  section  of  the  machine ;  fig.  2,  a  plan  of  the  radially 
ribbed  or  skeleton  former,  and  the  lower  series  of  stretching  roll- 
ers ;  and  fig.  3,  a  plan  of  the  arrangement  of  the  upper  series  of 
stretching  rollers.    There  is  an  upright  frame,  on  the  top  of  which 
is  a  stationary,  horizontal  table,  having  a  central  circular  open- 
ing, under  and  partly  within  which  is  situated  the  skeleton  former, 
made  of  wood  or  other  suitable  material.     This  former  has  its 
vertical  profile  of  conical  or  other  form,  corresponding  with  that 
of  the  hat-body  before  the  stretching  operation,  and  a  portion  of 
t,  at  about  the  middle  of  its  height,  is  of  complete  circular  form, 
in  its  horizontal  section,  but,  above  and  below  this  portion,  it  has 
a  number  of  vertical  recesses,  between  which  is  left  a  correspond- 
ing number  of  equidistant  radial  ribs,  the  edges  of  which  ribs 
form  the  profile  of  the  former.     The  former  is  secured  firmly  and 
concentrically  upon  the  upper  end  of  a  vertical  spindle,  which  is 
arranged  to  slide  up  and  down  in  guides  in  the  center  of  the 
frame,  concentric  with  the  opening  in  the  said  horizontal  table, 
and  which  has  applied  to  it  a  lever  or  treadle,  by  which  it  can  be 
lifted  up,  to  raise  the  former.     A  metal  clamping-ring,  the  inte- 
rior of  which  is  of  such  size  and  form  as  to  fit  the  circular  por- 
tion of  the  former,  between  the  upper  and  lower  ribs,  is  attached, 
by  vertical  rods,  to  and  below  a  head-piece  of  such  weight  as  to 
be  capable  of  producing  the  requisite  degree  of  pressure  to  hold 
a  hat-body  upon  the  former.     These  rods  work  up  and  down  by 
sliding  through  guides  in  a  stationary  horizontal  plane,  which  is 
supported  by  vertical  pillars  upon  the  said  horizontal  table,  and 
the  clampirig-ring  is  thereby  kept  concentric  with  the  former. 
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Such  ring  is  supported,  when  hot  supported  by  the  former,  by 
means  of  a  vertical  screw,  which  screws  through  a  tapped  hole 
in  the  head-piece,  and  the  lower  end  of  which,  bearing  upon  said 
horizontal  plate,  prevents  the  ring  from  descending  below  a  given 
position.  A  series  of  thin,  round-edged  rollers,  corresponding  in 
number  with  the  upper  recesses  and  ribs  of  the  former,  is  arranged 
above  the  horizontal  line  of  the  circular  portion  of  the  former, 
radial  to  the  axis  of  the  former  and  clamping-ring,  and  opposite 
the  centers  of  said  .recesses.  The  axles  of.  these  rollers  are  sup- 
ported in  hangers,  which  are  secured,  by  screws,  to  the  said  hori- 
zontal plate,  said  screws  passing  through  radial  slots  in  said  plate, 
to  enable  the  rollers  to  be  adjusted  toward  and  from  the  axis  of 
the  former.  The  surfaces  of  such  ribs  and  rollers  are  the  stretch- 
ing surfaces  for  the  tip  and  crown  of  the  hat-body.  A  series  of 
thin,  round-edged  rollers,  corresponding  in  number  with  the  lower 
recesses  and  ribs  of  the  former,  is  arranged  below  the  horizontal 
line  of  the  circular  portion  of  the  former,  radial  to  the  axis  of  the 
former  and  clamping-ring,  and  opposite  the  centers  of  said  re- 
cesses. The  axles  of  these  rollers  are  supported  in  hangers, 
which  are  secured  by  screws  to  the  s#id  horizontal  table,  the  said 
screws  passing  through  radial  slots  in  the  said  horizontal  table,  to 
enable  the  rollers  to  be  adjusted  toward  and  from  the  axis  of  the 
former.  The  surfaces  of  such  ribs  and  rollers  are  the  stretching 
surfaces  for  the  brim  of  the  hat-body.  The. clamping-ring  is  so 
adjusted  by  the  screws  which  support  it,  and  the  two  series  of 
rollers  are  so  adjusted  by  setting  the  hangers  in  which  they  are 
supported,  that,  when  a  hat-body  upon  the  former  is  in  contact 
with  said  ring  while  said  screvy  rests  upon  the  said  horizontal 
plate,  the  edges  of  the  two  series  of  rollers  are  a  short  distance 
outside  of  the  profile  of  the  former.  The  operation  of  stretching 
a  hat-body  in  the  machine  is  as  follows:  The  former  is  first 
allowed  to  descend  to  such  a  position  as  to  permit  the  hat-body 
to  be  put  on  and  drawn  tightly  over  it.  The  hat-body,  wet  with 
hot  water  or  steam,  is  put  on,  and  the  former  is  raised  up  by  de- 
pressing the  outer  end  of  the  treadle  or  lever,  when  the  hat-body 
comes  in  contact  with  the  clamping-ring,  the  weight  of  the  ring 
and  of  the  attached  head-piece  causes  the  ring  to  hold  the  hat- 
body  with  sufficient  firmness  against  the  circular  portion  of  the 
former,  to  prevent  it  from  slipping  between  the  ring  and  the 
former,  and  the  continued  upward  movement  of  the  former,  pro- 
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duced  by  a  suitable  pressure  upon  the  outer  end  of  the  lever  or 
•treadle,  brings  the  hat-body  into  contact  with  the  two  series  of 
rollers,  which  are  thus  made  to  press  upon  and  stretch  the  por- 
tions of  the  hat-body  which  are  between  the  rollers  and  the  corre- 
sponding ribs  of  the  former,  into  the  recesses.     Such  portions  are 
thereby  stretched  over  the  ribs.     By  this  means,  the  hat-body  is 
brought  to  a  suitable  shape  for  blocking  and  shaping  the  crown 
and  brim  of  the  hat.     The  specification  states,  that  fixed  round- 
edged  surfaces  may  be  substituted  for,  and  would  be  the  equiva- 
lents of,  the  two  series  of  rollers,  but  that  the  inventor  prefers  to 
use  the  rollers,  as,  by  preventing  friction  upon  the  hat-body,  they 
prevent  it  from  being  torn   in   the  stretching  operation.     The 
claims  are  as  follows:   "  1.   In   a   machine  for  stretching  hat- 
bodies,  a  skeleton  or  ribbed  and  recessed  former,  substantially 
such  as  is  herein  described.     2.  The  combination  and  arrange- 
ment of  the  crown  and  tip-supporting  ribs  with  the  upper  series 
of  stretching   devices,   substantially  as   described,  operating  to 
stretch  the  tip  and  side-crown  of  the  hat-body  between  them, 
substantially  in  the  manner  hereinbefore  set  forth.     3.  The  com- 
bination and  arrangement  of  the  brim-supporting  ribs  with  the 
lower  series  of  stretching  devices,  substantially  as  described,  op- 
erating to  stretch  the  brim  of  the  hat-body  between  them,  sub- 
stantially in  the  manner  set  forth.     4.  In  combination  with  the 
supporting  ribs  of  the  skeleton  former,  the  stretching  devices, 
operating,  as  hereinbefore  set  forth,  to  stretch  the  hat-body  be- 
tween them  at  one  operation,  as  required  for  blocking,  substan- 
tially as  described.     5.  The  clamping-ring,  in  combination  with 
the  ribs  of  the  skeleton  or  ribbed  former,  operating  to  hold  the 
hat-body  thereon  during  the  operation  of  stretching,  substantially 
as  described.     6.  The  combination,  in  a  machine  for  stretching 
hats,  of  the  skeleton  or  ribbed  and  recessed  former,  a  clamping- 
ring,  and  a  system  of  stretching  arms  or  rollers,  the  whole  com- 
bined and  operating  substantially  as  described.     7.  Making  the 
stretching  devices  for  the  tip  or  brim   adjustable  radially,  with 
relation  to  each  other,  so  as  to  vary  the  degree  of  stretching  ot 
either  tip  or  brim,  substantially  as  described." 

The  defendants  use,  for  stretching  the  tip  and  side -crown  of  a 
hat-body,  a  machine  which  does  not,  and  can  not,  stretch  the 
brim ;  and,  to  stretch  the  brim,  they  use  a  separate  machine, 
which  does  not,  and  can  not,  stretch  the  tip  and  side-crown.    The 
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defendants'  tip  and  side-crown  stretcher  has  ribs  which  support 
the  tip  and  side-crown,  and  a  series  of  stretching  devices,  which, 
instead  of  being  rollers,  are  fixed  round-edged  surfaces.  The  ribs 
and  stretching  devices  operate  to  stretch  the  tip  and  side-crown 
between  them.  In  the  plaintiffs'  arrangement,  however,  the  op- 
eration is  such,  that  the  rollers  which  act  upon  the  exterior  of  the 
hat-body,  and  wrinkle  or  corrugate  it  inwardly  between  the  ribs 
of  the  former,  and  thus  increase  its  diameter,  act  on  different 
points  in  the  hat-body  in  succession,  in  lines  extending  toward 
the  base  of  it,  the  parts  which  have  been  acted  upon  being  re- 
lieved from  the  pressure  of  contact  with  the  rollers,  as  new  parts 
are  brought  into  such  contact.  In  the  defendants'  tip  and  side- 
crown  stretcher,  the  hat-body  is  placed  on  a  convex-ribbed  former, 
above  which  is  another  ribbed  former,  the  ribs  of  which,  when 
the  hat-body  reaches  the  concave  part  of  the  latter  former,  enter 
between  the  ribs  of  the  convex  former,  and  the  hat-body  is  wrinkled 
by  the  action,  so  as  to  be  increased  in  diameter.  As  the  convex 
former  continues  to  be  lifted,  the  ribs  act  on  the  different  parts  of 
the  hat-body  in  succession,  but,  so  far  from  any  part  already  acted 
upon  being  relieved  at  any  time,  the  stretching  of  every  part  the 
stretching  of  which  has  once  commenced,  continues  so  long  as 
there  is  any  stretching  done  to  any  part. 

The  defendants'  brim -stretcher  has  ribs  which  support  the 
brim,  and  a  series  of  stretching  devices,  which,  instead  of  being 
rollers,  are  fixed  round-edged  surfaces.  The  ribs  and  stretching 
devices  operate  to  stretch  the  brim  between  them.  But,  in  the 
defendants'  arrangement^  there  is  a  convex-ribbed  former,  on 
which  the  hat-body  is  placed,  which  is  formed  like  the  ribs  and 
stretchers  of  an  umbrella,  the  hat-body  being  placed  on  the 
former  when  the  ribs  are  in  their  lowest  position.  Above  this  is 
another  ribbed  former,  and,  when  the  brim  on  the  convex  former 
has  reached  the  concave  part  of  the  other  former,  the  wrinkling 
commences,  by  the  action  of  the  ribs  of  one  former  between  the 
ribs  of  the  other  former,  and  then  a  hand- lever  throws  out  or  ex- 
pands the  ribs  of  the  convex  former,  by  an  operation  like  that  of 
opening  an  umbrella,  and  the  stretching  is  thereby  completed, 
the  ribs  of  the  convex  former  during  the  latter  operation  bearing, 
in  their  whole  length,  on  the  brim,  in  lines  extending  from  the 
band  to  the  outside  of  the  brim.  The  action  in  the  first  part  of 
the  operation  is  like  that  in  the  defendants'  tip-stretcher;  but,  in 
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the  latter  part  of  the  operation,  there  is  an  action  not.  found  in 
such  tip-stretcher  nor  in  the  plaintiffs'  arrangement. 

It  is  shown  by  the  evidence  that  the  defendants'  arrangements, 
in  their  two  stretchers,  from  the  fact  that  the  action  is  on  the 
whole  of  a  given  wrinkle  at  the  same  time,  are  better  adapted  to 
the  stretching  of  tender  hat-bodies,  such  as  those  made  of  fur,  as 
generally  made,  than  is  the  plaintiffs'  arrangement.     But,  while 
the  defendants'  arrangements  may  contain  improvements  on  the 
plaintiffs'  arrangement,  yet  they  embody  what  is  claimed  in  the 
second  and  third  claims  of  the  plaintiffs'  patent.     The  defend- 
ants' tip  and  side-crown  stretcher  has  ribs  supporting  .the  tip  and 
side-crown,  and  a  series  of  stretching  devices,  which  ribs  are 
substantially  the  same  as  those  of  the  patent,  and  which  stretch- 
ing devices  are  substantially  the  upper  series  of  stretching  devices 
in  the  patent,  when  made  in  the  shape  of  fixed  round-edged  sur- 
faces, as  suggested  in  the  patent,  and  the  ribs  and  stretching  de- 
vices are  combined  and  arranged  substantially  as  described  in  the 
patent.     They  operate  to  stretch  the  tip  and  side-crown  between 
them,  substantially  in  the  manner  set  forth  in  the  patent.    So,  too, 
the  defendants'  brim-stretcher  has  ribs  supporting  the  brim  and  a 
series  of  stretching  devices,  which  ribs  are  substantially  the  same 
as  those  of  the  patent,  and  which  stretching  devices  are  substan- 
tially the  lower  series  of  stretching  devices  in  the  patent,  when 
made  in  the  shape  of  fixed  round-edged  surfaces,  as  suggested  in 
the  patent,  and  the  ribs  and  stretching  devices  are  combined  and 
arranged  substantially  as  described  in  the  patent.     They  operate 
to  stretch  the  brim  between  them,  substantially  in  the  manner  set 
forth  in  the  patent.     The  defendants'  lower  formers  are  radially 
ribbed.     The  hat-body  to  be  stretched  is  placed  on  them.     The 
ribs  of  those  formers  act  as  internal  supporting  and  stretching 
surfaces.     The  defendants  have  external  stretching  devices,  in 
series,  which  act  on  the  outside  portions  of  the  hat-body  that  are 
to  be  stretched,  in  opposition  to  the  internal  action  of  the  ribs  of 
the  lower  formers,  and  between  such  ribs,  and  in  the  centers  of 
the  recesses  between  such  r^bs.     The  mechanical  combination 
and  arrangement  of  the  internal  and  external  supporting  and 
stretching  devices,  in  the  defendants'  machines,  with  relation  to 
each  other  and  to  the  work  to  be  done,  are  such  that  the  two  sets 
of  devices  are  brought  together  accurately  and  automatically,  so 
that  their  parts  interlock  properly  and  stretch  the  interposed  ma- 
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terials  in  the  required  places,  and  equality  in  the  action  circum- 
ferentially  of  the  stretching  devices  on  the  parts  to  be  stretched, 
and  facility  of  operation,  are  secured.  The-  combination  con- 
sists'- in  mounting  the  set  of  ribs  and  the  set  of  stretching  de- 
vices concentrically  with  a  coincident  axis,  and  moving  one  set 
accurately  toward  the  other  by  mechanical  guides,  the  stretching 
devices  being  opposite  the  centers  of  the  recesses  between  the 
ribs.  All  these  features  the  defendants'  machines  have  in  com- 
mon with  the  plaintiffs'.  These  features  are  essential  features  in 
the  plaintiffs'  arrangement,  and  are  the  features  covered,  as  re- 
spects the  tip-stretcher,  by  the  second  claim  of  the  patent,  and,  as 
respects  the  brim-stretcher,  by  the  third  claim  of  the  patent. 
That  the  defendants  have  added  some  features  of  construction  and 
operation,  which  are  not  found  in  the  plaintiffs'  patent,  whereby 
the  machine  may  be  improved,  can  not  relieve  the  defendants 
from  the  charge  of  infringing  the  second  and  third  claims  of  the 
patent,  in  view  of  their  use  of  the  inventions  covered  by  those 
claims. 

The  principal  ground  of  defense  urged  is,  that,  before  Eicke- 
meyer made  his  invention,  one  John  Hutchinson,  at  Matteawan, 
New  York,  invented  and  constructed,  and  successfully  used,  in  a 
crude  way,  instruments  for  stretching  the  tips  and  the  brims  of 
hat-bodies,  which  instruments  had  the  same  mode  of  operation  as 
that  of  instruments  found  in  the  defendants'  machines.     The  date 
of  Eickemeyer's  invention  was  the  summer  of  1864.     The  iden- 
tical instruments  which  Hutchinson  used  are  produced.    They 
were  used  by  Hutchinson  in  i860.     They  are,  and  always  were, 
detached  parts,  and  never  were  organized  into  a  machine  work- 
ing automatically.     Hutchinson's  parts  to  stretch  the  brim  of  the 
hat-body  are  three  in  number — a  convex,  conical-shaped  former, 
with  ribs ;  a  concave,  conical-shaped  former,  with  ribs  pivoted 
like  the  ribs  of  an  umbrella ;  and  a  dome-shaped  piece.     They 
are  manipulated  by  handling  them.     The  hat-body  is  placed  on 
the  convex  former.     The  concave  former  is  then  placed  on  the 
top  of  the  hat-body,  with  its  ribs  resting  on  the  hat-body.    The 
dome-shaped  piece,  which  is  hollow,  is  then  placed  over  the  con- 
cave  former,  and  forced  down,  so  as  to  drive  the  ribs  of  the  con- 
cave former  into  the  recesses  'between  the  ribs  of  the  convex 
former,  and  carry  the  brim,  in  wrinkles,  toward  the  axis  of  the 
convex  former.     In  the  defendants'  brim-stretcher,  the  brim  is 
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carried,  in  wrinkles,  away  from  the  axis  of  the  convex  former,  be- 
cause the  wrinkling  is  performed  by  an  operation  like  that  of 
opening  an  umbrella.     In  Hutchinson's  device,  the  wrinkling  is 
performed  by  an   operation  like  that  of  shutting  an  umbrella. 
Hutchinson's  parts  to  stretch  the  tip  of  the  hat-body  consist  of  a 
concave-ribbed  former  and  a  convex-ribbed  former,  manipulated 
by  hand,  and,  like  the  two  formers  in  the  defendants'  tip-stretcher, 
in  construction,  as  ribbed  formers,  and  brought  together  to  stretch 
the  tip  between  them,  placed  on  the  convex  former,  by  pressing 
the  ribs  of  one  former  between  the  recesses  in  the  other  former. 
Hutchinson,  in  using  his  brim-stretching  devices,  employed  a 
lever,  which  had  its  fulcrum  in  a  post  which  formed  a  part  of  a 
building,  to  make  pressure  on  the  top  of  the  dome-shaped  piece, 
the  fulcrum  being  at  the  end  of  the  lever.     There  was  no  organ- 
ized machine.     The  description  given  of  the  use  of  the  devices  is, 
that  they  were  tried,  to  see  whether  they  would  block  a  hat  or  not ; 
that  they  were  not  operated  continuously  ;  that  sometimes  Hutch- 
inson would  make  an  alteration,  and  then  another  trial  would  be 
made,  to  see  whether  the  alteration  was  any  improvement ;  that 
but  one  brim -stretcher  was  made,  and  that  of  wood,  which  was 
broken  several  times  in  operating  it ;  that  the  tip-stretcher  was  of 
wood,  and  was  tried  on  a  few  tips,  and  was  broken,  in  use,  and 
never  repaired ;  that  Hutchinson  had  the  idea  of  constructing  a 
machine  embodying  the  principle  of  such  devices,  but  had  no 
definite  plan  as  to  the  appliances  by  which  the  machine  was  to 
work  out  such  principle  ;  that  nothing  was  done  toward  carrying 
out  such  intention  ;  that  the  devices  were  tried  in  i860,  prior  to, 
but  not  later  than,  June  ;  that  they  were  then  stowed  away  in  a 
closet,  where  old  books  and  papers  were  kept,  in  a  factory  where 
Hutchinson  continued  to  be  employed  for  two  years  afterward ; 
and  that  they  remained  in  that  closet,  unused,  for  three  years  and 
a  half,  and  were  then  removed  to  another  place,  whence  they  were 
taken  to  be  used  as  evidence  in  favor  of  the  parties  defending  this 
suit.    These  devices  of  Hutchinson  amounted  to  nothing,  and 
were  practically  useless,  for  the  reason  that  they  were  not  com- 
bined in  an  organized  machine.     They  lacked  the  combination 
and  arrangement  of  them  which  Eickemeyer  made,  and  which 
secures  circumferential  equality  of  action  of  the  stretching  devices 
on  the  material,  and  accuracy  of  operation,  by  means  of  the  con- 
centric approach  to,  and  recession  from,  each  other,  of  the  ribs 
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and  stretching  devices.  The  equable  intervention  of  the  ribs  be- 
tween the  stretching  devices  is  an  essential  feature  of  the  patent, 
due  to  the  mechanical  organization.  There  is  no,  such  feature  in 
Hutchinson's  devices,  because  there  is  no  mechanical  organization 
capable  of  developing  such  feature.  Whether  the  ribs  and  stretch- 
ing devices,  in  Hutchinson's  tools,  will  move  concentrically  or  not, 
is  a  matter  of  accident,  and  dependent  on  the  skill  of  the  person 
handling  the  tools,  and  the  equability  of  intervention  of  the  ribs 
and  stretching  devices  is  equally  a  matter  of  accident  and  skill  in 
handling. 

There  is,  therefore,  nothing  in  what  Hutchinson  did  that  can 
interfere  with  the  second  and  third  claims  of  the  patent,  which  are 
the  only  ones  involved  in  this  suit.  Even  if  Eickemeyer  had  seen 
and  known  of  what  Hutchinson  did,  he  would  have  been  entitled 
to  make  those  two  claims.  It  has  been  attempted  to  be  shown 
that  Eickemeyer  knew  of  and  saw  Hutchinson's  devices.  Whether 
he  did  or  not,  is  of  no  importance.  But  the  evidence  wholly  fails 
to  show  that  he  did.  Hutchinson's  devices  amounted  to  nothing. 
They  needed  the  addition  of  what  is  found  in  the  defendants' 
machines,  and  which  makes  of  them  combinations  that  were  in- 
vented by  Eickemeyer.  It  is  a  mistake  to  say,  that  the  claims  of 
the  plaintiffs'  patent  cover  Hutchinson's  instruments.  So  far  as 
the  plaintiffs'  patent  is  concerned,  those  instruments  are  free  to 
be  used  by  the  defendants  in  the  manner  in  which  Hutchinson 
used  them. 

The  claims  of  the  original  patent  granted  to  Eickemeyer  were 
as  follows:  "  i.  The  employment,  in  the  process  of  stretching 
hats,  of  a  skeleton  or  ribbed  and  recessed  former,  substantially 
such  as  is  herein  described.  2.  The  pressing-ring,  2?,  in  combi- 
nation with  the  skeleton  or  ribbed  and  recessed  former,  substan- 
tially as  and  for  the  purpose  herein  specified.  3.  The  employ- 
ment, substantially  as  herein  described,  in  combination  with  the 
skeleton  or  ribbed  and  recessed  former,  of  pressing-rollers,  K^  A/, 
or  other  equivalent  pressing  devices,  operating  as  herein  set  forth. 
4.  The  combination,  in  a  machine  for  stretching  hats,  of  a  skele- 
ton or  ribbed  and  recessed  former,  a  pressing-ring,  and  a  system 
of  rollers,  or  other  equivalent  pressing  devices,  the  whole  com- 
bined and  operating  substantially  as  and  for  the  purpose  herein 
specified."  Because  Eickemeyer  did  not,  in  his  original  patent, 
make  the  claims  which  are  made  in  the  second  and  third  claims 
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of  the  reissued  patent,  but  only  made  claims  which  were  substan- 
tially the  same  as  the  first,  fourth,  fifth,  and  sixth  claims  of  the 
reissued  patent,  it  is  argued  that  he  must  have  seen  the  devices  of 
Hutchinson.  I  draw  the  very  opposite  inference.  For,  if  he  had 
seen  them,  it  would  have  been  in  his  mind,  in  taking  out  his  pat- 
ent, that  the  upper  ribs  and  upper  stretching  devices  might  be 
used  separately  from  the  lower  ribs  and  lower  stretching  devices, 
as  Hutchinson  used  his  tools,  and,  with  such  idea,  Eickemeyer 
would  have  made,  in  his  original  patent,  claims  like  the  second 
and  third  claims  of  the  reissued  patent,  which  are  fully  warranted 
by  what  is  found  in  the  specification  and  drawings  of  the  original 
patent.  It  would  not  detract  a  particle  from  the  merit  or  validity 
of  Eickemeyer's  invention,  if  he  had  seen  Hutchinson's  tools ; 
but  there  is  no  satisfactory  evidence,  derived  from  witnesses,  or 
from  the  history  of  the  case,  to  warrant  the  conclusion  that  he 
saw  or  knew  of  them. 

There  is  no  more  warrant  for  saying,  in  this  case,  that  Eicke- 
meyer did  not  intend,  in  taking  out  his  original  patent,  to  make 
such  claims  as  the  second  and  third  claims  of  the  reissued  patent, 
than  there  is,  in  every  case  of  a  reissue,  for  saying  that  claims  in 
the  reissue,  not  found  in  the  original,  were  not  intended  to  be 
made,  when  the  original  was  taken  out,  because  they  were  not 
put  in,  as  claims,  into  the  original.  On  this  principle,  there 
never  could  be  a  reissue  covering  claims  not  substantially  found, 
as  claims,  in  the  original.  * 

The  argument  on  the  part  of  the  defendants  seems  to  be  founded 
on  the  idea  that  the  second  and  third  claims  of  the  reissued  patent 
cover  the  use  of  Hutchinson's  tools,  as  Hutchinson  used  them. 
This  is  an  errror.  The  use  of  Hutchinson's  tools,  as  he  used 
them,  are  not  combinations  of  tbem,  such  as  the  second  and  third 
claims  of  the  plaintiffs'  patent  intend  and  cover.  There  are  no 
mechanical  combinations  of  Hutchinson's  tools,  when  they  are 
used  as  he  used  them.  The  second  claim  of  the  reissue  does  not 
cover  broadly  the  use  of  the  tip  former  in  connection  with  the 
upper  series  of.  stretchers,  detached  from  the  mechanical  combi- 
nation and  arrangement  of  such  former  and  stretchers,  found  in 
the  plaintiff's  patent,  and  not  found  in  Hutchinson's  tools.  So, 
too,  the  third  claim  of  the  reissue  does  not  cover  broadly  the  use 
of  the  brim-former  in  connection  with  the  lower  series  of  stretch- 
ers, detached  from  the  mechanical  combination  and  arrangement 
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of  such  former  and  stretchers,  found  in  the  plaintiffs'  patent  and 
not  found  in  Hutchinson's  tools. 

There  must  be  a  decree  for  the  plaintiffs  for  a  perpetual  injunc- 
tion, an  account  of  profits,  and  an  ascertainment  of  damages, 
with  costs,  in  respect  to  the  second  and  third  claims  of  the  patent. 


Abel  E.  Bridge  et  al. 


vs. 


Rufus  H.  Brown  et  al..  .  In  Equity. 

■ 

Where  the  claim  is  for  "  the  boxes  G,  with  perforated  sides,  applied  in 
combination  with  the  exhaust-pipe  Z>,  and  leach  A,  or  its  equivalent, 
in  the  manner  and  for  the  purpose  substantially  as  set  forth,"  the  pat-, 
ent  is  for  an  apparatus  for  making  extracts  from  tan-bark  and  other 
material,  not  for  the  process  of  extracting  the  tannin. 

There  was  nothing  new  in  the  form  or  structure  of  this  leach  at  the  date 
of  the  invention,  nor  in  the  mode  or  purposes  of  its  use,  apart  from 
the  introduction  into  it  of  steam  from  the  exhaust-pipe  of  an  engine, 
instead  of  from  a  steam-pipe,  taking  its  supply  directly  from  a  boiler. 

The  object  of  the  invention  of  Pingree  was  the  utilization  of  exhaust 
steam,  and  the  consequent  saving  of  fuel,  in  making  extracts  from 
tan-bark  and  other  material. 

Where  the  invention  consists  in  a  method  of  utilizing  exhaust  steam  for 
the  purpose  of  making  extracts  from  tan-bark  and  other  material,  it  is 
not  infringed  by  an  apparatus  which  obtains  its'  steam  directly  from 
the  boiler. 

In  such  a  case,  the  pipe,  connecting  directly  with  the  boiler,  is  not  the 
equivalent  of  the  exhaust-pipe,  and  one  element  in  the  combination 
claimed  in  the  patent  is  wanting. 

(Before  Sheplky,  J.,  District  of  Massachusetts,  January,  1873.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  "  improvement  in  apparatus 
for  making  extracts  from  tan-bark,"  granted  to  S.  M.  Pingree, 
October  20,  1865. 
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This  apparatus  is  shown  in  the  above  engraving.  D  is  the 
pipe  which  receives  the  steam  from  the  exhaust-pipe  of  the 
engine  and  conveys  it  to  the  branch  pipes,  -£*,  through  which  it 
passes  into  the  perforated  boxes  G.  A  is  the  leach,  in  which  is 
placed  the  bark  or  other  material  from  which  the  extract  is  to  be 
obtained.  • 

The  mode  of  operation  is  described  in  the  opinion  of  the  court. 
The  claim  was  as  follows : 

"The  boxes  G,  with  perforated  sides,  applied  in  combination  with  the 
exhaust-pipe  D  and  leach  A,  or  its  equivalent,  in  the  manner  and  for  the 
purpose  substantially  as  set  forth." 

T.  Z.  Wakefield \  for  complainants. 

Ives  dc  Lincoln  and  G.  Z-.  Roberts^  for  defendants. 

Sheplby,  J. 

Letters  patent  No.  50,626,  issued  October  20,  1865,  to  S.  M. 
Pingree,  for  a  new  and  improved  apparatus  for  making  extracts 
from  tan-bark.  The  patentee  declares  that  "  the  object  of  this 
invention  is  to  utilize  exhaust  steam  from  a  steam-engine,  for  the 
purpose  of  making  extracts  from  tan-bark  and  other  materials." 
The  invention  consists,  according  to  the  specifications  of  the  pat- 
ent, in  the  arrangement  of  a  box  with  perforated  sides  and  bottom, 
in  combination  with  a  pipe,  which  conducts  the  exhaust  steam  to 
the  leach  containing  the  bark  or  other  material  to  be  extracted, 
in  such  manner  that  the  steam  is  free  to  expand,  and  made  to 
condense  partially,  as  it  passes  from  the  exhaust-pipe  into  said 
box,  and  all  back  pressure  on  the  piston  is  avoided,  and  at  the 
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same  time  the  full  benefit  of  the  action  of  the  steam  on  the  bark 
or  other  material  is  obtained. 

The  patentee  then  describes  a  leach,  which  is  provided  with  a 
tightly  fitting  cover,  and  which,  for  the  sake  of  convenience,  may 
be  divided  off  by  transverse  partitions  into  a  series  of  compart- 
ments. A  pipe  extends  over  the  entire  length  of  the  leach,  and 
branch  pipes  lead  from  this  pipe  down  into  the  several  compart- 
ments. The  bark  or  material  to  be  extracted  rests  on  slotted  or 
perforated  false"  bottoms,  and  the  branch  pipes  lead  into  boxes, 
which  are  situated  close  to  the  leach.  The  cross  section  of  the 
boxes  is  considerably  larger  than  that  of  the  pipes,  so  that  the 
steam  in  passing  into  the  same  is  free  to  expand,  and  the  sides  of 
said  boxes  are  perforated  with  a  large  number  of  holes,  through 
which  the  steam  passes  out  to  the  bark.  The  pipe  D  is  intended 
to  connect  with  the  exhaust-pipe  of  a  steam-engine,  and  as  the 
exhaust  steam  passes  through  said  pipe  and  the  branch  pipes  into 
the  boxes  it  expands  readily,  and  a  partial  condensation  takes 
place  both  within  said  boxes  and  outside  of  the  same,  and  by  this 
partial  condensation,  combined  with  the  rapid  expansion  of  the 
steam  as  it  reaches  the  boxes,  all  back  pressure  on  the  piston  of 
the  engine  is  avoided.  "  Thus,"  he  says,  "  by  my  apparatus,  the 
exhaust  steam  is  utilized,  and  a  great  saving  in  fuel  is  effected." 
The  claim  of  the  patent  is  for  "  the  boxes  G,  with  perforated 
sides,  applied  in  combination  with  the  exhaust-pipe  D  and  leach 
A,  or  its  equivalent,  in  the  manner  and  for  the  purpose  substan- 
tially as  set  forth."  The  patent  is  for  an  apparatus  for  making 
extracts  from  tan-bark  and  other  material,  not  for  the  process  of 
extracting  the  tannin,  but  for  an  apparatus  consisting  (1)  of  the 
boxes  G,  with  perforated  sides,  applied  in  combination  with 
(2)  the  exhaust-pipe  D  and  (3)  leach  A,  or  its  equivalent  (4),  in 
the  manner  and  (5)  for  the  purpose  substantially  as  set  forth. 

In  the  state  of  the  art,  at  the  date  of  the  invention  of  Pingree, 
there  was  nothing  new  in  the  form  or  structure  of  his  leach,  nor 
in  the  mode  or  purpose  of  its  use,  apart  from  the  introduction 
into  it  of  steam  from  the  exhaust-pipe  of  an  engine,  instead  of 
from  a  steam-pipe,  taking  its. supply*  directly  from  a  boiler.  The 
boxes  with  perforated  sides  are  not  claimed  except  as  combined 
with  the  exhaust-pipe  and  leach  in  the  manner  set  forth  in  the 
patent  and  for  the  purpose  set  forth.     This  purpose  was  the  utfli- 
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zation  of  exhaust   steam  and  the  consequent  saving  of  fuel  in 
making  extracts  from  tan-bark  and  other  materials. 

There  is  no  evidence  in  this  case  that  the  defendants  use  the 
complainants'  combination.     They  do  not  use  the  boxes  G  in 
combination  with  the  exhaust-pipe  Dy  in  the  manner  or  for  the 
purposes  set  out  in  the  patent,  that  manner  and  purpose  being  in 
the  patented  apparatus ;  that  the  exhaust-pipe  should  conduct  the 
exhaust  steam  to  the  leach  in  such  manner  that  the  steam  is  free 
to  expand,  and  made  to  condense  partially,  as  it  passes  from  the 
exhaust-pipe  into  said  box,  and  all  back  pressure  on  the  piston 
is  avoided^  and  at  the  same  time  the  full  benefit  of  the  action  of 
the  steam  on  the  bark  is  obtained.     Respondents  do  not  use  their 
boxes  to  conduct  exhaust  steam  to  the  leach,  nor  for  the  purpose 
of  condensing  the  steam,  and  avoiding  back  pressure  on  the  pis- 
ton.    They  do  not  use  exhaust  steam,  but  take  their  steam  directly 
from  the  boiler.     They  do  not  use  their  boxes  in  combination 
with  complainants'  exhaust-pipe,  for  they  do  not  use  any  exhaust- 
pipe,  or  any  equivalent  for  it.     The  pipe  used  by  them  is  not  like 
the  pipe  Z?,  the  exhaust-pipe  of  a  steam-engine,  and  is  not  capa- 
ble of  being  used  for  that  purpose.     The  dimensions  of  the  pipe 
are  such  as  would  effectually  prevent  its  use  for  any  such  pur- 
pose, in  connection  with  the  process  for  which  it  is  used  by  the 
respondents.     It  is  contended  by  complainants,  that  although  the 
apparatus  patented  by  Pingree  is  designed  for  exhaust  steam, 
their  patent  would  cover  its  use  for  any  cognate  purpose.     It  is  a 
sufficient  answer  to  this  position,  that  it  has  already  been  shown 
that  respondents  do  not  use  all  the  elements  of  their  combination, 
as  described  and  claimed  in  the  patent.     Respondents'  steam-pipe 
is  not  the  exhaust-pipe  Z>,  or  the  equivalent  of  the  pipe  Z>,  de- 
scribed in  Pingree's  claim.     No  case  of  infringement  is  made  out, 
and  complainants'  bill  must  be  dismissed. 
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Enoch  Piper 

vs. 

James  Brown  et  al.     In  Equity. 

When  profits  are  recoverable  by  the  owners  of  a  patented  invention  against 
an  infringer,  they  are  such  profits  or  gains  as  result  directly  or  imme- 
diately from  the  wrongful  act  of  the  infringer. 

Remote  and  contingent  profits  or  gains,  dependent  upon  the  results  of  suc- 
•cessful  schemes  or  investments,  are  never  allowed. 

The  resultant  profits  are  ordinarfly  best  arrived  at  by  determining  the  dif- 
ference between  the  actual  ascertained  cost  and  the  actual  ascertainable 
value  to  the  infringer. 

The  finding  of  the  master  on  a  question  of  fact  will  not  be  reviewed  When 
the  whole  evidence,  upon  which  he  bases  his  finding,  is  not  reported. 

Where  the  patent  was  for  a  process,  the  exhibition  of  the  modified  appa- 
ratus not  in  use  was  of  little  moment,  compared  to  the  exhibition  of 
that  part  of  the  apparatus  in  which  the  process  was  going  on. 

It  is  not  customary,  in  estimating  profits  from  an  infringement,  to  allow 
the  infringing  parties  compensation  for  their  own  time  and  labor. 

The  master's  decision,  rejecting  the  allowance  of  commission,  is  sus- 
tained. 

(Before  Shkpley,  J.,  District  of  Massachusetts,  January,  1873.) 

Exceptions  to  the  master's  report  in  the  case  of  Piper  v. 
Brown,  4  Fisher,  175. 

The  facts  are  sufficiently  stated  in  the  opinion. 

Brown  &  Holmes,  for  complainants. 

Avery  <jc  Hobbs,  for  defendants. 

Shepley,J.  . 

Exceptions  were  duly  taken  to  the  report  of  the  master  in  this 
case  by  both  complainant  and  respondents.  Complainant  ex- 
cepts that  the  master  finds,  as  a  fact,  that  the  respondents,  ty 
preserving  fish  by  the  patented  process,  and  withdrawing  them 
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from  the  market  during  the  season  of  abundance,  have  been  ena- 
bled to  demand,  and  have  received,  a  large  price  for  their  green, 
unpreserved  fish,  remaining  in  their  hands  for  sale  in  the  market ; 
that  they  have  received  for  such  green  fish  one  and  one-half  cents 
per  pound  more  than  they  would  have  done,  had  they  not  with- 
drawn from  the  market  the  preserved  salmon  ;  and  that  the  amount 
of  green  fish  on  which  such  advanced  price  was  received  was 
413,612^  pounds,  making  a  total  profit  of  $6,204.19;   and  he 

claims  that  the  master  «rred  in  disallowing  the  item  of  $6,204.19, 

« 

profits  resulting  from  the  enhanced  price  of  green  fish. 

The  master  finds  that  the  gain  and  profits  to  the  respondents, 
resulting  from  said  enhanced  price  of  one  and.  one-half  cents  per 
pound  on  the  sales  of  green  fish  in  the  said  year,  is  not  gain  or 
profit  with  which  respondents  are  to  be  here  charged,  because  it 
is  an  incident  of  trade  too  remote  and  indirect  to  be  charged  in 
this  account. 

-^^Where  profits  are  recoverable  by  the  owner  of  a  patented  in- 
vention against  an  infringer,  they  are  such  profits  or  gain  as  result 
directly  or  immediately  from  the  wrongful  act  of  the  infringer. 
Remote  and  contingent  profits,  or  gain,  depending  upon  the  re- 
sult of  successful  schemes  or  investments,  are  never  allowed. 
The  resultant  profits  are  ordinarily  best  arrived  at  by  determining 
the  difference  between  the  actttSl  ascertained  cost  and  the  actual 
ascertainable  value  to  the  infringer,  which  value,  in  case  of  sales 
by  him,  is  the  price  obtained,  or  the  market  value  of  the  thing 
sold.  Profits  contingent  upon  future  bargain^,  or  speculations,  or 
future  states  of  the  market,  are  not  estimated,  and  are  not  recov- 
erable. The  distinction  between  such  profits  as  are  direct  and 
immediate,  and  those  which  are  remote  and  contingent,  is  recog- 
nized in  Masterton  v.  Mayor  of  Brooklyn,  7  Hill,  61,  and  The 
Phil.,  WiL  dJSalt.  R.  i?.  v.  Howard,  13  Howard,  307. 


/ 


\ 


^The  second  exception  of  the  complainant  is  to  the  finding  of  a  \ 
fact  by  the  master.  The  master  found  as  a  fact  that,  by  the  alter-  * 
ations  made  during  the  season  of  1870  in  defendants'  apparatus,  1 

the  atmosphere  of  the  preserving-chamber  mingled  with  the 
atmosphere  of  the  chamber  containing  the  freezing  mixture, 
making  practically  one  atmosphere.  The  whole  evidence  upon 
which  the  master  based  this  finding,  is  not  reported.  In  fact,  the 
report  leaves  it  to  be  inferred,  that  upon  this  question,  in  addition 
vol..  vi — 16 
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/  to  the  light  afforded  by  the  evidence  of  experts  introduced  by  the 
defendants,  the  master  was  aided  by  the  evidence  of  his  own  ex- 
amination of  the  premises,  at  Charlestown,  at  an  inspection  of 
them,  made  by  him  in  the  presence  and  by  consent  of  the  parties. 
Under  such  circumstances,  the  finding  of  the  master  on  a  ques- 
tion of  fact  will  not  be  reversed.  Sparhawke  v.  Wills,  7  Gray, 
423  ;  Boston  Iron  Co.  v.  King,  2  Cush.  405  ;  Adams  v.  Brown, 
7  Cush.  222.    / 

Respondents  except  to  the  master's  report,  as  to  his  findings  in 
respect  to  the  operations  of  the  year  1S70. 

The  respondents  having  been  enjoined  by  the  court  from  the 
use  of  their  Charlestown  apparatus,  as  used  by  them  in  iS66an<l 
1S67,  continued,  during  the  years  1868  and  1869,  to  preserve  fish 
by  the  plaintiff's  process  in  a  similar  apparatus,  situated  in  Cam- 
bridge, and  belonging  to  other  parties.     Such  use  of  the  Cam- 
bridge apparatus  having  been  also  adjudged  an  infringement, 
they  returned,  in  the  year  1S70,  to  the  use  of  the  building  in 
Charlestown.     The  master  finds  that  the  apparatus  at  Charles- 
town was  originally  so  constructed,  that  its  use  by  them  for  the 
purpose  of  freezing  and  preserving  fish  was  an  infringement  of 
the  complainant's  patent.     They  attempted  to  satisfy  the  master, 
and  did  satisfy  him,  that  at  some  time  between  June  20  and  De- 
cember 3,  1870,  they  so  altered  their  apparatus  that  it  could  be 
used  without  infringing  complainant's  patent.    Whether  it  was  so 
altered  before  December  3,  1870,  they  did  not  prove.     The  find- 
ing of  the  master,  that  the  use  of  the  apparatus  so  altered  would 
not  infringe  the  complainant's  patent,  was  certainly  as  favorable 
for  the  respondents  as  the  evidence  would  justify.     The  expert 
who  testified  upon  the  subject,  did  not  believe  that  it  made  any 
practical  difference  in  the  process,  whether  the  openings  between 
the  two  chambers  were  large  or  small.     He  rejects  the  whole 
theory  upon  which  complainant  applied  for  his  patent,  and  ut- 
terly  ignores  any  utility  in  the  process  of  the  plaintiff,  so  far  as  it 
is  distinguishable  from  other  known  processes,  and  patented  to 
him.     From  his  point  of  view,  the  communication  between  the* 
atmosphere  of  the  two  chambers  being  productive  of  no  change 
whatever,  being  entirely  immaterial,  (except  during  the  time  of 
replenishing  the  chamber  containing  the  freezing  mixture,)  the 
smallest  orifice  between  the  two  would  have  been  as  available  to 
take  the  apparatus  out  from  the  pale  of  infringement  as  the  largest, 
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and  this  he  frankly  states,  in  substance,  in  his  testimony.     Re- 
spondents could  not  reasonably  object  that  a  finding  was  not  suf- 
ficiently favorable  to  them,  based  upon  this  evidence.     In  coming 
to  this  conclusion,  the  master  was  unquestionably  aided,  if  not 
governed,  by  the  evidence  of  his  own  senses,  when  he  made  the 
personal  inspection.     But  at  Charlestown  he  did  not  witness  the 
process.     He  only  saw  a  part  of  the  apparatus  not  in  use.     Re- 
spondents contend  that  the  master,  having  found  that  the  altera- 
tions made  at  some  time  prior  to  December  3d,  were  such  that  the 
use  of  the  altered  apparatus  to  preserve  fish  would  not  infringe 
the  patent,  the  burden  of  proof  was  then  upon  the  complainant 
to  show  that  the  apparatus,  when  used,  was  restored  to  its  former 
state.     The  answer  to  this  position  is,  that  the  .master  has  never 
found  any  change  in  the  process,  or  in  the  apparatus  in  use. 
Respondents  exhibited  to  the  master  such  portions  of  the  appa- 
ratus as  were  not  in  use,  but  neglected,  and  on  request  refused,  to 
exhibit  the  chamber  in  which  the  fish  of  the  catch  of  1870' was 
being  preserved.     The  patent  is  for  a  process,  not  for  an  appa- 
ratus.    The  exhibition  of  the  modified  apparatus  not  in  use,  was 
of  little  moment,  compared  to  the  exhibition  of  that  part  of  the 
apparatus  in  which  the  process  was  going  on.     This  apparatus, 
or  this  portion  of  the  apparatus  in  which  defendants  preserved 
salmon  in  Charlestown,  in  1870,  was  never  shown  to  the  master 
to  have  contained  the  alterations  in  the  summer  of  1870,  at  the 
time  the  freezing  and  preserving  was  in  process. 
^No  commissions  were  paid  by  defendants  for  selling  the  fish 
preserved  by  them..    It  is  not  customary,  in  estimating  profits 
from  an  infringement,  to  allow  the  infringing  parties  compensa- 
tion for  their  own  time  and  labor.     The  master's  decision,  reject- 
ing the  allowance  of  commissions,  is  sustained.     His  report  is 
also  sustained  upon  the  other  points  to  which  exceptions  are 
taken,  for  the  reasons  stated  by  him  in  his  report. 
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Palmer  Hamilton 


vs. 


Caleb  Ives  and  George  B.  Green.     In  Equity. 

The  claim  of  Hamilton's  patent,  granted  December  5,  1865,  for  "  improve- 
ment in  saw-mills,"  being,  "  giving  to  the  saw,  in  its  downward  move- 
.    ment,  a  rocking  or  rolling  motion,  by  means  of  the  combination  of  the 
cross-head  working  in  curved  guides  at  the  upper  end  of  the  saw,  the 
lower  end  of  which  is  attached  to  a  cross-head,  working  in  straight 
guides  and  pivoted  to  the  pitman  below  the  saw,  with  the  crank-pin, 
substantially  as  described,"  and  the  defendants  using  a  like  combina- 
tion, but  in  which  the  upper  guides  are  6et  with  the  lower  ends  two 
inches  forward  of  a  perpendicular  line,  let  fall  from  the  top  ends — the 
charge  of  the  judge  "  that  the  plaintiff  is  entitled  to  the  protection  of 
his  patent,  no  matter  whether  the  curved  slides  are  set  in  one  line  or 
another,  provided  the  combination  is  otherwise  complete,  that  it  is  a 
mere  matter  of  adjustment,  which  any  competent  mechanic  skilled  in 
the  art  would  understand  and  adopt"  is  without  error. 

The  fact  that  in  the  drawings  of  the  patent  the  curved  guides  are  shown 
set  in  a  perpendicular  position,  is  not  of  itself  sufficient  to  limit  the 
claim  of  the  patentee  to  that  position  of  the  guides. 

The  drawings  are,  no  doubt,  a  part  of  the  description  of  the  thing  pat- 
ented, but  they  must  be  considered  in  connection  with  the  specifica- 
tion. 

When  the  invention  patented  consists  of- a  combination  of  old  elements  to 
produce  a  new  result,  mere  matters  of  adjustment  of  the  individual 
elements   are    not    limited   or  controlled    by  the  drawings,  unless 

(1)  they  are  expressly  so  limited  by  the   specification   as  well;  or 

(2)  such"  limitation  and  control  are  necessary  to*  maintain  the  integ- 
rity of  the  specifications,  taken  as  a  whole,  or  of  some  essential  part 
thereof;  or  (3)  such  limitation  and  control  are  essential  to  produce 
the  result  claimed. 

The  description  in  the  specifications,  of  the  operation  and  effect  of-  each 
separate  element  or  part  of  a  patented  combination,  must  be  read  and 
construed  with  reference  to  the  entire  combination  and  its  results,  and 
the  effect  which  the  operation  that  each  element  or  part  has  upon  that 
of  each  of  the  others. 

It  is  well  established  that  in  the  effect  to  ascertain  the  intention  and  mean- 
ing of  the  specification  and  claims,  they  are  to  be  viewed  in  a  liberal 
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spirit,  that,  if  possible,  the  object  of  the  inventor  6r  patentee  may  be 
carried  out.  Mere  rigid  technicalities  are  to  be  set  aside,  unless  there 
is  clear  legal  necessity  for  sustaining  them. 

The  cases  on  this  point  cited. 

The  motion  being  overruled,  an  attorney  fee  of  ten  dollars  is  allowed  the 
plaintiff. 

(Before  Longyeah,  J.,  Eastern  District  of  Michigan,  January,  1873.) 


Motion  for  a  new  trial. 

Suit  brought  upon  letters  patent  for  "improvement  in  saw- 
mills," granted  Palmer  Hamilton,  December  5, 1865,  No.  51,310. 


No.  2. 


No.  1. 


In  the  engravings,  fig.  1  represents  a  front  elevation  and  fig.  2 
a  vertical  section  of  a  portion  of  a  saw-mill,  containing  the  pat- 
ented improvements. 

Z?,  D  is  the  frame-work,  to  which  the  guides  are  fastened ; 
C,  C,  the  curbed  upper  guides ;  /,  /,  the  straight  lower  guides. 
The  patentee  states  in  his  specification  that  the  object  of  his  in- 
vention is  to  impart  to  the  saw  of  a  saw-mill  a  rocking  motion 
while  it  is  cutting,  so  that  the  movement  of  its  toothed  edge  as- 
similates to  that  of  the  pit-saw  operated  by  hand."     His  claim  is : 

"  Giving  to  the  saw,  in  its  downward  movement,  a  rocking  or  rolling 
motion,  by  means  of  the.  combination  of  the  cross-head  working  in  curved 
guides  at  the  upper  end  of  the  saw,  the  lower  end  of  which  is  attached  to 
a  cross-head,  working  in  straight  guides  and  pivoted  to  the  pitman  below 
the  saw,  with  the  crank-pin,  substantially  as  described." 
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The  defendants  used  a  combination  substantially  the  same,  but 
in  which  the  upper  guides  were  set  with  the  lower  ends  two 
inches  forward  of  a  perpendicular  line  let  fall  from  the  top  ends. 
At  the  trial  the  defendants'  counsel  asked  the  court  to  charge  the 
jury  u  that  if  the  face  of  the  slides  are  not  placed  so  that  the  top 
and  bottom  of  the  slides  are  in  the  same  perpendicular  line,  there 
is  no  infringement." 

The  court  refused  to  charge  as  requested,  and  charged  the  jury 
as  follows : 

"That  the  plaintiff  is  entitled  to  the  protection  of  his  patent,  no  matter 
whether  the  curved  slide  be  set  in  one  line  or  another,  provided  the  com- 
bination is  otherwise  complete.  It  is  a  mere  matter  of  adjustment,  which 
any  competent  mechanic,  skilled  in*  building  saw-mills  and  adjusting  the 
saw  for  the  most  effective  service,  would  readily  understand  and  adopt" 

The  jury  found  for  the  plaintiff,  and  the  defendants  moved  for 
a  new  trial  on  the  ground  (1)  of  newly  discovered  testimony, 
which  was  disposed  of  on  the  hearing  adversely  to  the  motion: 
and  (2)  on  the  ground  of  erroneous  instruction  to  the  jury,  which 
is  decided  in  the  present  opinion. 

G.  O.  JV.  Lathropi  for  plaintiff. 

Chas.  y.  Hunt,  for  defendants. 

Longyear,  J. 

The  action  in  this  case  was  for  an  alleged  infringement  of  a 
patent,  No.  51,310,  granted  to  the  plaintiff  December  5,  1865,  for 
an  improvement  in  saw-mills.  The  device  patented  consists  of  a 
new  combination  of  old  elements  as  a  means  of  producing  a  cer- 
tain result,  and  is  set  up  in  the  claim  in  the  following  words : 
"  Having  thus  described  the  best  mpde  with  which  I  am  ac- 
quainted of  embodying  my  improvements,  what  I  claim  as  mv 
invention,  and  desire  to  secure  by  letters  patent,  is  giving  to  the* 
saw  in  its  downward  movement  a  rocking  or  rolling  motion,  by 
means  of  the  combination  of  the  cross-head  working  in  curved 
guides  at  the  upper  end  of  the  saw,  the  lower  end  of  which  js 
attached  to  a  cross-head,  working  in  straight  guides  and  pivoted 
to  the  pitman  below  the  saw  with  the  crank-pin,  substantially  as 
described."  In  the  drawings  the  curved  guides  are  represent 
as  set  with  their  concave  facing  in  the  same  direction  as  the  cut- 
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ting  edge  of  the  saw,  and  consequently  toward  the  approach  of 
the  log,  which  is  represented  in  the  drawings  by  an  arrow  marked 
"  S,"  and  they  are  referred  to  in  the  specifications  as  b»ing  so  ret. 
Nothing  whatever  is  said  in  the  specifications  as  to  whether  the 
curved  guides  are  to  be  set  with  the  lower  end  perpendicularly 
under  the  upper  end,  or  in  an  inclined  position,  they  being  en- 
tirely silent  upon  the  subject.     In  the  drawings,  however,  they 
appear  as  if  set  in  a  perpendicular  position,  and  on  this  account 
it  was  claimed  at  the  trial  that  any  other  position  of  the  guides 
was  not  covered  by  the  patent,  and  that  because  in  the  combina- 
tion, as  used  by  the  defendant,  these  guides  were  set  with  the 
lower  end  about  two  inches  forward  of  a  plumb  line  let  fall  from 
the  upper  end  (as  to  which  there  was  no  dispute),  there  was  no 
infringement.     The  defendants'  counsel  asked  the  court  to  charge 
the  jury  as  follows :  "  That  if  the  face  of  the  slides  are  not  placed 
so  that  the  top  and  bottom  of  the  slides  are  in  the  same  perpen- 
dicular line,  there  is  no  infringement."     The  court  refused  to 
charge  as  requested,  and  charged  the  jury  as  follows  :  "  That  the 
plaintiff  is  entitled  to  the  protection  of  his  patent,  no  matter 
whether  the  curved  slides  be  set  in  one  line  or  another,  provided 
the  combination  is  otherwise  complete.     It  is  a  mere  matter  of 
adjustment,  which  any  competent  mechanic,  skilled  in  building 
saw-mills  and  adjusting  the  saw  for  the  most  effective  service, 
would  readily  understand  and  adopt." 

This  refusal  to  charge,  and  the  charge  as  given,  are  claimed  to 
be  erroneous,  and  constitute  the  only  grounds  of  the  present  mo- 
tion, as  I  construe  the  three  several  subdivisions  or  grounds  of 
motion,  as  spread  upon  the  record.  The  grounds  of  motion,  as 
stated  upon  the  record,  are  as  follows : 

u  1.  In  this,  that  the  judge  charged  the  jury  that  the  patent  of 
Hamilton  did  not  require  the  slides  to  be  set  perpendicular. 

44  2.  In  this,  that  the  judge  charged  the  jury  that,  under  Ham- 
ilton's patent,  the  slide  could  be  set  in  any  position,  at  the  choice 
of  the  mechanic  who  set  them  up. 

"3.  In  this,  that  the  judge  charged  the  jury  that  if  the  slides 
of  Ives  and  Green  fell  back  from  a  straight  line  drawn  from  one 
end  of  the  slide  to  the  other,  that  it  was  an  infringement  on  the 
Hamilton  patent." 

The  first  and  second,  although  not  in  the  language  of  any  charge 
as  given,  clearly  have  reference  to  the  charge  above  quoted.     But, 
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on  a  careful  examination  of  the  whole  charge,  which  was  in 
writing,  I  am  unable  to  find  any  portion  of  it  which  authorizes 
the  statement  contained  in  the  third  subdivision.  No  such  charge 
was  given.  I  do  not  intend  to  accuse  counsel  of  intentional  mis- 
statement ;  but  that  there  was  a  misapprehension  on  the  part  of 
the  counsel  there  can  be  no  doubt.  The  fault  "of  the  counsel  is 
that  he  evidently  made  his  statements  as  to  what  charges  were 
given  without  resort  to  the  written  charge  to  ascertain  their  cor- 
rectness. 

The  question  of  decision,  then,  is  as  to  the  correctness  of  the 
instructions  above  quoted. 

It  is  claimed  that  because  the  curved  guides  at  the  upper  end 
of  the  saw  are  represented  in  the  drawings  as  set  in  a  perpendic- 
ular position,  no  other  position  of  the  guides,  even  if  the  combi- 
nation be  the  same  in  all  other  respects,  is  covered  by  the  patent ; 
and  that  therefore  the  use  by  defendants  of  a  like  combination, 
but  in  which  the  upper  guides  are  set  with  the  lower  ends  two 
inches  forward  of  a  perpendicular  line  let  fall  from  the  top  ends, 
is  no  infringement  of  the  plaintiff's  patent. 

It  is  to  be  observed :  1.  That  the  curved  guides  are  not  them- 
selves claimed  as  new,  and  of  course  they  are  not  covered  by 
plaintiff's  patent.  2.  That  it  is  only  the  position  and  office  of  the 
curved  guides  in  the  combination  that  are  patented.  3.  That  the 
only  respect  in  which  the  position  of  the  curved  guides  in  the 
combination  is  made  specific,  or  is  at  all  essential,  is  their  location 
in  reference  to  the  saw — that  is,  at  its  upper  end,  and  with  their 
concave  sides  toward  its  cutting  edge,  or,  as  it  is  expressed  in  the 
specifications,  uto  the  advance  of  the  log."  4.  That  the  only  of- 
fice to  be  filled  by  the  curved  guides  is  to  carry  the  top  end  of  the 
saw  backward  of  its  general  line  of  movement,  or,  as  substan- 
tially expressed  in  the  specifications,  in  the  same  direction  as  the 
advance  of  the  log  during  the  first  half,  and  forward  or  toward 
the  log  during  the  last  half  of  its  downward  motion,  while  at  the 
same  time,  by  another  part  of  the  combination,  the  lower  end  of 
the  saw  is  being  carried  in  the  opposite  directions,  thus  doing 
their  part  in  imparting  to  the  saw  the  "  rocking  or  rolling  mo- 
tion "  mentioned  in  the  claim  as  above  quoted. 

We  see,  then,  that  so  far  as  the  specifications  are  concerned, 
nothing  is  specified  as  to  whether  the  curved  guides  are  to  be  set 
perpendicularly,  or  inclined,  and  if  inclined,  at  what  angle,  or 
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how  much.     So  far  as  the  specifications  are  concerned,  then,  this 
matter  was  certainly  left  to  be  adjusted  according  to  the  judgment 
of  the  builder,  for  the  most  effective  service.     This  being  the 
case,  and  it  being  the  intention  of  the  patentee  so  to  leave  the 
matter,  the  curved  guides  could  not  be  represented  in  the  draw- 
ings in  any  other  than  a  perpendicular  position,  because  that  is 
the  only  initial  or  starting-point,  or  line,  from  which  any  divergent 
or  inclined  position  could  be  calculated.     The  drawings  are  in- 
tended to  represent  the  positions  of  the  individual  parts  in  the 
combination,  and  not  mere  matters  of  detail.     For  instance,  the 
saw  is  as  much  a  part  of  the  combination  as  the  curved  guides. 
In  the  drawings,  the  saw  is  represented  as  hung  in  a  perpendicu- 
lar position.     The  evidence  of  all  the  experts  show,  and  it  is  in- 
disputed,  that  no  saw-mill,  no  matter  what  combinations  or  devices 
used  are  in  other  respects,  will  do  effective  work  without  what  is 
called  "overhang"  of  the  saw,  or  its  equivalent.     That  is,  the 
saw  must  be  so  hung  that,  when  its  downward  stroke  is.  com- 
pleted, the  upper  end  shall  overhang  the  lower  end  with  refer- 
ence to  a  .perpendicular  line.     Now,  it  might  as  well  be  said  that 
a  saw-mill,  built  after  plaintiff's  device,  is  not  an  infringement  of 
his  patent,  because  the  saw  has  the  necessary  overhang,  as  to  say 
it  is  not  an  infringement  because  the  curved  guides  are  not  set 
perpendicularly.     In  fact,  the  testimony  of  the  experts  tended  to 
show,  that,  setting  the  lower  end  of  the  curved  guides  forward, 
was  but  one  method  of  giving  the  saw  the  necessary  overhang. 
The  matter  as  to  how  the  curved  guides  shall  be  set,  is  left  un- 
limited and  undefined,  like  a  score  or  more  of  other  matters  of 
detail,  such  as  their  length  and  degree  of  curvature,  the  length 
and  thickness  of  saw-plate,  the  length  and  number  of  saw-teeth, 
length  of  stroke  of  the  crank,  length  of  pitman,  length  of  .lever- 
age at  the  upper  end  of  the  pitman,  between  where  it  is  pivoted 
to  the  lower  cross-tree  and  where  .the  saw  is  pivoted  to  it,  etc. 
All  these  are  clearly  mere  matters  of  adjustment,  and  may  be 
varied  in  different  cases,  according  to  the  intelligence,  judgment, 
or  even  caprice  of  the  builder,  and  still  the  combination  be  the 
same,  and  in  each  case  equally  covered  by  the  plaintiff's  patent. 
Am,  Hide,  etc.,  Co.  v.  Am.  Tool,  etc.,  Co.,  4  Fish.  Pat.  Cases,  284, 

304.  3<>7- 
The  drawings  are  no  doubt  a  part  of  the  description  of  the 

thing  patented,  but  they  must  be  considered  in  connection- with 
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the  specifications.  Where  the  invention  patented  consists,  as  in 
this  case,  of  a  combination  of  old  elements  to  produce  a  new  re- 
sult, mere  matters  of  adjustment  of  the  individual  elements  are 
not  limited  or  controlled  by  the  drawings,  unless — 1.  They  are 
expressly  so  limited  by  the  specifications  as  well  ;  or  2.  Such 
limitation  and  control  are  necessary  to  maintain  the  integrity  of 
the  specifications,  taken  as  a  whole,  or  of  some  essential  part  or 
parts  thereof ;  or  3.  Such  limitation  and  control  are  essential  to 
produce  the  result  claimed.  As  to  the  first,  we  have  already 
seen  that  the  perpendicular  position  of  the  curved  guides,  as 

• 

represented  in  the  drawing,  are  not  expressly  limited  to  mat  posi- 
tion by  the  specifications.     As  to  the  second,  it  is  claimed,  on 
the  part  of  the  defendant,  that  the  perpendicular  position  of  the 
curved  guides,  as  represented  in  the  drawings,  is  necessary  to 
maintain  the  integrity  of  the  following  clause  in  the  specifica- 
tions, viz :  "As  the  upper  guides  are  concave  to  the  advance  of 
the  log,  the  effect  upon  the  upper  end  of  the  saw  is,  that,  while 
it  is  descending,  it  also  moves  in  the  direction  of  the  arrow  S  ('  the 
arrow  6"  indicates  the  advance  of  the  log'),  and  it  continues  this 
movement  as  it  descends  until  about  half  of  the  stroke  is  accom- 
plished ;  then,  during  the  remainder  of  the  stroke,  it  moves  in  a 
direction  the  reverse  of  that  indicated  by  the  arrow  S"    It  is 
claimed,  that  inasmuch  as  the  aclvance  of  the  log  is  in  a  horizon- 
tal line,  the  curved  guides  can  not  be  concave  to  it,  in  a  stricdy 
mathematical  sense,  unless  the  curves  be  so  set  that  a  straight  line 
drawn  from  one  end  of  the  curves  to  the  other,  representing  the 
chord  of  an  arc  of  a  circle,  be  perpendicular  to  such  horizontal 
lines.     In  order  to  have  this  true,  even  in  a  strictly  technical  sense, 
it  is  necessary  that  the  curve  of  the  guides  should  be  in  the  exact 
form  of  an  arc  of  a  circle.     But  it  is  not  so  described  in  the  speci- 
fications, neither  is  it  necessarily  so  in  order  to  maintain  the  integ- 
rity of  any  portion  of  the  specifications,  nor  is  it  essential  in  order 
to  produce  the  result, claimed.     All  that  is  specified,  and  all  that 
is  essential,  is  that  the  upper  guides  shall  be  curved.     The  degree 
of  curvature,  and  the  shape  or  form  of  the  curve,  whether  an  arc 
of  a  circle  or  otherwise,  are  non-essentials,  but  are  mere  matters  of 
adjustment,  like  the  length  and  proportions  of  the  connecting  or 
pitman  rod,  etc.     The  foundation  of  the  argument  in  that  regard 
is  therefore  lacking,  and  the  argument  falls  to  the  ground.     But 
however  this  may  be,  the  clause  quoted  does  not  purport  to  be, 
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and  it  is  not  any  part  of  the  description  of  the  combination,  or  of 
any  portion  of  it.  These  had  been  already  described.  It  is  sim- 
ply a  description  of  the  office  or  operation  of  this  particular 
element,  viz.,  of  the  curved  guides. 

It  is  claimed,  however,  that  in  order  to  maintain  the  integrity 
of  the  description  of  the  office,  or  in  operation  of  the  curved 
guides,  as  stated  in  the  specification  above  quoted,  it  is  essential 
that  the  guides  be  set  perpendicularly.  In  order  to  maintain  this 
claim,  it  is  assumed  that  in  order  to  have  the  upper  end  of  the  saw 
move  in  the  direction  indicated  (in  the  same  direction  as  the  ad- 
vance of  the  log),  during  the  first  half  of  its  downward  stroke  it 
must  fall  back  of  a  plumb-line  let  fall  from  its  starting-point,  and 
that  it  can  not  be  made  to  do  this  if  the  lower  ends  of  the  curved* 
guides  are  set  forward  of  such  plumb-line.  The  fallacy  of  this 
assumption  appears  from  the  following  propositions :  1.  The  de- 
scription is  not  that  the  upper  end  of  the  saw  is  made  to  move  the 
one  way  or  the  other  with  reference  to  a  plumb-line.  2.  While  it 
is  true  that,  taken  by  itself,  and  without  making  any  allowance  for 
the  operation  and  effect  of  the  movement  of  the  lower  end  of  the 
saw  in  the  opposite  direction,  the  movement  of  the  upper  end,  in 
order  to  be  in  the  same  direction  as  the  advance  of  the  log,  must 
be  a  falling  back  from  a  plumb-line,  as  claimed,  yet,  when  taken 
in  connection  with  and  as  affected  by  that  other  movement,  it  is 
not  necessarily  so,  even  with  the  curved  guides  set  perpendicu- 
larly. In  this  connection  it  must  be  borne  in  mind  that  the  move- 
ments of  the  saw,  here  spoken  of,  all  have  direct  reference  to  its 
operative  effect  upon  the  log,  and,  of  course,  when  the  "  saw  "  is 
spoken  of,  it  must  have  reference  to  its  operative  or  toothed  edge, 
and  the  "  upper"  and  "  lower"  ends  of  the  saw  must  be  under- 
stood to  mean  those  ends  of  that  edge  or  side,  which,  in  practice, 
as  is  well  known,  always  terminates  several  inches  below  and 
above  the  fastenings  or  hangings  at  the  respective  ends  of  the  saw- 
plate. 

It  will  be  remembered  that,  while  descending,  the  two  ends  of 
the  saw  are  moved  back  and  forward  in  opposite  directions  at  the 
same  time — the  upper  end  back  by  operation  of  the  curved  guides 
during  the  first  half,  and  forward  during  the  last  half,  and  the 
lower  end  by  operation  of  the  lever  connecting-rod  or  pitman, 
forward  during  the  first  half  and  back  during  the  last  half  of  its 
downward  stroke.     Each  of  these  movements,  of  course,  affects 
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the  saw  throughout  its  entire  length,  but  with  a  gradually  dimin- 
ishing effect. 

The  description  in  the  specifications  of  the  operation  and  effect 
of  each  separate  element  or  part  of  a  patented  combination  must 
be  read  and  construed  with  reference  to  the  entire  combination 
and  its  results  and  the  effect  which  the  operation  that  each  ele- 
ment or  part  has  upon  that  of  each  of  the  others.     CaAoon  v. 
Ring,  1  Fish.  Pat.  Cases,  403,  419,  420.     So  construing  the  de- 
scription of  the  operation  and  effect  of  the  curved  guides,  now 
under  consideration,  it  is  evident  that,  while  of  course  the  cross- 
tree  operating  in  the  guides  and  to  which  the  upper  end  of  the 
saw-plate  is  pivoted,  must  fall  back  of  a  plumb  line  in  the  first 
•half  of  the  descent  of  the  saw,  the  upper  end  of  the  saw  itself— 
that  is,  the  upper  tooth  or  teeth  of  the  saw — may  be  carried  so 
far  forward  by  the  forward  motion  of  the  lower  end  as  not  to  fall 
back  of  such  line,  but  may,  on  the  contrary,  actually  move  in  the 
opposite  direction,  dividing,  of  course,  upon  the  degree  of  curva- 
ture of  the  guides  and  the  extent  to  which  the  lower  end  is  thrown 
forward.     This  was,  in  fact,  shown  to  be  the  case  by  experiments 
at  the  trial  with  a  model  constructed  after  the  plaintiff's  patent, 
the  correctness  of  which  was  not  disputed.     But,  as  paradoxical 
as  it  may  seem  at  first  view,  this  does  not  prove,  as  claimed,  that  m 
the  statement  in  the  specifications  that  the  upper  end  of  the  saw, 
in  the  first  half  of  its  downward  stroke,  moves  in  the  direction 
of  the  advance  of  the  log,  is  untrue.     It  simply  proves  that  while 
it  must  necessarily  so  move,  yet,  on  account  of  another  simulta- 
neous movement,  it  is  not  thereby  caused  necessarily  to,  and  does 
not  in  fact,  fall  back  of  a   plumb   line,  even  with  the  curved 
guides  set  perpendicularly,  as  represented  in  the  drawings.    This 
theory  of  there  being  a  backward  motion  as  the  result  of  an  indi- 
vidual cause,  and .  an  absolute  forward  motion  as  the  result  of 
compound  causes,  is  well  illustrated  by  the  familiar  example  of  a 
man  starting  on  the  bow  of  a  moving  ship  and  walking  back 
along  the  deck  to  its  stern.     Now,  suppose  the  ship  to  be  moving 
forward  at  the  rate  of  five  miles  per  hour,  and  the  man  to  move 
toward  the  stern  at  the  rate  of  three  miles  per  hour,  the  man  will 
have  actually  gone  forward  of  a  plumb  line  let  drop  to  the  ground 
from  where  he  started,  and  yet,  with  reference  to  the  ship,  he 
actually  moved  the  other  way. 

The  backward  movement  of  the  upper  end  of  the  saw  is  caused, 
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as  we  have  seen,  by  the  cross-tree,  to  which  the  upper  end  of  the 
saw-plate  is  pivoted,  following  the  curve  of  the  guides.     A  com- 
pleted downward  movement  of  the  cross- tree  is,  I  think,  correctly 
represented  by  a  straight  line  drawn  from  the  starting-point  of 
the  pivot  to  the  point  of  the  termination  of  the  movement.    Now, 
I  think  it  evident  that  if  the  curved  guides  are  so  set,  no  matter 
what  their  position  may  be  in  other  respects,  that  this  pivot,  or 
operating  cause,  falls  back  of  such  straight  line  during  the  first 
half  of  its  downward  movement,  the  call  of  the  specification  in 
that  respect  is  answered.     The  fact  is,  however,  that  this  state- 
ment in  the  specifications  as  to  the  operation  and  effect  of  the 
curved  guides  upon  the  upper  end  of  the  saw,  is  not  descriptive 
of  any  part  of  the  combination  itself.     It  is  a  statement  merely  of 
the  patentee's  theory  in  that  regard  ;  and  even  if  he  was  mistaken 
in  that  particular,  it  would  not  invalidate  his  patent,  because  it  is 
immaterial ;  provided,  of  course,rthat  the  entire  combination  act- 
ually produces  the  result  claimed  for  it,  as  to  which  there  is  no 
dispute.     Ross  v.  Herbert,  2  Fish.  Pat.  Cases,  31,  35:  "It  is 
well  settled  by  the  courts,"  says  Judge  Leavitt,  "  that  in  the  effort 
to  ascertain  the  intention  and  meaning  of  the  specifications  and 
claims,  they  are  to  be  viewed  in  a  liberal  spirit,  that,  if  possible, 
the  object  of  the  inventor  or  patentee  may  be  carried  out.     Mere 
rigid  technicalities  are  to  be  set  aside,  unless  there  is  a  clear  legal 
necessity  for  sustaining  them."    Goodyear  v.  Berry,  3  Fish:  Pat. 
Cases,  439,  448.     I  entirely  concur  in  the  proposition.     See  also 
Imlay  v.  Railroad  Company,  1  Fish.  Pat.  Cases,  340 ;  Goodyear 
v.  Railroad,  lb.  626 ;  Page  v.  Rerry,  lb.  298  ;   yudson  v.  Cope, 
lb.  615  ;  Burden  v.  Corning,  2  lb.  477  ;  Beard  v.  JSdgarton,  8 
Mann.  Gr.  &  Scott,  165 ;  Ames  v.  Howard,  1  Sum.  482,  485  ; 
Blanc  hard  v.  Sprague,  3  Sum.  535-539 ;  Ryan  v.  Goodwin,  lb. 
514;  Seymour  v.  McCormick,  2  Blatchf.  240— affirmed  except 
as  to  rule  of  damages,  16  How.  486. 

It  appears,  therefore,  that  the  claim  on  behalf  of  the  defend- 
ants, that  the  curved  guides  at  the  upper  end  of  the  saw  must  be 
set  perpendicularly  in  order  to  maintain  the  integrity  of  the  speci- 
fication above  quoted,  has  no  foundation. 

It  remains  to  consider  the  third  and  last  condition,  viz  :  whether 
it  is  essential  to  limit  the  curved  guides  at  the  upper  end  of  the 
saw  to  a  perpendicular  position,  as  represented  in  the  drawings, 
in  order  to  produce  the  result  claimed  for  the  entire  combination. 
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The  result,  as  stated  in  the  claim,  is  "  giving  to  the  saw  in  its 
downward  movement  a  rocking  or  rolling  motion." 

These  curved  guides  at  the  upper  end  of  the  saw,  it  must  be 
borne  in  mind,  perform  only  a  part  of  the  work  of  imparting  to 
the  saw  the  motion  claimed  to  be  imparted  by  the  entire  combina- 
tion.    How  it  performs  that  work,  we  have  already  seen.     Now, 
it  is  evident  that  any  practical  inclination  of  the  guides  from  a 
perpendicular  position — that  is,  any  inclination  that  will  allow  the 
saw  to  respond  to  the  entire  revolution  of  the  crank,  and  do  effect- 
ive work,  which  was  shown  in  practical  use  to  be  from  one  to 
two  inches  only — would  not  destroy  the  effect  of  the  curve  of  the 
guides  upon  the  motion  of  the  saw.     It  would  no  doubt  somewhat 
modify,  and  slightly  diminish,  that  effect,  but  it  must  be  borne  in 
mind  that  the  motion  claimed  as  the  result  of  the  combination,  is 
in  no  manner  limited  to  any  particular  degree  or  extent.     It  is  in 
kind  only,  and  so  long  as  the  kind  of  motion  claimed  is  produced 
by  the  combination  described,  the  combination  is  protected  by  the 
patent. 

It  follows,  therefore,  that  there  was  no  error  in  the  instruction 
complained  of,  and  the  motion  for  a  new  trial  must  be  denied, 
with  costs  to  the  plaintiff,  including  an  attorney  fee  of  ten  dollars. 


Mary  Frances  McComb 


vs. 
Ira  Beard.     In  Equity. 

Cook  invented  and  has  claimed,  in  the  third  claim  of  his  patent  of  March 
2,  1858,  cutting  a  slit  or  slot  through  the  bar  which  is  to  surround  the 
otherwise  free  part  of  the -hoop  (which  covers  the  cutting  it  through 
an  equivalent  bar  or  part  of  the  clasp),  so  as  to  enable  the  part  of  the 
hoop  which  is  to  rest  under  a  bar  of  the  clasp  to  be  slipped  sidewise 
through  the  slit  or  slot,  and  avoid  putting  the  end  of  the  hoop  end- 
wise through  beneath  such  last-named  bar. 

The  third  claim  is,  distinctly,  to  the  use  of  the  slit  or  slot  so  cut,  to  effect 
the  result  indicated,  for  the  object  indicated;  and  there  is  noconDCC- 
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tion  between  this  claim  and  what  is  previously  done  with  any  other 
part  of  the  hoop  or  any  other  part  of  the  clasp.  * 

If,  instead  of  cutting  a  slit  in  the  fourth  bar  of  the  clasp,  the  slit  should 
be  cut  through  to  the  outside  from  one  end  of  the  open  space  adjoin- 
ing such  bar,  such  arrangement  would  embody  the  Cook  invention, 
and  its  use  would  infringe  his  third  claim.  It  would  effect  the  result 
indicated,  for  the  object  indicated,  by  substantially  the  same  means 
and  mode  of  operation. 

It  makes  no  difference,  as  to  the  essential  use  of  the  Cook*  invention,  that 
the  bend  of  the  hoop  in  the  Beard  tie  does  not  embrace  the  side  in 
which  the  slit  is  cut,  nor  that  the  part  of  the  hoop  which  is  slipped 
under  the  arm  is  nearer  to  the  bend  of  the  loop  than  is  the  part  which 
is  slipped  under  the  bar  in  the  Cook  tie,  nor  that  the  bend  of  the  loop 
is  slipped  through  the  slit. 

In  both  ties,  the  Cook  and  the  Beard,  the  part  to  be  necessarily  put  in 
place  is  put  in  place  by  the  same  means. 

The  bar  through  which  Cook  cuts  the  slit,  to  enable  the  otherwise  free  por- 
tion near  the  second  end  of  the  hoop  to  reach  its  proper  place,  is  a 
part  of  the  clasp  or  buckle  proper,  as  much  so  as  any  other  necessary 
part  of  it,  and  not  a-  mere  loop  or  an  appurtenance  to  it. 

The  apparatus  shown  in  the  English  patent  of  George  Hall,  November 
28,  1801,  was  not  to  be  used  with  a  metallic  band  or  hoop,  nor  with  a 
rigid  band,  but  with  elastic  bands  or  strings,  and  the  elastic  fabric 
was  to  be  impaled  on  the  spikes,  which,  by  the  specification  and  draw- 
ing, are  made  an  indispensable  accompaniment  of  the  open  slot- 
Notwithstanding  the  open  slot  of  Hall,  the  application  of  the  principle  of 
looping  over  a  hook,  or  slipping  under  a  bar,  by  means  of  an  opening 
beyond  the  end  of  the  hook,  or  of  the  bar,  or  in  the  bar,  to  making  a 
cotton-tie,  to  be  used  with  rigid  metallic  hooks,  required  experiment 
and  involved  the  exercise  of  invention. 

An  elongated  split  ring,  used  for  enabling  trace-chains  to  be  rapidly  united 
to  the  hames  on  a  harness-collar,  the  trace  being  slipped  sidewise,  in 
loop,  into  the  link,  is  wholly  unadapted  to  make  a  cotton-bale  tie,  and 
not  suggestive  of  Cook's  arrangement* 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  January,  1873.) 

This  was  a  suit  in  equity,  under  letters  patent  for  "  an  improve- 
ment in  metallic  ties  for  cotton-bales,"  granted  to  Frederic  Cook, 
March  2,  1S58,  and  duly  assigned  to  complainant. 

The  infringement  charged  was  under  the  third  claim  of  the 
patent. 

The  accompanying  engravings  represent  the  form  of  the  Cook 
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tie,  upon  which  the  third  claim  is  based.     The  mode  of  use  de- 
scribed in  the  patent  was  as  follows : 

One  end  of  the  band  was  passed  over  the  first  bar  on  the*left, 
through  the  first  slot,  under  the  second  bar,  through  the  second 
slot,  and  around  the  third  bar ;  it  was  then  brought  back  under 
the  second  bar,  and  thrust  through  the  first  slot,  and  over  the  first 
bar,  being  thus  confined  between  the  first  bar  and  the  body  of  the 
band.  The  other  end,  after  being  passed  around  the  bale,  was 
passed  under  the  fourth  bar,  through  the  third  slot,  over  the  third 
bar,  under  and  around  the  second  bar  ;  thence  back  over  the  third 
bar,  through  the  third  slot,  and  under  the  fourth  bar,  being  thus 
confined  between  the  fourth  bar  and  the  main  body  of  the  band- 

In  sheet  i  of  his  drawings,  the  patentee  shows  this  fourth  bar 
as  solid  ;  a  construction  that  required  the  end  of  the  band  to  be 
thrust  endwise  under  it,  which,  by  reason  of  the  rigidity  of  the 
ordinary  band-iron,  was  a  difficult  manipulation. 

To  obviate  this  difficulty,  Cook  introduced  a  slot  into  this  fourth 
bar,  representing  the  same  in  sheet  2  of  his  drawings.  This 
modification  he  at  first  filed  in  the  Patent  Office  as  an  u  additional 
improvement,"  but  subsequently  incorporated  it  in  his  original 
application,  which  was  still  pending. 

This  part  of  the  Cook  invention  is  set  forth  in  the  patent  in  the 
following  words ; 
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"This  part  of  my  invention  consists  in  the  cutting  of  a  slot,  Hy  through 
the  bar  /of  the  buckle  or  clasp  K,  under  which  bar  the  end  of  the  tie  or 
hoop  is  pushed  or  slipped  sidewise  easily  by  hand. 

"  After  the  tie  is  drawn  through  the  clasp  and  bent  over,  it  is  slipped 
underneath  the  bar  /  sidewise  through  the  slot  H.  The  hole  (through 
clasp)  marked  L.  is  longer  than  the  other  two  holes,  for  the  purpose  of 
pushing  the  end  of  the  tie  enough  to  one  side  after  it  is  through  the  slot 
H  to  get  it  under  the  bar/.  When  it  is  all  under,  it  can  again  be  brought 
in  line  with  the  rest  of  the  tie  into  the  center  of  the  clasp. 

"This  slot  enables  the  tie  to  be  fastened  much  quicker  and  more  easily 
than  by  pushing  the  end  of  the  tie  endwise  under  the  bar  /,  when  not  cut 
through  by  a  slot." 

"The  slack  in  the  tie,  when  around  the  bale  before  the  press  is  relaxed, 
can  also  be  taken  up  and  held  better  by  the  buckle  with  a  slot  in  it.  for  the 
tie  can  be  bent  short  over  the  part  of  the  clasp  or  buckle  marked  M,  where 
it  is  looped  on  and  put  under  the  bar  /  sidewise,  as  described,  instead 
of  endwise." 


The  third  claim  of  the  patent  is  in  these  words : 

"The  herein  described  '  slot,'  cut  through  one  bar  of  clasp,  which  ena- 
bles the  end  of  the  tie  or  hoop  to  be  slipped  sidewise  underneath  the  bar 
in  clasp,  so  as  to  effect  the  fastening  with  greater  rapidity  than  by  passing 
the  end  of  the  tie  through  endwise." 


The  "  Eureka,"  or  Beard  tie,  charged  to  be  an  infringement, 
was  made  under  letters  patent  granted  to  George  N.  Beard,  De- 
cember 27,  1870 ;  and  is  shown  in  the  accompanying  engraving. 


The  slit  or  slot  was  in  one  side  of  the  buckle,  and  not  in  one 
of  the  bars  embraced  by  the  loops  of  the  band.  The  mode  of 
using  this  tie  was  to  form  the  free  end  of  the  band  into  a  loop 
before  entering  it  into  the  buckle,  after  which  it  was  simply 
hooked  on  to  the  buckle  by  passing  the  loop  sidewise  through 
the  slot. 

Defendant's  counsel  contended  that  the  claim  in  controversy 
was  to  be  narrowly  interpreted,  being  limited  to  a  clasp  having  a 
slot  cut  in  the  "outer  one  of  four  bars,  under  which,  without  the 
vol.  vi — 17 


258  SOUTHERN    DISTRICT    OF   NEW   YORK. 

«     

McComb  v.  Beard. 


cut,  the  end  would  have  been  slipped  endwise  ;"  that  the  position 
and  the  functions  of  the  slot  in  the  Beard  tie  were  wholly  different 
from  those  in  the  Cook  tie — being  in  the  former  in  the  side-bar, 
and  in  the  latter  in  the  end-bar :  being  in  the  former  an  opening, 
through  which  the  loop  itself,  previously  formed  in  the  band,  was 
slipped  or  inserted,  and  in  the  latter  an  opening,  through  which 
the  mere  end  of  the  band,  after  the  loop  had  been  formed,  was  to 
be  slipped  sidewise ;  that  in  the  Beard  tie  the  resistance  to  the 
strain  was  met  by  the  strength  that  was  given  to  one  side  of  the 
tie  by  the  fillets  cast  or  rolled  upon  it,  the  other  side  being  open 
to  admit  the  loop,  while  in  the  Cook  tie  the  strain  was  received 
upon  a  bar,  supported  on  either  hand  by  the  sides  of  the  tie  or 
buckle ;  that  the  fourth  bar  of  the  Cook  buckle  performed  the 
function  of  holding  down  the  end  of  the  band,  being  in  this  re- 
spect analogous  to  the  loop  used  in  connection  with  the  common 
buckle  for  fastening  the  otherwise  free  end  of  an  ordinary  strap, 
the  slot  in  connection  with  the  "loop"  constituting  the  tie  in 
Beard's  arrangement,  while  in  Cook's  arrangement  the  "slot 
merely  furnished  a  means  of  easily  disposing  of  the  end  after  the 
tie  had  been  made  ;  that  the  Cook  and  the  Beard  ties  belonged  to  * 
distinct  categories,  and  operated  upon  entirely  different  princi- 
ples, the  one  finding  its  friction  within  itself,  and  the  other  de- 
pending exclusively  upon  outside  friction ;  and  that  Cook's  tie 
was  an  impracticable  device,  and  was  abandoned  by  him  as  value- 
less. 

Complainant's  counsel  contended,  on  the  other  hand,  that  Cook 
was  the  first  person  to  make  a  cotton-tie  wfth  an  open  slot, 
through  which  a  band  of  hoop-iron  could  be  introduced  side- 
wise,  instead  of  thrusting  it  under  endwise  ;  that  this  was  in  itself 
an  invention  distinct  from  the  peculiar  form  of  buckle  to  which 
he  originally  applied  it ;  that  he  fully  understood  the  advantages 
connected  with  the  invention  of  the  open  slot,  independently  ot 
the  other  features  of  his  tie,  as  set  forth  in  his  specification ;  that 
these  advantages  attached  to  any  form  of  buckle,  in  which  a  slot, 
passing  from  the  outside  of  the  frame  to  the  mortise  in  which  the 
ends  of  the  band  rest,  enables  the  free  end  of  the  band  to  be  in* 
serted  sidewise  ;  and  that  the  office  of  the  "slot"  in  the  Beard  tie 
was  identically  the  same  as  in  the  Cook  tie — /.  £.,  it  permitted  the 
easy  passage  of  the  band  into  the  clasp  sidewise,  instead  of  tnc 
cumbrous  and  tedious  method  of  thrusting  it  through  endwise- 
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On  the  question  of  novelty,  it  was  insisted  by 
the  defendant  that  the  buckle  shown  in  Hall's 
English  patent  of  1801,  fig.  16,  anticipated  the 
invention  covered  by  Cook's  third  claim,  under 
the  interpretation  put  upon  the  claim  by  the 
complainant.  The  accompanying  engraving 
shows  the  Hall  buckle  referred  to. 

Reliance  was  also  placed  by  the  defendant 
upon  the  prior  use  of  open  rings  for  fastening  trace-chains  to  the 
hames  of  harness-collars,  and  kindred  devices. 


d 


No.  4. 


J?isher  <&  Duncan  and  Keller  <&  Blake,  for  complainant. 
y*  H.  Latrobe  and  S.  y.  Gordon,  for  defendant. 


Blatchford,  J. 

This  suit  is  brought  on  letters  patent,  owned  by  the  plaintiff, 
granted  to  Frederick  Cook,  March  2,  1858,  for  an  "  improvement 
in  metallic  ties  for  cotton-bales."  The  patent  was,  on  February 
17,  1872,  extended  for  seven  years,  from  March  2,  1872,  but  this 
suit  is  not  brought  on  the  extended  term. 

Cook's  invention  is  a  friction  buckle  or  clasp,  to  be  used  with 
an  iron  hoop  or  tie.  The  drawing  of  the  patent  represents  the 
buckle  as  a  flat  rectangular  plate,  in  length  a  little  more  than 
double  its  width,  with  three  closed  slots  in  it,  parallel  to  each 
other,  running  crosswise  of  the  plate,  thus  making  four  cross- 
bars, which  bars  are  set  off  from  the  plane  of  the  body  of  the 
plate,  in  alternation — the  first  and  third  bulging  from  one  face  of 
the  plate,  and  the  second  and  fourth  from  the  other.  Approach- 
ing the  plate  from  either  end  of  it,  the  end  of  the  hoop  is  passed 
over  the  first  bar,  then  under  the  second  bar,  then  over  the  third 
bar,  then  around  the  further  side  of  the  third  bar,  then  back 
again  under  the  third  bar,  then  under  the  hoop  that  is  beneath 
the  second  bar,  and  then  over  the  first  bar  and  between  it  and  the 
hoop  that  is  above  it,  such  end  of  the  hoop  being  left  to  project. 
The  buckle,  with  the  hoop  thus  arranged  in  it,  being  laid  on  the 
cotton-bale,  with  the  long  body  of  the  hoop  uppermost,  and  such 
body  being  cut  off  at  the  desired  length  for  the  bale,  the  hoop  is 
brought  around  the  bale,  and  the  uncon fined  end  is  then  passed 
under  the  fourth  bar,  then  over  the  hoop  that  is  above  the  third 
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bar,  then  under  the  second  bar  and  between  it  and  the  hoop  that 
is  beneath  it,  then  around  the  side  of  the  second  bar,  then  back 
again  over  the  second  bar,  then  over  the  two  hoops  that  are  above 
the  third  bar,  and  then  under  the  fourth  bar  and  between  it  and 
the  hoop  that  is  beneath  it,  such  end  of  the  hoop  being  left  to 
project.     There  are  thus  two  loops  in  the  hoop,  one  around  the 
second  bar  and  one  around  the  third  bar,  the  first  and  fourth  bars 
serving  as  friction  bars,  to  prevent  the  loops  from  slipping,  by 
tightly  confining  between  such  friction  bars  and  the  main  body  of 
the  hoop,  the  parts  of  the  hoop  which  are  in  contact  with  such 
friction  bars.     The  parts  of  the  hoop  which  form  the  loops  pass 
by  each  other,  so  that  when  the  loops,  by  the  strain  of  pulling  on 
the  hoop,  are  brought  to  pull  against  the  bars,  the  tendency  is  to 
turn  the  buckle  over,  end  for  end,  and  such  turning  over  is  pre- 
vented only  by  the  action,  before  mentioned,  of  the  first  and  fourth 
or  outer  or  end  bars,  as  friction  bars.     The  hoop  is  arranged  in 
the  buckle  while  the  bale  is  under  compression  in  a  press,  and 
when  the  strain  comes  on  the  hoop,  by  the  relaxation  of  the  press, 
the  greater  the  strain  the  greater  is  the  action  of  the  friction  bars 
in  holding  the  loops  from  slipping. 

In  addition  to  showing  a  buckle  with  four  solid  bars,  the  patent 
shows  the  fourth  bar  with  a  slot  or  slit  cut  through  it  crosswise  of 
its  length,  but  at  an  angle  and  a  little  to  one  side  of  the  center  of 
its  length,  and  with  the  adjacent  slot  in  the  plate  made  longer 
than  the  other  two  slots,  so  as  to  enable  the  hoop  to  be  put  under 
the  fourth  bar,  when  put  under  it  the  second  time,  by  slipping  it 
through  the  slit,  and  so  under  the  fourth  bar,  and  to  be  so  arranged 
as  to  bear,  with  its  upper  side,  against  the  under  side  of  such  bar, 
on  each  side  of  the  slit.  This  dispenses  with  the  necessity  of  put- 
ting the  end  of  the  hoop  the  second  time  under  the  fourth  bar, 
and  drawing  the  hoop  through  to  its  proper  position,  and  enables 
the  operation  of  completing  the  fastening  to  be  effected  more 
quickly.  By  the  use  of  the  slit,  the  slack  in  the  hoop,  before  the 
press  is  relaxed,  can  be  taken  up  and  held  better,  as  a  short  bend 
can  be  made  at  once,  to  make  the  loop  around  the  second  bar, 
without  leaving  such  loop  to  be  made  by  drawing  the  hoop 
through  under  the  fourth  bar. 

The  patent  has  three  claims  :  i.  "  The  friction  clasp  or  buckle, 
for  attaching  the  ends  of  iron  ties  or  hoops,  for  fastening  cotton- 
bales  and  other  packages,  so  that  the  ties  are  prevented  slipping 
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by  the  friction  against  a  certain  portion  of  the  buckle."  2.  "  The 
looping  of  the  ends  of  iron  ties  or  hoops  for  bales  into  a  buckle, 
by  the  form  of  which  they  are  prevented  slipping  by  friction, 
when  the  strain  of  the  expansion  of  the  bale  comes  on  the  ties, 
the  ends  of  the  hoops  or  ties  not  being  attached  together  in  any 
way,  the  connection  being  formed  by  a  distinct  buckle  or  friction 
clasp."  3.  "  The  herein-described  slot,  cut  through  one  bar  of 
clasp,  which  enables  the  end  of  the  tie  or  hoop  to  be  slipped  side- 
wise  underneath  the  bar  in  clasp,  so  as  to  effect  the  fastening  with 
greater  rapidity  than  by  passing  the  end  of  the  tie  through  end- 
wise. 

The  application  for  Cook's  patent  was  filed  in  October,  1857. 
Advantages  in  compressing  cotton  and  other  articles  tightly  in 
bales  are,  in  greater  facility  of  handling  equal  weights,  occupa- 
tion of  less  room  in  transportation,  and  diminution  of  liability  to 
loss  by  burning  or  wetting.     Advantages  in  using  iron  ties  over 
rope  ties  are,  in  cheapness,  durability,  strength,  resistance  to  the 
expansive  force  of  the  bale,  and  less  liability  in  the  tie  to  be  sev- 
ered by  cutting  or  burning.     Iron  ties  for  compressed  bales  have 
come  to  supersede  all  others,  since  efficient  modes  have  been  de- 
vised of  securing  the  ends  of  the  iron  ties.     At  first,  such  ends 
were  fastened  together  by  riveting.     This  was  too  slow  a  process. 
On  June  17,   1856,  David  McComb  obtained  a  patent,  in  the 
United  States,  for  an  "  improvement  in  non-elastic  bands  for  bales 
of  cotton  and  other  fibrous  materials."     He  cut  the  hoop  of  the 
proper  length,  and  then  formed  each  end  of  it  into  a  hook,  and 
hooked  the  two  hooks  into  each  other,  the  end  of  each  hook  fit- 
ting closely  into  the  bend  of  the  other  hook,  the  piece  bent  over 
to  form  each  hook  being  about  as  long  as  the  width  of  the  hoop.. 
Over  these  hooks,  when  put  together,  he  placed  a  flat  link  or 
slide,  which  secured  the  hooks  from  opening  when  the  pressure 
of  the  bale  was  applied,  on  the  removal  of  the  compressing 
power. 

In  September,  1856,  Charles  Swett  applied,  in  the  United  States, 
for  a  patent  for  an  "  improvement  on  cotton-bale  ties."  Swett's 
application  was  twice  rejected  ;  was  then  rejected  again,  on  ap- 
peal, by  the  Commissioner  of  Patents,  in  April,  1857,  and  after- 
ward, in  October,  1866,  on  appeal  to  the  Chief  Justice  of  the 
Supreme  Court  of  the  District  of  Columbia,  a  patent  was  ordered 
to  issue.     It  was  issued  October  23,  1866,  to  Charles  G.  Johnsen, 
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as  assignee  of  Svvett,  and  antedated  to  April  23,  1866.  The  in- 
vention of  Swett  consisted  in  so  securing  the  metallic  bands  on 
the  bales  that  the  elasticity  of  the  cotton  becomes  an  active  means 
of  fastening  the  band.  Swett  employs  a  metal  plate,  in  which 
are  two  slots,  parallel  with  each  other,  across  the  plate,  the  length 
of  the  slots  being  equal  to  the  width  of  the  band.  From  the 
lower  and  inner  edges  of  the  slots,  projections  extend  out  ob- 
liquely beneath  the  slots,  nearly  covering  their  lower  openings- 
One  end  of  the  band  is  passed  through  one  slot,  and  bent  back 
against  and  under  the  band.  The  band  is  then  passed  i.round 
the  bale  while  under  pressure,  and  its  other  end  is  put  through 
the  other  slot,  and  drawn  tight,  lapping  beyond  the  first  slot,  so 
as  to  lie  up  against  the  first  end  of  the  band,  out  to  its  end. 
When  the  bale  is  relieved  from  pressure,  the  cotton,  by  its  elas- 
ticity, presses  the  ends  of  the  bands  so  firmly  that  they  can  not  be 
withdrawn  from  under  the  body  of  the  band. 

On  September  24,  185.81  George  Brodie  applied,  in  the  United 
States,  for  a  patent  for  an  "improvement  in  metallic  bands  for 
baling."  The  patent  was  granted  to  him  March  22,  1859.  The 
general  idea  of  this  patent  is  to  bend  the  ends  of  the  hoop,  and 
insert  within  the  bend  a  metallic  pin  longer  than  the  width  of  the 
hoop,  and  have  a  connecting  link  to  join  the  two  ends  of  the 
hoop.  Fig.  6  of  his  drawings  shows  a  connecting  link  made  by 
bending  metallic  wire  into  such  shape  that  the.  opening  in  the 
middle  of  the  link  is  wider  than  at  its  ends,  the  ends  of  the  wire 
which  forms  the  link  meeting  at  or  near  one  end  of  the  link, 
where,  as  the  specification  says,  its  ends  may  be  joined  and  fast- 
ened together,  or  it  rnay  be  used  without  any  such  fastening. 
Fig.  13  shows  how  the  connecting  link  in  fig.  6  may  be  used 
without  any  pin  in  the  bend  of  the  hoop,  by  slipping  the  ends  of 
the  link  into  the  bent  ends  of  the  hoop.  In  the  course  of  Brodie's 
application,  the  Patent  Office,  in  a  letter  to  him,  suggested  that 
Cook's  patent  showed  "  the  plate  or  link  split,  for  more  readily 
slipping  in  the  end  of  the  band." 

On  September  19, 1859,  RoHhi  M.  Taylor  applied,  in  the  United 
States,  for  a  patent  for  an  u  improvement  in  iron' ties  for  cotton- 
bales."  He  had  a  link  or  buckle  of  metal,  with  a  rectangular 
hole  cut  in  its  center  to  receive  the  loops  of  the  hoop,  and  an  in- 
clined slit  or  slot  cut  in  one  of  its  sides,  the  slit  being  adapted  to 
the  thickness  of  the  iron  used  for  the  hoop.    The  ends  of  the  hoop 
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were  bent  over,  so  as  to  form  loops.     The  buckle  could  open  lat- 
erally at  the  slit,  to  facilitate  the  hooking  or  locking  of  the  loops. 
The  bent  ends  of  the  hoop  were  to  be  hooked  over  the  two  sides 
of  the  frame  that  were  next  to  the  side  in  which  the  slit  was,  and 
the  bent  ends  of  the  hoop  were  to  be  placed  next  to  the  bale. 
Taylor's  claim,  as  applied  for,  was  the  use  of  the  buckle,  formed 
with  a  slit  and  opened  laterally,  in  combination  with  loops,  to 
form   the  tie.     Taylor's  application  was  rejected  in  September, 
J859,  on  the  strength  of  figs.  Nos.  6  and  13  in  the  drawings  of 
Brodie's  patent,  and  was  withdrawn  in  December,  i860.     Tay- 
lor's invention,  as  applied  for,  had  been  assigned  to  James  J. 
McComb,  the  husband  of  the  plaintiff.     He  had  unsuccessfully 
attempted  to  introduce  into  use  the  tie  of  David  McComb,  as 
patented.     Taylor's  tie  attracted  his  attention.     After  the  applica" 
tion  for  a  patent  for  that  was  rejected,  James  J.  McComb  modified 
the  Taylor  tie  into  the  "  arrow  tie,"  hereafter  mentioned. 

On  November  19,  1859,  John  T-  Butler  obtained,  in  the  United 
States,  a  patent  for  an  u  improvement  in  fastening  metal  hoops  on 
cotton -bales."  His  device  is  a  plate  of  metal  with  a  rectangular 
hole  cut  in  it,  and  no  slit  in  its  frame,  with  hooksformed  of  the 
ends  of  the  hoop,  and  hooked  around  opposite  sides  of  the  plate, 
so  that  the  ends  will  lie  against  the  bale,  and  be  held  in  place  by 
the  pressure  of  the  bale  against  them.  His  claim  is  to  such  com- 
bination, and  is,  in  fact,  like  Taylor's,  except  as  to  the  slit  in  the 
frame.     . 

On  January  29, 1861,  James  J.  McComb  obtained,  in  the  United 
States,  a  patent  for  an  "  improvement  in  iron  ties  for  cotton-bales." 
He  takes  a  plate  of  metal  with  a  five-sided  hole  in  it,  whose  two 
longest  sides  are  opposite  each  other,  and  equal  and  parallel,  and 
equal  in  length  to  the  width  of  the  hoop  to  be  used.  From  one 
of  such  longest  sides,  through  the  frame,  to  the  outside,  a  slit  or 
slot  is  cut,  one  side  of  which  is  turned  outward  a  little,  to  facili- 
tate the  insertion  of  the  end  of  the  hoop.  The  hole  is  lengthened, 
in  the  shape  of  an  arrow,  or  in  the  form  of  two  sides  of  an  equi- 
lateral triangle,  from  the  ends  of  its  two  longest  sides,  so  that  the 
point  of  the  arrow  and  the  side  opposite  to  it  are  about  equidis- 
tant from  the  outside  of  the  frame.  The  slit  is  nearer  to  the  side 
opposite  the  point  of  the  arrow  than  it  is  to  the  place  where  the 
arrow  shape  commences.  One  hook  of  the  hoop  covers  the  slot, 
and  the  other  is  hooked  around  the  opposite  side.     The  claim  is 
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to  the  arrow-shaped  hole.  The  specification  says  that  the  design 
of  the  arrow-shaped  end  is,  not  only  to  force  the  hoop  over  the 
slot,  which  it  does  with  certainty,  when  the  bale  expands,  after 
being  released  from  the  press,  but  also  to  secure  an  equal  bearing 
on  the  separate  parts  of  the  slit  side.  James  J.  McComb  put  this 
u  arrow  tie"  into  the  market,  and,  being  threatened  by  Cook  with 
a  suit  for  infringing  the  third  claim  of  his  patent,  in  respect  of 
the  slit,  a  purchase  of  Cook's  patent  was  made,  and  it  was 
assigned  to  the  plaintiff.  Since  the  close  of  the  war  in  1865, 
James  J.  McComb  has  kept  the  market  at  the  South  fully  sup- 
plied with  the  "  arrow  tie,"  constructed  under  his  own  and  Cook's 
patents,  and  being  what  is  called  an  "open-slot"  tie.  Open-slot 
ties  made  by  other  persons  began  to  appear  in  1869. 

In  March,  1872,  a  suit  at  law,  brought  by  the  plaintiff  and  her 
husband,  in  the  Circuit  Court  for  the  District  of  Louisiana,  against 
George  Brodie,  for  an  infringement  of  the  third  claim  of  the  Cook 
patent,  by  making  and  selling  an  open-slot  tie,  was  tried  before  a 
jury.  There  was  a  verdict  and  a  judgment  for  the  plaintiffs.  In 
the  same  month,  provisional  injunctions  were  granted  by  the  same 
court,  in  six  suits,  founded  on  the  Cook  patent,  against  six  differ- 
ent forms  of  the  open-slot  tie — the  Gooch  tie,  the  Wallis  tie,  the 
Alligator  tie,  the  Dunn  tie,  the  tie  proceeded  against  in  the  suit  at 
law  against  Brodie,  and  the  tie  known  as  the  Beard  tie,  which  is 
the  one  involved  in  the  present  suit.  The  suit  at  law  and  these 
suits  in  equity  were  before  Judge  Woods,  the  circuit  judge.  The 
extension  of  the  Cook  patent  was  opposed  by  the  proprietors  of 
the  Beard  tie  and  of  the  Alligator  tie,  and  others. 

The  control  of  the  use  of  the  open-slot  tie  is  very  valuable,  pe- 
cuniarily, as  that  tie  has  practically  superseded  the  closed-slot  tie. 
Hence  the  zeal  and  ability  with  which  this  suit  has  been  prose- 
cuted and  defended  and  the  importance  of  the  questions  involved 
to  the  parties  and  to  the  public. 

The  Beard  tie  (known  also  as  the  "  Eureka  tie"),  which  is  the 
one  sold  by  the  defendant,  is  described  in  a  patent,  granted  in  the 
United  States,  to  George  N.  Beard,  December  27,  1870,  for  an 
"  improvement  in  cotton-bale  ties."  It  is  a  plate  with  a  rectan- 
gular, oblong,  central  hole  in  it,  the  two  long  sides  of  the  hole 
being  intended  to  receive  and  lie  in  the  bends  of  the  hooks  formed 
by  bending  the  ends  of  the  hoop.  The  edges  of  such  two  long 
sides,  instead  of  being  straight  lines,  are  slightly  convex  from  end 
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to  end.     The  plate  outside  of  the  hole  is  made  thicker  and  wider 

on  one  of  the  two  sides  which  do  not  receive  the  hooks,  than  on 

the  other  side,  and  through  the  latter  a  slit  or  slot  is  cut  from  the 

outside  into  the  central  hole,  to  admit  of  the  slipping  of  the  bend 

of  the  hook  through  the  slit  into  the  central  hole.     The  lips  of  the 

slit  are  turned  down,  so  as  to  bite  into  the  bale.     The  tie  is  sold 

"with  one  hook  set  in  place.     The  other  is  readily  slipped  into  its 

place  through  the  slit.     The  ends  of  the  hoop  lie  next  to  the  bale. 

The  tie  is  an  effective  one.     It  differs  but  little  from  the  Taylor 

tie.     As  in  that  tie,  there  is  no  hook  in  the  Beard  tie  pulling 

against  the  side  in  which  the  slit  is  cut,  which  is  a  feature  of  the 

"  arrow  tie."     The  Swett  tie  and  the  Butler  tie  had  closed  slots 

and  no  slit. 

It  can  not  be  doubted  that  the  form  of  tie  with  the  slit  so  ar- 
ranged that  all  there  is  to  be  done  of  manipulation  to  make  the 
connection  of  the  second  end  of  the  hoop  with  the  tie-plate,  after 
the  hoop  is  brought  around  the  bale,  is  to  slip  the  hook,  made  by 
bending  down  the  second  end,  through  the  slit,  and  into  its  place 
of  bearing,  is  a  great  improvement  over  the  complicated  form  of 
tie  devised  by  Cook,  and  which,  as  the  evidence  shows,  has  gone 
wholly  out  of  use.  Nevertheless,  it  is  claimed  that  the  Beard  tie, 
in  common  with  all  the  other  slit  or  open-slot  ties,  by  reason  of 
the  use  of  the  slit  to  slip  the  bend  of  the  hook  in  the  hoop  over 
the  arm,  embodies  the  invention  claimed  in  the  third  claim  of  the 
Cook  patent.  A  determination  of  this  question  involves  the  con- 
struction and  meaning  of  such  third  claim. 

It  is  urged,  for  the  defense,  that  what  Cook  does  is  to  cut  a  slit 
or  slot  in  the  loop  of  a  buckle,  so  as  to  slip  the  hoop  through  the 
slit  sidewise  and  flatwise,  instead  of  pushing  the  end  under  an 
unslit  loop  endwise,  and  then  pulling  the  hoop  through  till  it  be- 
comes flat ;  that,  in  the  Beard  tie,  the  slot  is  in  one  of  the  walls 
of  the  quadrangle  which  forms  the  clasp  itself,  of  which  arrange- 
ment Cook  gives  no  hint ;  that  Beard  uses  such  slot  to  dispense 
with  passing  the  end  of  the  hoop  through  a  buckle,  of  which  ar- 
rangement Cook  gives  no  suggestion  ;  and  that  Cook  must  pass 
both  ends  of  the  hoop  through  his  buckle,  and  then  uses  the  slit 
to  get  the  projecting  bit  of  hoop  under  the  loop,  which  is  not  the 
buckle  or  clasp,  but  merely  an  appurtenance  to  it.  It  is  true  that 
the  Beard  tie  has  no  such  loop  as  Cook  has,-  and  no  slit  in  any 
such  loop,  and  uses  a  quadrangle  with  a  slit  through  one  of  its 
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walls,  as  a  clasp.     But  these  points   of  difference  are,  by  no 
means,  decisive  of  the  question.    Cook,  in  his  third  claim,  speaks 
of  slipping  the  end  of  the  hoop  sidewise  underneath  the  bar*,  in 
contradistinction  to  passing  such  end  through  endwise.     When 
there  is  no  slit,  the  end  of  the  hoop  is  passed  through  under  the 
bar,  endwise ;  but  when  there  is  a  slit,  such  end  is  slipped  side- 
wise  underneath  the  bar.     The  use  of  the  slit  enables  the  part  of 
the  hoop  which  is  required  to  lie  against  the  bar,  to  receive  the 
pressure  of  the  bar  above  it  from  the  pressure  of  the  bale  below, 
to  reach  its  proper  place  by  being  slipped  through  the  slit,  instead 
of  reaching  such  place  by  following  the  drawing  or  pushing  of 
the  part  of  the  hoop  intervening  to  the  end,  through,  underneath 
such  bar.     It  is  necessary  for  Cook  to  put  the  hoop  in  such  place. 
If  he  did  not,  the  strain  of  the  compressed  cotton  would  be  likely 
to  pull  the  hoop  so  as  to  destroy  the  loop  around  the  second  bar, 
and  ultimately  pull  the  second  end  of  the  hoop  entirely  out  of  the 
buckle.     Therefore,  the  bar  through  which  Cook  cuts  the  slit,  to 
enable  the  otherwise  free  portion  near  the  second  end  of  the  hoop 
to  reach  its  proper  place,  is  a  part  of  the  clasp  or  buckle,  as  much 
so  as  any  other  necessary  part  of  it.     Cook  completes  his  tie,  of 
hoop  and  clasp,  more  readily  and  quickly  by  the  slipping  opera- 
tion through  the  slit.     It  is  true,  he  has  previously  done  some- 
thing toward  securing  the  hoop  to  the  buckle,  after  bringing  the 
hoop  around  the  bale,  but  what  he  has  done  is  ineffective,  unless 
the  fourth  bar  is  made  to  surmount  the  otherwise  free  part  of  the 
hoop.     He,  therefore,  invented  and  has  claimed  cutting  the  slit  or 
slot  through  such  bar,  (which  covers  the  cutting  it  through  an 
equivalent  bar  or  part  of  the  clasp,)  so  as  to  enable  the  part  of  the 
hoop  which  is  to  rest  under  a  bar  of  the  clasp,  to  be  slipped  side- 
wise  through  the  slit  or  slot,  and  avoid  putting  the  end  of  the 
hoop  endwise  through  beneath  such  last-named  bar.    There  is  no 
connection  between  this  claim  and  what  is  previously  done  with 
any  other  part  of  the  hoop,  or  any  other  part  of  the  clasp.     The 
claim  is  distinctly  to  the  use  of  the  slit  or  slot,  so  cut,  to  effect  the 
result  indicated,  for  the  object  indicated.     It  would  make  no  dif- 
ference in  Cook's  arrangement,  if,  instead  of  lengthening  the  open 
space  adjacent  to  his  fourth  bar,  and  cutting  a  slit  in  such  fourth 
bar,  he  had  left  such  open  space  as  it  was,  and  not  slit  the  fourth 
bar,  but  made  a  slit  through,  to  the  outside,  from  one  end  of  such 
open  space.     Such  arrangement  would  have  embodied  his  tnven- 
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tion,  and  its  use  now  would  infringe  his  third  claim,  because  it 
■would  effect  the  result  indicated,  for  the  object  indicated,  by  sub- 
stantially the  same  means  and  mode  of  operation. 

With  this  view  of  Cook's  invention  and  third  claim,  it  is  very 

clear  that  it  is  infringed  by  the  Beard  tie.     Beard,  by  using  his 

slit,  enables  the  part  of  the  hoop  which  is  required  to  lie  against 

the  bar,  to  receive  the  pressure  of  the  bar  above  it  from  the 

pressure  of  the  bale  below,  to  reach  ils  proper  place  by  being 

slipped  through  the  slit.  •  But  for  that,  it  would  have  to  reach 

such  place  by  being  brought  over  the  top  of  the  bar  and  through 

the  open  central  space,  all  the  while  following  the  drawing  or 

pushing  of  the  part  of  the  hoop  intervening  to  the  end,  through, 

underneath  such  bar.     Beard  must  put  the  hoop  in  such  place. 

If  he  did  not,  he  would  have  no  loop  around  such  bar  and  no  tie. 

Such  bar  is  a  part  of  his  clasp,  and  the  bar  through  which  his  slit 

is  cut  is  a  part  of  his  clasp ;  and  it  makes  no  difference,  in  the 

essential  use  of  Cook's  invention,  that  the  bend  of  the  hoop,  in 

the  Beard  tie,  does  not  embrace  the  side  in  which  the  slit  is  cut. 

Nor  does  it  make  any  difference  that,  in  the  Beard  tie,  the  part  of 

the  hoop  which  is  slipped  under  the  arm  is  nearer  to  the  bend  of 

the  loop  than  is  the  part  which  is  slipped  under  the  bar  in  the 

Cook  tie ;  nor  any  difference  that,  in  the  Beard  tie,  the  bend  of 

the  loop  is  slipped  through  the  slit.     The  part  to  be  necessarily 

put  in  place,  is  put  in  place  by  the  same  means. 

In  the  drawings  of  the  English  patent  granted  to  George  Hall, 
November  28,  1801,  for  an  invention  of  "elastic  fastenings  for  the 
shoes,  and  also  for  bands,  garters,  or  ornaments  for  the  knees, 
waist,  arms,  neck,  and  head,"  there  is  an  open  slit  or  slot  in  the 
body  of  a  quadrangular  buckle,  with  four  walls,  to  enable  the 
bend  of  a  loop  to  be  passed  through  the  open  slot  into  the  space 
within,  so  as  to  make  the  loop  embrace  the  walls  adjacent  to  the 
open  slot.  But,  rising  from  within,  and  pointing  in  the  same 
direction  as  the  entrance  through  the  slot,  and  close  to  the  gate- 
way, on  each  side,  is  a  sharp  spike.  On  these  two  spikes  the 
elastic  fabric  is  to  be  impaled,  and  only  through  them  is  it  to 
reach  and  embrace  the  walls  on  each  side  of  the  gateway.  The 
apparatus  was  not  to  be  used  with  a  metallic  band  or  hoop,  nor 
with  a  rigid  band,  but  with  elastic  bandages  or  strings.  The 
spikes  are  made,  by  the  specification  and  drawings,  an  indispen- 
sable accompaniment  of  the  open  slot.     It  is  impossible  to  say, 
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with  truth,  that  Hall's  arrangement  would  suggest  or  contains 
either  Cook's  arrangement  or  Beard's.  Notwithstanding  the  open 
slot  of  Hall,  the  application  of  the  principle  of  looping  over  a 
hook,  or  slipping  under  a  bar,  by  means  of  an  opening  beyond 
the  end  of  the  hook,  or  of  the  bar,  or  in  the  bar,  to  making  a 
cotton-tie  to  be  used  with  rigid  metallic  hoops,  required  experi- 
ment, and  involved  the  exercise  of  invention. 

As  to  the  English  provisional  specification  of  Frederick  James 
Pilliner,  dated  July  7,  1856,  for  "improvements  in  clasps  or  fast- 
enings for  waistbands,  and  other  descriptions  of  bands  or  straps," 
the  counsel  for  the  defendant  conceded,  on  the  hearing,  that  Pilli- 
ner's  clasp  had  no  open  slot. 

The  link  testified  to  by  M.  W.  Smith,  as  used  in  New  Orleans 
as  early  as  1848,  to  connect  the  hames  on  a  harness-collar  with 
the  trace-chains,  and  enable  the  two  to  be  rapidly  united,  the  link 
being  stationary  on  the  hames,  and  the  trace  being  slipped  side- 
wise,  in  loop,  into  the  link,  is  an  elongated  split  ring,  wholly  un- 
adapted  to  make  a  cotton-bale  tie,  and  not  suggestive  of  Cook's 
arrangement  or  of  Beard's. 

Being  satisfied  of  the  clear  right  of  the  plaintiff  in  the  prem- 
ises,  I  must  decree  to  her  an  account  of  profits  and  damages,  in 
respect  to  the  third  claim  of  the  Cook  patent.  As  the  present 
suit  is  not  on  the  extended  term,  and  the  first  term  has  expired, 
there  can  be  no  injunction  in  this  suit. 


Thomas  J.  W.  Robertson 


vs. 


The  Secombe  Manufacturing  Company.     In  Eqcttv. 

The  reissued  letters  patent  granted  Thomas  J.  W.  Robertson,  December 
12,  1871,  for  "  improvement  in  hand-stamps,"  are  for  the  same  inven- 
tion as  the  original  patent  granted  said  Robertson,  September  22,  '%7» 
afterward  extended  for  seven  years,  and  are  good  and  valid. 

Type-wheels,  for  numbering  and  lettering,  being  old ;  type  forms,  for  stamp- 
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ing  or  printing  the  name  of  a  post-office  or  other  matter,  being  old ; 
type  forms,  combined  with  ordinary  type,  for  dating,  being  old ;  and 
tyj>e-wheels,  for  numbering  (requiring  the  change  of  one  or  more 
type-wheels  at  every  stroke),  combined  with  type  forms  for  dating-and 
printing,  being  old,  there  was  novelty  in  using  the  type  wheels  for 
dating  purposes,  in  combination  with  a  fixed  type  form  for  impressing 
the  name  of  a  post-office  or  other  matter  with  a  handle. 

The  holding  of  the  Patent  Office  that  this  was  a  substantial  improvement, 
in  view  of  the  numerous  applications  made  and  patents  granted  sub- 
sequently to  the  date  of  the  Robertson  patent,  embracing  such  com- 
bination, adopted  by  the  court. 

The  utility,  and  hence  patentability,  of  the  new  combination  is  shown 
by  the  extensive  demand  for  and  use  of  articles  containing  the  com- 
bined features. 

It  is  entirely  within  the  scope  and  purpose  of  a  reissue  to  sustain  a  more 
full  statement  than  the  specification  of  the  original  did,  of  the  state  of 
the  art,  of  the  nature  of  the  improvements  developed  in  the  patentee's 
arrangement,  and  of  the  advantages  secured  by  the  use  of  such  im- 
provement. 

The  introduction  of  a  comma  into  the  reissued  specification,  in  a  sentence 
formed  in  the  original  specification,  and  alleged  to  be  an  interpola- 
tion for  the  purpose  of  introducing  a  new  idea,  held  to  be  accidental 
and  a  clerical  error. 

The  paper  called  *'  an  additional  caveat,"  set  up  in  the  answer  as  having 
been  filed  in  the  Patent  Office  by  Marcus  P.  Norten,  August  25,  1855, 
and  which,  after  notice  to  said  Norten,  and  a  trial  before  a  competent 
commission,  was  adjudged  to  be  fraudulent  and  surreptitiously  intro- 
duced into  said  caveat  file,  held  to  form  no  part  of  said  caveat. 

Said  caveat  held  not  to  anticipate  complainant's  invention. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  February,  1873.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  upon  reissued  letters  patent  for  "  improvement  in 
hand-stamps,"  granted  December  12,  1871,  to  Thomas  J.  W.  Rob- 
ertson, No.  41675.  The  original  letters  patent  were  granted  to 
said  Robertson,  September  22,  1857,  anc*  extended  for  seven  years 
from  and  after  September  22,  1871. 

In  the  engravings,  which  are  copies  of  the  drawings  of  the 
patent,  A  is  the  handle ;  B,  the  metallic  forked  shank ;  C  is  the 
metallic  ring  attached  to  the  shank  B,  and  having  letters  (form- 
ing the  name  of  the  post-office  or  other  name)  engraved  upon  its 
face;  D  is  the  shaft  passing  through  the  shank,  and  having  upon 
it  and  between  the  forks  of  the  shank  the  three  type-wheels  £,  d,  ey 
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which,  it  is  stated  in  the  specification,  maybe  provided  with  "the 
names  of  the  months  of  the  year  and  also  ten  numerals." 
The  claims  of  the  reissued  patent  are  as  follows : 

"1.  In  combination  with  a  handle  and  a  series  of  printing-wheels,  or 
their  equivalents,  for  printing  dates,  a  fixed  type  form  or  printing-die,  f°r 
dating  purposes,  substantially  as  described. 

"  2.  A  hand  stamp,  having  a  permanent  inscription,  form,  or  die,  pro- 
vided with  an  aperture,  through  which  the  type-wheels  work,  when  so  ar- 
ranged that  the  said  type-wheels  may  be  turned,  for  changing  the  dites 
without  shifting  the  fixed  form  or  die,  substantially  as  specified. 

"3-  A  hand-6tamp,  having  a  series  of  type-wheels  provided  with  holes 
to  receive  a  locking-pin,  E,  substantially  as  specified." 

A  more  complete  description  of  the  invention  will  be  found  ir. 
the  opinion  of  the  court. 

The  defendanls  denied  that  the  reissued  patent  was  for  the 
same  invention  as  the  original ;  denied  the  utility  of  the  inven- 
tion ;  denied  that  Robertson  was  the  first  and  original  inventorof 
the  devices  claimed,  and  insisted  that  the  alleged  invention  was 
shown  in  several  prior  patents  and  in  a  caveat  filed  by  Marcus  P. 
Norten,  of  Troy,  N.  Y-,  prior  to  the  date  of  complainant's  inven- 
tion. A  large  amount  of  testimony  was  taken  by  both  parties, on 
which  the  case  went  to  hearing. 

Frederic  H.  Beits,  for  complainant. 

Nelson  Cross,  for  defendants. 
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Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent,  granted  to  the 
plaintiff,  December    12,  1871,  for  an  "improvement   in   hand- 
stamps,"  the  original  letters  patent  having  been  granted  to  the 
plaintiff  September  22,  1857,  and  extended  for  seven  years  from 
September  22,  1871.     The  reissued  letters  patent  are  granted  for 
twenty-one  years  from  September  22,  1857.     The  specification 
says:  "My  invention  relates  to  the  construction  of  stamps  for 
producing  an  impression,  such  as  a  postmark  or  other  analogous 
device,  a  part  of  which  requires  to  be  frequently  changed,  such 
as  the  date,  and  part  requires  to  remain  the  same,  as  the  name  of 
the  post-office.     In  order  to  give  such  stamps  any  considerable 
utility,  the  impression  must  be  readily  made,  and  that  part  of  the 
type  which  requires  frequent  change  must  be  always  on  hand. 
This  result  I  secure  by  combining,  in  a  hand-stamp,  fixed  type 
for  producing  that  part  of  the  inscription  designed  to  be  always 
the  same,  and  a  series  of  combined  changeable  types,  bearing  the 
necessary  characters  to  allow  of  any  desired  change,  which  shall 
be  connected  with,  and  form  part  of,  the  stamp.     These  types  are 
connected  and  arranged  to  revolve  in  substantially  the  same  man- 
ner as  the  combined  types  used  in  book-paging  machines,  but 
differing  therefrom  in  having  an  arrangement  by  which  the  de- 
sired inscription  may  be  printed  repeatedly,  without  changing  at 
each  impression.     Prior  to  my  invention,  dating  stamps  were 
made  with  loose  types,  book-paging  machines  were  used  with 
combined  types  in  the  form  of  wheels  and  chains,  and  machines 
for  printing  tickets,  etc.,' had  type-wheels  combined  with  perma- 
nent inscription  forms ;  but  these  last  machines  were  so  made  as 
to  produce  the  impression  only  on  the  under  surface  of  the  mate- 
rials, and  to  change  the  type-wheels  at  every  stroke.     So  far  as  I 
am  aware,  no  dating  stamp  was  ever  made  previous  to  mine, 
with  wheel-type,  or  its  equivalent,  nor  a  fixed  inscription  plate  or 
form  combined  with  such  type,  in  such  a  manner  that  the  latter 
could  be  readily  turned  without  changing  the  relative  positions  of 
the  said  wheels  and  permanent  inscription,  and  yet  be  capable  of 
printing  simultaneously  the  combined   inscriptions   in   a  small 
space,  as  is  necessary  in  canceling  revenue  stamps  ;  nor  could  an 
impression  be  readily  made  by  such  machines  on  the  upper  sur- 
face of  the  paper.     My  invention,  therefore,  consists  mainly  in 
the  construction  of  a   stamp,  in   which   combined   changeable 
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dating- type  are  used  in  combination  with  a  fixed  inscription,  formT 
or  printing-die,  and  in  so  arranging  these  parts  in  connection 
with  a  stem  or  handle  that  the  dating-types  may  be  easily  changed 
and  thoroughly  secured,  and  that  the  impression  may  be  readily 
made  in  a  small  compass  on  the  upper  surface  of  the  material." 
The  specification  then  describes  the  construction  and  arrange- 
ment of  the  parts  of  the  stamp,  with  references  to  three  figures  of 
drawings  annexed.     There  is  a  handle,  to  the  bottom  of  which  is 
attached  a  metallic  forked  shank.     To  the  bottom  of  this  shank 
is  attached  a  metallic  ring,  said  ring  being  secured  to  the  shank 
by  means  of  screw  bolts.     The  lower  part  pf  the  shank  is  also 
notched,  in  order  to  receive  the  ring  and  form  a  front  bearing  for 
it ;  but  it  is  stated  that  various  other  methods  may  be  adopted,  at 
the  pleasure  of  the  maker,  for  attaching  the  ring  to  the  shank, 
and  that,  when  the  stamp  is  intended  for  a  letter-stamp,  the  name 
of  the  post-office  may  be  engraved  on  the  face  of  the  ring.    A 
shaft  passes  horizontally  through  the  shank.     On  this  shaft  are 
placed  three  type-wheels,  which  revolve  independently  of  each 
other  on  the  shaft.     It  is  stated  that  the  faces  of  these  type-wheels 
may  be  provided  respectively  with  u  the  names  of  the  months,  of 
the  year,  and  also  ten  numerals."     The  shaft  is  arranged  at  such 
a  distance  from  the  face  of  the  ring  that  the  three  type-wheels 
may  be  turned  so  that  the  types  upon  said  wheels  will  come"  in 
line,  or  form  a  horizontal  plane,  with  the  types  on  the  ring ;  and 
thus,  when  the  face  of  the  stamp  is  inked  over  by  any  suitable 
inking  device,  and  the  stamp  duly  pressed  upon  a  letter,  or  other 
suitable  substance,  an  impression  will  be  left  thereupon  of  the 
types  contained  on  the  ring,  and  also  of  those  types  of  the  three 
type-wheels  that  are  in  line  with  the  types  on  the  ring.     Only  one 
line  of  types  upon  the  type-wheels  can  simultaneously  come  into 
a  horizontal  plane  with  the  types  on  the  ring,  the  remaining  types 
being  distributed  around  the  peripheries  of  the  type-wheels,  so 
that  they  can  not  touch  the  paper  on  which  the  impression  is  to 
be  made.     A  lock-pin  passes  horizontally  through  the  shank,  and 
aUo  through  the  three  type-wheels.     The  object  of  this  pin  is  to 
lock  the  type-wheels,  so  that  when  any  one  line  of  types  has  been 
turned  and  brought  into  a  horizontal  plane  with  the  types  upon 
the  ring,  such  line  of  types  will  be  held  fast,  and  prevented  from 
getting  out  of  place.     By  removing  the  pin,  the  combination  of 
letters  on  the  type-wheels  may  be  changed  at  pleasure.     The 
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stamp  shown  in  the  drawings  has  the  face  of  its  ring  made  in 
circular  form  ;  but  it  is  stated  to  be  obvious  that  the  shape  of  the 
ring  may  be  changed  to  suit  the  pleasure  of  the  purchaser,  with- 
out changing  the  general  construction  of  the  stamp.     It  is  also 
stated  that  the  type-wheels  and  ring  may  be  engraved  with  any 
suitable  letters  or  figures,  and  that  the  device  is  particularly  use- 
ful for  stamping  letters,  tickets,  etc.,  where  the  words  or  numbers 
have  to  be  frequently  changed.     It  is  also  stated  that,  instead  of 
the  pin  for  locking  the  type-wheels,  small  springs  may  be  used, 
one  end  of  each  being  attached  to  the  shank,  and  the  other  ends 
pressing  into  the  interstices  between  the  lines  of  types  upon  the 
type-wheels,  and  so  made  as  to  prevent  accidental  movement  of 
the  wheels  in  either  direction  ;  and  that,  although  either  the  pin 
or  springs  may  be  used  separately  for  locking  the  type-wheels, 
the  patentee  should  prefer  to  use  them  in  combination,  as  the 
springs  may  hpld  the  day-wheels  in  position  when  the  month- 
wheel  is  being  turned,  which  the  pin  will  not  do,  and,  when  the 
wheels  are  properly  arranged,  the  pin  may  be  screwed  fast,  and 
the  wheels  much  more  securely  locked  than  by  the  use  of  springs 
alone.     The  claims  are  as  follows:  "  1.  In  combination  with  a 
handle  and  a  series  of  printings  wheels,  or  their  equivalents,  for 
printing  dates,  a  fixed  type  form,  or  printing-die,  for  dating  pur- 
poses, substantially  as  described.      2.  A  hand-stamp,  having  a 
permanent  inscription  form  or  die,  provided  with  an  aperture 
through  which  the  type-wheels  work,  when  so  arranged  that  the 
said  type-wheels  may  be  turned,  for  changing  the  dates,  without 
shifting  the  fixed  form  or  die,  substantially  as  specified.     3.  A 
hand-stamp,  having  a  series  of  type-wheels  provided  with  holes 
to  receive  a  locking-pin,  B%  substantially  as  specified." 

The  Patent  Office,  in  examining  the  question  of  the  novelty  of 
the  invention,  on  the  application  for  the  extension  of  the  patent, 
which  was  opposed,  referred  to  the  English  and  American  pat- 
ents on  the  subject.     There  is  an  English  patent  of  C  M.  Han- 

■ 

nington,  in  183 1,  which  has  a  series  of  type-wheels  pivoted  on  a 
shaft,  and  entering  an  opening  in  a  plate,  which  plate  has  en- 
graved or  formed  upon  it,  on  one  side  of  the  opening,  the  date, 
and  on  the  other  side,  in  a  semi-circular  form,  u  two  pence." 
The  type  on  the  type-wheels  are  figures  or  numbers.  The  article 
*°  be  stamped  is  pressed  down  on  the  type  by  screw  pressure. 
vol.  vi — 18 
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The  object  of  the  device  is  described  as  being  for  producing  gov- 
ernment, commercial,  or  law  stamps,  numbering  documents,  and 
stamping  fabrics  with  number  and  date,  to  prevent  fraud.    It  was 
a  combination  of  type-wheels  for  numbering,  with  a  fixed  type 
form  for  dating  and  printing ;  but  it  had  no  handle,  and  was  not 
a  hand-stamp,  and  the  impression  was  made  on  the  under  surface 
of  the  material.     On  an  examination  of  all  the  prior  patents,  the 
Patent  Office  arrived  at  the  conclusion,  that  type-wheels  for  num- 
bering and  lettering  were  old ;  that  type  forms  for  stamping  or 
printing  the  name  of  a  post-office,  or  other  matter,  were  old  ;  that 
type  forms,  combined  with  ordinary  type  for  dating,  were  old; 
and  that  type-wheels  for  numbering,  (requiring  the  change  of  one 
or  more  type- wheels  at  every  stroke,)  combined  with  type  forms 
for  dating  and  printing,  were  old.     The  conclusion  of  the  Patent 
Office  was,  that  there  was  novelty  in  using  the  type- wheels  for 
dating  put  poses,  in  combination  with  a  fixed  type  form  for  im- 
pressing the  name  of  a  post-office,  or  olher  matter,  and  a  handle; 
and  that  this  was  a  substantial  improvement,  in  view  of  the 
numerous  applications  made,  and  patents  granted,  subsequently 
to  the  date  of  the  Robertson  patent,  embracing  such  combina- 
tion.    The  use  of  a  handle,  for  holding  the  entire  apparatus,  ena- 
bles the  impression  to  be  made  by  pressing  the  handle  downward 
perpendicularly,  carrying  with  it  the  apparatus,  and  enables  this 
to  be  done  by  the  hand,  with  great  facility  and  rapidity,  resulting 
in  having  the  impressions  made  on  the  upper  side  of  the  mate- 
rial, thus  dispensing  with  the  use  of  mechanical  pressure  to  press 
the  material  down  upon  the  type  ;  and,  combined  with  this,  is  the 
facility  of  changing  the  date,  when  required,  by  turning  the  type- 
wheels,  without  moving  or  shifting  the  fixed  plate,  while  as  many 
impressions  of  the  same  date  as  are  desired  can  be  had,  and  an 
impression  from  fixed  type,  in  connection,  can  be  had  at  the  same 
time.    No  apparatus,  presenting  these  combined  features,  is  shown 
to  have  existed  before  the  invention  of  Robertson.     The  utility? 
and  hence  the  patentability  of  this  new  combination,  is  shown  by 
the  extensive  demand  for,  and  use  of,  stamps  containing  these 
combined  features. 

There  is  no  foundation  for  the  claim,  that  the  plaintiff  aban- 
doned his  patent  after  it  was  issued  to  him.  It  is  shown  that  he 
used  every  effort  within  his  power  to  introduce  the  invention  into 


FEBRUARY,  1873.  275 


Robertson  v.  Secombe  Manufacturing  Co. 


use,  and  it  is  not  shown  that  he  ever  acquiesced  in  the  infringe- 
ment of  his  patent. 

It  is  urged  that  the  reissued  patent  is  not  for  the  same  invention 
as  the  original  patent,  and  that  there  are  material  variations  be- 
tween the  specifications  of  the  two  patents.  The  drawings  of  the 
original  patent  and  of  the  reissue  are  identical.  The  description 
of  the  construction  and  arrangement  of  the  apparatus,  with  the 
references  to  the  drawings,  is  the  same  in  the  two  specifications. 
The  specification  of  the  reissue  contains  a  more  full  statement 
than  the  specification  of  the  original  patent  did,  of  the  state  of 
the  art,  of  the  nature  of  the  improvements  developed  in  the  pat- 
entee's arrangement,  and  of  the  advantages  secured  by  the  use  of 
such  improvements.  This  is  entirely  within  the  purpose  and 
scope  of  a  reissue. 

It  is  contended  that  the  specification  of  the  reissue  describes  a 
year  dating-wheel,  not  found  in  the  specification  or  drawings  of 
the  original  patent,  and  which  is  found  in  the  defendants'  stamp. 
The  drawings,  in  both  patents,  show  three  type-wheels,  one  of 
which  appears  to  have  on  it  the  names  of  the  months,  in  succes- 
sion ;  another,  the  three  figures,  1,  2,  3,  in  succession;  and  the 
third  one,  the  nine  figures,  1,  2,  3,  4,  5,  6,  7,  8,  and  9,  and  the 
cypher  o,  in  succession.    By  the  use  of  the  three  type- wheels,  any 
day  of  any  month  can  thus  be  stamped.     The  specification  of  the 
original  patent  says :  "  The  faces  of  these  type- wheels  may  be 
provided,  respectively,  with  the  names  of  the  months  of  the  year, 
and  also  the  ten  numerals/'    It  also  says :  "  The  type-wheels  and 
ring  may  also  be  engraved  with  any  suitable  letters  or  figures." 
The  specification  of  the  reissue  says  :  "  The  faces  of  these  type- 
wheels  may  be  provided,   respectively,  with  the  names  of  the 
months,  of  the  year,  and  also  ten  numerals."     The  document 
which  reads  thus  is  a  printed  paper,  annexed  to  the  reissued  pat- 
ent under  the  seal  of  the  Patent  Office.     It  also  says :  "  The 
type-wheels  and  ring  may  also  be  engraved  with  any  suitable 
letters  or  figures."     In  the  course  of  the  testimony  of  one  of  the 
witnesses  for  the  defendants,  it  is  stated  that  a  printed  copy  of  the 
reissued  patent  is  put  in  evidence.     Such  printed  copy  is  then 
copied  in  writing,  and  in  such  written  copy  the  following  lan- 
guage is  found:  "The  faces  of  these  type-wheels  may  be  pro- 
vided, respectively,  with  the  names  of  the  months,  of  the  year, 
and  also  the  ten  numerals."     It  is  contended  that  the  patentee 
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intended,  by  inserting  a  comma  after  the  word  "months,"  to  in- 
troduce into  his  reissued  specification  the  suggestion,  that  a  type- 
wheel,  with  a  succession  of  figures  upon  it  for  the  years,  could  be 
used ;  that  the  specification  of  the  original  patent  has  no  such 
comma,  and  no  such  suggestion ;  and  that  therein  there  is  a 
fraudulent  interpolation.     This  view  is  not  sustainable.     There 
is  nothing  to.  show  that  the  interposition  of  the  comma  was  not 
an  accidental  or  an  arbitrary  punctuation  ;  and  everything  in  the 
context  and  language  shows  that  it  was.     Three  type-wheels,»and 
only  three,  are  shown  or  described.     One  has  the  months  on  it; 
and,  if  another  has  on  it  the  years,  and  the  third  has  only  the  ten 
numerals,  only  nine  days  in  any  month  could  ever  be  represented. 
There  is  no  suggestion,  in  this  connection,  of  four  wheels,  or  that 
the  third  wheel  shall  have  on  it  all  the  days  of  the  month.    The 
expression,  "the  names  of  the  months  of  the  year/'  is  a  sensible 
expression.    The  expression,  "the  names  of  the  year,"  is  a  mean- 
ingless expression.     The  fact,  that,  in  all  respects,  the  descriptive 
part  of  the.  specification  of  the  reissue  seems  to  follow  the  lan- 
guage of  the  descriptive  part  of  the  specification  of  the  original 
patent,* and  the  further  fact,  that,  in  the  specification  annexed  to 
the  original  patent,  the  words,  "the  ten  numerals,"  are  found, 
while,  in  the  printed  specification  annexed  to  the  reissued  patent 
under  seal,  the  words  are,  "ten   numerals,"  and  not  "the  ten 
numerals,"  would  indicate,  that  the  use  of  the  comma  after  the 
word  "months"  is  a  clerical  error,  and  purposeless,  and  improper. 
There  was  no  need  of  making  any  suggestion  of  the  use  of  a 
wheel  for  the  years.     The  use  of  such  a  wheel,  in  the  patentee's 
combination,  was  obvious,  if  desired,  and  was   no   invention, 
whether  added,  as  a  fourth  wheel,  or  made  one  of  three  wheels, 
by  putting  all  the  days  of  the  month  on  one  wheel.     The  sugges- 
tion, in  both  specifications,  that  the  type- wheels  could  be  engraved 
with  any  suitable  letters  or  figures,  covered  the  use  of  one  of  them 
for  the  years.     It  is  well  known,  that,  at  the  date  of  Robertson's 
patent,  in  1857,  **  was  not  common,  in  the  United  States,  to  put 
on  a  post-office  stamp,  for  which,  from  his  specification  and  draw- 
ings, his  stamp  would  seem  to  have  been  especially  designed,  the 
figures  of  the  year,  or  anything  but  the  name  of  the  month,  and 
the  figure  or  figures  of  the  day  of  the  month,  and  the  name  of  the 
post-office,  as  shown  in  the  specification  and  drawings  of  the  pat- 
ent.    Everything  tends  to  show  that  the  use  of  the  comma  after 
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the  word  "  months,"  is  not  one  to  which  any.  meaning  or  effect 
can  he  attached. 

The  claims  of  the  reissue  are  fully  warranted  by  what  appears 
in  the  text  and  drawings  of  the  specification  of  the  original  pat- 
ent.    It  is  urged  that  the  original  specification  says  nothing  as  to 
printing  "dates,"  or  as  to  "dating"  purposes,  and  that  that  is 
made  a  prominent  feature  in  the  specification  and  claims  of  the 
reissue.    But  the  original  specification  states  that  when  the  stamp 
is  intended  for  a  post-office  or  letter-stamp,  that  is,  a  stamp  to 
stamp,  on  a  letter  in  a  post-office,  the  name  of  the  post-office,  and 
the  month  and  day  of  the  month,  the  name  of  the  post-office  is 
to  be  on  the  fixed  ring,  and  the  type-wheels  are  to  have  the  names 
of  the  months  and  the  numerals  which  are  to  make  the  days  of 
the  month  ;  and  that  the  usefulness  of  the  device  consists  partic- 
ularly in  the  facility  of  changing  the  impression  to  be  made  by 
the  type-wheels,  that  is,  the  month  and  day  which  is  the  date. 
The  drawings  show  all  this.     A  month  and  a  day  of  such  month 
make  a  date,  although  no  year  is  added.     The  addition  of  the 
year  make&a  more  full  date,  and  so  does  the  addition  of  the  hour 
and  minute  of  the  day.     But  the  month  and  day  are,  in  common 
parlance,  a  date.  • 

The  principal  defense  set  up  in  this  case  is  that  the  improve- 
ments claimed  by  the  plaintiff  in  his  reissued  patent  were  pre- 
viously invented  by  one  Marcus  P.  Norton,  of  Troy,  New  York. 
So  far  as  regards  the  contents  of  a  caveat  filed  in  the  Patent  Of- 
fice by  said  Norton,  June  21,  1855,  it  is  sufficient  to  say  that  the 
improvements  claimed   by  the  plaintiff  are  not   found    in   that 
caveat     So  far  as  regards  the  contents  of  the  paper  called  fc4  an 
additional  caveat,"  and  purporting  to  be  dated  August  21,  1855, 
and  set  up  in  the  answer  as  having  been  filed  in  the  Patent  Office 
on  August  25,  1855,  in  and  with  and  as  part  of  the  said  caveat 
filed  June  21,  1855,  it  is  sufficient  to  say  that,  after  due  notice  to 
said' Norton,  and  a  trial  had  before  a  commission  appointed  by 
the  Commissioner  of  Patents,  the  said' paper  was,  in  September, 
1871,  adjudged  by  the  said  commission  to  be  fraudulent,  and  to 
have  been  surreptitiously  introduced  into  the  caveat  file  of  said 
Norton,  filed  June  21,  1855,  and  that  thereupon  the  Commis- 
sioner of  Patents  indorsed  on  said  paper  a  memorandum,  signed 
by  him,  that  said  paper  does  not  form  a  valid  portion  of  said 
caveat. 
There  remains  the  evidence  as  to  the  prior  existence,  in  fact,  as 
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completed  inventions  made  by  Norton  of  the  plaintiff's  improve- 
ments. As  to  this,  the  burden  of  proof  is  on  the  defendants,  and 
they  do  not  establish  the  fact  satisfactorily.  Norton's  own  evi- 
dence is,  manifestly,  not  to  be  relied  upon.  The  circumstances 
attending  the  taking  of  his  deposition  in  this  suit,  the  contradic- 
tions in  sworn  statements  he  has  made  at  different  times  regarding 
the  alleged  caveat,  and  the  manner  in  which,  as  shown  by  the 
record,  he  caused  witnesses  to  testify,  in  ex  parte  depositions,  to 
matters  of  which  they  had  no  recollection,  make  it  impossible  to 
rely  on  his  testimony. 

But  the  evidence  of  Norton  and  that  of  the  other  witnesses  for 
the  defendants  shows  nothing  done  by  Norton,  prior  to  the 
plaintiff's  invention,  which  amounted  to  more  than  an  unsuccess- 
ful experiment.  The  plaintiff  made  the  first  successful,  practical 
working  machine. 

The  infringement  of  the  patent  is  admitted.  There  must  be  a 
decree  for  the  plaintiff  for  a  perpetual  injunction,  and  an  account 
of  profits,  and  an  ascertainment  of  damages,  with  costs. 


Thomas  J.  W.  Robertson 

vs. 

■ 

John  Garrett   and   Michael   Holihan.     In  Equity. 

The  reissued  letters  patent  granted  Thomas  J.  W.  Robertson,  December 
12,  187 1,  for  improvements  in  hand-stamps,  sustained  in  the  suit  of 
Robertson  v.  The  Secombe  Manufacturing  Co.,  again  held  valid. 

The  defendants  not  permitted  to  deny  the  utility  of  complainant's  in- 
vention, when  they  themselves  have  made,  sold,  and  introduced 'into 
use  large  numbers  of  the  articles  containing  the  combination  of  de- 
vices set  forth  in  complainant's  patent,  and  arranged  in  the  manner 
described  by  the  plaintiff  in  the  specification  of  his  patent. 

The  good  faith  of  the  defense  questioned  in  view  of  the  statement  in  » 
circular  issued  by  them  that  the  arrangement  of  dates  on  revolving 
cylinders  was  "an  improvement  that  revolutionized  the  use  of 
stamps." 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  February,  1873.) 
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Final  hearing  on  pleading  and  proofs. 

Suit  brought  on  reissued  letters  patent  for  u  improvement  in 
hand-stamps,"  granted  to  Thomas  J.  W.  Robertson,  December 
12,  1871,  No.  4,675.  The  patent  is  the  same  upon  which  the 
suit  of  Robertson  v.  The  Secombe  Manufacturing  Co.  was 
brought,  ante^  p.  268,  where  will  be  found  the  history  of  the 
patent,  the  claims,  the  engravings,  and  description  of  the  device. 

JFrederic  H.  Beits,  for  complainant. 

yames  B.  Robb,  for  defendants. 

Bhatchford,  J. 

The  letters  patent  sued  on  in  this  case  being  reissued  letters 
patent  granted  to  the  plaintiff,  December  12,  1871,  for  an  "im- 
provement in  hand-stamps,"  the  original  letters  patent  having 
been  granted  to  him  September  22,  1857,  and  extended  for  seven 
years  from  September  22,  1871,  are  the  same  that  were  involved 
in  the  suit  of*  the  same  plaintiff  against  the  Secombe  Manufac- 
turing Company  (ante,  p  268)  in  this  court.  The  only  defenses 
set  up  in  the  answer  in  this  suit  are  that  letters  patent  for  inven- 
tions embracing  substantially  the  same  devices  and  combinations 
that  are  described  in  the  plaintiff's  patent  were  granted  in  Eu- 
rope, to  three  different  persons,  at  dates  prior  to  the  date  of  the 
plaintiff's  patent,  and  that  the  plaintiff's  invention  is  of  no  use, 
and  has  never  been  introduced  into  public  use,  and  the  combina- 
tion of  devices  described  in  his  patent  has  never  been  and  can 
not  be  successfully  used  as  a  hand-printing  and  dating  stamp,  or 
for  any  of  the  purposes  set  forth  in  his  patent. 

No  evidence  as  to  the  European  patents  referred  to  has  been 
put  in. 

To  say  that  the  plaintiff's  invention  is  of  no  use,  and  has  never 
been  introduced  into  public  use,  and  that  the  combination  of  de- 
vices described  in  his  patent  has  never  been  and  can  not  be  suc- 
cessfully used  as  a  hand-printing  and  dating  stamp,  or  for  any  of 
the  purposes  set  forth  in  his  patent,  when  it  appears  that  the  de- 
fendants have  made  and  sold  large  numbers  of  stamps  containing 
the  inventions  set  forth  in  the  claim  of  the  plaintiff's  patent,  and 
have  introduced  them  into  use,  and  that  in  such  stamps  the  com- 
bination of  devices  described  in  the  plaintiff's  patent  is  used  in 
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the.  manner  directed  by  the  plaintiff  in  the  specification  of  his 
patent,  is  to  overlook  the  true  state  of  the  evidence  in  the  case, 
when  considered  in  view  of  the  proper  construction  of  such  speci- 
fication. 

The  defendants'  stamps  contain  precisely  what  the  claims  of 
the  plaintiff's  patent  set  forth  and  claim,  and  this  is  not  denied  in 
argument.     Yet  it  is  said  that  the  plaintiff's  apparatus  will  not 
work  with  such  inking  process  as  he  describes  in  his  patent,  and 
will  only  work  with  such  an  inking-ribbon  as  the  defendants  use. 
But  the  plaintiff  describes  no  particular  inking  process.    He  says : 
u  When  the  face  of  the  stamp  is  inked  over  by  any  suitable  ink- 
ing device,  and  the  stamp  duly  pressed  upon  a  letter  or  other 
suitable  substance,  an  impression  will  be  left  thereupon  of  the 
types  contained  on  the  ring  C,  and  also  of  those  types  of  the  type- 
wheels  c,  </,  £,  that  are  in  line  with  the  types  on  the  ring  C."    He 
does  not  show,  by  description  or  drawing,  any  form  or  arrange- 
ment of  inking  device.     His  invention  does  not  concern  an  inking 
device.     He  states  that  his  stamp  will  work  with  a  suitable  inking 
device.     The  defendants  show  that  it  will  work  with  a  suitable 
inking  device,  and  that  they  make  and  sell  stamps  containing  the 
plaintiff's  inventions,  which  do  work  with  an  inking-ribbon,  as 
an  inking  device.     All  of  their  evidence  is  directed  to  show  that 
the  plaintiff's  stamp  will  not  work  with  an  unsuitable  inking 
device,  which  is,  in  effect,  what  he  himself  says  in  his  specifica- 
tion ;  and  such  evidence  clearly  shows  that  the  plaintiff's. stamp, 
when  used  with  an  inking-ribbon,  as  a  suitable  inking  device,  will 
do  what  the  specification  says  it  will  do.     It  is  therefore  useful. 
It  is  shown  that  an  inking-ribbon,  as  an  inking  device,  was  well 
known  at  the  date  of  the  plaintiff's  patent.     So  was  an  inking- 
pad,  and  so  was  an  inking-roller.     Any  of  them  falls  under  the 
head  of  a  suitable  inking  device,  referred  to  in  the  specification. 
One  may  give  less  trouble  than  another.     The  pad  may  require 
care  to  be  used  in  keeping  the  type-wheels  clean,  where  the  stamp 
is  frequently  used.     But  all  this  has  nothing  to  do  with  the  com- 
pleteness of  the  invention,  in  a  legal  sense. 

So,  in  regard  to  the  use  of  a  guide  or  plunger  in  connection 
with  the  handle.  The  specification  says  that  the  stamp  is  to  be 
"  duly  pressed"  upon  the  substance  on  which  the  impression  is  to 
be  made.  It  shows  no  guide  or  plunger  or  any  means  oppressing 
or  guiding,  except  that  of  the  hand,  directed  by  the  skill  of  the 
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will.  The  evidence  shows  that,  for  some  uses,  it  is  desirable  not 
to  have  a  guide  or  plunger.  But  a  handle  in  a  guide,  although 
the  guide  may  make  it  more  useful  for  some  purposes,. is  none  the 
less  the  handle  of  the  plaintiff,  carrying  the  apparatus,  for  the 
purposes  set  forth  by  the  plaintiff. 

The  other  objections  suggested  by  the  evidence  have  no  force 
and  require  no  consideration. 

The  good  faith  of  the  defense  in  this  case  is  more  than  ques- 
tionable, in  view  of  the  statement,  in  a  circular  issued  by  the  de- 
fendants, that  the  arrangement  of  dates  on  revolving  cylinders 
was  u  an  improvement  which  revolutionized  the  manufacture  and 
use  of  stamps,"  by  superseding  the  type-setting  stamps  formerly 
in  use.  That  improvement  is  conceded  to  the  plaintiff,  by  the 
absence  of  all  evidence  attacking  the  novelty  of  the  patent. 

There  must  be  a  decree  for  the  plaintiff  for  a  perpetual  injunc- 
tion, and  an  account  of  profits,  and  an  ascertainment  of  damages, 
with  costs. 


E.  S.  Emerson  and  others 


vs. 


Edward  Simm  and  others.     In  Equity. 

In  a  suit  in  equity  for  the  infringement  of  a  patent,  it  is  not  necessary  that 
the  complainant  should  pray  for  damages,  eo  nomine. 

It  is  well  established  that,  under  the  general  prayer  of  the  bill,  for  such 
relief  as  may  be  agreeable  to  equity,  the  complainants  became  entitled 
to  damages  upon  a  decree  being  rendered  in  their  favor.  By  the  law, 
they  follow  as  one  of  the  results  of  the  decree. 

When  the  defendant  purchased  the  machine  in  the  open  market,  not  know- 
ing that  it  was  patented,  and  abandoned  all  the  patented  appliances 
on  being  notified  of  their  infringement :  Held,  that  it  was  not  a  case 
for  exemplary  damages. 

It  is  well  established  that  when  an  inventor  exercises  his  monopoly,  by 
selling  licenses  to  make  and  use  his  improvement,  he  has  himself 
fixed  the  average  of  his  damages  when  his  invention  has  been  used 
without  his  license. 
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The  fact  that  the  defendants  discontinued  the  use  of  the  infringing  ma- 
chine on  notification  of  infringement,  and  that  thej  might  have  used 
some  other  unpatented  machine  with  equal  advantage,  has  no  weight 
in  measuring  the  complainants'  damages,  when  the  complainants  bare 
an  established  license  fee.  '  « 

A  decree  for  damages,  when  the  complainants  have  an  established  license 
fee,  for  the  amount  of  the  fee,  gives  the  defendant  no  right  to  use  the 
invention  for  the  life  of  the  patent: 

(Before  Nixon,  J.,  District  of  New  Jersey,  February,  1873.) 

Final  hearing  on  motion  to  confirm  master's  report. 

Suit  brought  on  letters  patent  for  "  improvement  in  sawing- 
machines,"  granted  Robert  G.  Emerson  and  John  Meyers,  May 
23.  1854. 

It  appeared  that  the  defendants,  without  knowledge  of  the  pat- 
ent, had  purchased  a  single  machine,  which  was  acknowledged  to 
be  an  infringement  of  complainants9  patent;  and  further,  that 
when  they  were  notified  they  were  infringing,  they  promptly 
abandoned  the  use  of  all  the  devices  protected  by  the  patent.  It 
also  appeared  that  the  complainants  had  an  established  license 
fee  for  persons  of  the  class  of  the  defendants,  for  using  machines 
made  under  the  patent. 

The  case  came  up  upon  exceptions  to  the  master's  report,  to 
whom  it  had  been  referred  to  state  an  account  of  the  profits 
received  by  the  defendants,  and  to  assess  the  damages  suffered  by 
the  plaintiffs. 

F.  H.  Betts,  for  complainants. 

S.  y.  Glassey,  for  defendants. 

Nixon,  J. 

The  bill  of  complaint  in  this  case  prays,  "that  the  defendants 
may  t>e  compelled  to  account  for,  and  pay  over  unto  the  plaintiffs, 
all  such  gains  and  profits  as  have  accrued  or  arisen  to,  or  been 
earned  and  received  by,  the  defendants,  and  all  such  gains  and 
profits  as  they  would  have  received  but  for  the  wrongful  acts  of 
the  defendants,  and  such  other  relief  as  the  equity  of  the  case 
may  require." 

The  bill  was  taken  as  confessed,  for  want  of  an  answer,  and  a 
final  decree  entered  May  9,  1872,  with  a  reference  to  a  master  to 
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take,  and  state  an  account  of  the  profits  accrued  to  or  received  by 
the  defendants  on  account  of  their  infringement,  and  also  to  assess 
the  damages  suffered  by  the  plaintiffs  from  such  infringement. 
The  master's  report  was  filed  November  22,  1872,  finding — 

1 .  That  no  satisfactory  proof  was  made  before  him  that  the 
defendants  had  derived,  or  received,  any  profit  from  the  use  of 
the  plaintiffs'  invention  ;  and, 

2.  That  the  plaintiffs  had  suffered  damage  by  the  infringement 
of  their  patent  right  by  defendants  to  amount  of  $1,200,  arising 
from  their  loss  of  the  license  fee,  as  established  by  the*  complain- 
ants, for  the  use  of  their  invention  and  machine,  by  persons 
engaged  in  business  of  the  character  carried  on  by  the  defendants.. 

Six  exceptions  are  filed  to  the  report  in  behalf  of  the  defend- 
ants, all  of  which,  I  think,  are  embraced  in  these  two : 

1 .  Because  the  master  reports  that  the  complainants  are  entitled 
to  any  damages  in  this  suit. 

2.  Because  he  reports  that  they  should  be  awarded  the  sum  of 
$1,200  as  a  license  fee  for  damages  for  the  infringement;  or  that 
the  evidence  in  the  case  warranted  the  finding  of  any  such  sum 
as  the  value  of  a  license  for  complainants'  invention. 

1 .  The  first  exception  was  not  very  seriously  urged  at  the  argu- 
ment. 

The  bill  in  this  case  was  filed  June  14,  1871.  Section  55  of 
the  act  of  July  8,  1870,  supplementing  the  provisions  of  the  pat- 
ent act  of  1836,  provides  that,  "upon  a  decree  being  rendered  in 
any  case  for  an  infringement,  the  complainant  shall  be  entitled  to 
recover,  in  addition  to  the  profits  to  be  accounted  for  by  the  de- 
fendant, the  damages  the  complainant  has  sustained  thereby,  and 
the  court  shall  assess  the  same,  or  cause  the  same  to  be  assessed 
under  its  direction,  and  shall  have  the  same  powers  to  increase 
the  same,  in  its  discretion,  that  are  given  by  said  act  to  increase 
the  damages  found  by  verdicts  in  actions  upon  the  case." 

It  will  be  perceived  that  the  above  section  materially  changes 
and  adds  to  the  remedy  given  to  plaintiffs  under  the  act  of  July  4, 
1836. 

Section  14  of  that  act  confined  the  jury  to  the  actual  damages 
which  had  been  sustained  by  the  plaintiff;  and  this  amount  the 
court  was  authorized  to  increase  to  any  sum  not  exceeding  three 
times  the  amount  of  the  verdict. 
-'"The  objection  of  the  defendants  in  this  case  is,  that  the  bill  of 
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complaint  does  not  pray  for  damages  eo  nomine,  and  hence,  that 
no  damages  should  be  allowed. 

The  answer  is,  that  the  bill  asks  for  an  account  of  gains  and 
profits,  and  such  other  relief  as  may  be  agreeable  to  equity*  and 
that  under  this  general  prayer  for  relief,  upon  a  decree  being  ren- 
dered in  favor  of  the  complainants  for  an  infringement  of  their 
patent,  they  are  entitled,  under  the  statute,  "  to  receive,  in  addi- 
tion to  the  profits  to  be  accounted  for  by  the  defendants,  the  dam- 
ages  they  had  sustained  thereby" 

The  damages  follow,  by  the  law,  as  one  of  the  results  of  the 
decree,  whether  specifically  prayed  for  or  not.     It  has  been  so 
held  in  England  under  Lord  Cairns'  act  (22  and  22  Vict,  cap.  27),. 
which  simply  gives  jurisdiction  to  the  coftrt  of  chancery  to  award 
damages,  if  it  sees  fit  so  to  do.     Betts  v.  Neilson,  16  Weekly 

\     Rep.  524 ;  lb.,  19  Weekly  Rep.  1 1 25  ;  Cotton  v.  Wyld,  32  Beavan, 

1     266. ' 

2.  I  have  examined  the  testimony  taken  by  the  master,  returned 
and  filed  with  his  report,  upon  which  he  bases  his  award  of  $1,200 
for  damages  to  the  complainants.  It  appears  that  the  defendants 
purchased  the  machine  in  the  open  market,  without  a  knowledge 
of  the  patent ;  that  they  used  it  about  nine  months,  commencing 
in  September,  1870,  and  ending  in  June,  1871  ;  that  it  was  used 
solely  in  their  own  business  in  sawing  boards  for  the  manufacture 
of  trunks,  and  that  they  abandoned  all  the  patented  appliances  to 
the  machine,  when  notified  of  their  infringement,  and  before  the 
suit  was  commenced.  No  case  is,  therefore,  made  for  exemplary 
damages,  and  the  sole  question  is,  whether  the  amount  fixed  by 
the  complainants  for  a  license  fee,  to  be  paid  by  persons  engaged 
in  business  of  the  character  carried  on  by  the  defendants,  is  a  fair 
criterion  by  which  to  judge  of  and  measure  the  damages  suffered 
by  complainants  from  the  defendants'  infringement. 

The  courts  have  always  found  it  difficult  to  lay  down  any  pre 
cise  rule  of  damages  in  patent  cases.  The  legislation  of  Congress 
in  the  matter  is  quite  suggestive.  By  section  5  of  the  act  of  i7°3» 
if  any  person  made  or  used  an  invention  without  the  consent  of 
the  patentee,  he  forfeited  and  became  liable  to  pay  to  the  patentee 
a  sum  that  should  be  at  least  equal  to  three  times  the  price  for 
which  the  patentee  had  usually  sold,  or  licensed,  to  other  persons, 
the  use  of  the  said  invention.  This  was  found  in  actual  practice 
to  be  a  measure  of  damages  both  inconvenient  and  harsh ;  incon- 
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venient,  because  it  did  not  make  provision  for  those  cases  where 
the  patentee  manufactured  and  sold  his  invention,  and  depended 
upon  the  profits  thus  realized  for  his  remuneration  ;  and  harsh, 
because  it  did  not  allow  any  discrimination  to  be  made  between 
the  innocent  violator  and  the  willful  pirate..  Section  14  of  the 
act  of  July  4,  1836,  before  referred  to,  restricted  the  jury  to  actual 
damages,  but  allowed  the  court,  in  its  discretion,  to  treble  the 
amount,  according  to  the  circumstances  of  the  particular  case. 
This  section  has  been  re-enacted  in  the  law  of  July  8,  1870,  and, 
in  addition  thereto,  authority  has  been  conferred  upon  the  court, 
sitting  in  equity,  to  ascertain  and  assess,  not  only  the  profits  of  the 
infringer,  but  the  damages  of  the  inventor,  with  power  of  a  cor- 
responding increase  in  its  discretion.  But,  although  no  rule  can 
be  laid  down  applicable  to  all  cases,  there  is  one  which  ordinarily 
applies  to  cases  of  this  sort,  where  the  patentee  depends  upon 
license  fees  or  royalties  for  his  compensation  for  the  use  of  his 
invention.  If  he  has  an  established  license  fee,  the  amount  of 
such  fee  is  his  loss  or  damage  for  the  use  of  the  invention  with- 
out a  license. 

The  Supreme  Court,  in  Seymour  et  a/,  v.  McCormick,  16 
How.  490,  says:  "Where  an  inventor  finds  it  profitable  to  exer- 
cise his  monopoly,  by  selling  licenses  to  make  or  use  his  improve- 
ment, he  has  himself  fixed  the  aveiage  of  his  actual  damages, 
when  his  invention  has  been  used  without  his  license."  The  same 
rule  was  applied  in  Sickles  v.  Borden,  3  Blatch.  C.  C  543  ;  in 
Goodyear  v.  Bishop,  2  Fish.  160;  and  in  Spaulding  v.  Page,  4 
Fish.  641. 

The  defendants  seek  to  avoid  the  application  of  this  rule  in  the 
present  case  by  showing  that  they  ceased  to  use  the  complain- 
ants' invention,  when  apprised  of  the  patent,  and  substituted  other 
appliances,  which  rendered  the  machine  quite  as  effective  and 
useful  for  their  purposes.  I  do  not  now  listen  to  the  suggestion 
of  complainants'  counsel  that  these  substituted  appliances  are 
mere  mechanical  equivalents,  for  this  is  not  the  proper  time'  and 
mode  of  trying  that  question  ;  but  "Surely  the  defendants  are  not 
permitted  to  get  rid  of  the  consequence  of  a  confessed  infringe- 
ment by  alleging  that  they  might  have  used  some  other  machine 
as  advantageously  as  the  complainants'.  However  available  such 
proof  might  be,  in  considering  the  question  of  the  defendants'  t  J 
profits,  it  has  no  weight  in  measuring  the  complainants'  damages. 
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I  am  therefore  of  the  opinion  that  the  exceptions  must  be  over- 
ruled and  the  master's  report  confirmed,  and  it  is  ordered  accord- 
ingly. 

Such  a  decree  in  this  case  will  give  to  the  defendants  the  right 
to  use  the  invention  of  the  complainants  during  the  life  of  the 
patent. 


Aaron  J.  Nellis  and  John  Crawford 


vs. 


J.  King  McLanahan,  William  Stone,  and  William 

Bailey.     In  Eqjjity. 

Where  suit  is  brought  for  the  infringement  of  several  patents  for  different 
improvements,  not  necessarily  embodied  in  the  construction  and  op- 
eration of  any  one  machine,  the  bill  must  contain  an  explicit  averment 
that  the  infringing  machines  contain  all  the  improvements  embraced 
in  the  several  patents,  or  it  will  be  bad  for  multifariousness. 

(Before  McKennan,  J.,  Western  District  of  Pennsylvania,  February,  i#730 

Demurrer  to  bill  in  equity. 
Suit  brought  upon  the  following  letters  patent : 
i.  Letters  patent  for  u  improvement  in  hay -elevators,"  granted 
to  Edward  Walker,  September  6,  1864,  and  reissued  December 
18,  1866.  ) 

2.  Letters  patent  for  "improvement  in  hay-elevators,"  granted 
Seymour  Rogers,  January  24, 1865,  and  reissued  May  29, 1866. 

3.  Letters  patent  for  "  improvement  in  horse  hay-rakes,"  granted 
Seymour  Rogers,  March  20,  1866. 

The  charging  part  of  the  bill  was  as  follows : 

"  And  your  orators  further  show  unto  your  honors,  as  they  are  informed 
and  believe,  that  the  said  defendants  herein  named,  well  knowing  all  the 
facts  hereinbefore  6et  forth,  are  now  constructing  and  using,  and  vending 
to  others  to  be  used,  hay- forks,  of  the  kind  and  description  known  in  the 
trade  as  *  harpoon  hay-forks,' in  some  parts  thereof  substantially  the  same 
in  construction  and  operation  as  in  the  said  several  letters  patent  men* 
tioned,  the  exclusive  right  and  privilege  to  make  and  use  which,  and  vend 
the  same  to  others  to  be  used,  is  thus  by  law  vested  in  your  orators. 
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**  And  so  it  is,  may  it  please  your  honors,  that  the  said  defendants,  as 
your  orators  are  informed  and  believe,  without  the  license  of  your  orators, 
against  their  will  and  in  violation  of  their  rights,  have  made  and  used, 
and  intend  to  continue  still  to  make  and  use  the  said  improvements,  within 
the  Western  District  of  Pennsylvania,  and  refuse  to  pay  to  your  orators 
any  of  the  profits  which  they  have  made  by  6uch  unlawful  manufacture 
and  use,  or  to  desist  from  the  further  infringement  of  said  recited  letters 
patent;  all  of  which  nets  and  doings  are  in  violation  of  the  exclusive 
rights  and  privileges  so  as  aforesaid  vested  in  your  orators,  under  and 
by  virtue  of  said  recited  several  letters  patent  and  assignments,  and  are 
contrary  to  equity  and  good  conscience,  and  tend  to  the  manifest  injury  of 
your  orators  in  the  presence/" 


if 


Then  followed  special  interrogatories  as  to  each  of  the  patents 
in  suit.  These  were  similar  in  character,  and  the  following  will 
serve  as  a  specimen  of  all : 

"Whether  the  said  defendants,  or  either,  and  which  of  them,  have  at 
any  time,  and  when,  and  duringwhat  period  of  time,  made,  used,  and  sold 
any,  and  how  many,  horse  hay-forks,  or  harpoon  hay-forks,  constructed, 
in  "whole  or  in  part,  upon  the  principles  and  in  the  manner  described  in 
said  reissued  letters  patent,  No.  — ,  granted  to  said  Edwin  L.  Walker,  as 
aforesaid.  Describe  minutely  and  in  detail  their  construction  nnd  opera- 
tion." 

To  this  hill  the  defendants  filed  a  special  demurrer,  and,  for 
cause,  showed,  that  it  appears  by  the  said  bill  that  the  same  is 
exhibited  against  those  defendants  for  three  several  and  distinct 
matters  and  causes,  to  wit,  for  alleged  infringements  of  three  sev- 
eral and  distinct  letters  patent  in  said  bill  set  forth,  which  three 
several  letters  patent  are  of  different  dates,  and  for  separate  and 
distinct  alleged  improvements,  one  of  said  letters  patent  being  for 
an  alleged  improvement  in  hay-elevators,  patented  to  one  Edward 
L.  Walker ;  another  of  said  letters  patent  being  for  an  alleged 
improvement  in  hay-elevators,  patented  to  one  Seymour  Rogers, 
and  the  other  being  for  an  alleged  improvement  in  horse  hay- 
forks, patented  to  one  Seymour  Rogers,  which  several  alleged 
improvements,  it  appears  by  the  said  bill,  are  not  necessarily  con- 
nected together  in  practical  operation  or  use,  nor  common  to  any 
one  hay- fork,  or  horse  hay -fork,  or  harpoon  horse  hay-fork,  made 
by  these  defendants ;  so  that  said  complainants,  by  their  single 
bill  of  complaint  aforesaid,  charge  the  infringement  of  each  of 
said  letters  patent,  and  thereby  seek  to  compel  these  defendants 
to  unite  these  separate  and  distinct  subject-matters,  wholly  uncon- 
nected with  and  entirely  independent  of  each  other,  and  calling 
for  three  several,  separate,  and  distinct  defenses,  depending  sever- 
ally upon  distinct  and  different  proofs,  so  as  to  complicate  and 
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embarrass  these  defendants  in  their  answer  to  said  bill  of  com- 
plaint, by  reason  whereof  said  bill  of  complaint  is  altogether 
multifarious. 

Bruce  £  Ncgley,  for  complainants. 

G,  H.  Christy,  for  defendants. 

McKennan,  J. 

The  defendants  have  demurred  to  the  bill  in  this  case  on  the 
ground  of  multifariousness.     The  bill  sets  up  three  distinct  pat- 
ents, viz  :  A  reissue  to  Edward  L.  Walker  for  an  improvement  in 
hay-elevator,  dated  December  18,  1866;  a  reissue  to  Seymour 
Rogers  for  an  improvement  in  hay -elevators,  dated  May  29, 1S66, 
and  an  original  patent  to  Seymour  Rogers,  for  an  improvement 
in  horse  hay-forks,  dated  March  26,  1866,  the  title  to  all  of  which 
is  vested  in  the  complainants  by  various  assignments. 
;  *xhese  improvements  are  not  necessarily  embodied  in  the  con- 
/struction  and  operation  of  any  one  hay-fork ;  and  unless  they  are 
'  identified  by  the  frame  of  the  bill,  the  defendants  can  not  be  sub- 
i   jected  to  the  embarrassment  of  confounding  defenses,  which  may 
1    be  severally  applicable  to  each  patent. 

The  bill  charges  that  the  defendants  are  now  constructing  and 
using,  and  vending  to  others  to  be  used,  hay-forks,  of  the  kind 
and  description  known  in  the  trade  as  *'  harpoon  horse  hay-forks, 
in  some  parts  thereof  substantially  the  same  as  in  the  said  several 
letters  patent  mentioned ."  There  is  no  explicit  averment  here 
that  the. forks,  made  and  sold  by  the  defendants,  contain  all  the 
improvements  embraced  in  the  complainants9  patents,  and  the 
interrogatories  clearly  indicate  that  a  discovery  is  sought  touching 
only  the  several  infringements  of  each'  patent. 

The  bill,  therefore,  does  not  show  any  reason  why  the  joining 
of  multifarious  causes  of  complaint  should  be  allowed ;  and  the 
demurrer  must  be  sustained. 
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William  H.  Bliss 


vs. 


The  City  of  Brooklyn.     In  Equity. 

No  particular  amount  of  utility  is  required  to  render  an  invention  patenta- 
ble, but  there  must  be  some.  * 

Where  the  invention  is  shown  to  be  worthless,  the  patent  must  fail* 

The  addition  to  a  combination,  inoperative  in  itself,  of  an  element  which 
renders  it  valuable  and  useful,  constitutes  a  new  and  distinct  combina- 
tion, and  is  something  more  than  a  mere  improvement. 

The  use  of  a  worthless  patented  combination,  in  connection  with  a  new 
element  that  renders  the  whole  useful,  can  not  be  punished  as  an 
infringement  of  the  patent  for  the  worthless  combination. 

The  patent  granted  William  H.  Bliss,  December  12,  1869,  as  a  reissue  of 
the  patent  granted  originally  to  William  H.  Bliss  and  Robert  B.  Law- 
ton,  February  22,  1859,  for  improvement  in  hose-couplings,  are  void, 
as  the  invention  there  described  is  wanting  in  patentable  utility,  when 
used  as  described  in  the  patent,  and  without  the  addition  of  the  lug 
afterward  patented. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  March,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  reissued  letters  patent  for  u  improvement  in 
hose-couplings,"  granted  William  H.  Bliss,  December  21,  1869, 
as. a  reissue  of  the  patent  originally  granted  to  Robert  B.  Lawton 
and  William  H.  Bliss,  February  22,  1859.  The  decision  of  a 
question  raised  in  the  early  part  of  the  same  case,  will  be  found 
reported  in  4  Fisher,  596. 

Figs.  1  and  2  represent  respectively  the  device  patented  by  the 
complainant,  and  the  device  substantially  as  used  by  the  de- 
fendant. 

In  fig.  1,  C  is  the  outer  thimble,  and  D  the  inner  one.  They 
are  held  together  by  the  pin^-,  held  in  the  head  /',  and  operating 
through  the  outer  thimble  against  the  inclined  .groove,  about  the 
inner  thimble. 

vol.  vi — 19 
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No.  1. 


No.  2. 


The  defendant  used,  in  addition  to  the  above-described  combi- 
nation, the  lug  G  (see  fig.  2),  on  the  inside  of  the  outer  thimble, 
and  beveled  to  correspond  with  the  inclined  side  of  the  groove  of 
the  inner  thimble,  so  that  when  pressure  is  applied  to  the  inner 
thimble  by  means  of  the  pin  F,  a  close  joint  will  be  formed. 

The  drawings  will  be  readily  understood  from  the  full  descrip- 
tion of  the  devices  found  in  the  opinion  of  the  court. 

• 

George  Gifford,  for  complainants. 

B.  £.  Valentine,  for  defendant. 


Benedict,  J. 

This  action,  which  has  been  before  me  on  a  former  occasion 
.(8  Blatchf.  C.  C.  533  ;  4  Fisher,  596),  upon  other  pleadings  and 
proofs,  having  been  reopened,  now  comes  up  for  determina- 
tion upon  new  pleadings  and  different  proofs.  It  is  an  action  to 
recover  damages  from  trie  city  of  Brooklyn  for  using  certain  hose- 
couplings,  which  are  claimed  to  be  an  infringement  upon  a  certain 
patent  for  hose-couplings,  originally  issued  to  Robert  B.  Lawton 
and  William  H.  Bliss,  on  February  22,  1859,  an(^  reissued  to  the 
plaintiff,  December  21,  1869. 

The  object  of*  the  invention  is  stated  in  the  original  patent  as 
follows :  "  The  object  of  this  invention  is,  to  connect  hose  together 
in  such  a  manner  that  a  swivel-joint  will  be  attained,  and  at  the 
same  time  certain  provision  made  for  compensating  for  the  wear 
attending  such  connection,  so  that  the  coupling  may  always  be 
kept  water-tight,  by  the  mere  act  of  adjusting  or  connecting  the 
parts  together."  The  claim  of  the  original  patent  is  as  follows: 
"  The  two  thimbles,  C,  D,  attached  to  the  ends  of  the  hose,  A,  2?t 
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the  thimble  C  being  provided  with  the  shoulder  3,  and  ground- 
seat  or  packing  c,  and  the  thimble  D  provided  with  the  groove  e, 
with  inclined  sides,  and  fitted  within  thimble  C,  the  above  parts 
being  used  in  connection  with  the  conical  roller  or  rollers^*,  fitted 
in  the  screw-caps  t\  and  the  whole  arranged  to  operate  as  and  for 
the  purpose  pet  forth." 

In  the  reissue,  upon  which  this  suit  is  based,  the  object  of  the 

invention  is  stated  as  follows  :  "The  object  of  this  invention  is,  to 

connect  hose  together  in  such  a  manner  as  to  secure  a  tight  joint," 

and  admit  of  their  being  connected  and  disconnected  with  greater 

facility  than  was  previously  done."     The  claim  in  this  reissue, 

which   is  the  subject  of  this  controversy,  is  as  follows :  "  The 

combination  of  the  two  thimbles  C  and  Z>,  by  means  of  a  pin, 

operating  longitudinally,  through  the  outer  thimble  C,  and  against 

the  inclined  side  of  the  groove  in  the  thimble  D,  so  that  the  two 

thimbles  will  be  forced  together  by  the  inward  movement  of  the 

pin  and  be  liberated  by  its  outward  movement,  substantially  as 

described." 

It  will  be  observed,  that  the  idea  which  is  put  forth  in  the  orig- 
inal patent,  as  the  new  idea  embodied,  as  there  described,  namely, 
the  formation  of  a  hose-joint,  which,  by  means  of  a  revolving  pin, 
could  swivel,  and  at  same  time  remain  tight,  is  omitted  from  the 
reissued  patent-  In  the  reissue,  the  only  object  of  the  invention, 
as  there  stated,  is  the  formation  of  a  tight  hose-joint,  by  means 
of  the  combination  of  certain  old  and  well-known  devices,  in  the 
manner  described. 

In  opposition  to  the  patent,  as  thus  reissued,  several  grounds  of 
defense  have  been  here  taken.     One  of  them  is,  that  the  inven-       I 
tion  which  the  reissued  patent  describes  is  worthless,  and  the      J 
patent,  for  this  reason,  invalid  ;  and  this  defense  appears  to  me 
to  be  supported  by  the  proofs.    'The  law  upon  the  subject  of  util- 
ity is  not  in  doubt.     No  particular  amount  of  utility  is  required 
to  render  an  invention  patentable,  but  there  must  be  some.    When 
the  invention  is  shown  to  be  worthless,  the  patent  must  fail.     Such 
appears  to  be  the  case  in  the  present  instance.     The  evidence  fails 
to  disclose  any  instance  where  the  combination  described  in  the 
reissued  patent  of  1869  has  been  successfully  used.  ^The  plaintiff 
himself  testifies*  that  he  does  not  know  of  any  such  coupling  hav- 
ing been  found  to  be  of  practical  use.     Although  he  sells  coup- 
hngs,  he  never  sold  any  such,  and  only  recollects  three  instances 
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where  their  use  has  been  attempted.  His  testimony  satisfies  roe 
that  the  combination  described  in  the  patent  here  relied  on,  proved 
inoperative  and  worthless.  / 

It  is  true,  that  couplings  containing  all  the  elements,  in  com- 
bination, which  are  described  in  the  plaintiff's  reissue  of  1869, 
are  in  use,  and  such  are  those  used  by  the  defendant;  but,  in 
these  couplings,  another  essential  element  is  present  in  the  com- 
bination, which  additional  element  is   not  to  be  found  in  the 
plaintiff's  reissue  of  1869.     This   additional    feature   is  a   lug, 
which  is  placed  upon  the  inside  of  the  outer  thimble,  opposite 
to  the  pin,  in  such  a  manner,  that,  when  the  pin  is  forced  inward 
upon  the  inner  thimble,  the  inclined  side  of  the  groove  of  that 
thimble  is  pressed  upon  the  lug,  and  that  part  of  the  inner  thim- 
ble is  thus  forced  up  to  the  shoulder  of  the  outer  thimble,  ut  the 
same  time  that  the  pin  itself,  by  pressing  the  inclined  groove, 
where  it  is  touched  by  the  pin,  forces  that  side  of  the  inner  thim- 
ble up  to  the  shoulder  of  the  outer  thimble,  thus  making  a  tight 
joint,  which  can  not  tilt,  although  the  inner  thimble  be  smaller 
than  the  inside  of  the  outer  thimble,  and  which  can  swivel  or 
turn,  and  be  tight.     The  introduction  of  this  element  makes  the 
combination  a  different  combination  from  that  described  in  the 
plaintiff's  patent  of  1869.  ^  This  combination,  into  which  the  lug 
enters  as  an  element,  is  the  subject  of  another  patent,  obtained  by 
the  plaintiff  on  February  25,  1862,  which  he  has  not  proved  here, 
and  in  which  he  states  that  the  lug  is  "very  essential."    This 
latter  patent  of  1862  has  been  put  in  evidence  by  the  defense,  and 
it  affords  strong  support  to  the  position,  that  the  combination  de- 
scribed in  the  reissue  of  1869  proved  worthless. 

But,  it  is  said,  that  the  introduction  of  the  lug  is  simply  an 
1  improvement.  I  can  not  so  consider  it.  The  two  combinations 
are  distinct,  because  they  have  different  elements,  and  attain  a 
different  result.  In  the  one  combination,  no  lug  appears,  and  no 
practical  result  is  attained.  The  introduction  of  the  lug,  for  the 
first  time,  produced  a  combination  which  accomplished  any  use- 
ful result.  An  added  element,  which  increases  the  efficiency  of  a 
combination,  of  itself  effective,  is  of  the  nature  of  an  improve- 
ment ;  but,  when  the  added  element  is  essential  to  the  production 
of  any  useful  result,  such  an  addition  is  not  an  improvement,  but 
its  use  gives  birth  to  the  only  patentable,  because  the  first  usefuji 
combination.     Notwithstanding,  then,  the  conceded  fact,  that  the 
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combination,  which  includes  the  lug, with  other  elements  which 
are  described  in  the  reissue  of  1869,  is  useful,  it  is  nevertheless 
necessary,  in  order  to  sustain  the  reissue,  that  it  should  appear 
that  the  device  there  described,  which  docs  not  contain  the  lug,  is 
of  some  utility.  As  before  stated,  the  contrary  here  appears,  and 
for  this  reason  the  patent  must  be  declared  invalid.  / 


George  C.  Roberts 

vs. 

William  F.  Ryer.     In  Equity. 

In  the  specification  of  the  reissued  patent,  granted  to  D.  W.  C.  Sanford, 
April  21,  1857,  for  "improvement  in  refrigerators,"  the  first  claim  is 
for  a  combination  of  three  elements.      1.  An  open-bottomed  ice-box, 
constructed  in  such  a  manner,  that,  by  the  perforation  of  holes  in  the 
sides  and  bottom  of  the  box,  the  air  will  pass  freely  down,  through, 
and  in  contact  with  the  ice  in  the  box,  so  that  it  can  fall  directly  from 
the  ice  upon  articles  to  be  refrigerated.     2.  A  dividing  partition,  open 
above  and  below,  so  placed  in  relation  to  such  ice-box  that,  by  means 
of  self-operating   internal   circulation,   in  a  closed  refrigerator,  the 
whole  of  the  contained  air  shall  be  kept  in  motion,  and  caused  to 
revolve  around  such  partition,  in  currents  moving  downward  only  on 
one  side  of  6uch  partition,  and  upward  only  on  the  other  side.     3.  A 
chamber  for  the  refrigeration  of  food,  or  provisions,  placed  directly 
under  the  ice-box,  whether  there  are  shelves,  or  fixtures,  in  such  cham- 
ber, to  hold  the  articles  in  the  descending  current  directly  under  the 
ice-box,  or  whether  such  articles  are  placed  in  such  current,  in  such 
chamber,  directly  under  the  open-bottomed  ice-box,  not  by  means  of 
shelves,  or  fixtures,  placed  there,  but  by  being  suspended  there,  or 
placed  on  the  floor,  or  otherwise  kept  in  position. 

The  second  claim  is  for  a  combination  of  three  elements,  the  first  and  third 
elements  of  the  first  claim,  combined  with  the  described  arrangement 
for  carrying  off  the  water,  whereby  the  cold  air  can  fall  directly  down 
upon  articles  to  be  refrigerated,  while  the  water  is  prevented  from 
dripping  into  the  apartment. 

Where  an  ex-farte  affidavit,  containing  a  description  of  an  alleged  antici- 
pation of  the  patent  sued  upon,  is  introduced  in  evidence :  //*/</,  that 
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on  the  contents  of  this  affidavit,  no  court  ■ 
for  want  of  novelty. 

The  defendant's  re  frige  rating- room  contains,  in  combination,  the  three 
elements  which  are  found  in  combination  in  the  first  claim  of  com- 
plainant's patent,  and  also  the  three  elements  found  in  combination 
in  the  second  claim. 

The  modes  of  operation  of  the  combinations  in  defendant's  room  are  the 
same  as  found  in  the  claims  of  complainant's  patent. 

The  invention  described  in  the  caveat  filed  in  the  Patent  Office,  by  A-  S. 
Lyman,  August  jo,  iSjJ,  is  the  same  as  that  described  and  claimed  by 
him  in  letters  patent  issued  March  35,  1856,  and  contains  everything 
claimed  in  complainant's  patent. 

Lyman  never  abandoned  his  invention,  and  complainant's  patent  must  be 
held  void  for  want  of  novelty. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  March,  1S73.) 


Final  hearing  on  pleadings  and  proofs. 

Suit  broii glit  on  letters  patent  for  "improvement  in  refrigera- 
tors," granted  to  D.W.C.  Sanford,  November  13,  1S55  ;  reissued 
April  21,  1S57  ;  extended  for  seven  years  from  the  expiration  of 
the  original  term,  and  assigned  to  complainant. 


Fig.  1  in  the  accompanying  engraving  is  a  perspective  view, 
exhibiting  the  interior  of  the  improved  refrigerator,  as  shown  in 
the  reissued  letters  patent.  Fig.  z  is  a  vertical  middle  section  of 
the  same.  The  parts  and  the  operation  of  the  refrigerator  are 
described  by  words  and  letters  of  reference  in  the  portion  of  the 
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specification  quoted  in  the  opinion  of  the  court,  in  which  the 
claims  will  also  be  found. 

JBarrett  <&  Redfield  and  T.  A.  yenckes,  for  complainant. 

y.  JV.  Piper,  y.  Guiman,  yr.y  and  jF.  If.  Betts,  for  defendant. 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent,  granted  April  21, 
*857*  to  D.  W.  C.  Sanford,  for  an  u  improvement  in  refrigera- 
tors," the  original  patent  having  been  granted  to  Sanford,  as 
inventor,  November  13,  1855,  and  the  patent,  as  reissued,  having 
been  extended,  October  20,  1869,  for  seven  years  from  November 
13,  iS5o,.     The  reissued  patent  has  three  figures  of  drawings, 
which   are  referred  to  in  the  specification   annexed  to  it,  fig.   1 
being  "a  perspective  view,  exhibiting  the  interior  of  the  refrig- 
erator;" fig.  2  "a  vertical  middle  section,"  and  fig.  3  ua  per- 
spective of  a  smaller-sized  refrigerator,  with  one  of  the  apart- 
ments   contracted."     The    specification    says:    u  My    invention 
consists  of  an  improvement  in  refrigerators,  whereby  the  whole 
of  the  contained  air  is  kept  in  continual  rotation,  purification, 
desiccation,  and   refrigeration,  and  with  economy  of  ice.     The 
circulation  of  the'  air  of  my  refrigerator  is  entirely  confined,  and 
consists  of  a  continuous  movement  or  rotation  of  the  air  confined 
within  the  apartment,  without  any  communication  with  the  ex- 
ternal air,  except  when  it  becomes  unavoidable  from  opening 
the  refrigerator.     I  have  found,  for  purification,  that  external  air 
is  not  necessary,  and  it  is  obvious  that  any  arrangement  by  which 
a  current  of  external  air,  after  being  cooled,  is  passed  through 
the  refrigerator,  must  be  attended  with  a  great  consumption  of 
ice,  and  that  any  arrangement  which  admits  of  stagnation  of  air 
in  any  part  of  the  refrigerator,  and  does  not  compel  circulation 
of  air  throughout  the  entire  apartments,  is  highly  objectionable. 
Both  of  these  conditions  I  have  avoided,  as  will  be  seen  from  the 
following  description."     Then  follows  the  description,  with  refer- 
ence to  the  drawings.     Within  a  suitable  casing  a  partition  is 
inserted,  with  an  opening  over  the  partition,  at  its  top,  and  an 
opening  under  it,  at  its  bottom,  so  that  there  is  free  communica- 
tion between  the  two  apartments  formed  by  the  partition.     The 
drawings  show  the  partition  as  being  vertical,  and  the  openings 
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as  being  of  little  vertical  height.     At  a  high  point  in  one  of  the 
apartments,  an  ice  receptacle  is  placed.     This  receptacle  is  per- 
forated on  the  sides  and  bottom,  so  as  to  allow  free  passage  of  air 
through,  and  in  contact  with,  the  ice.     The  ice  is  prevented  from 
coming  into  contact  with  the  sides  of  the  receptacle,  by  projec- 
tions indicated,  which,  in  this  case,  are  stated  to  be  made  by 
punching  the  holes  in  such  a  way  that  a  portion  of  the  metaJ  is 
protruded.     The  bottom  of  the  ice  receptacle  is  funnel-shaped, 
so  as  to  conduct  the  water  of  the  melting  ice  to  a  central  dis- 
charge, whence  it  falls  into  the  cup  or  flaring  end  of  an  escape- 
pipe,  which  passes  directly  out  through  the  side  of  the  refrigerator. 
It  is  stated  to  be  important  that  the  escape-pipe  should  occupy  as 
little  room  as  possible,  in  order  not  to  obstruct  the  motion  of  the 
air.     The  shelves  in  the  two  apartments  are  perforated,  to  allow 
of  the  free  transit  of  air.     The  apartment,  above  which  is  the  ice 
receptacle,  is  designated  as  apartment  C     The  apartment  on  the 
other  side  of  the  partition  is  designated  as  apaitment  J?.     The 
opening  at  the  top  of  the  partition  is  designated  as  B*,  and  the 
opening  at  its  bottom  as  £".     The  specification  then  proceeds: 
"  When  the  ice  is  placed  in  its  receptacle,  and  the  refrigerator 
closed,  the  whole  of  the  contained  air  will  be  set  in  motion,  and 
continue  to  circulate  or  revolve  as  long  as  there  is  any  ice,  or 
refrigerating  material,  in  the  receptacle.     The  operation  is  as  fol- 
lows :  The  denser  air  in  contact  with  the  ice  and  walls  of  the 
receptacle  descends,  and  its  place  is  immediately  supplied  with 
warmer  air  from  apartment  Z>,  through  the  opening  Bf.    The 
denser  air,  descending  through  the  entire  apartment  C,  and  pass- 
ing through  the  opening  1?\  keeps  up  a  continual  displacement 
of  the  whole  of  the  contained  air  of  the  refrigerator.     The  apart- 
ment D  has  a  higher  temperature  than  apartment  C,  and  the 
temperature  varies,  with   a  gradual  rise  from  the  time  the  air 
leaves  the  receptacle  until  it  arrives  at  the  upper  part  of  apart" 
ment  D.     It  is  evident,  that  the  rotation  of  the  air  will  continue 
until  the  ice  is  melted,  and  an  equilibrium  of  temperature  takes 
place  throughout  the  entire  refrigerator.    As  the  air  passes  through 
the  apartments,  it  imbibes  moisture  from  fruits,  vegetables,  meats, 
and  other  articles,  and  when  it  comes  into  contact  with  ice,  its 
capacity  for  moisture  is  diminished   by   condensation,  and  the 
moisture  is  condensed  upon  the  ice,  and  passes  off  with  the  waste 
water.     The  circulating  air  thus  being  continually  desiccated, 
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every  part  of  the  apartments  is  kept  from  mold  and  dampness. 
The  exhalations  and  odor  of  meat  and  other  articles  are  also  pre- 
cipitated upon  the  ice  with  the  condensed  vapor,  and  thus  the 
entire  apartments  are  kept  sweet.     [It  is  well  known  that  mold 
will  not  generate  in  a  current  of  air,  and  it  is  known  that,  when 
once    formed,  it   propagates   itself,  and   spreads  with   rapidity. 
Therefore,  if  any  one  part  of  the  refrigerator  be  out  of  the  direct 
course  of  circulation,  the  air  will  stagnate  there  and  develop  mold, 
which  will  contaminate  the  whole  apartment.    The  apartment  D 
may  vary  in  width,  and  it  may  be,  as  shown  in  fig.  3,  so  narrow 
as  to  serve  merely  as  a  passage  for  the  ascending  current  of  air, 
the  greatest  benefit  being  always  derived  from  the  downward  cur- 
rent in  apartment  C.     I  am  aware  that  various  devices  have  long 
since  been  known  for  causing  the  internal  circulation  of  air  in 
apartments  of  houses  and  refrigerators,  but  I  am  not  aware  that, 
in  any  instance,  a  complete  and  continued  rotation,  purification, 
desiccation,  and  refrigeration  of  the  whole  of  the  contained  air  of 
a  refrigerator,  has  been  compelled  under  the  same  arrangement 
as  in  my  improvement.    Therefore,  what  I  claim,  as  my  improve- 
ment in  refrigerators,  is  the  employment  of  an  open-bottom  ice- 
box, or  equivalent  thereof,  in  combination  with  a  dividing  partition, 
open  above  and  below,  so  placed,  that,  by  means  of  self-operating 
internal  circulation,  the  whole  of  the  contained  air  shall  be  kept 
in  motion,  and  caused  to  revolve  around  this  partition  in  currents 
moving  downward  only  on  one  side  of  this  partition,  and  upward 
onlv  on  the  other  side,  when  the  same  is  combined  with  a  cham- 
ber,  for  the  refrigeration  of  food  or  provisions,  placed  directly 
under  said  ice-box,  as  set  forth.     I  do  not  claim,  by  itself,  a  parti- 
tion dividing  vertically  one  compartment  of  a  refrigerator  from 
another,  nor  do  I  claim  placing  articles  to  be  refrigerated  in  a 
descending  current  of  air,  but  I  do  claim  placing  shelves,  or  fix- 
tures, for  holding  articles  to  be  refrigerated,  or  the  articles  them- 
selves, in  the  descending  current  directly  under  an  open-bottom 
ice-box,  in  combination  with  a  dividing  partition,  open  above  and 
below,  as  set  forth.     I  claim,  in  combination  with  said  shelves  or 
fixtures,  so  placed,  constructing  the  open  bottom  of  the  ice-box  in 
such  manner  that  the  air  may  pass  freely  down  through  the  same, 
and  fall  directly  from  the  ice  upon  the  articles  to  be  refrigerated, 
while,  at  the  same  time,  the  drip  of  the  water  is  prevented,  as  set 
forth.]"     Figs.  1   and  2,  in  the  figures  of  drawings  in  the  reis- 
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sued  patent,  represent  the  vertical  partition  as  in  the  middle  of 
the  width  of  the  refrigerator.  Fig.  3  represents  the  apartment  C, 
under  the  ice  receptacle,  as  occupying  nearly  the  entire  width  of 
the  refrigerator,  and  the  apartment  D  as  a  mere  flue,  without 
shelves,  and  too  narrow  for  any  other  use.  Fig.  1  represents  the 
shelves  in  each  apartment  as  constructed  of  parallel  rods,  each 
rod  as  long  as  the  width  of  the  apartment,  and  parallel  with  the 
width  of  the  refrigerator.  There  are,  in  .fig.  2,  arrows,  pointing 
vertically  downward,  in  apartment  C,  and  vertically  upward  in 
apartment  J9,  indicating  the  course  of  the  air. 

In  the  drawings  of  the  original  patent,  there  are  but  two  figures. 
In  each  of  them,  the  vertical  partition  is  in  the  middle  of  the 
width  of  the  refrigerator.  The  shelves,  in  fig.  1,  are  represented 
as,  each  of  them,  one-half  of  it,  in  a  direction  .parallel  with  the 
width  of  the  refrigerator,  solid,  and  the  other  half  of  it,  perforated 
with  holes',  and  so  arranged  that  each  solid  half  has  a  perforated 
half  immediately  above  it  and  a  perforated  half  immediately  be- 
low it,  and  each  perforated  half  has  a  solid  half  immediately 
above  it  and  a  solid  half  immediately  below  it  There  are,  in 
both  figures,  arrows,  representing  the  current  of  air  as  passing 
diagonally  from  one  perforated  part  to  another  perforated  part. 
The  specification  of  the  original  patent,  after  its  reference  to  the 
drawings,  contains  everything  that  is  above  set  forth  as  contained 
in  the  specification  of  the  reissue,  and  in^the  same  words,  with 
the  exception  of  what  is  above  put  in  brackets,  as  quoted  from 
the  reissue ;  and  that  is  not  found  in  the  original  specification. 
Instead  of  it,  the  original  specification  contains  this  language:  *4I 
am  aware  that  various  modes  have  been  tried  and  used  for  circu- 
lating air  in  refrigerators,  but  I  am  not  aware  that,  in  any  instance, 
a  complete  and  continued  rotation,  purification,  desiccation,  and 
refrigeration  of  the  whole  of  the  contained  air  in  the  refrigerator, 
has  been  compelled,  as  it  is  in  my  invention,  and  I  therefore  claim 
the  arrangement  set  forth,  for  causing  the  perpetual  rotation  of 
the  whole  of  the  air  contained  within  the  refrigerating  apart- 
ments,  said  arrangement  consisting,  when  the  refrigerator  is 
closed,  of  an  endless  passage  or  chamber,  the  walls,  shelves,  and 
ice  receptacle  of  which  are  so  placed  and  constructedr  that  the 
air  is  compelled  to  circulate  through  the  entire  apartment  or 
apartments,  and  from  which  the  water  of  the  melting  ice  is  dis- 
charged immediately   from   the  refrigerator,  instead  of  Bowmg 
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between  its  walls,  the  whole  being  constructed  as  herein  above 
set  forth." 

It  is  apparent,  from  the  language  of  the  specification  of  the 
original  patent,  that  Sanford,  when 'he  applied  for  his  original 
patent,  believed  that  he  was  th<*  first  inventor  of  any  arrangement 
in  a  refrigerator,  whereby  there  was  effected  a  complete  and  con- 
tinued rotation,  purification,  desiccation,  and  refrigeration  of  the 
whole  contained  air  in  a  closed  refrigerator.    He  therefore  claimed, 
in  that  specification,  the  use,  in  a  closed  refrigerator,  of  an  endless 
passage,  furnished  with  walls,  shelves,  and  ice  receptacle,  so  placed 
and  constructed  as  to  compel  the  perpetual  rotation  or  circulation, 
throughout  the  entire  apartment  or  apartments,  of  the  whole  of 
the  air  contained  therein,  with  the  provision  described  for  the  dis- 
charge of  the  water  of  the  melting  ice,*the  whole  being  constructed 
as  set  forth.     The  rotation  of  the  air  in  a  closed  refrigerator, 
through  the  ice  receptacle,  was  the  great  feature  dwelt  on  by  San- 
ford in  the  original  specification.    And  the  statement  of  the  inven- 
tion in  that  specification,  and  in  the  reissue,  in  the  same  words, 
shows  that,  when  applying  for  the  reissue,  the  same  idea  was 
entertained  by  Sanford,  namely,  that  he  was  the  first  person  to 
make  an  improvement  in  refrigerators,  whereby  the  whole  of  the 
contained  air  in  a  closed  refrigerator  should  be  kept  in  continual 
rotation,  purification,  desiccation,  and  refrigeration,  or,  in  other 
words,  the  first  person  to  make  such  arrangement  of  ice-box  and 
dividing  partition,  that,  by  means  of  self-operating  internal  circu- 
lation, the  whole  of  the  contained  air  in   a  closed  refrigerator 
should  be  kept  in  motion,  and  caused  to  revolve  around  the  par- 
tition.    This  is  further  shown  by  Sanford's  statement,  made  Sep- 
tember 16,  1868,  and  filed  in  the  Patent  Office,  October  7,  186S, 
in  his  application  for  the  extension  of  his  patent,  in  which  he  says 
that  he  made  his  improvement  because  he  had  seen,  in  Schooley's 
refrigerator,  a  defect,  in  introducing  external  air,  cooling  it  by  the 
ice,  and  suffering  it  to  escape,  thus  allowing  a  continuous  stream 
of  warm  air  to  enter  the  refrigerator,  and  a  stream  of  cold  air  to 
flow  out  of  it,  and  wasting  the  ice ;  that  he  set  hipnself  to  over- 
come such  defect;  and  that  he  did  so,  fc4by  closing  the  external 
openings*  of  Schooley's  refrigerator,  and  making,  instead  thereof, 
an  opening  in  the  top  of  the  partition,  above  the  ice,  so  as  to  have 
a  free  communication  from  one  side  of  the  partition  to  the  other, 
through  the  openings  at  the  top  and  bottom  of  the  partition,  thus 
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causing,  by  means  of  the  ice,  a  continuous  rotation  of  the  air  con- 
tained in  the  refrigerator,  by  which  contrivance  a  lower  tempera- 
ture was  produced  with  less  consumption  of  ice,  than  when  the 
air  was  allowed  to  escape  as  soon  as  it  was  cooled,  as  in  School- 
ey's."  The  economy  of  ice  necessarily  follows  from  establishing 
the  rotation  of  the  air  in  the  closed  refrigerator,  and  that  rotation 
is  established  by  causing  the  air  to  rotate  through  the  ice-box  from 
top  to  bottom,  and  then  down,  and  under  the  bottom  of  the  parti- 
tion, and  then  up,  and  over  the  top  of  the  partition,  and  into  the 
top  of  the  ice-box  again.  In  the  rotation,  the  air  is  necessarily, 
by  frequently  coming  into  contact  with,  and  passing  through,  the 
ice,  purified,  dried,  and  made  cold.  The  cooling  of  the  air  ini- 
tiates the  rotation,  if  there  be  an  open  bottom  to  the  ice-box,  and 
a  dividing  partition  open  above  and  below.  When  the  rotation 
has  once  commenced,  it  must  continue,  and  the  other  conse- 
quences described  must  follow. 

With  this  general  view  of  the  invention,  we  are  prepared  to 
consider  what  the  reissue  claims.    There  are  but  two  claims  really 
in  the  specification.     The  first  claim  is  a  claim  to  a  combination 
of  three  elements:  i.  An  open-bottomed  ice-box,  constructed  in 
such  manner,  that,  by  the  perforation  of  holes  in  the  sides  and 
bottom  of  the  box,  the  air  will  pass  freely  down  through,  and  in 
contact  with,  the  ice  in  the  box,  so  that  it  can  fall  directly  from 
the  ice  upon  articles  to  be  refrigerated  ;  2.  A  dividing  partition, 
open  above  and  below,  so  placed,  in  relation  to  such  ice-box, 
that,  by  means  of  self-operating  internal  circulation,  in  a  closed 
refrigerator,  the  whole  of  the  contained  air  shall  be  kept  in  mo- 
tion, and  caused  to  revolve  around  such  partition,  in  currents 
moving  downward  only  on  one  side  of  such  partition,  and  upward 
only  on  the  other  side  ;  3.  A  chamber  for  the  refrigeration  of  food 
or  provisions,  placed  directly  under  the  ice-box,  whether  there  are 
shelves  or  fixtures  in  such  chamber,  to  hold  the  articles  in  the 
descending  current  directly  under  the  open-bottomed  ice-box,  or 
whether  such  articles  are  placed  in  such  current,  in  such  cham- 
ber, directly  under  the  open-bottomed  ice-box,  not  by  means  of 
shelves  or  fixtures  placed  there,  but  by  being  suspended  there,  or 
placed  on  the  floor,  or  otherwise  kept  in  position.     The  claim 
which  immediately  follows  the  two  disclaimers,  is  the  same  thing 
as  the  claim  which  precedes  such  two  disclaimers,  and  must  be 
read  as  an  explanation    of  it.     The  second  and  last  claim  is  a 
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combination  of  three  elements — namely,  the  first  and  third  ele- 
ments of  the  first  claim,  combined  with  the  described  arrange- 
ment for  carrying  ofF  the  water,  whereby  the  cold  air  can  fall 
directly  down  upon  articles  to  be  refrigerated,  while  the  water  is 
prevented  from  dripping  into  the  apartment.  This  construction 
of  the  specification  is  that  indicated  in  the  case  of  Roberts  v. 
Uarnden  (2  Clifford,  500).  In  that  case,  the  partition  in  the 
defendant's  machine  did  not  extend  downward  below  the  lower 
end  of  the  side  of  the  ice-box,  and,  in  fact,  the  side  of  the  ice-box 
constituted  the  partition,  and  it  was  urged  that  the  defendant  had 
no  device  or  partition  to  keep  separate  the  ascending  currents 
and  the  descending  currents.  But  the  court  held,  that,  so  long 
as  the  general  tendency  of  the  air  in  the  compartment  containing 
and  beneath  the  ice-box  was  downward,  and  the  general  tendency 
of  the  air  in  the  other  compartment  was  upward,  the  difference 
in  the  arrangement  of  the  partition  was  not  such  as  to  relieve  the 
defendant  from  the  charge  of  infringement,  it  appearing  that  he 
extended  the  side  of  the  ice-box  downward  far  enough  to  per- 
form the  same  function  in  substantially  the  same  way,  and  to 
produce  the  same  re'sult,  as  the  plaintiff's  partition. 

In  the  case  of  Roberts  v.  Harnden^  it  is  stated  that  the  novelty 
of  the  invention  was  denied  by  the  answer.     On  that  point,  all 
that  is  said  in  the  decision  of  the  court  is,  that  the  defendant  had 
not  introduced  any  satisfactory  evidence  tending  to  show  that  the 
patentee  was  not  the  original  and  first  inventor  of  what  is  de- 
scribed in  the  reissued  patent  as  his  invention.     It  is  understood 
that  the  principal  defense  relied  on  in  that  case  was  the  alleged 
prior  invention  of  one  Thaddeus  Fairbanks.     An  ex -parte  affi- 
davit of  Azel  S.  Lyman,  made  April  6,  1864,  with  a  drawing 
annexed  to  it,  is  shown,  by  the  proofs  in  the  present  case,  to  have 
been  introduced  in  evidence  in  the  case  against  Harnden,  on  the 
point  of  a  prior  invention  by  Lyman,  and  to  have  been  the  only 
evidence  introduced  in  that  case  on  that  point.     That  affidavit 
contains  only  a  description  of  a  refrigerating  car,  two  of  which, 
it  states,  were  fitted  up  in  1853,  under  the  direction  of  Lyman, 
and  were  used  by  him  in  July  and  August,  1853,  in  carrying  oys- 
ters and  a  dressed  sheep,  by  rail,  from  New  York  to  Cincinnati, 
and  in  being  loaded,  near  Columbus,  Ohio,  with  dressed  beef  and 
lambs,  and  started  for  home.    On  the  contents  of  that  affidavit 
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alone,  no  court  could  hold  the  Sanford  patent  to  be  void  for  want 
of  novelty. 

The  defendant  has  a  refrigerating-room  which   he  uses  in  his 
business  as  a  butcher,  and  which  is  alleged  to  infringe  the  plaint- 
iff's patent.     The  room  is  8  feet  3  inches  long,  6  feet  2  inches 
wide,  and  6  feet  high.     The  ice-box,  at  one  side,  and  in  one 
corner  elevated,  is  5  feet  io£  inches  long,  on  the  long  side  of 
the  room,  3  feet  6\  inches  high,  and  2  feet  6^  inches  wide.     On 
the  two  sides  of  this  ice-box  which  are  toward  the  room,  there  is 
a  space  between  the  top  of  each  of  such  sides  and  the  ceiling  of 
the  room,  of  8  inches  in  height,  and  the  length  of  such  two  sides, 
for  the  ingress  of  the  air  of  the  room  into  the  ice-box.     A  door 
from  without  opens  into  the  ice-box,  by  which  to  put  ice  in. 
Another  door  opens  into  the  room  from  without.     The  ice  in  the 
ice-box  rests  on  a  wooden  rack  in  its  bottom,  which  affords  a  free 
passage  for  air.     Below  the  rack  is  a  cold  air-chamber,  the  roof 
of  which  is  the  bottom  of  the  rack,  and  the  bottom  of  which  is 
formed  by  two  inclines,  which  slope  downward,  and  toward  each 
other,  and  toward  a  center  line  midway  of  the  width  of  the  ice- 
box, so  as  to  leave  a  central  opening  5  feet  8  inches  long  and  2J 
inches  wide,  through  which  the  cold  air  finds  its  way  downward. 
The  water  from  the  melted  ice  falls  on  these  inclines,  and  runs 
down  them,  and  through  this  central  opening,  where  it  is  caught 
by  a  trough  5  feet  10  inches  long,  and  6£  inches  wide,  and  set3i 
inches  below  such  central  opening.    This  trough  is  1  foot  8  inches 

■ 

above  the  floor  of  the  room.  There  are  no  shelves  below  the  cen- 
tral opening,  but  there  is  a  rack  on  the  floor,  on  which  meat  is 
placed.  The  water  from  the  trough  is  conducted  by  a  pipe  out 
of  the  room.  The  room  has  been  used  in  this  way  for  more  than 
nine  years. 

There  can  be  no  doubt  that  the  defendant's  refrigerating-room 
contains,  in  combination,  the  three  elements  which  are  found  in 
combination,  as  before  explained,  in  the  first  claim  of  the  plaint- 
iffs patent,  and  that  it  also  contains,  in  combination,  the  three 
elements  which  are  found  in  combination,  as  before  explained,  in 
the  second  claim  of  the  plaintiff's  patent.  The  heat  given  out 
by  articles  placed  in  the  room  warms  the  air,  which  then  ascends 
a n,d  passes  over  the  tops  of  the  sides  of  the  ice-box,  and  thus 
around  the  partition,  and  into  contact  with  the  ice,'  and  is  thus 
cooled,  and  dried,  and  purified,  and  descends  through  the  open 
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bottom  of  the  ice-box,  and  then  through  the  central  opening,  and, 
descending  further,  according  to  the  law  governing  the  action  of 
cooler  air,  displaces  the  warmer  air,  and  pushes  such  warmer  air 
before  it,  and  upward  around  the  partition,  and  so  a  rotation  or 
circulation  of  the  contained  air  in  the  closed  room  is  established, 
which  goes  on  so  long  as  any  part  of  the  contained  air  is  warmer 
than  any  other  part  of  it.     The  cooled  air  can  fall  directly  down 
upon  such  articles  as  are  placed  under  the  central  opening,  with- 
out being  interfered  with  by,  and  without  interfering  with,  the 
disposition  of  the  water  from  the  melted  ice,  and  such  water  is 
carried  off,  and  not  allowed  to  drip  into  the  room.     The  modes  of 
operation  of  the  combinations  found  in  the  defendant's  room  are 
the  same  as  the  modes  of  operation  of  the  like  combinations  found 
in  the  claims  of  the  plaintiff's  patent. 

The  defense  principally  relied  on  in  this  case  is,  that,  as  to  both 
of  the  combinations  in  the  claims  of  the  plaintiff's  patent,  he  was 
anticipated  by  Azel  S.  Lyman,  in  inventions  and  structures  pre- 
viously made  by  Lyman,  and  that  the  defendant,  in  using  a  refrig- 
erating-room  constructed  and  operating  as  above  described,  has 
done  no  more  than  he  was  fully  instructed  to  do  by  such  struc- 
tures of  Lyman. 

The  earliest  date  sought  to  be  assigned  to  Sanford's  invention 
is  the  summer'of  1855.  That  date  is  the  one  given  by  him  in  his 
statement,  before  referred  to,  filed  in  his  application  for  extension, 
as  the  date  previous  to  which  he  had  paid  no  attention  to  the  sub- 
ject of  refrigerators. 

It  is  in  evidence,  that  Lyman,  on  August  20,  1852,  filed,  in  the 
Patent  Office,  a  caveat  for  ik  improvements  in  railroad  freight 
cars,  for  transporting  fresh  meats,  and  other  articles,  which  re- 
quire a  very  low  temperature  and  pure  air."     Such  caveat  con- 
tains a  description,  and  drawings  referred  to  therein.     The  object 
of  the  arrangement  is. stated,  in  the  caveat,  to  be  to  transport 
dressed  meats.     The  walls,  sides,  and  top  of  the  car  are  made 
double,  and  filled  in  with  a  bad  conducting  material,  the  car  is 
closed,  and  the  air  in  it  is  reduced  in  temperature,  by  passing  it, 
m  rotation  and  circulation,  through  ice,  or  other  cooling  material, 
contained  in  a  box  in  the  car,  or  through  tubes  immersed  therein. 
A  fan,  driven  by  a  cord  from  the  axles  of  the  car,  drives  the  air 
down  through  the  cooler.     After  the  air  leaves  the  bottom  of  the 
cooler,  it  passes  through  a  box  containing  disinfecting  material. 
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The  air  is  stated,  in  the  caveat,  to  be  preserved  cool,  pure,  and 
dry,  by  being  passed  frequently  through  the  cooler  and  the  disin- 
fecting material,  so  as  to  keep  the  meats  from  putrefying,  the 
moisture  from  the  meat  being  deposited  on  the  cold  surface,  and 
flowing  down,  and  being  caught  in  a  pan  below  the  bottom  of 
the  cooler,  whence  it  is  carried  oft',  by  a  tube,  to   the  outside  of 
the  car.     The  caveat  states  that  Lyman  proposes   to  claim  the 
providing  for  a  constant  circulation  of  air,  from  the  car,  through 
the  cooler,  and  through  the  disinfecting-box,  back  into  the  car,  by 
means  of  a  fan,  or  some  other  similar  mechanical  arrangement; 
the  drying  of  the  air,  by  the  precipitation  and  condensation  of  the 
water  held  by  it  in  solution,  by  passing  it  through  the  cooler;  the 
cooling  of  the  air  through  the  same  process ;  and  the  construc- 
tion of  a  cooling-house,  or  refrigerator,  in  the  manner  above 
described,  except  that  there  \vould  be  other  arrangements  for 
driving  the  fan. 

Between  the  date  of  this  caveat  and  the  year  1855,  Lyman  con- 
structed, and  put  into  successful  operation,  refrigerating -cars  and 
stationary  refrigerators,  embodying  the  principle  set  forth  in  such 
caveat,  and  constructed  substantially  on  the  plan  therein  stated, 
the  cars  being  arranged  with  fans  to  assist  in  the  circulation  of  the 
air,  and  the  stationary  refrigerators  having  no  fans,  but  depend- 
ing, for  such  circulation,  on  the  law  governing  the  movements  of 
cooler  and  warmer  airs,  free  to  communicate  with  each  other 
through  an  ice-box,  open  above  and  below.     All  of  these  struc- 
tures embodied  the  combinations  and  modes  of  operation  before 
stated,  as  found  in  common  in  the  defendant's  refrigerating-room 
and  in  the  plaintifFs  structure. 

In  the  summer  of  1852,  Lyman  constructed  a  closed  refrigera- 
tor, with  the  open-bottomed  ice-box,  the  bottom  of  which  was 
horizontal,  and  the  dividing  partition  extending  down  no  further 
than  the  lower  end  of  the  side  of  such  box,  and  a  charcoal  filter 
on  top  of  the  ice-box.  The  water  was  conducted  down  two  in- 
clines, and  fell  into  a  pan  on  ihe  floor  of  the  refrigerator,  and  was 
thence  carried,  by  a  pipe,  through  the  bottom.  He  used  this 
refrigerator  for  some  time,  in  his  house  in  Brooklyn,  N.  Y.,  and, 
finding  that  the  space  under  the  ice-box,  through  which  the  water 
fell,  was  not  utilized,  he  raised  the  pan  up,  and  placed  it  as  near 
to  the  cold-air  opening,  and  below  it,  as  it  could  be  placed,  with- 
out interfering  with  the  downward  flow  of  the  cold  air.    Under 
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the  pan,  a  wooden  shelf  was  placed  to  receive  articles.     Holes 
were  bored  through  this  shelf  for  the  passage  of  the  air.     The 
water  passed  from   the  pan,  to  the  outside,  by  a  pipe  running 
through  the  side  of  the  refrigerator.     Tn   this  refrigerator,  the 
opening  between  the  lower  edges  of  the  inclines  was  a  central 
one,  as  in  the  defendant's  structure.     Lyman  used  this  refrigera- 
tor, as  thus  altered,  fcr  some  time,  in  his  family,  placing  the  prin- 
cipal part  of  the  food  he  wished  to  preserve  on  the  shelf  referred 
to,  and  under  such  shelf.     In  the  fall  of  1852,  he  put  into  it  a  new 
ice-box,  the  bottom  of  which,  being  open,  sloped  toward  the  inte- 
rior.    Below  that  was  a  single  incline,  sloping  toward  the  outside, 
to  catch  and  conduct  the  drip.     The  opening  through  which  the 
cold  air  went  down  was  at  the  side,   and   not  central,  and  a 
flange,  raised  around  the  edges  of  the  opening,  carried  the  water 
around  the  opening,  and  it  was  discharged,  by  a  lead  pipe,  to  the 
outside.     Thus  the  pan  was  dispensed  with.     The-  shelf  below 
the  opening  remained  as  before,  and  so  did  the  charcoal  filler 
above  the  ice-box.     In  the  summer  of  1853,  Lyman  had  a  num- 
ber of  these  ice-boxes  made,  and  placed  one  of  them  in  a;  refrig- 
erator in  a  grocery-store  in  New  York,  and  showed  it  to  several 
persons  when  in  operation. 

Prior  to  this,  and  in  August  and  September,  1852,  Lyman  had 
a  closed  refrigerating- car  fitted  up.  It  had  two  ice  receptacles, 
each  with  an  open  bottom.  One  operated  with  the  aid  of  a  fan. 
A  pan  under  the  grate  on  which  the  ice  rested  caught  the  water, 
and  it  was  conducted  out  of  the  car.  The  air  entered  that  ice- 
box through  a  charcoal  filter.  The  other  ice-box  had  no  pan. 
Under  the  grate  of  that  box  was  a  descending  conduit,  and  the 
water  was  caught  by  a  flange.  The  height  of  the  lower  part  of 
the  conduit  from  the  floor  was  26  inches.  On  the  floor,  directly 
under  the  opening,  was  a  rack  for  meat.  The  opening  was  10 
inches  wide.  This  ice-box  depended  entirely  on  gravity  for  its 
circulation.  ,It  held  nearly  a  ton  of  ice,  and  was  placed  as  near 
the  top  of  the  car  as  it  could  be,  and  yet  allow  a  space  12  inches 
high,  for  the  passage  of  air  from  the  car  over  into  the  ice-box. 
The  lower  end  of  the  descending  conduit  was  14  inches  below 
the  grate.  In  September,  1852,  this  car,  so  arranged,  was  taken 
from  New  York  city  to  Watertown,  N.  Y.,  and  there  laden  with 
dressed  meat.  In  the  summer  of  1853,  Lyman  had  two  other 
vol.  vi — 20 
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refrigerating-cars  fitted  up,  being  the  two  referred  to  in  the  affi- 
davit, made  April  6,  1864,  before  mentioned.  In  each  of  these 
cars  there  were  two  open-bottomed  ice-boxes,  and  a  conduit  under 
the  grate  conducted  the  cold  air  down  to  within  about  18  or  24 
inches  from  the  floor.  The  air  from  the  car  was  impelled  into 
the  top  of  both  ice-boxes  by  a  fan.  The  drip  was  carried  out  as 
before.  These  cars  were  taken  from  New  York  city  to  Cincin- 
nati,  Ohio,  in  July,  1853,  laden  with  oysters  in  the  shell,  and  a 
dressed  sheep,  which  arrived  at  their  destination  in  good  order. 
They  were  laden,  at  Columbus,  Ohio,  in  August,  1853,  with 
dressed  beef  and  dressed  lambs,  and  taken  to  New  York  city, 
where  the  meat  was  sold. 

In   September,  1853,  Lyman  put  up  a  closed  refrigerator  in 
Syracuse,  N.  Y.,  16  feet  long,  16  feet  wide,  and  16  feet  high  on 
one  side,  and  20  feet  high  on  the  other  side.     The  ice-box  was 
placed  near  the  top  in  the  highest  side  of  the  refrigerator,  and 
was  8  feet  long,  5  feet  wide,  and  3  feet  high.     The  ice  was  sup- 
ported by  a  grate,  which  sloped  toward  the  interior,  and  below 
the  grate  was  an  incline  sloping  from   the  lowest  point  of  (he 
grate  in  a  reverse  direction.     The  cold-air  chamber  or  space  thus 
formed  below  the  grate,  terminated  below  in  a  conduit  16  inches 
wide  and  8  feet  long.     The  lowest  part  of  the  conduit  was  4  or 
5  feet  above  the  floor.     A  shelf  was  placed  about  3  feet  below 
the  opening,  and  in  the  descending  current  of  air,  and  on  this 
shelf  articles  to  be  preserved  were  placed.     The  drip  was  pre- 
vented by  catching  in  a  trough  the  water  which  flowed  down  the 
incline,  and  carrying  it  outside  by  a  pipe.     There  was  an  open- 
ing above  the  sides  of  the  ice-box,  through  which  the  air  from 
the  refrigerating-room  passed  into  the  ice-box.     This  structure 
had  the  open-bottomed  ice-box,  the  partition  open  above  and  be- 
low, the  prevention  of  drip,  the  descent  of  cooled  air,  the  rotation 
and  circulation,  the  downward  currents  on  one  side,  the  upward 
currents  on  the  other  side,  and  the  chamber  for  refrigeration 
directly  under  the  open-bottomed  ice-box. 

In  April  and  May,  1854,  Lyman  caused  to  be  constructed  for 
one  Tilton  a  closed  refrigerator,  which  was  put  in  use  by  him  in 
Franklin  market,  New  York,  during  the  summer  of  18541 J"^ 
was  used  by  Tilton  there  For  several  years  afterward.  It  embod- 
ied the  same  principles  of  construction  and  modes  of  operation, 
as  the  Syracuse  refrigerator.     It  had  a  descending  conduit  Sor 
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inches  wide,  and  about  3 \  feet  long,  and  the  lower  end  of  which 
was  about  16  inches  above  the  floor.  It  was  used  to  preserve 
poultry,  which  was  placed  on  three  shelves.  One  of  the  shelves 
extended  under  the  conduit.  This  refrigerator  stood  in  the  open 
market  for  several  years  after  the  summer  of  1854.  Lyman  per- 
sonally showed  it  to  a  great  many  persons,  and  explained  its 
internal  arrangement,  and  its  principle  and  mode  of  operation. 

In  the  summer  of  1854,  Lyman  caused  to  be  built  nine  closed 
refrigerators  for  domestic  use,  which  were  like  the  Syracuse 
refrigerator,  in  construction  and  mode  of  operation,  except  that 
they,  had  no  shelf  below  the  cold-air  opening,  but  had  a  space  or 
chamber  there,  for  articles  to  be  refrigerated.  These  refrigera- 
tors were  built  at  Mount  Vernon,  Westchester  county,  N.  Y. 
Lyman  used  one  of  them  in  his  family  for  a  dozen  years  or  more, 
from  and  after  July,  1854.  Some  of  the  others  were  sent  to  New 
York,  and  disposed  of  to  various  persons,  and  some  were  used  in 
Mount  Vernon. 

Between  1852  and  1855,  at  least  a  dozen  closed  refrigerators  of 

like  construction  were  made  at  the  Novelty  Iron  Works,  in  the 

city  of  New  York,  according  to  plans  furnished  by  Lyman.     In 

some  of  them,  the  conduit  extended  down  only  \\  inches  below 

the  cold-air  chamber  under  the  ice-grate,  and  in  others  it  extended 

down  to  within  12  or  16  inches  of  the  floor  of  the  refrigerator. 

These  refrigerators  were  delivered  to  various  parties  for  whom  they 

were  made.    Of  the  above  number,  eight  or  ten  were  constructed 

at  such  works  during  the  year  1S54,  anc*  one  of  those,  made  there 

by  one  Hadden,  for  his  own  use,  is  still  in  existence,  and  has  been 

put  in  evidence,  and  produced  for  the  inspection  of  the  court. 

This  refrigerator  was  used  by  Hadden,  in  his  family,  for  four  or 

five  years.     It  was  and  is,  in  construction,  like  the   Syracuse 

refrigerator,  before  described,  except  that  it  has  no  shelf  below 

the  cold-air  opening.     In  using  it,  however,  Hadden  placed  on 

the  floor,  in  and  under  the  descending  current  of  cold  air,  articles 

which  he  desired  to  keep  the  coldest.     The  cold-air  opening,  at 

the  bottom  of  the  conduit,  is  15J  inches  long,  and  2^  inches  wide, 

and  is  1 1  \  inches  above  the  floor  of  the  refrigerator. 

On  September  21,  1854,  Lyman  ^ec*  m  ^e  Patent  Office  an 
application  for  a  patent  for  an  "  improved  mode  of  cooling,  dry- 
mg,  and  disinfecting  air  for  ventilators  .and  refrigerators."  It 
consisted  of  a  petition,  specification',  oath,  and  drawing  (of  three 
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figures).     A  model  was  filed  November  i,  1854.     The  specifica- 
tion  says:    "My   improvement    in   refrigerators   consists  in   so 
arranging  them  that,  as  fast  as  the  air  becomes  warm,  and  moist, 
and  impure,  by  contact  with  the  meat,  it  is  drawn  off  and  passed 
through  the  material,  where  it  is  cooled,  dried,  and  disinfected, 
and  then  returned  to  rise  again  among  the  articles  in  the  refrig- 
erator, collecting  moisture  and  impurities,  which  it  deposits  in 
the  receptacle  intended  for  that  purpose,  thus  keeping  up  a  full 
circulation,  and  thoroughly  ventilating  the  refrigerator  with  dry, 
pure,  cold  air.     It  is  found  that  meat,  instead  of  becoming  wet  in 
a  few  days,  in  this  refrigerator,  becomes  gradually  dry"     The 
drawings  represent  a  refrigerator  constructed  substantially  like 
the   Syracuse   refrigerator  and  the  Hadden  refrigerator,  before 
mentioned.    There  is  an  ice  receptacle  high  up  ;  an  open,  grated 
bottom  thereto  ;  a  cold-air  chamber  below  ;  a  conduit  below  that, 
for  the  exit  of  the  cold  air ;   an   arrangement  for  catching  the 
water  and  conducting  it  to  the  outside,  without  interfering  with 
the  downward  flow  of  the  cold  air,  and  an  opening  over  the  top 
of  the  dividing  partition,  through  which  the  air  which  has  passed 
under  the  open  bottom  of  the  dividing  partition,  can  find  its  way 
into  the  ice-box,  the  inner  side  and  bottom  of  the  ice-box,  and  the 
inner  side  of  the  conduit,  forming  the  dividing  partition.     The 
specification  states,  that  the  receptacle  being  filled  with  fragments 
of  ice,  the  air  among  such  ice  will  be  cooled,  and,  becoming  more 
dense,  will  settle  down,  through  the  grate  on  which  the  ice  rests, 
into  the  cold-air  chamber  below  such  grate,  and  thence  down  the 
conduit ;  that,  so  long  as  the  air  in  the  ice  is  colder  and  heavier 
than  that  in  the  refrigerator,  it  will  continue  to  fall  down  the  con- 
duit, mingling  with  the  lower  strata,  and  forcing  the  upper  strata, 
or  warmest  air,  through  the  opening  above  the  dividing  partition, 
into  the  ice  receptacle ;  and  that,  when  this  air  comes  in  contact 
with  the  cold  surfaces  of  the  ice,  its  capacity  for  moisture  is  less- 
ened, and  the  moisture  is  deposited  on  the  ice.     The  specification 
proceeds :  "  By  this  arrangement  of  the  ice  receptacle  in  the  upper 
part  of  the  refrigerator,  with  an  opening  for  receiving  air  in  its 
upper  part,  and  a  grate  at  the  lower  part,  on  which  the  ice  rests, 
a  cold-air  chamber  below  the  grate,  and  a  descending  conduit 
from  the  cold-air  chamber,  or  with  an  arrangement  of  parts  sub- 
stantially the  same,  so  that  the  air  shall  be  caused  to  circulate 
rapidly  from  bottom  to  top  in  the  refrigerating-chamber,  and  from 
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top  to  bottom  in  the  separate  combinations,  as  described,  the  air 
is  not  only  cooled,  but  it  is,  by  being  frequently  passed  through 
the  interstices  of  the  ice,  thoroughly  dried,  and  it  is  washed,  as  by 
a  hail-storm,  a  decided  improvement  in  its  smell  is  effected,  and 
the  apparatus  becomes  not  only  a  cooling  and  drying,  but,  to  some 
extent,  a  disinfecting,  apparatus,  and  meat  placed  in  it  is  preserved 
fresh  and  pure  a  longer  time  than  in  any  other  refrigerator  in 
common  use,  where  both  are  kept  at  the  same  temperature,  and 
consume  the  same  quantity  of  ice."     The  claim,  in  the  specifica- 
tion, is  to  "the  combination  of  the  reservoir  of  cooling,  drying, 
and  disinfecting  material,  with  the  descending  tube  or  conduit,  so 
that  the  cold  condensed  air  in  this  conduit  shall,  on  account  of  its 
increased  weight,  cause  the  warmer  air  to  pass  more  rapidly 
through  the  material,  where  it  is  cooled,  dried,  and  disinfected, 
and,  in  its  turn,  to  fall  down  the  conduit,  being,  by  its  sides,  kept 
separate  from  the  other  air  until  it  mingles  with  the  lower  strata, 
substantially  as  described,  for  the  purposes  specified."     This  ap- 
plication was  rejected  on  November  27,  1854,  for  want  of  novelty, 
on  the  strength  of  three  prior  rejected  applications,  made  by  Thad- 
deus  Fairbanks,  James  Lentell,  Jr.,  and  John  Lewis  respectively. 
On  February  20,  1855,  Lyman  filed,  as  an  amendment,  a  new 
specification,  drawings,  petition,  and  model.     No  copy  of  such 
new  specification  is  furnished.     On  March  10,  1855,  ^ie  Patent 
Office,  in  re-examining  the  case,  expressed  a  doubt  whether  the 
difference  of  temperature  between  the  descending  column  from 
the  ice-chamber,  and  the  air  in  the  body  of  the  refrigerator,  would 
afford  motive-power  or  draft  practically  sufficient  to  maintain  a 
current.     Lyman,  on  March  28,  1855,  wrote  to  the  office,  that  he 
had  actually  demonstrated  that  the  difference  in  temperature  be- 
tween the  air  in  the  ice-box  and  descending-flue,  and  the  air  in 
the  body  of  the  refrigerator,  produced  a  circulation  ;  that  he  had 
made  several  refrigerators  on  his  plan  ;  and  that,  in  all,  an  abun- 
dant circulation  existed,  producing  a  remarkable  effect  in  drying 
and  purifying  the  air.     In  June,  1S55,  Lyman  appears  to  have 
dropped  the  prosecution  of  such  application  ;  but  on  December  1, 
J855i  eighteen  days  after  the  granting  of  the  patent  to  Sanford,  he 
"led  a  petition,  specification,  oath,  drawing,  and  model,  in  a  new 
application,  the  fee  paid  on  his  caveat  of  August  20,  1852,  being 
allowed  to  him  as  a  payment  toward  the  fee  on  this  application. 
*  he  specification  and  drawing  are  the  same  that  are  annexed  to 
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the  patent  afterward  granted  to  Lyman,  March  25,  1856,  for  an 
"improved  method  of  cooling  and  ventilating  rooms,"  etc.,  and 
the  drawing  is  the  same,  substantially,  as  that  annexed  to  Lyman's 
application  of  September  21,  1854.  On  December  5,  1855,  the 
Patent  Office  rejected  the  new  application  of  Lyman,  assigning, 
as  the  only  reason,  that  it  was  anticipated  by  the  patent  granted 
to  Sanford,  November  13,  1855.  In  reply,  the  office  was  re- 
minded, that,  in  granting  Sanford's  patent,  either  Lyman's  prior 
application  must  have  been  overlooked,  or  must  have  been  deemed 
not  to  interfere  with  Sanford's ;  that  Lyman  was,  according  to 
the  records  of  the  Patent  Office,  the  first  person  to  construct  a 
refrigerator  in  which  the  whole  of  the  contained  air  was  com- 
pelled to  circulate  through  the  ice-box,  thereby  securing  perfect 
ventilation  and  drying  ;  that  a  caveat  for  the  invention  was  filed 
by  Lyman,  August  20,  1852  ;  that  the  application  for  a  patent  was 
filed  by  him  September  21,  1854 ;  that  the  papers  in  the  applica- 
tion now  rejected  were  in  strict  accordance  with  the  invention  as 
first  submitted  ;  and  that  yet  a  patent  had  been  issued  to  Sanford. 
without  notice  to  Lyman,  and  for  what  was  now  declared  to  be 
the  same  invention.  Thereupon,  on  March  25,  1856,  a  patent 
was  granted  to  Lyman,  as  above  stated.  The  specification  of 
that  patent  says:  "My  improvement  in  cooling,  drying,  and  dis- 
infecting consists  in  the  peculiar  construction  of  the  box  or  res- 
ervoir for  holding  the  ice  or  other  cooling  material.  The  object 
sought  to  be  accomplished  by  this  construction,  is  the  production 
of  a  blast  or  current  of  cool  air,  in  a  determined  direction,  with- 
out mechanical  aid,  and  irrespective  of  place.  The  principle  I 
employ  is  that  which  is  exemplified  in  the  hydrostatic  column, 

• 

and  my  use  of  it  may  be  understood  by  the  following  compari- 
son :  If  we  suspend  a  cake  of  ice  freely  in  the  air,  and  near  to 
the  ceiling  of  a  closed  room,  slight  currents  would  soon  be  pro- 
duced by  the  disturbance  of  the  equilibrium,  consequent  upon  the 
cooling  of  the  air  in  contact  with  the  ice.  These  currents  would 
be  feeble,  because  the  cold  descending  air  would  spread  over  a 
wide  base,  and  the  temperature  soon  become  equalized  by  dm** 
ture  with  warm  air.  If,  however,  we  should  place  under  the  ice 
a  pipe  of  sufficient  size  to  surround  the  ice,  the  air,  as  it  cooled, 
would  fall  down  and  soon  fill  the  pipe,  but  still  have  a  tendency 
to  spread  laterally,  in  consequence  of  its  gravity,  and  therefore  it 
would  exert  pressure  on  all  sides,  similar  to  a  non-elastic  fluid- 
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If  a  plug  were  now  pulled  out  of  the  bottom  of  the  pipe,  this  air 
would  pour  out  with  a  certain  force  due  to  the  difference  of  tem- 
peratures outside  and  inside,  and  to  the  height  of  the  column, 
obeying  precisely  the  same  laws  which  would  govern  a  non-elastic 
fluid.     The  construction  of  a  refrigerating-box  on  this  principle 
enables  us  to  employ  it  to  various  useful  and  valuable  purposes, 
such  as  the  preservation  of  meats  and  vegetables,  ventilating, 
cooling,  drying,  and  disinfecting  apartments  in  hospitals,  sleep- 
ing and  other  rooms,  all  which  will  appear  in  the  following'  de- 
scription of  the  construction  and  operation  of  my  refrigerating 
apparatus.     This  apparatus  consists  of  three  parts,  viz  :  a  reser- 
voir, or  receptacle,  for  the  cooling  material ;  a  cold-air  chamber, 
and  a  conduit,  or  blast-pipe.     The  reservoir,  when  adapted  for 
holding  ice  as  the  cooling  material,  is  a  box  open  at  the  top,  and 
as  shown  at  D,  fig.  1.     This  is  divided  into  two  compartments, 
by  a  grating,  the  latter  serving  to  support  the  ice,  while  the  space 
beneath  forms  the  cold-air  chamber  E,  which  allows  of  the  free 
settling  of  the  cold  air  from  all  parts  of  the  grate.     At  F  is  the 
conduit.     This  is  a  trunk,  or  pipe,  attached  to  the  cold-air  cham- 
ber, and  may  be  of  different  lengths,  according  as  the  blast  is  to 
be  more  or  less  forcible — the  higher  the  column,  the  greater  being 
the  weight  and  velocity  of  the  discharge.     I  will  now  describe 
the  manner  of  application,  together  with  some  of  the  various  uses 
to  which  the  instrument  may  be  put.     When  inclosed  within  an 
air-tight  compartment,  (as  shown  in  fig.  1,  at  A,)  and  the  box  D 
charged  with  ice,  the  moisture  will  be  extracted  ffom  the  air  at 
the  same  rate  that  its  temperature  is  reduced,  in  the  following 
manner :  The  air  in  A  is,  at  first,  of  the  temperature  of  the  sur- 
rounding medium,  and  its  hygrometrical  condition  is  the  same. 
Ice  being  now  introduced  into  the  box  Dy  the  air  in  contact  will 
be  immediately  reduced  in  temperature,  condensation  takes  place, 
and  moisture  is  deposited.     The  condensed  air,  being  of  greater 
specific  gravity,  falls  into  the  air-chamber  2?,  flowing  thence  into 
JR.     Here,  as  it  can  not  spread  out  and  commingle  with  the  ex- 
ternal and  lighter  air,  it  drives  that  already  in  the  pipe  before  it, 
and  out  at  the  bottom,  finally  pouring  out  itself  in  a  continuous 
stream.     Once  out,  it  still  continues  to  act  similar  to  the  flow  of 
water,  spreading  over  the  floor,  and,  in  doing  so,  displaces  the 
lighter  and  warmer  air,  forcing  the  latter  upward  toward  the  top 
of  the  apartment.     As  it  there  comes  in  contact  with  the  ice,  the 
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condensation  and  precipitation  of  moisture  go  on  until  a  minimum 
temperature  is  reached.  Thus,  a  continual  circulation  is  kept  up, 
in  such  a  manner  that  the  whole  of  the  air  must  circulate  through 
the  ice-box.  Of  course,  all  articles,  such  as  meats  and  vegeta- 
bles, would  be  deprived  of  their  moisture  in  a  like  degree  with 
the  air,  the  latter  being  brought  to  the  condition  of  great  purity 
and  dryness.  As  the  water  collects,  it  falls  to  the  bottom  of  the 
cold-air  space  E,  when  it  is  discharged  to  the  outside  by  a  suita- 
ble pipe."  The  claim  of  the  patent  is,  to  u  the  combination  of  a 
descending  conduit,  or  cold-air  flue,  with  a  reservoir  for  contain- 
ing cooling  materials,  substantially  in  the  manner  and  for  the 
purposes  described." 

There  is  nothing  in  this  patent  of  1856  to  Lyman  that  is  not 
found  fully  developed  in  his  application  of  September,  1854.     In 
view  of  that  application,  the  patent  to  Sanford,  of  November, 
1855,  ought  not  to  have  been  granted.     Lyman's  application  con- 
tained everything  claimed  by  Sanford  in  his  patent — namely,  the 
arrangement,  in  a  closed  refrigerator,  of  an  endless  passage  or 
chamber,  running  through  an  open-bottomed  ice-box,  and  out  at 
the  bottom  of  it,  and  down,  and  under  a  partition,  and  up,  and 
over  such  partition,  and  into  such  ice-box  again,  the  construction 
being  such  that  the  whole  of  the  contained  air  circulates  through 
such  passage,  and  the  water  of  the  melting  ice  is  discharged  im- 
mediately from  the  refrigerator.     If  the  patent  of  1S56  to  Lyman 
was  properly  granted,  with  the  claim  it  contains,  a  patent  ought 
to  have  been  granted  to  him  on  his  application  of  1854,  with  the 
claim  then  asked  for.     The  evidence  shows  that  Lyman  was  the 
first  inventor,  as  between  him  and  Sanford,  of  what  is  claimed 
in  Lyman's  application  of  1S54,  and  of  what  is  claimed  in  San- 
ford's  patent  of  1855,  anc^  °f  wnat  is  claimed  in  Lyman's  patent 
of  1856. 

So,  too,  everything  that  is  claimed  in  the  claims  of  Sanford's 
reissue  of  1857,  as  those  claims  have  been  hereinbefore  explained, 
is  found  in  Lyman's  application  of  1854. 

Lyman  never  abandoned  his  invention..  He  devoted  much  time 
to  perfecting  it,  commencing  in  1852,  and,  after  his  refrigerators 
of  1854  had  been  constructed,  and  he  regarded  his  invention  as 
perfected,  he  applied  for  a  patent. 

It  is  urged,  on  the  part  of  the  plaintiff,  that  Lyman's  structure 
did  not  contain  a  chamber  of  refrigeration,  with  shelves  or  fixtures 
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for  holding  the  articles  to  be  refrigerated,  placed  in  the  descend- 
ing current  directly  under  an  open-bottomed  ice-box.     As  before 
explained,   it  does   not   require  that  the  chamber  should  have 
shelves  in  order  to  be  Sanford's  chamber.     The  Syracuse  refrig- 
erator of  Lyman  had  such  a  chamber,  with  such  a  shelf,  and  so 
did  the  Tilton  refrigerator  of  Lyman.     Some  of  his  other  struc- 
tures had  such  a  chamber,  with  such  a  shelf.     All  of  his  struc- 
tures had  such  a  chamber,  and  so  much  of  the  chamber  as  was 
directly  in  the  descending  current  could  be,  and  was,  used  for  the 
deposit  of  articles  to  be  cooled.     The  question  is  merely  one  of 
degree.     In  the  Syracuse  refrigerator,  such  descending  current 
was  16  inches  wide,  8  feet  long,  and  4  or  5  feet  high.     In  the 
Tilton  refrigerator,  it  was  5  or  6  inches  wide,  3J  feet  long,  and  16 
inches  high.     In  the  defendant's  refrigerator,  it  is  only  5  feet  8 
inches  long,  2 \  inches  wide,  and  20  inches  high.     In  the  Hadden 
refrigerator,  it  is  15!  inches  long,  2^  inches  wide,  and  ni  inches 
high.     In  Sanford's  original  specification,  there  is  no  suggestion 
of  the  especial  advantage  of  the  use  of  a  descending  current. 
Such  suggestion,  in  the  reissued  specification  of  Sanford,  is  an 
interpolation  ;  and  there  is  as  much  warrant  for  saying  that  Ly- 
man's conduit  may  vary  in  width,  so  as  to  be  as  wide  as  the  width 
of  the  ice-box,  and  thus  become  exactly  like  Sanford's  conduit  in 
the  drawings  of  his  original  patent,  occupying  half  of  the  width 
of  the  refrigerator  and  the  entire  width  of  the  ice-box,  as  there  is 
for  saying,  as  is  said  in  the  reissued  specification  of  Sanford,  that 
the  apartment  under  the  ice-box  may  vary  in  width,  and  may  be 
so  narrow  as  to  serve  merely  as  a  passage  for  the  ascending  cur- 
rent of  air.     In  the  structure  shown  in  the  drawings  of  Sanford's 
original  patent,  he  exhibits  a  conduit  as  wide  as  the  ice-box,  ex- 
tending down  to  the  very  bottom  of  the  interior,  and  conducting 
the  descending  stream  of  cold  air  to  the  opening  through  which 
it  passes  into  the  other  apartment.     That  conduit  is  so  wide,  that 
shelves  to  hold  articles  to  be  refrigerated,  or  the  articles  them- 
selves, may  be  placed  in  the  conduit,  and  none  of  the  apartment 
under  the  ice-box  is  outside  of  the  conduit.     In  Lyman's  struc- 
tures, he  made  his  conduit  shorter  in  length  and  narrower  in 
width,  so  narrow  that  no  shelves  could  be  placed  in  it,  and  no 
articles  could  be  refrigerated  in  it,  but  a  part  of  the  apartment 
under  his  ice-box  was  outside  of  the  conduit,  and  a  portion  so 
outside  of  the  conduit  was  directly  under  the  conduit,  and  in  the 
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descending  current,  and,  in  such  current,  shelves,  and  articles  to 
be  refrigerated,  could  be  and  were  placed. 

The  conclusion  at  which  I  have  arrived,  after  a  careful  consid- 
eration of  all  the  evidence,  and  of  the  arguments  of  counsel,  is, 
that  the  Sanford  reissue  is  void  for  want  of  novelty. 

As  to  the  questions  made  respecting  the  want  of  notice  in  the 
answer  as  to  some  matters  put  in  evidence,  I  think  that,  in  any 
view,  the  case  is  a  proper  one  to  allow  the  amendments  to  the 
answer,  which  were  moved  for,  at  the  hearing,  on  notice,  nunc 
pro  tunc,  as  of  the  time  the  answer  was  filed. 

The  bill  is  dismissed,  with  costs. 


Alonzo  S.  Gear  et  al. 


vs. 
Jonathan  P.  Grosvenor  et  al.     In  Equity. 

Patent  granted  Nathaniel  Gear,  November  8,'  1853,  for  a  machine  for  turn- 
ing and  cutting  irregular  forms,  sustained. 

A  patent  from  the  government  can  not,  in  a  collateral  proceeding,  be  im- 
peached  for  fraud  in  procuring  it. 

The  allegation,  that  "the  same  was  procured  by  fraud,  misrepresentation! 
and  in  violation  of  law,"  is  simply  an  allegation  of  a  conclusion  0 
law  from  facts,  which  facts  are  not  pleaded. 

The  provision,  that  "notice  of  the  day  set  for  the  hearing  of  the  case  sha 
be  published,  as  now  required  by  law,  for  at  least  sixty  days:''  neWt 
to  be  satisfied  by  a  publication  for  three  successive  weeks,  the  first  0 
said  publications  being  at  least  sixty  days  before  the  hearing. 

The  construction  given  to  a  statute  by  the  officers  appointed  to  execute  in 
and  acted  upon  for  a  long  term  of  years,  though  not  conclusive,  1 
entitled  to  great  consideration  by  the  court. 

The  jurisdiction  of  the  commissioner  over  the  subject-matter  comroenC 
with  the  filing  of  the  petition,  which  makes  it  his  duty  to  exercise  to* 
jurisdiction,  by  causing  a  proper  notice  to  be  published. 

The  filing  by  the  patentee  of  a  petition  for  extension,  and  the  pa/m***  ° 
the  required  sum  for  expenses,  confers  the  jurisdiction. 

1  'A 

Where  an  act  is  to  be  done,  or  a  patent  granted,  upon  proof  to  be  w 
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before  a  public  officer,  upon  which  he  is  to  decide,  the  fact  that  he  has 
done  the  act,  or  granted  the  patent,  is  prima  facie  evidence  that  the 
proofs  have  been  regularly  made,  and  were  satisfactory. 

No  other  tribunal  is  at  liberty  to  re-examine  or  controvert  the  sufficiency 
of  such  proofs,  if  laid  before  him,  when  the  law  has  made  such  officer 
the  proper  judge  of  their  competency  and  sufficiency. 

It  is  not  necessary  that  the  patent  should  contain  any  recitals  that  the  pre- 
requisites to  the  grant  of  it  have  been  duly  complied  with,  for  the  law 
makes  the  presumption. 

A  conveyance  made  before  a  grant  of  extension,  becomes  operative  upon 
the  right  as  soon  as  the  extension  hjas  been  granted,  and,  by  force  of 
such  conveyance,  the  legal  title  under  the  extended,  as  well  as  the 
original,  term  passes  to  the  grantee. 

The  policy  of  the  law  would  seem  to  require  that  the  patentee  applying  for 
the  extension,  should  himself  have  an  interest,  but  an  equitable  inter- 
est is. sufficient.  Such  an  interest  the  patentee  in  this  case  had  by 
virtue  of  the  stipulation  between  himself  and  his  grantee,  that  he 
should  be  interested  to  the  extent  of  one-half  the  proceeds  from  sales 
or  uses  of  the  patented  invention. 

An  assignment  of  an  interest  in  an  invention  and  letters  patent  therefor, 
before  the  expiration  of  the  original  term,  does  not  carry  with  it  any 
interest  in  a  subsequently  extended  term,  unless  the  assignment  con- 
tains a  specific  provision  to  that  effect. 

The  words  "  may  be  granted,"  in  the  habendum  of  a  deed,  must  be  con- 
strued with  reference  to  what  precedes  them,  and  may  refer  to  the 
reissues. 

If  the  thing  granted  be  only  in  the  habendum,  the  deed  will  not  pass  it. 

The  owners  of  a  patent  are  estopped  from  prosecuting  those  who  have 
worked  the  invention  under  a  license  from  a  third  party,  relying  upon 
the  admission  of  the  owners  that  said  third  party  had  the  right  to  grant 
such  license. 

Whether  such  admission  would  avail  the  respondents,  would  depend  upon 
whether  the  acts  relied  upon  to  prove  infringement  were  after,  and  in 
consequence  of,  these  admissions,  and  before  they  had  notice  that  they 
were  recalled  and  withdrawn. 

The  invention  described  in  letters  patent  to  Levy,  assignee  of  Hazard 
Knowles,  for  a  tonguing,  grooving,  and  molding  machine,  did  not 
anticipate  the  invention  of  Gear. 

The  court  ought  to  be  fully  convinced,  by  a  clear  preponderance  of  evi- 
dence, before  declaring  a  patent  void,  on  the  ground  of  prior  knowl- 
edge and  use. 

(Before  Shepley,  J.,  Districtof  Massachusetts,  March,  1873.) 
Final  hearing  on  pleadings  and  proofs. 
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Suit  on  letters  patent  "  for  a  machine  for  turning  and  cutting 
irregular  forms,"  granted  Nathaniel  Gear,  November  8,  1853,  and 
extended  seven  years ;  brought  by  complainants  as  assignees  of 
the  same. 

B.  R.  Curtis  and  7\  L*  Livermore,  for  complainants. 

B.  I?.  Butler  and  Marshall  <&  Rice,  for  defendants. 

Shepley,  J. 

This  is  a  bill  for  an  injunction  and  account  based  upon  letters 
patent  granted  to  Nathaniel  Gear,  November  8,  1853,  for  a  ma- 
chine for  turning  and  cutting  irregular  forms,  and  extended  for 
the  additional  term  of  seven  years,  from  November  8,  1867. 

The  answers  of  the  defendants  allege,  that  the  extension  of  the 
letters  patent  was  procured  by  fraud,  misrepresentation,  and  in 
violation  of  law. 

/It  is  well  settled  that  a  patent  from  the  government  can  not,  in 
a  collateral  proceeding,  be  impeached  for  fraud  in  procuring  its 
;  issue ;  this  can  only  be  done  in  a  direct  proceeding  to  set  it  aside. 
Eureka  Co.  v.  Bradley,  1 1  Wallace,  489 ;  Rubber  Co.  v.  Good- 
year, 9  Wallace,  796.  / 

Respondents,  however,  claim,  that  while  they  are  precluded 
from  relying  upon  any  fraud  or  misrepresentation  made  to  the 
Commissioner  of  Patents,  while  in  the  lawful  exercise  of  bis 
functions  in  judicially  determining  upon  a  matter  in  which  he 
had  acquired  jurisdiction,  they  have  a  right  to  aver  and  prove 
the  nullity  of  his  decision,  for  want  of  jurisdiction  of  the  ques- 
tion upon  which  it  is  made. 

As  a  matter  of  fact,  they  contend  that  the  notice,  requited  by 
law  to  be  published  sixty  days  previous  to  a  hearing  before  the 
Commissioner  of  Patents  on  an  application  for  extension  of  let- 
ters patent,  was  fraudulently  suppressed,  and  never  published  m 
the  manner  required  by  law. 

Respondents  also  claim,  that  even  if  the  order  and  notice  in 
the  proceedings  for  obtaining  the  extension  were  published  10 
compliance  with  the  terms  of  the  order  of  the  commissioner,  the 
publication  was  not  made  as  required  by  the  terms  of  the  1** 
then  in  force.  The  order  of  the  commissioner  was  as  follows: 
"Ordered  that  this  notice  be  published  in  the  Republican^ 
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the  Intelligencer,  Washington,  D.  C,  and  in  the  Washington 
County  News,  Marietta,  Ohio,  once  a  week  for  three  successive 
weeks  ;  the  first  of  said  publications  to  be  at  least  sixty  days  pre- 
vious to  the  day  of  hearing." 

Respondents  claim  this  was  not  a  publication  "for  at  least  sixty 
days,"  required  by  the  act  of  1861.  For  this  reason,  as  well  as 
by  reason  of  the  alleged  suppression  of  the  publication  of  the 
notice  as  ordered,  it  is  contended  that  the  Commissioner  of  Pat- 
ents never  acquired  jurisdiction  of  the  subject-matter,  and  that 
the  extension  was  granted  without  authority  of  law. 

If  the  defense,  of  want  of  validity  of  the  extension  by  reason 
of  informality  in  the  order  of  notice,  or  fraudulent  suppression  of 
publication  of  the  notice  ordered,  be  one  which  is  open  to  the 
defendants  in  a  suit  brought  for  alleged  infringement  of  the  ex- 


tended patent,  it  may  well  be  doubted  whether  the  allegation  in 
the  answer  in  this  case  is  sufficient  to  let  in  the  defenses  set  up. 
The  allegation,  that  "the  same  was  procured  by  fraud,  misrepre- 
sentation, and  in  violation  of  law,"  is  simply  an  allegation  of  a 
conclusion  of  law  from  facts,  which  facts  are  not  pleaded.    There 
is  nothing  in  the  allegation  in  the  answer  which  would  take  the 
defense  out  of  the  scope  of  the  decisions  of  the  Supreme  Court, 
that  the  act  of  the  commissioner  can  not  be  impeached  for  fraud. 
But  if  the  defense  were  well  pleaded  in  the  answer,  and  the 
facts  were  alleged,  which  are  relied  upon  to  establish  the  fraud 
and  the  absence  of  jurisdiction,  I  do  not  think  they  would  avail 
the  defendants  in  this  proceeding. 

The  act  of  1836,  chapter  357,  section  18,  made  it  the  duty  of  the 
Commissioner  of  Patents,  whenever  a  patentee  made  application 
in  writing  to  the  commissioner  for  an  extension  of  his  patent  be- 
yond the  term  of  its  limitation,  to  cause. to  be  published  in  one  or 
more  of  the  principal  newspapers  in  the  city  of  Washington,  and 
in  such  other  paper  or  papers  as  he  may  deem  proper,  published 
in  the  section  of  country  most  interested  adversely  to  the  exten- 
sion of  the  patent,  a  notice  of  such  application,  and  of  the  time 
and  place  when  and  where  the  same  will  be  considered,  that  any 
person  may  appear  and  show  cause  why  the  extension  should  not 
be  granted. 

The  act  of  1S48,  chapter  47,  section  1,  vested  in  the  Commis- 
sioner of  Patents,  solely,  the  power  to  extend  patents,  previously 
vested  in  a  board  composed  of  the  Secretary  of  State,  Commis- 
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sioner  of  Patents,  and  Solicitor  of  the  Treasury,  and  provided  for 
a  reference  of  the  case  to  the  principal  examiner  having  charge 
of  the  class  of  inventions  to  which  the  case  belongs,  after  appli- 
cation made  to  the  Commissioner,  "  and  sixty  days'  notice  given 
thereof." 

The  law  of  1861,  chapter  88,  section  12,  required  ail  applica- 
tion for  the  extensions  of  patents  to  be  filed  at  least  ninety  days 
before  the  expiration  thereof,  "  and  notice  of  the  day  set  for  the 
-hearing  of  the  case  shall  be  published,  as  now  required  by  law, 
for  at  least  sixty  days." 

As  has  been  previously  stated,  the  commissioner,  in  the  case  of 
this  application,  ordered  the  notice  to  be  published  "for  three 
successive  weeks,  the  first  of  said  publications  to  be  at  least  sixty 
days  previous  to  the  day  of  hearing," — and  the  claim  is,  that  the 
publication  should,  have  been  made  for  sixty  days  successively 
before  the  hearing,  and  not  having  been  so  ordered  or  made,  the 
commissioner  had  no  jurisdiction. 

It  should  here  be  noted,  that  it  appears  that  the  construction 
put  upon  the  act  of  1861  by  the  commissioner  in  this  case,  in 
ordering  the  notice,  was  in  accordance  with  the  invariable  prac- 
tice of  the  office,  no  change  having  been  made,  after  the  passage 
of  that  act,  in  the  forms  of  the  orders  of  notice  as  issued,  since 
the  passage  of  the  act  of  1S48. 

The  construction  given  to  a  statute  by  the  officers  appointed  to 
execute  it,  and  acted  upon  by  them  for  a  long  term  of  years, 
though  not  conclusive,  is  entitled  to  great  consideration  by  the 
court.  Union  Ins.  Co.  v.  Hoge,  21  Howard,  35-66;  Edwards' 
Lessee  v.  Darby,  12  Wheaton,  210. 

But  it  is  not  necessary  to  place  the  decision  on  this  ground 
The  jurisdiction  of  the  commissioner  over  the  subject-matter 
commences  with  the  filing  of  the  petition,  which  makes  it  his 
duty  to  exercise  that  jurisdiction  by  causing  a  proper  notice  to  be 
published.  Before  such  order  is  issued,  he  must,  in  the  exercise 
of  that  jurisdiction,  have  determined  whether  the  publication 
should  be  in  one  or  more  of  the  principal  newspapers  in  Wash- 
ington ;  what  newspapers  in  Washington  were  "principal  news- 
papers" in  the  sense  of  the  statute  ;  what  "'other  paper  orpaptf* 
he  may  deem  proper"  for  the  publication,  in  the  particular  case 
before  him  ;  and  what  "section  of  country  is  most  interested  ad- 
versely to  the  extension  of  the  patent." 
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It  is  plain  from  this  examination  of  the  statute,  that  the  filing 
by  a  patentee  of  the  petition  for  extension,  and  the  payment  of  the 
required  sum  for  expenses,  confers  the  jurisdiction.  The  subse- 
quent acts — of  selecting  the  papers  in  which  publication  shall  be 
ordered,  and  the  number  and  locality  of  the  papers,  and  issuing 
the  order,  and  adjudicating  upon  the  question  whether  that  pub- 
lication has  been  made  according  to  law — are  all  in  the  exercise 
of  the  jurisdiction  previously  acquired. 

It  is  insisted  that  the  certificate  of  the  commissioner  granting 
the  extension,  shows  upon  its  face  a  want  of  jurisdiction,  and  that 
the  notices  were  not  given  as  required  by  the  act  of  1861 .  The  cer- 
tificate of  the  commissioner  is,  that,  in  accordance  with  the  provis- 
ions of  the  act  of  1836  and  the  act  of  1848,  he  "  did, on  this  30th  day 
of  September,  1867,  decide  that  said  patent  ought  to  be  extended." 
It  contains  no  recitals  respecting  the  notices  issued,  or  the  mode 
of  their  publication.     Such  recitals  in  a  patent,  whether  original, 

a 

reissued,  or  extended,  are  unnecessary.  Where,  as  in  this  case, 
an  act  is  to  be  done,  or  a  patent  granted  upon  proofs  to  be  laid 
before  a  public  officer,  upon  which  he  is  to  decide,  the  fact  that 
he  has  done  the  act,  or  granted  the  patent,  is  prima  facte  evi- 
dence that  the  proofs  have  been  regularly  made,  and  were  satis- 
factory. No  other  tribunal  is  at  liberty. to  re-examine  or  controvert 
the  sufficiency  of  such  proofs,  if  laid  before  him,  when  the  law 
has  made  such  officer  the  proper  judge  of  their  competency  and 
sufficiency.  It  is  not  necessary  that  the  patent  should  contain  any 
recitals  that  the  prerequisites  to  the  grant  of  it  have  been  duly 
complied  with,  for  the  law  makes  the  presumption,  and  if,  indeed, 
it  were  otherwise,  the  recitals  would  not  help  the  case  without  the 
auxiliary  proof  that  .these  prerequisites  had  been,  in  fact,  com- 
plied with.  Philadelphia  and  Trenton  JR.  R.  Co.  v.  Stimpson, 
14  Peters,  458  ;  Seymour  v.  Osborne,  1 1  Wallace,  543  ;  Rubber 
Co.  v.  Goodyear,  9  Wallace,  797  ;  Stimpson  v.  Railroad,  4  How- 
ard, 384. 

The  answers  of  respondents  deny  the  title  of  the  complainants 
to  the  extension  of  the  patent. 

The  deed  of  Nathaniel  Gear,  the  patentee,  to  Alonzo  S.  Gear, 
one  of  complainants,  is  dated  July  10,  1867.  It  recites  the  grant- 
mg  of  the  original  patent ;  that  application  has  been  made  for  an 
extension,  and,  for  a  valuable  consideration,  assigns,  sells,  and 
transfers  to  Alonzo  S.  Gear,  all  the  right,  title,  and  interest  which 
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the  grantor  has,  or  may  have,  in  and  to  the  invention,  by  virtue  of 
the  granting  of  the  said  extension,  followed  by  the  usual  haben- 
dum clause.  The  extension  was  granted  on  September  30, 1867, 
for  the  term  of  seven  years  from  November  8,  1867.  On  Novem- 
ber 25,  1867  (after  the  extension  was  granted),  Alonzo  S.  Gear 
conveyed  one  undivided  half  of  the  patent,  for  the  extended  term, 
to  John  Gear,  the  other  complainant. 

Respondents  contend  that  the  assignment  of  N.  Gear  to  Alonzo 
S.  Gear  was  delivered  before  the  extension  was  granted,  and  that 
Alonzo  S.  Gear  did  not  take  thereby  a  vested  legal  title,  but  only 
an  equitable  interest,  capable  of  being  perfected  by  a  court  of 
equity,  in  event  of  a  refusal  by  N.  Gear  to  perfect  it  by  a  subse- 
quent conveyance 

In  Railroad  Co.  v.  Trimble,  10  Wallace,  380,  the  Supreme 
Court  held  that  a  conveyance,  made  before  a  grant  of  extension, 
became  operative  upon  the  right  as  soon  as  the  extension  had 
been  granted,  and  that,  by  force  of  such  a  conveyance,  the  legal 
title  in  that  case,  under  the  extended  as  well  as  under  the  original 
patent,  passed  to  the  grantee. 

The  act  of  Congress  authorizing  extensions  of  patents,  undoubt- 
edly contemplated  a  benefit  to  the  patentee,  not  yet  sufficiently 
rewarded  by  the  receipts  from  his  patent.  The  policy  of  the  law 
would  seem  to  require,  that  the  patentee  applying  for  the  exten- 
sion should  himself  have  an  interest.  An  equitable  interest  is 
sufficient  for  this  purpose,  the  court  having  decided  that  he  may 
convey  the  legal  interest.  Such  an  interest  the  patentee  in  this 
case  had,  by  virtue  of  the  stipulations  between  himself  and  his 
grantee,  that  he  should  be  interested  to  the  extent  of  one-half  of 
the  proceeds  from  sales,  or  use  of  the  patented  invention. 

Respondents  aver  that  complainants  never  had  the  exclusive 
ownership  of  the  territory  of  New  York  and  Massachusetts  (or 
the  extended  term  of  the  patent. 

It  is  clear  that  complainants  have  no  title  to  the  extended  term 
for  the  State  of  New  York.  Nathaniel  Gear,  before  the  convey- 
ance to  A.  S.  Gear,  had  conveyed  his  interest  in  the  extension  to 
the  New  York  Circular  Molding  Company,  by  a  deed,  in  terms 
embracing  all  extensions  that  might  be  granted  of  the  rights  in 
the  patent  conveyed. 

The  rights  of  the  complainants  in  Massachusetts  depend  upon 
a  state  of  facts  entirely  different.     Nathaniel  Gear,  by  his  assign- 
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ment,  dated  April  24,  1854,  conveyed  to  John  M.  Buell,  as  fol- 
lows: "All  the  right,  title,  and  interest  I  have  in  said  letters 
patent  in  the  following  territory,  and  in  no  other  place  or  places, 
to  wit,  the  State  of  Massachusetts ;  the  same  to  be  held  and  en- 
joyed by  the  said  John  M.  Buell,  his  heirs  and  assigns,  for  his 
own  use  and  behoof,  and  for  the  use  and  behoof  of  his  legal  rep- 
resentatives, to  the  full  end  of  the  term  for  which  said  letters 
patent  are,  or  may  be  granted,  as  fully  and  entirely  as  the  same 
would  have  been  held  and  enjoyed  by  me,  had  this  assignment 
and  sale  not  been  made." 

An  assignment  of  an  interest  in  an  invention  and  letters  patent 
therefor,  before  the  expiration  of  the  original  term,  does  not  carry 
with  it  any  interest  in  a  subsequently  extended  term,  unless  the 
assignment  contains  a  specific  provision  to  that  effect.  Wilson  v. 
Rosseau,  4  Howard,  646  ;  Bloomer  v.  Mc.Quewan,  14  Howard, 
539  >  Clum  v.  Brewer,  2  Curtis,  520. 

The  assignment  to  Buell  does  not  contain  any  stipulation  for  an 
interest  in  any  extended  term  that  might  be  acquired  by  the  pat- 
entee under  the  acts  of  Congress.     The  words  in  the  granting 
clause  are,  "all  the  right,  title,  and  interest  I  have  in  said  letters 
patent,"  etc.    Referring  to  the  previous  recitals  in  the  deed  to  find 
the  meaning  of  u  said  letters  patent,"  we  find  the  recital  to  be  that, 
lk  Whereas,  Nathaniel  Gear,  of  Zanesville,  Ohio,  did  obtain  let- 
ters patent  of  the  United  States  for  a  machine  for  turning  or  cut- 
ting irregular  forms,  which  letters  patent  bear  date  November  8, 
1853.    And  whereas,  John  M.  Buell  is  desirous  of  purchasing 
from  me  an  interest  therein."     Thus  far.,  in  the  granting  part  of 
the  deed,  or  in  the  previous  recitals,  there  is  nothing  which  can, 
with  any  show  of  reason,  be  claimed  to  apply  to  anything  but 
the  term  of  the  patent  for  fourteen  years  from  November  8,  1853, 
The  grantor's  interest  in  this  patent  for  the  State  of  Massachusetts 
Was  the  subject-matter  of  the  grant.     Unless  certain  words  in  the 
habendum  clause  can  be  construed  as  extending  the  contract  to  a 
subject-matter  not  before  embraced,  or  referred  to  in  the  recitals 
of  granting  portions  of  the  deed,  there  can  be  no  doubt  as  to  the 
intention  of  the  parties.    The  habendum  is  to  Buell  and  his  assigns 
uto  the  full  end  of  the  term  for  which  said  letters  patent  are  or 
maybe  granted,  as  fully  and  entirely  as  the  same  would  have  been 
held  and  enjoyed  by  me,  had  this  assignment  and  sale  not  been 
vol.  vi — 21 
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made."  The  claim,  that  the  interest  in  the  extended  term,  either 
legal  or  equitable,  passed  by  the  deed,  is  based  upon  these  words 
in  the  habendum  clause  alone.  If  the  thing  granted  be  only  in 
the  habendum,  and  not  in  the  premises  of  the  deed,  the  deed  will 
not  pass  it ;  and  therefore  if  a  man  grant  black  acre  only,  in  the 
premises  of  a  deed,  habendum  black  acre  and  white  acre,  white 
acre  will  not  pass  by 'this  deed.     Sheppard's  Touchstone,  J6- 

The  words  "may  be  granted,"  must  be  construed  with  refer- 
ence to*  what  precedes  them.  If  not  loosely  used  without  any 
reflection,  they  may  refer  to  reissues  of  the  patent.  As  the  reis- 
sued letters  which  might  be  granted,  would  be  for  the  same  term 
as  uthe  said  letters  patent,"  such  might  be  referred  to  by  the 
words,  "  to  the  full  end  of  the  term  for  which  said  letters  patent 
are  or  may  be  granted,"  as  the  letters  patent  which  had  been,  and 
the  reissues  which  might  be  granted,  would  be  for  the  same  term, 
and  that  the  term  described  in  the  previous  parts  of  the  deed.  An 
assignment,  very  similar  in  form  to  this  one,  has  been  construed 
not  to  carry  the  interest  in  the  extended  term,  in  a  very  carefully 
considered  opinion  of  Judge  Sawyer,  in  the  case  of  Jenkins  v. 
The  Nicolson  Pavement  Company,  in  the  Circuit  Court  for  the 
District  of  California,  not  yet  reported. 

Respondents  .also  claim  that  complainants  have  licensed  and 
authorized  the  defendant,  Grosvenor,  to  make  and  vend  the  inven- 
tion of  Nathaniel  Gear  in  the  territory  of  Massachusetts  and  New 
York,  and  have  openly  encouraged  and  silently  acquiesced  in  the 
construction  and  sale  of  his  machines  in  those  states  by  both  re- 
spondents, by  printing  and  circulating  handbills  and  documents 
signed  by  them,  setting  forth  that  he  had  the  right  to  construct 
and  vend  said  invention  in  those  states.  ■ 

The  right  in  the  extended  patent  for  the  State  *f  New  York  is 
not  owned  by  these  complainants.  So  much  of  the  evidence  in 
the  case  as  relates  to  alleged  infringements  in  the  State  of  New 
York,  may  be  laid  out  of  the  case. 

It  appears  that  at  one  time  Grosvenor,  having  obtained  an  inter- 
est under  the  Massachusetts  Molding,  Wood-cutting  and  Turning 
Company,  in  the  original  patent  for  the  State  of  Massachusetts, 
supposed  that  he  had  thereby  acquired  an  interest  in  the  extended 
term.  The  complainants  so  far  acquiesced  at  one  time  in  this 
construction  of  the  conveyances  as  to  issue  certain  circulars, 
which  are  introduced  in  evidence,  and  which  do  so  far  admit 
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that  complainants  have  not  the  exclusive  rigrtf  for  Massachusetts ; 
that  they  would,  in  the  judgment  of  this  court,  estop  the  com- 
plainants from  prosecuting  as  infringers  any  persons  who,  with 
knowledge  of  those  circulars,  and  acting  upon  the  admissions 
therein  made,  had,  upon  the  faith  of  those  admissions,  placed 
themselves  in  a  condition  to  he  injured,  hy  allowing  those  admis- 
sions to  be  disproved.  This  would  be  a  defense  to  a  purchaser 
in  Massachusetts  under  Grosvenor,  who  purchased  and  used  a 
machine,  acting  and  relying  upon  the  admission  of  the  complain- 
ants. Whether  it  would  avail  the  respondents,  would  depend  upon 
the  question  whether  the  acts,  relied  upon  to  prove  infringements 
by  them  at  any  given  time,  were  after,  and  in  consequence  of,  . 
these  admissions,  and  also  in  reliance  upon  them,  and  before  they 
had  notice  that  they  were  recalled  and  withdrawn. 

The  respondents  were  certainly  aware,  in  1869,  that  complain- 
ants claimed  the  entire  interest  and  title  in  the  extended  term  for 
the  State  of  Massachusetts.  Tiie  letters  of  Grosvenor  of  March 
28,  and  of  Lawrence  of  September  17,  1869,  preclude  any  pre- 
sumption that  they  were  then  acting  under  any  supposed  license, 
encouragement,  or  acquiescence  of  the  complainants. 

The  answer  alleges  that  Nathaniel  Gear  was  not  the  first  and 
original  inventor  of  the  thing  patented.  Respondents  rely  upon 
alleged  prior  knowledge  and  use  by  Hazard  Knowles,  as  described 
in  his  letters  patent,  granted  April  17,  1849,  and  prior  knowledge 
and  use  by  J.  M.  Doe,  at  Cambridge,  Massachusetts  ;  by  Levi  Hay- 
wood, at  Erving  and  at  Gardner,  Massachusetts,  and  also  prior 
knowledge  and  use  at  Princeton,  Massachusetts. 

Careful  examination  of  the  evidence  has  satisfied  me  that  J.  M. 
Stuart,  who  testifies  to  the  use  of  exhibit  I  at  Princeton,  is  mis- 
taken as  to  time,  and  that  this  cutter-head  could  not  have  been 
used  at  the  time  he  supposes,  nor  in  fact  at  any  time  prior  to  the 
date  of  N.  Gear's  patent. 

The  invention  described  in  the  letters  patent  to  Levy,  assignee 
of  Hazard  Knowles,  for  a  tonguing,  grooving,  and  molding  ma- 
chine, clearly  did  not  anticipate  the  invention  of  Gear.  The 
round  cutter-heads  in  the  Knowles  machine  had  no  use,  except 
to  support  the  cutters,  and  did  not,  like  the  cutter-head  in  the 
Gear  machine,  serve  as  a  guide  or  direction  to  the  form  or  pat- 
tern carrying  the  material  to  be  dressed. 

There  is  much  more  difficulty  and  doubt  amending  the  decision 
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on  the  question  of  novelty,  as  affected  by  the  evidence  in  relation 
to  the  alleged  prior  use  by  J.  M.  Doe  and  Levi  Haywood. 

In  relation  to  the  prior  use  of  cutter-heads,  substantially  like 
those  claimed  in  the  Gear  patent  by  Doe  and  Haywood,  there 
is,  especially  in  Haywood's  case,  a  vast  mass  of  contradictory 
and  irreconcilable  testimony.  Long,  and  patient,  and  careful 
examination  of  this  evidence,  shows  the  utter  impossibility  of 
reconciling  the  conflicting  statements,  or  of  avoiding  the  conclu- 
sion that,  on  one  side  or  the  other,  the  witnesses  were  testifying 
to  matters  not  within  their  knowledge  or  recollection.  It  would 
be  useless  to  spread  upon  the  pages  of  this  opinion  an  analysis 
which  I  have  carefully  made  of  the  many  hundred  pages  in  the 
record  devoted  to  this  portion  of  the  evidence.  Upon  this  point 
I  need  only  state  the  conclusion  to  which  I  have  come,  not  with- 
out some  hesitation  and  some  regret,  that,  in  a  case  like  this  of 
conflicting  and  contradictory  statements  from  the  respective  wit- 
nesses, the  judgment  of  the  court  could  not  have  been  aided  by 
actual  presence  before  the  court  of  the  witnesses  on  the  stand. 
The  complainants  arc  entitled  to  the  benefit  of  the  presumption, 
arising  not  only  from  the  grant  itself,  but  its  unimpaired  existence 
during  the  original  term  and  its  subsequent  extension  ;  the  burden 
is  upon  those  seeking  to  overthrow  it  for  want  of  novelty,  to  sat- 
isfy the.  court  upon  that  issue,  especially  in  a  case  like  this,  where 
the  parties  have  exercised  rights  under  the  patent,  and  claimed 
interests  in  it,  in  the  original  as  well  as  the  extended  term,  and 
now  rely  upon  evidence  as  to  transactions  occurring  seventeen  or 
eighteen  years  before  the  giving  of  the  testimony,  to  impeach  the 
patent.  Under  these  circumstances,  the  court  ought  to  be  fully 
convinced,  by  a  clear  preponderance  of  evidence,  before  declaring 
a  patent  void,  on  the  ground  of  prior  knowledge  and  use.  The 
evidence  fails  to  produce  a  conviction  in  my  mind,  that,  prior  to 
the  date  of  N.  Gear's  patent,  there  was  either  in  the  shop  of  Doe, 
at  Cambridge,  or  of  Haywood,  at  Erving  or  Gardner,  or  else- 
where, any  cutter-head  in  use,  embracing  the  invention  described 
in  the  claim  of  that  patent. 

Decree  for  an  injunction  and  an  account. 
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George  C.   Roberts 


vs. 


Joseph  Buck,  Jr.     In  Equity. 

Where  evidence  of  anticipations  not  set  up  in  the  answer  had  been  taken, 
and  a  motion  afterward  made  to  amend  the  answer:  Held,  that  an 
amendment  would  not  make  that  evidence  admissible  which  was  taken 
under  objection  before  the  amendment. 

Considering  that  the  omission  in  the  answer  was  evidently  by  inadvert- 
ence of  counsel,  and  that  the  complainant  is  not  taken  by  surprise, 
under  all  the  circumstances  of  the  case,  the  amendment  is  allowed 
upon  terms,  but  defendant  not  allowed  costs  up  to  time  of  hearing 
the  case. 

Complainant's  patent  held  to  be  anticipated  by  refrigerators  constructed 
by  A.  S.  Lyman,  in  New  York,  in  1854. 

(Before  Shepley,  J.,  District  of  Massachusetts,  March,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  "improvement  in  refrigera- 
tors," granted  D.  W.  C.  San  ford,  November  13,  1855  »  reissued 
April  21,  1857;  extended  for  seven  years,  and  assigned  to  com- 
plainant. This  is  the  same  patent  involved  in  the  suit  of  Rob- 
erts \.  Ryer,  reported  in  this  volume,  and  a  full  description  of  the 
patent  will  be  found  in  the  statement  of  that  case.  The  issues  in 
both  cases  are  substantially  the  same,  except  a  question  of  prac- 
tice arising  in  this  case,  which  is  fully  set  forth  in  the  opinion  of 
the  court. 

T.  A.  Jenckes  and  Morse,  Stom  &  Greenough,  for  com- 
plainant. 

Brown  &  Holmes,  for  defendant. 

Shepley,  J. 

This  is  a  bill  in,  equity  to  recover  profits  and  damages  for 
alleged  infringement  of  letters  patent  granted  to  D.  W.  C.  San- 
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ford,  November  13,  1S55  ;  reissued  April  21,  1857,  an^  extended 
October  21,  1869,  for  an  improvement  in  refrigerators,  the.  inter- 
est in  the  letters  patent  being  now  owned  by  the  complainant. 
^The  principal  question  in  the  case  is  as  to  the  novelty  of  San- 
ford's  invention.  A  preliminary  question  arises,  and  must  first 
be  determined,  on  the  motion  to  amend  the  answer.  Evidence 
had  been  taken  in  the  case  of  the  caveat  of  A.  S.  Lvman,  in 

m 

1852,  of  the  grant  of  a  patent  to  him  in  1856,  and  as  to  the  use 

of  the  Lyman  patent  before  the  date  of  the  invention  by  Sanford. 

/        The  answer  was  defective  in  not  naming  the  caveat,  or  the  grant 

/        of  letters  patent  to  Lyman,  or  in  stating,  as  required  by  the  act 

/         of  1S70,  section  61,  by  whom  the  alleged  invention  of  Lyman 

had  been  used.     A  motion  was  made  to  amend  the  answer  to  let 

■  

/  in  this  evidence.     The  court  ruled  correctly  that  such  amendment 

j  would  not  make  that  testimony  admissible  which  was  taken  under 

'  objection  before  the  answer  was  amended.     When  the  evidence 

■  was  taken  which  was  inadmissible  under  the  answer  as  it  orig- 
inally stood,  the  adverse  party  had  a  right  to  rely  upon  his  ob- 

\         jection  and  elect  not  to  cross-examine  or  ofTer  rebutting  proofs.^ 
\         Parties  agree,  however,  in  this  case,  if  the  court  decides  to  grant 
the  amendment,  that  the  testimony  taken  before  the  allowance  of 
the  amendment  may  be  considered  as  in  the  case,  to  the  same 
extent  as  if  taken  under  the  amended  answer. 

Considering  that  the  omission  in  the  answer  was  evidently  by 
inadvertence  of  the  counsel  of  New  York,  and  that  the  complain- 
ant is  not  taken  by  surprise,  under  all  the  circumstances  of  the 
case,  the  amendment  is  allowed  upon  terms  ;  but  as  it  was  offered 
at  so  late  a  stage  of  the  proceedings  in  the  cause,  the  defendant  is 
not,  in  any  case,  to  recover  costs  up  to  the  time  of  the  hearing  of 
the  case.  The  claims  in  the  Sanford  patent  have  been  fully  and 
clearly  construed  by  the^court  in  the.  case  of  Roberts  v.  Harndcn, 
2  Clifford,  503. 

Upon  a  careful  examination  of  the  evidence  in  this  case,  I  am 
of  opinion  that  the  conclusion  of  Judge  Blatchford,  in  the  case  of 
Roberts  v.  Dodge,  in  the  Second  Circuit  and  Southern  District ot 
New  York,  is  correct ;  that  the  inventions  of  Sanforc]  and  *c 
claims  of  his  patent  are  fully  anticipated,  on  the  point  of  novelty, 
by  the  refrigerators  constructed  under  Lyman's  direction?  at  the 
Novelty  Works,  in  New  York,  in  1S54.  These  refrigerators,  in- 
cluding also  exhibit  Iladden  No.  1,  contain  the  same  combination 
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of  elements  named  in  Sanford's  first  claim.  There  are  some  slight 
structural  differences.  The  elements  of  the  combination  are  some- 
what modified  in  their  form  ;  but  the  combination  of  the  same 
elements  produces,  in  substance,  all  the  results,  and  the  same  re- 
sults claimed  by  Sanford. 


Bill  dismissed  without  costs. 


Daniel  A.  Draper 


vs. 


Thomas  S.  Hudson.     In  Equity. 

The  patent  itself  shows  that  a  type-block,  6uch  as  described,  was  not  a 
new  article  of  manufacture. 

An  old  article  made  upon  a  new  machine  is  not  a  new  article  of  manufac- 
ture, in  the  sense  of  the  patent  law. 

The  first  claim  of  complainant's  patent  does  not  appear  to  have  been 
infringed.     The  second  claim  can  not  be  sustained. 

The  defendanf  being  dead,  no  injunction  can  issue  against  him,  and  as 
there  is  no  proof  of  infringement  by  the  executor,  none  can  issue 
against  him. 

When  the  title  to  the  principal  relief,  which  is  the  proper  subject  of  a  suit 
in  equity — the  injunction  and  discovery — fails,* the  incident  right  to 
an  account  fails  also. 

(Before  Shepley,  J.,  District  of  Massachusetts,  March,  1873.) 

Final  hearing  on  pleadings  arid  proofs. 

Suit  brought  upon  letters  patent  for  "improved  device  for 
forming  letters  and  figures  oh  type-blocks,"  granted  to  Daniel 
A.  Draper,  May  7,  1867,  and  reissued  May  18,  1869. 

y.  B*  Robb,  for  complainant. 

Walter  Curtis  and  C.  Af.  Reed,  for  defendant. 
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Shepley,  J. 

The  first  claim  in  complainant's  patent,  as  reissued,  is  for  the 
combination  of  the  devices  described  in  his  patent  for  producing 
letters  and  figures  upon  the  edges  of  type-blocks  for  hand-stamps 
and  other  purposes,  substantially  as  set  forth.     The  evidence  fails 
to  show  any  infringement  of  this  claim  after  the  date  of  the  reis- 
sued patent.     The  second  claim  is  for,  as  a  new  article  of  manu- 
facture, a  type-block,  with  letters,  figures,  or  characters  produced 
thereon   in  the  manner  substantially  as  described.     The  patent 
itself  shows  that  a  type-block,  such  as  described,  was  not  a  new 
article  of  manufacture.     It  describes  at  least  one  mode  by  which 
a  similar  type-block  had  been  made  before,  but  which  mode 
consumed*  considerable  time,  and  was  very  expensive.    His  type- 
block  is  not  represented  in  the  patent  as  a  new  article  of  manu- 
facture in  any  other  sense  than  as  an  old  article  made  upon  a 
new  machine.     This  is  not  a  new  manufacture  in   the  sense  of 
the  patent  law.     It  could  not  have  been  the  intention  of  the  stat- 
ute that  pins,  matches,  nails,  and  other  old  articles  in  common 
use,  should  be  patented  as  new  articles  of  manufacture,  simply 
because  they  were  fabricated  by  the  use  of  new  and  improved 
machinery,  unless  the  product  itself  was  a  new  and  improved 
product,  and,  as  such,  possessing  novelty  of  its  own,  independent 
of  the  new  devices,  or  processes,  or  arts  by  which  it  was  pro- 
duced.    The  second  claim  of  the  patent  can  not,  therefore,  be 
sustained. 

■ '  The  record  in  this  case  shows  the  death  of  the  defendant.  No 
injunction  can  issue  against  the  defendant,  and  as  there  is  no 
proof  of  infringement  by  the  executor,  none  can  issue  against 
him.  No  discovery  is  prayed  for  against  the  executor,  and  there 
is  no  presumption  of  any  knowledge  by  him  of  his  testator's  acts. 
When  the  title  to  the  principal  relief,  which  is  the  proper  subject 
of  a  suit  in  equity — the  injunction  and  discovery — fails,  the  inci- 
dent right  to  an  account  fails  also.  Price's  Pat.  Candle  Co,  v. 
Peawan's  C.  Co.,  4  K.  &  J.  727  ;  Bailey  v.  Taylor •,  1  R.  &  M. 
1  '  73  ;  Smith  v.  London  <£  S.  W.  R.  R.  Co  ,  Kay,  415  ;  Kerr  on 
\       Injunctions,  435. 

Although  the  jurisdiction  of  the  circuit  court  in  equity  hi  Pa^* 
ent  causes  rests  upon  statute  provisions,  it  is  to  be  exercised 
according  to  the  course  and  principles  of  courts  of  equity  and 
the  Supreme  Court  of  the  United  States  having  decided,  *n  ™' 
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vens  v.  Gladding,  17  Howard,  455,  that  "the  right  to  an  account 
of  profits  is  incident  to  the  right  to  an  injunction  in  copy  and 
patent  right  cases,"  it  would  seem  to  follow,  that,  in  a  case  like 
the  present,  where  the  title  to  equitable  relief  fails,  the  general 
rule  of  equity  applies,  that  the  incidental  relief  fails  also. ' 


Bill  dismissed  without  costs. 


Benoni  Gardner 


vs. 


The  Goodyear  Dental  Vulcanite  Company  et  al. 

In  Equity. 


It  can  not  be  admitted  that  one  party  to  a  suit  can  pay  the  fees  of  counsel 
on  both  sides,  both  in  the  court  below  and  on  appeal,  without  being 
held  to  have  such  control  over  both  the  preparation  and  argument  of 
the  cause  as  to  make  the  suit  merely  collusive  in  both  courts.  It  can 
make  no  difference  that  the  counsel  fees  were  charged  to  the  party  ap- 
parently, though  not  really,  liable  to  pay  them. 

Motion  to  vacate  the  decree  of  affirmance,  and  to  dismiss  the  appeal 
granted,  and  an  order  made  to  recall  the  mandate  issued  to  the  cir- 
cuit court 

(Before  the  Supreme  Court  of  the  United  States,  March,  1873.) 

Motion  to  vacate  decree. 

Appeal  from  the  Circuit  Court  for  the  District  of  Rhode  Island. 

The  facts  are  stated  in  the  opinion. 

Chase,  C.  J. 

The  original  suit  in  equity  was  brought  by  the  Goodyear  Den- 
tal Vuldanite  Company  against  Gardner,  to  enjoin  him  from  the 
use  of  certain  patented  subjects  belonging,  as  alleged,  to  the  com- 
pany, and  for  an  account.  The  case  was  heard  upon  a  bill, 
answer,  and  testimony,  and  there  was  a  decree  in  favor  of  the 
company  in  the  Circuit  Court  for  the  District  of  Rhode  Island,  in 
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September,  1870.     Upon  appeal  to  this  court,  the  decree  below 
was  affirmed  May  6,  1872,  but  the  opinion  has  not  been  read. 

The  defense  was  conducted  by  counsel  originally  employed 
and  paid  by  Newbrough,  under  whom  Gardner  was  licensee. 
On  July  1,  1869,  before  the  decree  in  the  circuit  court,  New- 
brough and  the  company  compromised  all  matters  of  difference 
between  them,  with  the  understanding  that  this  suit  should  go  on 
to  the  final  hearing  and  determination,  both  in  the  circuit  court 
and  in  this  court  on  appeal,  as  if  the  compromise  had  not  been 
made. 

The  company,  however,  paid  the  counsel  employed  for  the  de- 
fense, as  well  as  for  themselves,  in  the  circuit  court,  and  subse- 
quently in  this  court. 

These  facts  appear  from  the  record  and  from  the  admissions  of 
the  company  in  the  ninth  article  of  their  answer  to  the  motion  to 
dismiss  the  appeal.  They  are  the  only  facts  which  we  think  it 
necessary  to  notice. 

It  may  be  that  the  company  has  not  become  the  legalor  equita- 
ble owners  of  the  opposing  interests  involved  in  the  suit.  There 
may  be,  and  doubtless  are,  large  opposing  interests,  of  which 
they  are 'neither  the  legal  nor  equitable  owners.  But  it  can  not 
be  admitted  that  one  party  to  a  suit  can  pay  the  fees  of  counsel  on 
both  sides,  both  in  the  court  below  and  on  appeal,  without  being 
held  to  have  such  corftrol  over  both  the  preparation  and  argument 
of  the  cause  as  to  make  the  suit  merely  collusive  in  both  courts. 
It  can  make  no  difference  that  the  counsel  fees  were  charged  to 
the  party,  apparently,  though  not  really  liable  to  pay  them,  and 
payment  from  the  other  party  procured  through  him.  This,  in- 
deed, is  a  circumstance  against  the  party  who  pays  the  fees, 
rather  than  in  his  favor. 

The  motion  to  vacate  the  decree  of  affirmance  heretofore 
made,  and  to  dismiss  the  appeal,  must  therefore  be  granted,  and 
an  order  made  to  recall  the  mandate  which  has  been  issued  to  the 
circuit  court.  We  take  occasion,  however,  to  say  that  we  see 
nothing  in  the  conduct  of  the  counsel  who  actually  represented 
the  company  which  merits  blame  or  which  ought  to  affect  in  any 
degree  the  high  esteem  in  which  they  have  been  held.  Neither 
of  them  appears  to  have  had  any  knowledge  of  any  arrangements 
made  by  their  client  with  the  opposing  party. 
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Eben  Mitchell  et  al. 


Robert  M.   Hawley.     In  Equity. 

When  patentees  have  made  one  or  more  of  the  things  patented,  and  have 
vended  the  same  to  others  to  be  used,  without  any  conditions,  or  au- 
thorized another  to  construct,  sell,  and  deliver  it,  or  to  construct,  1. ■■-. 
and  operate  it,  without  any  conditions,  and  the  consideration  has  b-. ■; ■:; 
paid  to  him  for  the  thing  patented,  the  rule  is  well  established  thnt  [be 
patentee  must  be  understood  to  have  parted  to  that  extent  with  all  i,i- 
exclusive  right,  and  that  he  ceases  to  have  any  interest  in  this  par  i- 

Purchasers  of  the  exclusive  privilege  of  malting  or  vending  the  pater' .  ! 
machine  hold  the  whole  or  a  portion  of  the  franchise  which  the  p  ii 
secures,  depending  upon  the  nature  of  the  conveyance,  and  the  in'    r- 
est  which  the  purchaser  acquires  terminates  at  the  time  limited  f_,r  .■- 
continuance  by  the  law  which  creates  the' franchise,  unless  it  i      . 
presfily  stipulated  to  the  contrary.  • 

The  purchaser  of  the  implement  or  machine,  for  the  purpose  of  usin;;  it 
in  the  ordinary  pursuits  of  life,  stands  on  different  grounds  from  -'.-.■ 
purchaser  of  the  exclusive  privilege  of  making  and  vending,  3$  he 
docs  nut  acquire  any  right  to  construct  another  machine,  either  for  .  - 
own  use  or  to  be  vended  to  another  for  any  purpose. 

Patented  implements  or  machines,  sold  to  be  used  in  the  ordinary  pur- 
of  life,  become  the  private  individual  property  of  the  purchaser; . 
are  no  longer  specifically  protected  by  the  patent  laws  of  the  ■ 
where  the  implements  or  machines  are  owned  and  used. 

Sales  maybe  made  by  the  patentee  with  or  without  conditions;  but  wbCTE 
the  sale  is  absolute,  the  purchaser  may  continue  to  use  (he  im;>l<  a 
or  machine  until   it  is  worn  out,  or  he  may  repair  it  or  improve   up  . 

any  other  kind. 

Where  the  patentee  sold  the  exclusive  right  for  certain  territory,  to  n 
and  use,  and  to  lice n si;  nhers  to  use,  said  machine  during  the  rein 
der  of  the  original  term,  it  being  stipulated  in  the  instrument  oi  I  ■■■  - 
veyance  that  the  licensee  "shall  not  in  any  way  or  form  di'j»j.<-   ,,1, 
sell,  or  grant  any  license  to  use  the  said  machines  beyond  the  e«pl  1 
tion  "  of  the  original  term  :  Held,  that  the  sale  of  machines  by  > 
licensee,  *'  with  the  right  to  run'^  the  same,  did  not  convey  the  r   -. 
to  use  them  beyond  the  original  term  of  the  patent. 


if  dealing  with  propcrt 
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Notice  is  not  required  in  such  case,  as  the  law  imposes  the  risk  as  to 
whether  the  title  of  the  seller  is  such  that  he  can  make  a  valid  convey- 

m 

ance  upon  the  purchaser,  as  against  the  real  owner. 
(Before  the  Supreme  Court  of  the  United  States,  March,  1873.) 

Appeal  from  the  Circuit  Court  for  the  District  of  Massachu- 
setts. 

Suit  brought  upon  letters  patent  for  "  new  and  useful  improve- 
ments in  machinery  for  felting  hats,"  granted  James  F.  Taylor, 
May  3,  1853;  extended  seven  years,  and  assigned  to  complain- 
ants below.  The  case  was  decided  in  favor  of  complainants  in 
the  circuit  court,  and  an  appeal  taken  from  that  decision. 

The  decision  of  the  circuit  court  is  reported  in  4  Fisher,  38S. 

F.  H,  Brooks,  for  appellants. 
y.  J£.  Magnadicr,  for  appellees. 

Clifford,  J. 

Patentees  acquire  by  their  letters  patent  the  exclusive  right  to 
make  and  use  their  patented  inventions,  and  to  vend  the  same  to 
others  to  be  used,  for  the  period  of  time  specified  in  the  patent; 
but  when  they  have  made  one  or  more  of  the  things  patented, 
and  have  vended  the  same  to  others  to  be  used,  they  have  parted 
to  that  extent  with  their  exclusive  right,  as  they  are  never  entitled 
to  but  one  royalty  for  a  patented  machine,  and  consequently  a 
patentee,  when  he  has  himself  constructed  a  machine  and  sold  it 
without  any  conditions,  or  authorized  another  to  construct,  sell, 
and  deliver  it,  or  to  construct  and  use  and  operate  it,  without  any 
conditions,  and  the  consideration  has  been  paid  to  him  for  the 
thing  patented,  the  rule  is  well  established  that  the  patentee  must 
be  understood  to  have  parted  to  that  extent  with  .all  his  exclusive 
right,  and  that  he  ceases  to  have  any  interest  whatever  in  the 
patented  machine  so  sold  and  delivered,  or  authorized  to  be  con- 
structed and  operated. 

Where  such  circumstances  appear,  the  owner  of  the  machine, 
whether  he  built  it  or  purchased  it,  if  he  has  also  acquired  the 
right  to  use  and  operate  it  during  the  lifetime  of  the  patent,  may 
continue  to  use  it  until  it  is  worn  out,  in  spite  of  any  and  even 
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extension  subsequently  obtained  by  the  patentee  or  his  assigns. 
Bloomer  v.  Millenger^  1  Wall.  350. 

Patents  were  granted,  under  the  prior  patent  act,  for  the  term 
of  fourteen  years ;  but  the  provision  was,  that  a  patentee  in  cer- 
tain cases  might  have  the  term  extended  for  seven  years  from  and 
after  the  expiration  of  the  first  term,  and  the  same  section  pro- 
vided that  the  benefit  of  such  renewal  shall  extend  to  assignees 
and  grantees  of  the  right  to  use  the  thing  patented  to  the  extent 
of  their  respective  interests  therein,  which  last  provision  has  fre- 
quently been  misunderstood.     Such  misapprehensionhas  usually 
arisen  from  a  failure  to  keep  in  view  the  well-founded  distinction 
between  the  grant  of  the  right  to  make  and  vend  the  patented 
machine  and  the  grant  of  the  right  to  use  it,  as  was  first  satisfac- 
torily pointed  out  by  the  late  chief  justice,  with  his  accustomed 
clearness  and  precision.     Bloomer  v.  Mc^uewan,  14  How.  549  ; 
Chaffee  v.  Boston  Belting  Co.,  22  How.  223. 

Purchasers  of  the  exclusive  privilege  of  making  or  vending  the 
patented  machine,  hold  the  whole  or  a  portion  of  the  franchise 
which  the  patent  secures,  depending  upon  the  nature  of  the  con- 
veyance, and,  of  course,  the  interest  which  the  purchaser  acquires 
terminates  at  the  time  limited  for  its  continuance  by  the  law  which 
created  the  franchise,  unless  it  is  expressly  stipulated  to  the  con- 
trary. But  the  purchaser  of  the  implement  or  machine,  for  the 
purpose  of  using  it  in  the  ordinary  pursuits  of  life,  stands  on  dif- 
ferent grounds,  as  he  does  not  acquire  any  right  to  construct 
another  machine,  either  for  his  own  use,  or  to  be  vended  to 
another  for  any  purpose.  Complete  title  to  the  implement  or 
machine  purchased,  becomes  vested  in  the  vendee  by  the  sale 
and  purchase  ;  but  he  acquires  no  portion  of  the  franchise,  as  the 
machine,  when  it  rightfully  passes  from  the  patentee  to  the  pur- 
chaser, ceases  to  be  within  the  limits  of  the  monopoly. 

Patented  implements,  or  machines  sold  to  be  used  in  the  ordi- 
nary pursuits  of  life,  become  the  private  individual  property  of 
the  purchasers,  and  are  no  longer  specifically  protected  by  the 
patent  laws  of  the  state  where  the  implements  or  machines  are 
owned  and  used.  Sales  of  the  kind  may  be  made  by  the  patentee 
with  or  without  conditions,  as  in  other  cases ;  but  where  the  sale 
is  absolute,  and  without  any  conditions,  the  rule  is  well  settled, 
that  the  purchaser  may  continue  to  use  the  implement  or  machine 
purchased  until  it  is  worn  out,  or  he  may  repair  it  or  improve 
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upon   it  as  he  pleases,  in  the  same  manner  as  if  dealing  with 
property  of  any  other  kind. 

Letters  patent  were  granted  to  James  F.  Taylor  for  new  and 
useful  improvements  in  machinery  for  felting  hats,  bearing  date 
May  3, 1853,  securing  to  him  the  exclusive  right  to  make  and  use, 
and  to  vend  to  others  the  right  to  make  and  use,  the  said  machines 
for  the  term  of  fourteen  years,  from  the  date  of  the  letters  patent. 

Due  conveyance  or  license,  subject  to  certain  restrictions  and 
limitations,  was  made  by  the  patentee  of  the  exclusive  right  to 
make  and  us?,  "and  to  license  to  others  the  right  to  use,  the  said 
machines,"  in  the  States  of  Massachusetts  and  New  Hampshire, 
during  the  remainder  of  the  original  term  of  said  letters  patent, 
it  being  expressly  stipulated  in  the  instrument  of  conveyance  that 
the  licensee  u  shall  not,  in  any  way  or  form,  dispose  of,  sell,  or 
grant  and  license  to  use  the  said  machines  beyond  the  expiration" 
of  the  original  term.  Apart  from  that,  the  patentee  also  stipulated 
that  the  said  licensee,  if  the  patent  should  be  extended,  should 
have  the  right  to  control  the  same  in  those  two  states,  he  paying 
to  the  grantors  in. his  license,  or  their  heirs  and  assigns,  a  fair  and 
reasonable  compensation  for  the  same,  on  terms  as  favorable  as 
may  be  offered  to  any  other  person  or  party. 

Bayley,  as  such  licensee,  on  March  18,  1864,  constructed  four 
machines,  being  two  sets,  and  sold  the  machines,  u  with  the  right 
to  run"  the  same,  to  the  grantors  of  the  respondents,  for  the  sum 
of  $1,200,  executing  to  the  purchasers  at  the  same  time  a  license, 
under  his  hand  and  seal,  authorizing  the  purchasers,  as  such 
licensees,  "to  run  and  use  two  sets  (four  machines)  for  felting 
hats,  in  said  town  of  Haverhill,  under  Taylor's  patent,  bearing 
date  as  specified  in  the  original  letters  patent,"  showing  conclu- 
sively that  the  purchasers  were  referred  to  the  original  letters  pat- 
ent as  the  source  of  his  authority. 

Of  course,  said  letters  patent  expired  on  May  3,  1867,  and  the 
record  shows  that  the  commissioner,  before  the  term  expired,  re- 
newed the  letters  patent,  and  extended  the  same  for  the  further 
term  of  seven  years  from  the  expiration  of  the  original  terra,  and 
that  the  complainants,  having  become  by  certain  mesne  convey- 
ances, duly  recorded,  the  exclusive  assignees  of  the  right,  title, 
and  interest  in  the  renewed  letters  patent  for  those  two  states, 

• 

instituted  the  present  suit  to  restrain  the  respondents  froifl  using 
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the  four  machines  which  they,  or  their  grantors,  purchased  of  the 
licensee,  under  the  original  letters  patent. 

They  appeared  to  the  suit  and  filed  an  answer,  setting  up  as  a 
defense  to  the  charge  of  infringement  that  they  are  by  law  author- 
ized to  continue  to  use  the  four  machines  just  the  same  under 
the  extended  letters  patent  as  they  had  the  right  to  do  under  the 
original  patent,  when  the  purchase  was  made  by  those  under 
whom  they  claim,  which  js  the  only  question  in  the  case. 

No  one  in  general  can  sell  personal  property  and  convey  a  valid 
title  to  it  unless  he  is  the  owner  or  lawfully  represents  the  owner. 
JVemo  dat  quod  non  habct.     Persons,  therefore,  who  buy  goods 
from  one  not  the  owner,  and  who  does  not  lawfully  represent  the 
ofvner,  however  innocent  they  may  be,  obtain  no  property  what- 
ever in  the  goods,  as  no  one  can  convey  in  such  a  case  any  better 
title  than  he  owns,  unless  the  sale  is  made  in  market  overt,  or 
under  circumstances  which  show  that  the  seller  lawfully  repre- 
sented the  owner.     Foxley*s  case,  5  Coke,  109  a.,  2  Bl.  Com.  449, 
2  Kent  Com.,   11   ed.  224;    Williams  v.  Merle,  11   Wend.  80; 
Stone  v.  Marsh,  6  B.  &  C.  551  ;  Marsh  v.  Keating,   \   Bing. 
N.   C.    198 ;    lb.,    2    CI.    &   Fin.    250 ;    Benjamin    on    Sales,  4 ; 
White  v.  Spettigue,  13  M.  &  W.  603  ;   i  Smith  Lead.  Cas.,  7  ed. 
1 195  ;   1  Pars.  Con.,  5  ed.  520. 

Argument  to  show  that  the  grantor  under  whom  the  respond- 
ents claim  never  acquired  the  light  to  sell  the  machines  and  give 
their  purchasers  the  right  to  use  the  same  in  the  ordinary  pursuits 
of  life,  beyond  the  term  of  the  original  patent,  is  certainly  unnec- 
essary, as  the  instrument  of  conveyance  from  the  patentee  to  him, 
which  describes  all  the  title  he  ever  had,  expressly  stipulates  that 
he  shall  not  in  any  way  or  form  .dispose  of,  sell,  or  grant  any  li- 
cense to  use  the  said  machines  beyond  the  expiration  of  that  term 
of  the  patent,  and  the  form  of  the  license  which  he  gave  to  the 
purchasers  shows  conclusively  that  he  understood  that  he  was  not 
empowered  to  give  a  license  which  should  extend  beyond  that 
limitation. 

Notice  to  the  purchaser  in  such  a  case  is  not  required,  as  the 
law  im»  oses  the  risk  upon  -the  purchaser,  as  against  the  real 
owner,  whether  the  title  of  the  seller  is  such  that  he  can  make  a 
valid  conveyance.  Certain  exceptions  undoubtedly  exist  to  that 
rule,  but  none  of  them  have  any  application  to  this  case.  Sup- 
pose the  rule  was  otherwise,  and  that  the  real  owner,  in  order  to 
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defeat  the  title  of  the  purchaser,  must  show  that  the  latter  knew 
what  the  facts  were,  the  court  would  still  be  of  the  opinion  that 
the  decree  ought  to  be  affirmed,  as  the  terms  of  the  license  which 
the  seller  gave  to  the  purchasers  were  sufficient  to  put  them  upon 
the  inquiry,  and  it  is  quite  obvious  that  the  means  of  knowledge 
were  at  hand,  and  that,  if  they  had  made  the  least  inquiry,  they 
would  have  ascertained  that  their  grantor  could  not  give  them 
any  title  to  use  the  machines  beyond  the  period  of  fourteen  years 
from  the  date  of  the  original  letters  patent,  as  he  was  only  a 
licensee,  and  never  had  any  power  to  seH  a  machine  so  as  to 
withdraw  it  indefinitely  from  the  operation  of  the  franchise  se- 
cured by  the  patent. 

Decree  affirmed. 


Wendell  R.  King 
vs. 
The  Louisville  Cement  Company.     In  Equity. 

The  inventor  of  an  ordinary  machine  is,  by  his  letters  patent,  protected 
against  all  mere  formal  alterations,  and  against  the  substitution  of 
mere  mechanical  equivalents,  and  the  inventor  of  a  mere  combination 
should  receive  the  same  protection. 

If  no  one  can  be  held  to  infringe  a  patent  for  a  combination,  unless  he  uses 
all  the  parts  of  the  combination  and  the  same  identical  machinery  as 
the  patentee,  then  no  patent  for  a  combination  will  ever  be  infringed, 
on  account  of  the  ease  of  making  formal  alterations. 

No  one  infringes  a  patent  for  a  combination  who  does  not  employ  all  the 
ingredients  of  the  combination;  but  if  he  employs  all  the  ingredients, 
or  adopts  mere  formal  alterations,  or  substitutes  for  one  ingredient 
another,  which  was  well  known  at  the  date  of  the  patent,  as  a  VX0PT 
substitute  for  the  one  withdrawn,  and  which  performs  substantially 
the  same  function  as  the  one  withdrawn,  he  does  infringe. 

A  screw  rotated  in  a  stationary  nut,  by  means  of  a  spur-wheel  uPon  *c 
screw-gearing  with  another,  and  which  is  therefore  made  to  move 
longitudinally,  is  the  equivalent  of  one,  t->  which  a  like  move1-18 
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imparted  by  a  nut  made  to  rotate  upon  it  by  means  of  a  pulley  placed 
upon  the  nut  and  belted  to  a  drum. 

(Before  Ballard,  J.,  District  of  Kentucky,  March,  1873.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  upon  letters  .patent  for  an  "  improvement  in 
baling-presses,"  granted  to  Wendell  R.  King,  August  28,  1866, 
No.  60,196.  The  invention  consisted  in  the  arrangement,  in  an 
apparatus,  of  two  presses,  operated  alternately  by  a  single  screw, 
so  that  turning  the  screw  in  one  direction,  to  compress  the  bale 
in  one  compartment,  retracts  the  screw  and  releases  the  bale  in 
the  other. 


The  construction  of  the  machine  is  more  fully  shown  in  the 
engraving,  in  which  A,  A  are  the  two  compartments;  C,  the 
screw  ;  and  T>,  D,  the  followers.  The  screw  is  turned  by  the 
large  cog-wheel  F,  keyed  upon  the  nut  N  on  the  screw.  The 
wheel  F  is  turned  by  the  cog-wheel  %  upon  the  shaft  J/,  by  a 
crank  applied  at  h.  When  a  more  rapid  motion  of  the  screw  is 
desired,  the  shaft  H\&  moved  longitudinally  in  its  bearings,  thus 
throwing  the  wheel  J  out  of  gearing  with  the  wheel  F,  and  at 
the  same  time  bringing  the  larger  wheel  /into  gearing  with  the 
smaller  wheel  G,  thus  producing  the  motion  required. 

The  description  of  the  defendant's  machine  will  be  readily  un- 
derstood from  the  opinion  of  the  court. 

Lewis  £..  Coburn,  for  complainant. 


James  and  Thomas  Speed,  for  defendant. 

Ballard,  J. 

This  is  a  suit  in  equity,  by  which  the  complainant  seeks  to 
enjoin  the  defendant  from  infringing  certain  letters  patent,  granted 
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to  him  by  the  United  States,  for  an  improvement  in  baling-presses, 
and  also  to  recover  of  the  defendant  all  gains  and  profits  realized 
by  it  from  the  unlawful  making,  using,  and  vending  of  said  im- 
provement. 

The  defendant,  by  its  answer,  does  not  question  the  validity*  of 
the  plaintiffs  patent,  but  denies  the  infringement,  and  it  also 
denies  that  it  has  ever  made  anv  machine  of  the  kind  referred  to 
in  the  bill,  except  the  one  which  it  is  using,  or  that  it  has  sold 
any  whatever. 

The  complainant,  in  his  specification,  declares  that  his  uinven- 
tion  consists  in  the  arrangement,  in  one  apparatus,  of  two  presses, 
which  are  operated  alternately,  by  a  single  screw,  in  such  man- 
ner, that,  turning  the  screw  in  one  direction  to  compress  the  bale 
in  one  compartment  of  the  press,  retracts  the  follower,  and  releases 
the  .bale  in  the  other  compartment  thereof,  so  that  said  bale  may 
be  readily  removed  as  desired,  thus,  by  said  simultaneous  and 
alternating  action,  avoiding  all  loss  of  time  in  operating  the 
press. 

44  The  machine  is  provided  with  two  boxes,  constructed  in  all 
respects  alike,  having  lids  opening  upward,  for  placing  in  the 
boxes  hair  or  other  material  to  be  pressed,  and  for  removing  the 
bale  when  pressed.  When  the  press  is  being  operated,  the  lids 
are  fastened  down  by  means  of  clamps,  pins,  or  other  suitable 
means.  A  screw  is  arranged  between  either  end,  extending  into 
each  of  the  boxes,  and  each  end  of  the  screw  is  provided  with  a 
follower,  which  moves  against  and  away  from  the  bale  alter- 
nately. The  screw  is  supported  by  passing  through  cross-pieces 
and  through  collars,  through  which  it  has  a  free,  longitudinal, 
sliding  motion,  but  is  kept  from  turning  by  projections,  which 
enter  a  slot,  extending  horizontally  on  the  screw  from  one  end  to 
the  other. 

44  There  is  a  nut  arranged  on  the  screw,  and  on  this  nut  are 
keyed  two  cog-wheels,  one  small  and  the  other  large.  The  nut 
is  turned  by  turning  either  of  these  cog-wheels,  and  when  the 
nut  is  turned,  the  screw  moves  laterally  without  turning. 

44  In  order  to  turn  these  cog-wheels,  and  operate  the  machine, 
there  is  a  counter-shaft,  supported  in  bearings  on  standards,  which 
is  supplied  with  two  cog-wheels,  one  large  and  one  small*  *° 
arranged  that  the  small  one  engages  with  the  large  cog-wheel  on 
the  nut,  and  the  large  one  with  the  small  one,  but  they  do  not 
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both  engage  at  the  same  time.  This  shaft  is  made  adjustable  in 
its  bearings,  so  that  either  of  the  cog-wheels  arranged  on  it  may 
be  brought  into  gear.  When  the  process  of  compression  is  com- 
menced, the  hair  in  the  box  being  loose,  but  little  power  is 
required,  and  rapidity  of  motion  is  desired  ;  but  when  the  com- 
pressor has  proceeded  to  a  given  point,  increased  power,  is 
desired  and  slowness  of  motion.  To  accomplish  these  results. 
the  large  wheel  on  the  counter-shaft  is  first  thrown  into  gear 
with  the  small  wheel  on  the  nut,  when  the  turning  of  the  wheel 
causes  the  screw  to  move  in  the  direction  of  its  axis  rapidly,  and 
the  bale  in  one  box  to  be  released,  and  the  loose  hair  in  the  other 
to  be  compressed  with  corresponding  rapidity.  After  the  com- 
pression is  carried  to  a  point  when  increased  power  is  required, 
the  counter-shaft  is  moved,  so  that  its  small  wheel  is  thrown  into 
gear  with  the  large  wheel  on  the  nut,  and  the  process  of  compres- 
sion is  completed.  The  screw  is  made  to  move  alternately  in  the 
direction  of  each  box,  by  turning  the  counter-shaft  in  different 
directions.  Being,  as  before  stated,  provided  with  a  follower  at 
each  end,  it  will  be  readily  seen  how,  while  one  bale  is  being  com- 
pressed in  one  box,  the  compressed  bale  in  the  other  box  is  being 
released,  and  how,  by  having  a  double-train  gearing,  speed  can 
be  exchanged  for  power  and  power  for  speed,  as  desired." 

The  complainant  does  not  claim  any  of  the  separate  parts  (if 
this  machine.  He  claims  only  the  combination1  of  the  gearing 
with  the  screw  and  the  boxes,  when  constructed  and  operating, 
substantially  as  described. 

The  machine  used  by  the  defendant,  like  that  of  complainant, 
is  provided  with  two  boxes,  a  screw  between  and  extending  with 
each  box,  and  a  gearing,  by  which  the  slow  and  rapid  motion  is 
obtained. 

The  same  result,  substantially,  is  accomplished  by  each  ma- 
chine; but  in  the  defendant's  machine,  the  screw,  instead  of 
sliding,  first,  in  the  direction  of  one  box,  and  then  in  the  direc- 
tion of  the  other,  revolves,  and  this  is  accomplished  by  having 
nuts,  or  female  screws,  firmly  secured  on  the  inner  heads  of  both 
boxes',  and  by  suitable  gearing.  The  gearing  consists  in  a  small 
wheel,  fastened  firmly  to  a  blank  space  on  the  screw,  which  is  con- 
nected by  means  of  a  belt  with  a  large  drum  or  wheel,  and  a 
large  wheel  provided  with  spokes,  like  a  pilot-wheel,  which  is 
also  firmly  attached  to  the  blank  space  on  the  screw.     When  the 
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rapid  motion  is  required  at  the  beginning  of  the  compression,  the 
large  wheel,  or  drum,  is  geared  to  the  small  wheel  on  the  screw, 
and  when  increased  power  is  required,  the  large  wheel  is  used. 
Now,  it  occurs  to  me  as  obvious,  that  the  large  wheel,  or  drum, 
geared  by  means  of  the  belt  to  the  small  wheel,  in  defendant's 
machine,  is  nothing  but  a  mechanical  equivalent  for  the  large 
wheel  geared  to  the  small  wheel,  in  complainant's  machine,  and 
that  the  large  pilot-wheel  in  defendant's  machine  is  a  substantial, 
mechanical  equivalent  for  the  small  wheel  geared  to  the  large 
wheel  in  complainant's  machine.  The  drum-belt  and  small  wheel 
of  defendant's  machine,  operating  in  conjunction,  perform  pre- 
cisely the  same  function  as  the  large  wheel-cogs  and  small  wheel 
of  complainant's  machine,  andi  in  fact,  involve  the  same  mechan- 
jcaUpowcrs.  So,  also,  the  large  pilot-wheel  of  defendant's  ma- 
chine performs  the  same  mechanical  functions  as  the  large  wheel 
operated  by  the  small  wheel  in  complainant's-  machine.  The 
mechanical  power  in  each  is  the  same.  Increased  power  being 
desired,  the  mechanical,  device  employed  in  each  machiue  to 
accomplish  this  result,  is  a  lever  of  increased  length.  It  cer- 
tainly can  make  no  difference,  that  in  the  one  case  the  power  is 
applied  directly  to  the  end  of  the  lever,  and  in  the  other  that  it  is 
applied  to  the  same  point  by  means  of  appropriate  gearing. 

Nor  can  I  perceive  any  difference  between  the  mechanical  func- 
tion performed  by  the  screw  in  one  machine,  and  that  performed 
by  the  screw  in  the  other,  or  any  substantial  difference  in  their 
mode  of  operation.  In  each  machine,  the  screw  moves,  in  the 
line  of  its  axis,  alternately  toward  the  boxes,  and,  though  in  the 
one  machine  it  revolves,  and  in  the  other  slides,  I  can  not  see  that 
this  makes  any  mechanical  difference. 

In  the  one  it  revolves,  because  the  wheel  to  which  the  power  is 
applied  is  firmly  attached  to  the  screw,  and  the  screw  works  ana 
moves  in  and  through  nuts,  which  are  stationary  ;  in  the  other,  it 
is  prevented  from  revolving  by  means  of  projections  into  a  slot 
on  the  screw,  but  the  screw  works  and  moves  because  it  is  oper- 
ated upon  by  a  nut,  which  revolves.  There  is  not  a  particle  more 
of  apparent  or  real  difference  between  these  mechanical  devices, 
than  may  be  seen  by  the  operating  of  a  screw  with  a  single  nut. 
If  the  nut  be  held  stationary,  and  the  screw  turned,  the  screw  will 
move  through  the  nut,  and  project  beyond  ;  on  the  other  hand, » 
the  screw  be  held  stationary,  and  the  nut  turned,  the  nut  wiU 
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move,  and  cause  the  screw  to  project  beyond  it,  precisely  as  it  did 
before.  The  result  is  the  same,  and  the  mechanical  operation  is 
the  same,  in  each  case. 

It  is  hardly  necessary  to  add,  that  the  mechanical  powers  em- 
ployed in  both  of  the  machines  have  been  long  known,  and  that 
it  was  hardly  necessary  to  prove  what  the  testimony,  however, 
does  establish,  that  it  wrould  occur  to  the  merest  tyro  in  mechan- 
ics that  a  substitution  ot  the  gearing  employed  in  defendant's 
machine  for  the  gearing  employed  in  complainant's,  would  enable 
him  to  accomplish  the  same  results  which  complainants  do.  If 
he  would  substitute  strictly  mechanical  equivalents,  it  is  obvious 
he  would  produce  the  same  result,  and  by  an  operation  really 
similar,  though  somewhat  disguised. 

The  question  then  is,  the  complainant's  patent  being  admitted 
to  be  valid,  though  it  is  for  a  combination,  can  the  defendant  avoid 
the  charge  of  infringement,  by  substituting  in  lieu  of  some  of  the 
parts  of  the  combination,  well-known  mechanical  equivalents? 

I  am  quite  clear  that  he  can  not,  both  on  principle  and  author- 
ity. It  is  not  to  be  disputed  that  the  inventor  of  an  ordinary  ma- 
chine is,  by  his  letters  patent,  protected  against  all  mere  formal 
alterations  and  against  the  substitution  of  mere  mechanical 
equivalents.  Why  should  not  the  inventor  of  a  new  combina- 
tion receive  the  same  protection?  If  he  can  not,  then  will  his 
patent  not  be  worth  the  parchment  on  which  it  is  written. 

If  no  one  can  be  held  to  infringe  a  patent  for  a  combination, 
unless  he  use  nil  the  parts  of  the  combination  and  the  same 
identical  machinery  as  that  of  the  patentee,  then  will  no  patent 
for  a  combination  ever  be  infringed  ;  for  certainly  no  one  capable 
of  operating  a  machine  could  be  incapable  of  adopting  some 
formal  alteration  in  the  machinery,  or  of  substituting  mechanical 
equivalents.  No  one  infringes  a  patent  for  a  combination  who 
does  not  employ  all  the  ingredients  of  the  combination  ;  but  if  he 
employs  all  the  ingredients,  or  adopts  mere  formal  alterations,  or 
substitutes  for  one  ingredient  another  which  was  well  known  at 
the  date  of  the  patent  as  a  proper  substitute  for  the  one  with- 
drawn, and  which  performs  substantially  the  same  function  as 
the  one  withdrawn,  he  does  infringe. 

In  the  case  of  James  Reese  v.  William  L.  Gould,  reported 
in  2  Official  Gazette  of  the  U.  S.  Patent  Office,  624,  and  also  to 
be  reported,  I  suppose,  in  15  Wallace,  the  Supreme  Court  say : 
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"Bonajidc  inventors  of  a  combination  are  as  much  entitled  to 
equivalents  as  the  inventors  of  other  patentable  improvements; 
by  which  is  meant  that  a  patentee  in  such  a  case  may  substitute 
another  ingredient  for  any  one  of  the  ingredients  of  his  invention, 
if  the  ingredient  substituted  performs  the  same  function  as  the 
one  omitted,  and  was  well  known  at  the  date  of  his  patent  as  a 
proper  substitute  for  the  one  omitted  in  the  patented  combination. 
And   it  is  clear  that   an   alteration    in   a  patented  combination, 
which  merely  substitutes  another  old  ingredient  for  one  of  the 
ingredients  in  the  patented   combination,  is  an  infringement  of 
the  patent,  if  the  substitute  performs  the  same  function,  and  was 
well  known  at  the  date  of  the  patent  as  a  proper  substitute  for 
the  ingredient."     This  authority,  it  seems  to  me,  is  entirely  con- 
clusive of  this  case,  and  it  is  hardly  worth  while  to  refer  to  other 
decisions,  but  the  opinion  of  the  same  court,  in  the  case  of  Sey- 
mour v.  Osborne.)  1 1  Wallace,  555,  and  of  Judge  Sawyer,  of  the 
Circuit  Court  of  the  United  States  for  the  District  of  California, 
in  the  case  of  Carter  v.  Baker,  4  Fisher,  404,  may  be  consulted. 

I  have  not  examined  minutely  the  testimony  of  the  experts 
produced  by  the  respective  parties  in  this  case,  because  I  do  not 
ordinarily  attach  much  importance  to  the  opinions  of  witnesses 
so  produced.  I  find  them  generally  advocates  of  the  party  pro- 
ducing them.  I  have  rarely  ever  derived  any  assistance  from  an 
expert  who  was  not  summoned  and  examined  on  the  suggestion 
of  the  court  itself;  but  in  this  case  I  have  not  referred  to  their 
testimony,  chiefly  becduse  the  natufe  of  the  complainant's  inven- 
tion and  the  operation  of  both  his  and  the  defendant's  machines 
are  so  easily  understood  that  assistance  has  not  been  needed. 

Being  of  the  opinion  that  the  machine  used  by  defendant  is  a 
clear  infringement  of  complainant's  patent,  I  shall  direct  a  per- 
petual injunction,  and  give  a  decree  for  costs  ;  but  as  complainant 
has  offered  no  proof  touching  the  damages,  and  they  must  be 
small,  I  shall  direct  no  inquiry  concerning  them. 
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John  W.  Jones  et  al. 


vs. 


R.  K.  Sewall.     In  Equity. 

Inventions  are  the  property  of  the  inventor,  even  before  they  are  secured 
to  him  by  letters  patent,  and  continue  to  be  such,  without  the  protec- 
tion of  a  patent,  until  he  abandons  the  same  to  the  public,  unless  he 
suffers  the  patented  product  to  be  in  public  use  or  on  sale,  with  his 
consent  and  allowance,  for  more  than  two  years  before  he  files  his  ap- 
plication for  a  patent. 

Novelty  and  utility  are  both  required  to  constitute  a  patentable  invention, 
but  where  both  of  these  qualities  are  combined,  it  is  settled  law  that 
the  right  to  a  patent  does  not  depend  upon  the  quantity  of  thought, 
ingenuity,  skill,  labor,  or  experiment,  or  the  amount  of  money  which 
the  inventor  may  have  bestowed  upon  his  production. 

The  patent  for  improvement  in  preserving  Indian  corn  in  the  green  state, 
granted  Isaac  Winslow,  April  8,  1862,  is  for  the  product  of  the  inven- 
tion. 

The  patent  issued  to  Isaac  Winslow,  May  13,  1S62,  is  for  the  process  ot 
manufacturing  the  product  patented  in  the  previous  patent. 

The  claim  of  the  first  patent  does  not  extend  to  the  process,  and  the  Patent 
Office  committed  no  error  in  granting  the  second. 

Improvements  consisting  of  separate  and  distinct  parts  may,  in  certain 
cases,  be  secured  by  separate  and  distinct  patents,  but  no  more  than  , 
one  patent  can  legally  be  granted  for  the  same  invention. 

The  commissioner  does  not  possess  the  power  to  grant  a  second  patent  for 
the  same  invention,  in  any  case  nor  under  any  circumstances,  without 
the  surrender  of  the  first  one  granted  to  the  patentee. 

The  patents  granted  to  Isaac  Winslow,  May  20,  1862,  and  August  26,  1S62, 
are  void,  as  being  for  the  same  invention  described  and  claimed  in  his 
patent  dated  May  13,  1862. 

The  irregular  issuing  of  a  second  patent  for  the  same  invention  can  not 
impair  the  rights  of  the  patentee  under  the  first  patent,  if  valid  at  the 
time  it  was  granted. 

The  description  in  the  specifications  of  Winslow's  first  two  patents  consti- 
tutes a  full  compliance  with  the  acts  of  Congress  in  that  behalf. 

The  purpose  of  Winslow's  invention,  as  evidenced  by  the  language  of  the 
description,  is  to  preserve,  not  only  the  farinaceous  elements  of  the 
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kernels,  but  also  the  milk  and  juices  of  the  same,  which  give  the  pe- 
culiar aroma  or  flavor  to  green  corn,  when  cooked  for  the  table  in  the 
usual  way,  during  the  season,  when  the  kernel  is  full  grown,  or  nearlj 
so,  but  before  the  milk  and  juice  becomes  concrete,  as  in  ripe  corn. 

The  patented  process,  if  the  directions  are  properly  followed,  will  accom- 
plish the  purpose  for  which  it  was  invented. 

When  the  patentee  proposes  to  show  that  his  invention  is  of  a  date  prior 
to  the  time  of  filing  his  original  application,  he  takes  upon  himself 
the  burden  of  proof,  and  to  maintain  that  theory,  as  against  another 
patented  improvement  of  the  same  construction  and  mode  of  opera- 
tion, he  must  prove  not  only  that  he  made  his  invention  <it  the  period 
claimed,  but  that  he  reduced  the  same  to  practice  as  an  operative 
machine. 

The  mere  previous  knowledge  or  use  of  the  thing  patented,  in  a  foreign 
country,  will  not  defeat  a  patent  issued  here  to  an  original  inventor, 
unless  it  appears  that  the  same  invention  had  been  patented  in  such 
foreign  country,  or  had  been  described  in  some  public  work  anterior 
to  the  supposed  discovery  thereof  by  the  patentee. 

It  is  well-settled  law  that  patented  inventions  can  not  be  superseded  by  the 
mere  introduction  in  evidence  of  a  foreign  publication,  though  of  prior 
date,  unless  the  description  or  drawings  contain  or  exhibit  a  substan- 
tial representation  of  the  patented  improvement,  in  such  full,  clear, 
and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or  science 
to  which  the  improvement  appertains  to  make,  construct,  and  practice 
the  invention  to  the  same  practical  extent  as  he  would  be  enabled  to 
do  if  the  information  was  acquired  from  a  prior  patent. 

*The  process  shown  in  the  English  patent  of  Peter  Durant  is  substantially 
different  from  that  of  complainant's  patent,  and  produces  a  much  in- 
ferior product.     It  can  not  be  held  to  supersede  complainant's  patents. 

There  is  abundant  evidence  that  Winslow  was  the  original  and  first  in- 
ventor of  the  improvements  claimed  in  his  patents. 

Nothing  short  of  proof  that  the  invention  was  on  sale  or  in  public  use, 
with  the  consent  and  allowance  of  the  inventor,  for  a  period  exceeding 
two  years  before  his  application,  will  support  a  defense  under  the 
clause  of  the  statute  relating  to  use  and  sale  before  application' 

Uses  or  sales,  without  the  consent  and  allowance  of  the  inventor*  are 
plain  violations  of  his  rights,  and  afford  no  justification  to  a  subse- 
quent wrong-doer. 

If  the  sale  or  use  is  without  the  consent  or  allowance  of  the  inventor>or 
if  the  use  is  merely  experimental,  to  ascertain  the  value,  util11)'' or 
success  of  the  invention,  by  putting  it  in  practice,  that  is  not  such  a 
sale  or  use  as  will  deprive  the  inventor  of  his  title. 

Such  acts  of  the  inventor  are  to  be  liberally  construed  as  acts  of  an  <?xr*" 
imental  character,  nor  is  the  inventor  to  be  estopped  by  allov*r'in» 
few  persons  to  use  his  invention,  to  ascertain  its  utility,  or  by  an/ sUC 
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acts  of  use  or  indulgence  to  others  to  use  the  same,  as  are  not  incon- 
sistent with  the  clear  intention  to  hold  the  exclusive  privilege,  and  to 
secure  the  same  by  letters  patent. 

Where  the  party  has  subsequently  taken  out  a  patent,  the  court  is  not  au- 
thorized to  give  effect  to  the  defense  of  abandonment,  except  in  a  case 
where  the  proof  is  clear  and  cogent. 

There  is  no  evidence  in  the  record  to  show  that  either  of  Winslow's  inven- 
tions were  in  public  use  or  on  sale  more  than  two  years  before  he  ap- 
plied for  a  patent,  or  for  any  shorter  time,  with  his  consent  and 
allowance. 

Public  use  of  the  invention,  unless  by  the  patentee  himself,  for  profit,  or 
by  his  consent  and  allowance,  will  not  work  a  forfeiture  of  his  title, 
as  such  forfeiture  is  not  favored,  unless  it  clearly  appear  that  the  use 
was  solely  for  profit,  and  not  for  the  purpose  of  further  improvement 
or  experiment. 

The  two  defenses,  that  the  patentee  suffered  the  invention  to  be  in  public 
use  and  on  sale  more  than  two  years  before  he  applied  for  a  patent, 
and  that  he  abandoned  the  invention  to  the  public  before  applying  for 
a  patent,  may  be  set  up  in  the  same  answer,  but  ought  not  to  be 
blended  in  the  same  allegation,  as  they  depend,  in  many  respects,  upon 
very  different  principles. 

It  is  settled  law,  that  mere  forbearance  to  apply  for  a  patent  during  the 
progress  of  experiment,  and  until  the  inventor  has  tested  his  inven- 
tion by  actual  practice,  affords  no  just  grounds  for  any  presumption 
of  abandonment. 

Where  the  patentee  discovered  the  process  of  preserving  green  corn,  in 
1842,  continued  to  experiment  upon  it  until  1853,  then  applied  for  a 
patent,  which  was  refused  the  same  year,  and  did  nothing  further 
toward  procuring  a  patent  until  1862,  when  he  filed  a  second  applica- 
tion, which  was  granted:  Held,  that  the  patentee  had  not  abandoned 
the  invention  so  as  to  invalidate  the  patent. 

Abandonment  or  dedication  of  an  invention  to  the  public,  being  in  the 
nature  of  a  forfeiture  of  a  right,  is  not  favored  in  law. 

Delays  in  the  Patent  Office,  which  the  inventor  can  not  prevent,  will  not 
impair  his  title  to  his  invention,  nor  can  any  use  of  the  invention 
during  such  delays,  if  without  his  consent  and  allowance,  afford  any 
evidence  to  support  the  issue  of  abandonment. 

No  one  but  the  inventor  is  competent  to  abandon  his  invention  to  the 
public.  His  acts  and  declarations,  if  explicit,  are  sufficient  for  the 
purpose,  or  he  may  accomplish  the  same  by  continued  acquiescence  in 
the  acts  of  others,  of  which  it  appears  that  he  had  knowledge;  but 
the  proof  of  knowledge  and  acquiescence  must  be  beyond  all  reason- 
able doubt,  as  every  presumption  is  the  other  way. 

A  dedication  to  the  public  can  not  be  proved  by  evidence,  which  shows 
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only  experimental  practice  by  the  inventor  or  his  employes,  whether 
in  public  or  private. 

It  will  not  be  sufficient  to  prove  such  a  defense,  unless  it  appear  that  the 
use  was  somewhat  extensive  and  for  the  purpose  of  gain,  evincing 
an  intent  on  the  part  of  the  inventor  to  secure  the  exclusive  bene- 
fits of  his  invention,  without  applying  for  the  protection  of  letters 
patent 

The  inventor  is  not  to  be  estopped  by  licensing  a  few  persons  to  use  his 
invention  to  ascertain  its  utility,  or  by  such  acts  of  peculiar  indul- 
gence and  use  as  may  fairly  consist  with  the  clear  intention  to  hold  the 
exclusive  privilege. 

(Before  Clifford,  J.,  District  of  Maine,  April,  1873.) 

Suit  brought  upon  letters  patent  for  "  improved  Indian  com 
preserved  green,"  granted  to  Isaac  Winslow,  April  8,  1862,  and 
letters  patent  for  u  improved  process  of  preserving  green  corn," 
granted  to  same,  respectively,  May  13,  1862  ;  May  20,  1S62,  and  • 
August  26,  1862.     The  claims  of  the  patents  were  as  follows,  viz : 

First  patent : 

"  The  described  new  article  of  manufacture — namely,  Indian  corn— when 
preserved  in  the  green  state,  without  drying  the  same,  the  kernels  being 
removed  from  the  cob,  hermetically  sealed,  dnd  heated,  substantially  in 
the  manner  and  for  the  purposes  set  forth." 

Second  patent : 

u  The  described  process  of  first  removing  the  corn  from  the  cob,  and 
then  preserving  the  kernels,  substantially  in  the  manner  and  for  the  pur- 
poses set  forth." 


Third  patent : 

"  The  described  process  of  preserving  Indian  corn  in  the  green  state, 
without  drying  the  same,  the  corn  being  sealed  hermetically  in  cans  or 
other  vessels,  and  then  exposed  to  heat,  substantially  in  the  manner  and 
for  the' purposes  set  forth." 

Fourth  patent : 

"  Preventing  the  bursting  of  hermetically  sealed  cans,  or  other  vessel 
while  they  are  exposed  to  heat  for  cooking  or  preserving  their  contend  p? 
means  of  puncturing  such  cans  or  vessels,  when  first  heated, •orotf,crwlk 
giving  vent  to  the  contained  ay-  soon  after  heating,  the  cans  or  V*S?C 
being  thereafter  immediately  resealed,  and  the  heat  continued,  sU°8la  " 
tially  in  the  manner  and  for  the  purposes  set  forth." 


The  material  facts  in  evidence  are  fully  stated  in  the  opifl'°n 
the  court. 


of 
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JVm.  Henry  Clifford,  for  complainants. 

./?.  K.  Sewall,  Bradbury  &  Bradbury,  and  A.  A.  Sir  out,  for 
defendant. 


Clifford,  J. 

''inventions  lawfully  secured  by  letters  patent  are  the  property 
of  the  inventors,  and  as  such  the  franchise  and  the  patented  pro- 
duct are  as  much  entitled  to  legal  protection  as  any  other  species 
of  property,  real  or  personal.  They  are  indeed  property,  even  be- 
fore they  are  patented,  and  continue  to  be  such,  even  without  that 
protection,  until  the  inventor  abandons  the  same  to  the  public, 
unless  he  suffers  the  patented  product  to  be  in  public  use  or  on 
sale,  with  his  consent  and  allowance,  for  more  than  two  years 
before  he  files  his  application  for  a  patent.  '5  Stat,  at  Large,  123  ; 
5  lb.  354. 

On  March  8, -1853,  Isaac  Winslow,  of  Philadelphia,  filed  in  the 
Patent  Office  an  application  for  a  patent  for  "a  new  and  im- 
proved mode  of  preserving  green  corn,"  in  which  he  stated  that 
he  had  invented  a  new  and  useful  improvement  for  accomplishing 
that  object,  and  prayed  that  letters  patent  might  be  granted  to 
him  for  that  invention.  Certain  portions  of  the  invention  were 
not  illustrated  either  by  .drawing  or  models,  and  "in  consequence 
of  that  omission,  the  application,  on  the  1st  of  August  following, 
was  returned  to  the  inventor,  leaving  it  to  his  option  to  supply  the 
omission  or  to  modify  his  claim.  He  elected  to  supply  the  defi- 
ciency, and,  on  the  26th  of  October  succeeding,  he  filed  in  the 
Patent  Office  additional  drawings  and  a  model  of  the  invention, 
and  samples  of  the  patented  product.  Information  from  the  Pat- 
ent Office  was  communicated  to  the  inventor  on  the  2d  of  No- 
vember, in  the  same  year,  that  the  office  did  not  regard  the 
operation  of  cutting  the  corn  from  the  cob  as  any  part  of  the 
process  of  preserving  the  product,  and  requesting  him  to  decide 
whether  the  office  should  examine  the  process  of  preserving  or 
that  of  removing  the  corn  from  the  cob,  under  the  fee  already 
paid,  evidently  showing  that  the  office  required  another  fee  if  both 
were  to  be  examined.  Compelled  to  elect  a  second  time,  the  ap- 
plicant decided  to  strike  out  his  second  claim,  and  consented  to 
take  a  patent  for  the  process  of  preserving  the  patented  product. 
Nothing  further  was  done  until  the  19th  of  the  same  month,  when 


348         *  DISTRICT    OF   MAINE. 

Jones  v.  Sewall. 


the  Patent  Office  informed  the  applicant  that  the  office  was  of  the 
opinion  that  his  process  was  substantially  the  same  as  that  in 
common  use  for  preserving  both  vegetable  and  animal  substances. 
On  February  18,  1862,  the  inventor  filed  in  the  Patent  Office  a 
new  application  for  a  patent,  referring  to  the  fact  that  his  prior 
application,  as  modified,  was  rejected,  and  renewing  the  prayer 
that  letters  patent  might  be  granted  to  him  for  the  entire  improve- 
ment. In  the  meantime  the  inventor  assigned  the  business  over 
to  his  brother  and  the  complainant,  with  the  stipulation  that  he 
would  give  the  assignees  the  benefit  of  any  improvement  he 
should  make,  and  of  his  knowledge  of  the  new  process.  Before 
the  second  application  for  a  patent  was  made,  the  entire  inven- 
tions were  duly  assigned  to  the  complainant,  and  it  is  proper  to 
remark  that  the  title  of  the  complainant  is  admitted. 

Four  several  letters  patent  were  granted  for  the  inventions,  and 
they  were  all  issued  in  the  names  of  the  inventor,  but  each  con- 
tains the  recital  that  he  had  assigned  all  his  right,  title,  and  inter- 
est in  the  invention  to  the  complainant.     They  are  as  follows: 
1.  No.  34,92s,  dated  April  8,  1862,  for  a  new  and  useful  improve- 
ment in  preserving  Indian  corn  in  the  green  state  ;  2.  No.  35*2741 
dated  May  13,  1862,  for  a  new  and  useful  improvement  in  pre- 
serving green  corn  ;  3.  No.  35.346,  dated  May  20,  1862,  for  a 
new  and   useful   improved   process   of  preserving  green  corn; 
4.  No.  36,326,  dated  August  26,  1862,  for  a  new  and  useful  im- 
provement in  the  process  of  preserving  green  corn.    Possessed, 
as  he  is,  of  the  absolute  title  to  those  improvements,  the  com- 
plainant claims  the  full  and  exclusive  right  and  liberty  of  making 
and  using  the  said  improvements,  and  vending  the  same  to  others 
to  be  used,  and  he  charges  that  the  respondent  named  in  the  6/7/ 
of  complaint,  then  in  full  life,  from  September  13,  1867,  to  No- 
vember 19,  in  the  same  year,  unlawfully  and  wrongfully  used 
and  practiced  the  described  improvements  claimed  and  patented 
by  the  complainant.     Service  was  made,  and  respondent  appeared 
and  filed  an  answer.     Amendments  were  made  to  the  bulity 
consent,  admitting  new  complainants,  and  also  to  the  answer, 
allowing  the  respondent  to  set  up  new  defenses.     Referenced 
only  be  made  to  such  of  the  defenses  set  up  in  the  answer  a^were 
pressed  in  argument  at  the  hearing.     Argument  to  show  tbfltt"e 
title  of  the  complainant  is  valid  is  unnecessary,  as  that  is  Emit- 
ted by  the  respondent,  and  the  complainant  having  introdu<^e(*in 
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evidence  the  several  letters  patent  described  in  the  bill  of  com- 
plaint, it  is  conceded  that  they  afford  a  prima  facie  presumption 
that  the  patentee  is  the  original  and  first  inventor  of  the  several 
improvements  therein  described  and  secured  to  the  supposed  in- 
ventor.    Much  consideration  need  not  be  given  to  the  question  of 
infringement,  as  the  respondent  admits  that  his  foreman,  though, 
as  he  alleges,  without  his  consent,  put  up  certain  parcels  of  green 
corn  preserved  substantially  by  the  same  process  as  that  described 
in  the  specification  of  the  patentee,  and  substantially  the  same  as 
covered  by  his  patents,  amounting  to  seven  hundred  cans,  which 
have  been  sold,  and  the  proceeds  and  profits  have  been  received 
by  the  respondent,  as  stated  in  the  account  annexed  to  the' answer. 
Unless  the  patent  is  sustained,  the  question  of  infringement  is  an 
immaterial  issue,  and  where  it  is  admitted,  and  the  case  shows 
that  profits  have  been  received  by  the  respondent  to  a  substantial 
amount,  the  question  of  the  extent  of  the  infringement  is  usually 
left  to  be  determined  by  the  master.    Viewed  in  the  light  of  these 
suggestions,  it  is  quite  clear  that  the  case  depends  upon  the  de- 
fenses set  up  in  the  answer,  as,  if  no  one  of  them  is  sustained, 
the  complainants  are  clearly  entitled  to  a  decree. 
They  are  as  follows : 

1.  That  the  patentee  was  not  the  original  and  first  inventor  of 
the  improvements,  or  either  of  them,  as  alleged  in  the  bill  of  com- 
plaint. 

2.  That  the  several  supposed  improvements  are  merely  old 
methods  applied  to  a  new  use,  and  that  the  several  improve- 
ments, and  each  of  them,  were  well  known  and  in  public  use 
prior  to  the  alleged  discovery  and  invention  of  the  patentee. 

3.  That  the  several  improvements  were  in  public  use  and  on 
sale  more  than  two  years  before  the  patentee  made  his  applica- 
tion for  a  patent. 

4.  That  the  patentee  abandoned  his  invention  to  the  public  be- 
fore he  filed  his  application  for  a  patent. 

Application  was  made  by  the  inventor,  in  the  first  place,  for 
one  patent  to  embrace  all  the  several  subject-matters  described  in 
the  four  patents  subsequently  granted  by  the  Commissioner  of 
Patents.  Novelty  and  utility  are  both  required  to  constitute  a 
patentable  invention  within  the  meaning  of  the  patent  law,  but 
where  both  of  those  qualities  are  combinedi  it  is  settled  law  that 
the  right  to   a  patent  does  not  depend  upon  the  u  quantity  of 
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thought,"  ingenuity,  skill,  labor,  or  experiment,  or  the  amount  of 
irioney  which  the  inventor  may  have  bestowed  or  expended  upon 
his  production.     Curt,  on  Pat,  sec.  31. 

Defenses,  involving  the  validity  of  a  patent,  can  not  be  satisfac- 
torily examined,  or  their  sufficiency  or  insufficiency  determined, 
without  first  ascertaining  what  the  invention  is  which  is  embodied 
in  the  patent  constituting  the  subject-matter  of  the  controversy. 

I.  Undoubtedly  the  first  patent  is  for  the  product  of  the  inven- 
tion, or  for  the  new  ^article  of  manufacture — to  wit,  Indian  corn 
preserved  green,  or  Indian  corn  preserved  in  the  green  state.     In 
his  first  attempt  to  preserve  the  corn  in  the  green  state,  without 
drying  the  same,  the  patentee  states  that  he  did  not  remove  the 
kernels  from  the  cob,  which  was  not  satisfactory,  as  the  articie 
obtained  was  very  bulky,  and,  when  used,  the  peculiar  sweetness 
of  the  corn  was  lost,  the  same  being  absorbed,  as  the  patentee 
supposes,  by  the  cob.     Experiments  of  various  kinds  were  subse- 
quently made  to  overcome  the  difficulties  attending  the  effort  to 
preserve  the  corn  without  drying  the  same,  which  were  also  un- 
successful, as  the  kernels,  when  preserved,  did  not  retain  tke  milk 
*and  other  juices  of  the"  corn,  leaving  the  product  hard,  insipid, 
and  unpalatable,  and  without  the  full  flavor  of  fresh  green  corn. 
All  such  experiments  were  abandoned ;  but  he  finally  succeeded 
in  producing  an  entirely  satisfactory  article  of  manufacture,  which 
is  the  one  described  in  the  specification  and  claim  of  his  first  pat- 
ent.    His  description  of  the  method  of  manufacturing  the  product 
is  substantially  as  follows  :  Select  a  superior  quality  of  sweet  corn, 
in  the  green  state  ;  remove  the  kernels  from  the  cob  by  means  of 
a  curved  and  gauged  knife,  or  other  suitable  means;  pack  the 
kernels  in  cans,  and  hermetically  seal  the  latter,  so  as  to  prevent 
evaporation  under  heat,  or  the  escape  of  the  aroma  of  the  corn. 
When  packed,  the  cans  of  corn  are  to  be  exposed  to  steam  or 
boiling  heat  for  an  hour  and  a  half;  then  puncture  the  cans,  and 
immediately  seal  the  same  while  hot,  and  continue  the  heat  for 
two  hours  ancl  a  half  longer.    Afterward,  the  cans  may  be  slowly 
cooled  in  a  room,  at  the  temperature  of  seventy  to  a  hundred  de- 
grees  Fahrenheit.     Indian  corn   thus   packed    and   treated,  the 
patentee  states,  may  be  warranted  to  keep  in  any  climate.   Being 
preserved  in  its  natural  state,  as  near  as  possible,  it  retains  the 
peculiar  sweetness  and  flavor  of  fresh  green  corn  right  from  the 
growing  field,  and  it  is  only  necessary  to  heat  the  corn  in  order 
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to  prepare  it  for  the  table,  as  it  is  fully  cooked  in  the  process  of 
preserving.  What  the  patentee  claims  in  that  case  is:  "The 
.  described  new  article  of  manufacture — to  wit,  Indian  com—  whin 
preserved  in  the  green  state,  without  drying  the  same,  the  kernels 
being  removed  from  the  cob  and  packed  in  cans,  hermetically 
sealed,  and  treated  substantially  in  the  manner  and  for  the  put- 
pose  set  forth  in  the  specification." 

II.  Attention  will  next  be  called  to  the  second  patent,  which  ' 
purports  to  embody  an  invention  for  a  new  and  useful  improve- 
ment in  preserving  green  corn,  or,  in  other  words,  the  patented 
invention  is  for  the  process  of  manufacturing  the  new  product 
described  and  patented  in  the  first-mentioned  letters  patent.  Nec- 
essarily, the  details  of  the  process  are  somewhat  fully  given  in 
the  specification  describing  the  patented  product,  but  the  claim  of 
tlie  first  patent  does  not  extend  to  the  process,  which  shows  that 
the  Patent  Office  committed  no  error  in  granting  the  second  pat* 
ent,  as  it  does  not  include  anything  patented  in  the  first  patent. 
Goodyear  v.  Providence  Rubber  Co.,  z  Cliff.  371  ;  lb.,  9  Wall. 
7SS;   Seymour  v.  Osborne,  II  Wall.  559. 

Both  parties  agree  that  it  ts  competent  for  the  commissioner  to- 
grant  a  patent  for  the  product  and  one  for  the  process,  and  it  is 
obvious  that  the  patent  under  consideration  is  for  the  process, 
which  is  not  included  in  the  prior  patent.  It  has  long  been  com- 
mon, says  the  patentee,  to  boil  green  or  unripened  corn,  and  then 
to  dry  the  same  for  winter  use,  but  corn  thus  dried  must  be  boiled 
again  when  prepared  for  the  table,  and  is  more  or  less  hard  and 
insipid,  as  it  loses  the  fine  flavor  of  fresh  green  corn.  Ears  of 
corn,  also,  are  sometimes  boiled,  and  then  hermetically  sealed  in 
cans,  but  the  cob  seems  to  absorb  the  sweetness  of  the  kernels,  or 
if  the  kernels  are  removed  from  the  cob  after  boiling,  and  then 
.  preserved,  still  the  fine  flavor  of  the  natural  corn  is  lost.  Many 
and  varied  attempts  were  made  by  the  patentee  to  preserve  green 
corn  on  the  cob  without  drying  the  same,  but  all  those  efforts 
were  unsuccessful,  as  the  article  was  bulky,  and  the  sweetness  of 
the  corn  was  absorbed  by  the  cob.  Subsequently,  he  conceived 
the  idea  of  first  removing  the  corn  from  the  cob,  and  then  boiling 
or  cooking  the  kernels,  and  preserving  them,  as  thus  separated 
from  the  cob.  Some  benefit,  doubtless,  resulted  from  that  new 
conception;  but  a  new  difficulty  arose,  as  the  kernels  of  corn 
were  broken  in  being  removed  from  the  cob,  and  the  milk  and 
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other  juices  of  the  corn  were  dissolved  and  diluted  in  the  process, 
of  boiling,  leaving  the  product  insipid  and  unpalatable.  Unable 
to  overcome  that  difficulty  in  that  mode,  he  next  attempted  to 
cook  the  corn,  without  permitting  it  to  come  in  contact  with  the 
water,  by  exposing  the  cans  containing  the  corn  to  boiling  water, 
but  he  soon  found  that  mode  of  preserving  the  corn  was  unsatis- 
factory, as  a  long  time  was  requisite  to  cook  the  corn  sufficiently 
for  preservation,  and  it  appears  that  the  milk  of  the  corn  evapo- 
rated, and  the  corn  became  more  or  less  dried. 

Two  other  patents  are  set  forth  in  the  bill  of  complaint,  but  it 
is  clear  that  the  patents  are  each  for  the  new  and  useful  improve- 
ment in  the  process  of  preserving  green  corn,  and  that  they  sev- 
erally embody  substantially  the  same  invention  as  that  described 
in  the  second  patent.  Improvements,  consisting  of  separate  and 
distinct  parts,  may,  in  certain  cases,  be  secured  by  separate  and 
distinct  patents,  but  no  more  than  one  patent  can  legally  be 
granted  for  the  same  invention.  5  Stat,  at  Large,  192 ;  Sickles 
v.  Falls  Co.,  4  Blatch.  50S. 

Inoperative  patents,  or  such  as  are  invalid  by  reason  of  a  defect- 
ive or  insufficient  description  or  specification,  may  also,  in  certain 
cases,  be  surrendered,  and  the  commissioner  in  such  cases  is  au- 
thorized to  cause  a  new  patent  to  be  issued  to  the  inventor  for  the 
•same  invention,  but  the  commissioner  does  not  possess  the  power 
to  grant  a  second  patent  for  the  same  invention,  in  any  case  nor 
under  any  circumstances,  without  the  surrender  of  the  first  one 
granted  to  the  patentee.  Suffolk  Co.  v.  Hayden,  3  Wall.  319; 
5  Stat,  at  Large,  122. 

Apply  those  principles  to  the  case,  and  it  is  certain  that  the 
third  and  fourth  patents  described  in  the  bill  of  complaint  are 
void.  More  than  one  patent  for  the  same  invention  can  not  be 
legally  issued  by  the  commissioner,  but  the  irregular  issuing  of 
the  second  patent  can  not  impair  the  right  of  the  patentee  under 
tlie  first  patent,  if  it  was  valid  at  the  time  it  was  granted.  Tested 
by  these  rules  of  decision,  it  is  quite  clear  that  the  bill  of  com- 
plaint as  to  the  third  and  fourth  patents  must  be  dismissed,  but 
that  the  complainants  are  entitled  to  a  decree  for  an  account  and 
for  an  injunction  for  the  infringement  of  the  first  and  second  pat- 
ents, unless  the  defenses,  or  some  one  of  them  set  up  by  the 
respondent,,  are  sustained. 

I.  First  defense  is  that  the  patentee  is  not  the  original  and  first 
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inventor  of  the  respective  improvements.     Both  patents  may  be 
considered  together,  as  all  the  proofs  applicable  to  one  apply 
equally  to  the  other,  and  the  positions  taken  in  argument  are  the 
same  in  both,  without  an  exception.     Before  examining  that  de- 
fense, it  becomes  necessary  to  refer  somewhat  more  fully  to  the 
nature  and  peculiar  characteristics  of  the  respective  improvements 
in  question,  in  order  that  the  evidence  adduced  may  be  fully  un- 
derstood and  properly  applied.     Ears  of  corn  may  be  boiled  and 
hermetically  sealed  in  cans  without  infringing  the  inventions  of  the 
patentee ;  but  the  difficulty  with  that  product  and  the  process 
which  produces  it,  is  that  the  cob  absorbs  the  sweetness  of  the 
kernels,  and  the  article  becomes  insipid   and  unpalatable,  and 
consequently  it  is  not  salable  to  much  extent.     So  the  kernels 
may  be  removed  from  the  cob  after  boiling,  and  then  be  pre- 
served in  cans  hermetically  sealed,  without  any  conflict  with  the 
improvements  embodied  in  the  patents  described  in  the  bill  of 
complaint,  but  the  process  and  the  product  which  it  produces  are 
comparatively  valueless,  as  the  fine   flavor  of  the   green   corn 
cooked  in  the  usual  way  is  lost  in  the  process  of  manufacture. 

Corn  may  also  be  preserved,  when  in  a  green  state,  by  remov- 
ing the  kernels  from  the  cob  and  boiling  or  cooking  the  same, 
before  the  kernels  are  packed  in  cans  hermetically  sealed,  without 
subjecting  the  manufacturer  to  the  charge  of  infringing  these  pat- 
ents ;  but  the  difficulty  with  that  process  is  that  the  kernels,  In 
being  removed  from  the  cob,  are  broken,  and  consequently  the 
milk  and  other  juices  of  the  corn  in  that  state  are  dissolved  out  in 
the  process  of  boiling  or  cooking,  and  the  natural  aroma  of  the 
green  corn  cooked  in  the  usual  way  for  the  table  is  lost,  and  the 
product  becomes  of  little  or  no  value  as  an  article  of  commerce. 
Attempts  were*  made  by  the  patentee  in  this  case  to  remedy  that 
difficulty  by  packing  the  kernels  in  cans  not  sealed,  and  exposing 
the  cans  containing  the  kernels  to  boiling  water,  but  the  process 
was  unsatisfactory  in  other  respects,  as  it  required  a  long  time  to 
cook  the  corn,  during  which  the  milk  and  other  juices  evaporated, 
and  the  corn  became  more  or  less  dried.  All  experiments  of  such 
kinds  having  failed  to  produce  the  desired  result,  the  inventor 
adopted  the  process  of  removing  the  corn  from  the  cob,  packing 
the  kernels  in  cans,  hermetically  sealing  the  same,  and  then  boil- 
ing the  cans  until  the  corn  therein  became  completely  cooked ; 
vol.  vi — 23 
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but  he  states  that  the  cans  must  be  very  strong,  or  they  may  burst; 
and  to  prevent  that  he  practiced  puncturing  them,  after  they  be- 
came Well  heated,  to  allow  the  air  to  escape,  immediately  reseal- 
ing  the  same  to  prevent  the  evaporation  of  the  juices  of  the  corn 
or  the  loss  of  the  natural  aroma.  Cans,  if  sufficiently  strong,  it 
would  seem,  maybe  used  to  complete  the  process  without  the  ne- 
cessity of  their  being  punctured  after  the  boiling  is  commenced: 
but,  unless  the  cans  are  very  strong,  it  is  better  to  puncture  them, 
in  or.!er  to  relieve  the  internal  pressure  and  to  prevent  them  from 
bursting.  Even  if  the  cans,  when  not  punctured,  as  described, 
do  not  burst,  the  air  contained  in  the  cans  and  the  vapor  become 
more  or  less  expanded  by  the  heat,  so  as  to  press  the  heads  of  the 
can  outward  and  give  the  same  the  appearance  of  cans  which 
contain  the  gaseous  products  of  decomposition.  Such  appear- 
ances, even  when  the  corn  is  perfectly  preserved,  diminish  its 
value  as  an  article  of  commerce,  which  shows  that  it  is  better  to 
puncture  and  reseal  the  cans  during  the  process  of  boiling,  unless 
the  cans  are  very  strong. 

Taken  as  a  whole,  the  description  in  the  specification  of  the 
respective  patents  constitutes  a  full  compliance  with  the  require- 
ment of  the  act  of  Congress  in  that  behalf,  showing  that  the  claim 
of  the  patentee  in  the  first  patent  is  the  described  new  article  of 
manufacture — to  wit,  Indian  corn — when  preserved  in  the  green 
state,  without  drying  the  same,  the  kernels  being  removed  from 
the  cob,  hermetically  sealed,  and  heated,  substantially  in  the 
manner  and  for  the  purpose  set  forth,  which  is  well  justified  by 
the  description  of  the  invention  given  in  the  specification. 

His  claim  in  the  second  patent  is  for  the  described  process  of, 
first,  removing  the  corn  from  the  cob,  and  then  preserving  the 
kernels,  substantially  in  the  manner  and  for  the  purposes  set  forth, 
which  is  also  well  supported  by  the  antecedent  description  con- 
tained in  the  specification,  to  which  it  is  appended.  Viewed  in 
any  proper  light,  it  is  clear  that  the  purpose  of  the  invention,  as 
evidenced  by  the  language  of  the  description  throughout,  is  to 
preserve  not  only  the  farinaceous  elements  of  the  kernels,  but  a/so 
the  milk  and  juices  of  the  same,  which  give  the  peculiar  aroma 
or  flavor  to  green  corn  when  cooked  for  the  table  in  the  usual 
way  during  the  season  when  the  kernel  is  full  grown,  or  nearly 
so,  but  before  the  milk  and  juices  of  the  kernel  become  concrete, 
as  in  ripe  corn.     Beyond  all  doubt,  the  patented  process,  if  the 
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directions  are  properly  followed,  will  accomplish  the  purpose  for 
which  it  was  invented,  and  will  enable  the  manufacturer  to  pre- 
serve the  kernels  of  green  corn  with  all  the  milk  and  other  juices 
of  the  same,  without  any  chemical  or  other  change,  except  what 
is  produced  by  the  cooking,  which  is  effected  by  putting  the  sealed 
cans  containing  the  kernels,  with  their  milk  and  other  juices,  just 
as  the  same  were  removed  from  the  cob,  into  boiling  water,  and 
keeping  the  cans,  with  their  contents,  in  the  boiling  water  for  the 
period  or  periods  specified  in  the  descriptive  part  of  the  specifica- 
tion. Proof  to  that  effect,  of  the  most  satisfactory  character,  is 
exhibited  in  the  record,  and  the  patented  product,  as  seen  every- 
where in  daily  use,  fully  attests  its  accuracy  and  truth.  Sufficient 
has  been  remarked  to  show  what  the  improvements  are  which 
give  rise  to  the  present  controversy,  and,  having  accomplished 
that  purpose,  the  next  inquiry  is,  whether  the  patentee  is  the  orig- 
inal and  first  inventor  of  the  respective  improvements. 

Tested  merely  by  the  pleadings,  the  affirmative  of  that  issue  is 
upon  the  complainants ;  but  the  complainants  having  introduced 
the  original  letters  patent  under  which  they  claim,  the  rule  is  well 
settled  that  the  burden  of  proof  is  changed,  and  that  it  is  incum- 
bent upon  the  respondent  to  show,  by  satisfactory  proof,  that  the 
patentee  is  not  the  original  and  first  inventor  of  the  respective 
improvements,  as  he,  the  respondent,  has  alleged  in  his  answer. 
Evidence  was  introduced  by  the  complainants,  of  the  most  satis- 
factory character,  showing  that  the  patentee,  Isaac  Winslow,  of 
Philadelphia,  discovered  the  patented  process  of  preserving  green 
corn  early  in  the  year  1842,  and  that  he  made  successful  experi- 
ments in  reducing  his  invention  to  practice,  at  Westbrook,  in  the 
State  of  Maine,  during  the  latter  part  of  the  summer  or  in  the 
early  part  of  autumn  of  that  year,  leaving  no  doubt  that  the  pro- 
cess discovered  was  the  same  as  that  described  in  the  second 
patent,  on  which  the  suit  is  founded,  and  that  the  results  were 
satisfactory  to  a  limited  extent.  All  doubt  as  to  the  date  of  those 
experiments  is  removed  by  the  statements  of  the  witnesses  as  ,to 
the  attending  circumstances,  which  could  hardly  fail  to  impress 
the  memory  so  as  to  prevent  unintentional  mistake,  and  there  is 
no  reason  disclosed  in  the  proofs  to  create  any  distrust  as  to  the 
integrity  of  the  deponents.  .  Though  a  resident  of  Philadelphia, 
the  patentee  sometimes  went  abroad  for  temporary  periods,  and 
in  the  sprjng  prior  to  making  these  experiments,  he  wrote  from 
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France  to  his  brother-in-law,  living  at  Westbrook,  in  the  State  of 
Maine,  requesting  him  to  plant  a  piece  of  ground  with  sweet 
corn,  evidently  for  the  purpose  of  securing  the  means  of  making 
such  experiments,  and  testing  the  utility  of  the  new  process  which 
he  had  invented,  and  it  appears  that  his  brother-in-law  complied 
with  his  request.     Pursuant  to  that  arrangement,  he  visiled  his 
brother-in-law,  at  Westbrook,  toward  the  close  of  the  summer  or 
early  in  the  fall  of  that  year,  and  commenced  to  make  experi- 
ments to  preserve  green  corn,  occupying  for  that  purpose  a  build- 
ing situated  on  the  same  farm  which  had  previously  been  used  as 
a  cord  factory.     He  worked  less  than  a  week  that  season,  and  the 
experiments,  to  a  large  extent,  were  unsatisfactory,  as  the  cans,  in 
which  the  corn  was  packed,  were  not  strong  enough  to  resist  the 
pressure  within,  occasioned  by  the  boiling.     Attempts  were  made 
to  preserve  the  corn  by  cooking  it  before  it  was  packed  in  the 
cans,  both  by  cooking  it  on  the  cob  and  then  removing  the  ker- 
nels, and  also  by  first  removing  the  kernels  and  then  boiling  the 
same  ;  but  all  of  those  experiments  proved  to  be  wholly  unsatis- 
factory, as  all,  or  nearly  all,  of  the  corn  in  the  cans  spoiled,  and 
all  such  as  was  not  spoiled  was  found  to  be  insipid  and  compara- 
tively tasteless,  and  of  little  or  no  commercial  value.    Experiments 
were  also  made  by  cutting  the  kernels  of  the  freshly  gathered 
green  corn  from  the  cob  with  a  gauged  knife,  and  packing  the 
same,  with  their  milk  and  other  juices,  in  cans  hermetically  sealed, 
just  as  the  kernels  came  from  the  cob,  and  cooking  the  same,  by 
placing  the  cans  with  their  contents  in  a  large  vessel  containing 
boiling  water,  and   most  of  those  experiments,  when  the  cans 
proved  to  be  strong  enough  to  resist  the  inward  pressure  during 
the  process  of  boiling,  without  bursting,  were  generally  satisfac- 
tory.    Few  or  none  of  the  cans  were  properly  constructed,  and 
many  of  them  burst  during  the  process  of  boiling,  and  in  conse- 
quence of  that  tendency  the  patentee  found  it  necessary  to  take 
the  cans  out  of  the  bath  before  the  process  of  cooking  the  corn 
was  completed,  and  to  puncture  or  vent  the  cans,  as  described  in 
the  specification,  immediately  resealing  and  replacing  the  same 
in  the  receptacle  of  boiling  water  until  the  contents  of  the  cans 
were  cooked  sufficiently  for  table  use  ;  and  the  proofs  show  tn* 
when  the  cans  were  temporarily  vented  in  that  way,  the  expc"' 
ments  were  generally  successful.    Such  experiments  were  rcpea*e 
the  next  year  for  a  few  days,  during  the  proper  season,  afldfr0 
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year  to  year,  to  the  autumn  preceding  the  time  when  the  patentee 
made  his  application  for  letters  patent. 

Practical  experience  showed  that  the  process  subsequently  pat- 
ented was  much  the  most  successful  in  accomplishing  the  desired 
object,  but  the  process  required  strong  cans  to  prevent  them  from 
bursting  during  the  boiling,  even  when  the  cans  were  temporarily 
vented,  as  described  ;  and  it  was  a  long  time  before  the  manufac- 
turer was  able  to  furnish  the  inventor  with  an  article  properly 
constructed  for  the  purpose,  as  fully  appears  from  the  testimony 
of  the  manufacturer  of  the  cans,  who  was  examined  as  a  witness. 
Application  for  a  patent  was  filed  in  the  Patent  Office  by  the  in- 
ventor on  March  8, 1853  ;  but  the  first  claim  was  neither  illustrated 
by  drawings  nor  by  a  model,  nor  did  the  applicant  forward  to  the 
Patent  Office  any  specimens  of  green  corn  preserved  by  his  pro- 
cess, and  the  specification,  on  account  of  those  omissions,  was 
returned  to  the  applicant,  leaving  it  at  his  option  to  supply  the 
deficiencies,  or  to  modify  his  claim.     He  elected  to  supply  what 
had  been  omitted  when  the  application  was  filed,  and  on  the  26th 
of  October,  in  the  same  year,  filed  in  the  Patent  Office  additional 
drawings,  together  with  a  model  of  the  invention  and  samples  of 
the  preserved  green  corn,  and  requested  an  early  examination  of 
the  application  and  claims.     Doubtless  the  proper  officers  of  the 
Patent  Office  complied  with   his  request,  as  they   returned  the 
specification  on  the  2d  of  November  following,  informing  him 
that  the  office  did  not  regard  the  operation  of  cutting  the  corn 
from  the  cob  as  any  part  of  the  process  of  preserving  the  same, 
and  requested  him  to  decide  which  part  of  the  alleged  invention 
the  office  should  examine — whether  the  process  of  preserving  the 
product,  or  that  of  removing  the  corn  from  the  cob.     Obliged  to 
waive  one  for  a  time,  he  struck  out  the  second  claim,  which  cov- 
ered the  process  for  removing  the  corn  from  the  cob,  and  on  the 
4th  of  the  same  month  returned  the  specification,  as  amended, 
expressing  the  hope  that  the  office  would  be  enabled  to  decide 
favorably  on  the  remaining  claim  without  delay.     His  hopes, 
however,  were  not  realized,  as  the  office,  on  the  19th  of  the  same 
month,  rejected  the  amended  application,  expressing  the  opinion 
that  the  alleged  invention  was  substantially  the  same  as  that  in 
common   use   for   preserving   meats   and   vegetable   substances. 
Except  an  occasional  visit  of  the  patentee  to  the  Patent  Office 
for  the  purpose  of  consultation  with  the  commissioner  or  exam- 
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iners,  nothing  further  was  done  by  him  to  procure  a  patent  until 
February  18,  1862,  when  he  filed  in  the  Patent  Office  a  second 
application  for  a  patent,  which,  in  substance  and  effect,  is  the* 
same  as  the  one  previbusly  filed  by  the  same  party,  and  which, 
like  the  other,  seeks  to  procure  letters  patent  for  the  entire  inven- 
tion.    Before  the  rejection  took  place,  the  claim  for  the  produc 
had  been  stricken  out,  so  that  the  claim  for  that  part  of  the  inven-    ^ 
tion  had  never  been  the  subject  of  decision  by  the  Patent  Oftce. 
In  view  of  the  circumstances,  the  commissioner  decided  to  ievie\ 
the  whole  case,  and  came  to  the  conclusion  that  the  proofs  beto 
him  entitled  the  applicant  to  letters  patent,  both  for  the  pr°duC 
and  for  the  process,  as  shown  in  the  two  patents  under  cotfsl<ier 
tion. 

Two  other  patents  were  also  issued  to  the  same  party,  but 

court  is  of  the  opinion  that  they  are  invalid,  as  having  been  lSSU 

f  the 
for  the  same  invention  as  that  described  in  the  specification  OI 

second  patent.  -""Repeated  decisions  have  established  the  ru*e 

a  patent  duly  issued,  when  introduced  in  evidence  by  the   c0 

plainant  in  a  suit  for  infringement,  is  prima  facie  evidence 

the  patentee  is  the  original  and  first  inventor  of  what  is  tber 

described  as  his  invention,  and  when  taken  in  connection  vvi**1 

original  application  is  prima  facie  evidence  that  the  inve*1 

was  made  at  the  time  the  application  was  fileds  but  whefl 

patentee  proposes  to  show  that  his  invention  is  of  a  date  pi*x° 

the  time  when  he  filed  his  original  application,  he  takes   **P 

himself  the  burden  of  proof,  and  to  maintain  that  theory  as  ag** 

another  patented  improvement  of  the  same  construction  and  *** , 

of  operation,  he  must  prove,  not  only  that  he  made  his  inv^1* 

at  the  period  claimed,  but  that  he  reduced  the  same  to  pract**^ 

an  operative  machine.     Johnson  v.  Root,  2  Cliff.  116.  / 

Suppose  that  is  so,  still  the  respondent  can  not  invoke 

principle  with  much  effect  in  this  case*  as  he  does  not  pr^^ 

green  corn  under  a  patent,  and  the  proofs  are  entirely  satisfy* c     * 

that  the  patentee  made  the  invention  more  than  ten  years  t>^ 

the  application   for  a  patent  was  filed  in  the  Patent  Office.      ^-^"f 

difficulty  was  experienced  by  the  patentee  throughout  the  ^v^11 

period  in  procuring  cans  properly  constructed  for  the  pu"CF^  ' 

and  the  proofs  show  that  it  was  that  imperfection  and  dinf*°11/. 

more  than  any  other  which  prevented  him  from  making  an  ^*r 

application  for  a  patent.     Much  examination,  in  detail)  °* 
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parol  proofs  introduced  by  the  respondent,  to  show  that  the  pat- 
ented process  was  known  or  used  in  the  United  States  before  the 
.  early  experiments  made  by  the  patentee,  may  well  he  omitted,  as 
it  is  not  pretended,  nor  can  it  be,  that  any  other  person,  resident 
in  thi*  country  either  before  or  since  that  time,  ever  invented  such 
a  process:  and  a  careful  scrutiny  of  the  evidence  given  by  those 
us  to  what  was  in  fact  done  by  the  several  deponents 
will  thow  thai  no  one  of  them  ever  preserved  any  green  corn:  in 
the  mode  of  operation  circumstantially  described  in  the  specifica- 
tions of  the  patent*,  until  the  witness,  in  some  way  and  to  some 
extent,  became  acquainted  with  the  process  of  the  patentee,  either 
from  rumor  or  from  gome  one  who  had  assisted  the  patentee  in 
making  those  experiments,  and  in  most  rases  not  until  years  after 
the  invention  was  made,  and  in  some  cases  long  after  the  patentee 
bad  Bled  his  application  fur  letters  patent  in  the  Patent  Office, 
Careful  analyst*  of  the  testimony  of  those  witnesses  shows  that 
many  of  them  never  practiced  the  patented  mode  of  operation  at 
all,  as  they  cooked  the  corn  before  the  kernels  were  packeij  in  the 
cattt,  and  thai  all  those  who  ever  did  practice  it  in  any  degree,  or 
ever  made  any  near  approximation  to  it,  never  commenced  to 

.H-. 11  in  that  wav  until  they  had  learned  something, 

ii  or  otherwise,  concerning  the  mode  of  operation  which 
was  practiced  bv  the  patentee.     They  do  not  pretend  that  they  in- 
vented anything  of  the  kind,  hut  all  they  claim  is  that  tliev  were 
successful  ill  learning  what  the  process  was  which  was  practiced 
by  the  assignor  of  the  complainants,     Beyond  all  doubt,  the  pat- 
iu  the  original  and   firai    inventor  of  the  process  in  the 
i   iiii'l   States,   and   sufficient   appears,  even    in   the   proofs  intro- 
dueed    by    the  respondent,   to  convince   the  court    that   the  first 
■  which  those  witnesses  ever  had  of  the  patented  pro- 
i,  directly  or  indirect]; — as  by  report  or  rumor — 
tiding   ueai  the   place  where  the  experiments  of 
hie  patentee  were  made,  or  who  had  at  some   time  been   the  em- 
ployes of   the   inventor,    and    had    assisted    in   his  expei  i merits, 
it  to  be  Hue  thai  the  patentee  was  the  fust  person  in  the 
United  Stales  who  had  practiced  the  patented  process,  and. pre- 
served green  corn  in  that  mode  of  operation,  still   it  is  contended 
by  the  respondent   that  he   is   not   the   original   ami   first   inventor 
iiiprovement,  within  the   meaning  of  the  patent  law,  as 
•  -  bad   been  previously  known  and  used  in  some  for- 
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eign  country  ;  but  the  decisive  answer  to  that  suggestion  is  that 
the  mere  previous  knowledge  or  use  of  the  thing  patented  in  a 
foreign  country  will  not  defeat  a  patent  issued  here  to  an  original 
inventor,  unless  it  appears  that  the  same  invention  had  been  pat- 
ented in  such  foreign  country  or  had  been  described  in  some 
public  work  anterior  to  the  supposed  discovery  thereof  by  the 
patentee,  and  it  is  well-settled  law  that  patented  inventions  can 
not  be  superseded  by  the  mere  introduction  in  evidence  of  a  for- 
eign publication,  though  of  a  prior  date,  unless  the  description  or 
drawings  contain  or  exhibit  a  substantial  representation  of  the 
patented  improvement  in  such  full,  clear,  and  exact  terras  as  to 
enable  any  person  skilled  in  the  art  or  science  to  which  the  im- 
provement appertains  to  make,  construct,  and  practice  the  inven- 
tion to  the  same  practical  extent  as  he  would  be  enabled  to  do  if 
the  information  was  derived  from  a  prior  patent.  Seymour  v. 
Osborne,  1 1  Wall.  555. 

Next,  the  respondent  insists  that  the  process  described  in  the 
English  patent  to  Peter  Durand  supersedes  the  invention  of  the 
assignor  of  the  complainant  as  a  prior  discovery  and  for  the  same 
improvement.  Vegetable  substances,  intended  to  be  subjected  to 
that  process,  the  specification  states,  are  to  be  put  into  the  vessels 
selected  for  the  purpose,  in  the  raw  or  crude  state ;  but  the  pat- 
entee, in  enumerating  the  articles  to  be  preserved,  does  not  men- 
tion green  corn,  nor  does  he  state  whether  the  kernels  are  or  are 
not  to  be  removed  from  the  cob,  or,  if  to  be  removed,  whether  the 
removal  is  to  be  effected  in  a  manner  to  leave  the  kernels  un- 
broken or  by  means  of  a  gauged  knife,  as  in  the  mode  of  operation 
described  in  the  complainant's  patent,  nor  is  any  mention  made 
of  preserving  green  corn  or  any  other  vegetable  substance  in  the 
natural  juices  of  the  article,  as  in  the  mode  of  operation  set  forth 
in  the  patent  mentioned  in  the  bill  of  complaint.  Instead  of 
packing  the  kernels  in  the  vessels  selected  for  the  purpose,  in  their 
crude  state,  as  suggested  in  the  English  patent,  the  process  pat- 
ented by  the  assignor  of  the  complainant  directs  that  the  kernels 
should  be  cut  from  the  cob  in  a  way  which  leaves  a  large  part  01 
the  hull  on  the  cob  and  breaks  open  the  kernels,  liberating  the 
juices,  to  use  the  language  of  the  patentee,  and  causing  the  mil* 
and  other  juices  of  the  corn  to  flow  out  and  surround  the  kernels, 
as  they  are  packed  in  the  cans  in  such  a  mode  that  the  juices  form 
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the  liquid  in  which  the  whole  is  cooked  when  the  cans  are  sub- 
jected to  the  bath  of  boiling  water. 

Evidently  much  is  due  to  this  feature  of  the  patented  mode  of 
operation  in  preserving  the  product,  and  causing  it  to  retain  the 
sweetness,  peculiar  flavor,  and  natural  aroma  of  green  corn  as 
when  fresh  gathered  in  the  season  and  boiled  for  the  table  in  the 
ordinary  way  for  family  use.     Nothing  of  the  kind  is  suggested 
in  the  other  specification,  and  it  is  quite  clear  that  a  careful  com- 
parison of  the  descriptions  given  of  die  ipventions,  in  the  respect- 
ive specifications,  fully  justifies  the  opinion  of  the  learned  expert 
examined  by  the  complainant,  that  the  two  patents  are  essentially 
and  substantially  unlike,  to  which  it  may  be  added  that  persons 
having  no  other  knowledge  of  the  complainant's  process  than 
what  they  derive  from  perusing  the  specification  of  the  other  pat- 
ent, would  never  be  able  to  preserve  green  corn  by  that  mode  of 
operation.     Palpable  as  these  differences  in  the  mode  of  operation 
are,  they  can  not  properly  be  overlooked  in  determining  the  issue 
under  consideration,  nor  are  they  merely  formal,  as  the  proofs  are 
full  to  the  point  that  the  product  manufactured  by  the  process  of 
the  complainant  is  far  superior  to  that  preserved  in  any  other 
known  mode.     Other  vegetables,  such  as  beets  and  carrots,  or 
peas  and  beans,  may  be  packed  in  cans  in  a  crude  state,  as  they 
retain  their  juices,  and  may  be  well  preserved  if  entirely  secluded 
from  the  atmosphere,  as  by  packing  them  in  vessels  hermetically 
sealed,  but  their  chemical  composition  is  very  different  from  green 
corn,  which  is  much  more  difficult  to  preserve  in  its  natural  fresh- 
ness, without  loss  of  its  peculiar  flavor  and  aroma,  as  accom- 
plished by  the  complainant's  process.     When  the  kernels  are  cut 
from  the  cob  they  are  opened,  and  the  milk  and  other  juices  of 
the  same  flow  out  and  become  a  constituent  part  of  the  vegetable 
substance  to  be  preserved,  and  if  exposed  to  air  in  that  state  for 
any  considerable  time  their  chemical  relations  to  each  other  will 
soon  change,  and  the  whole  substance  will  become  sour.     Expo- 
sure to  heat,  if  seasonable,  will  remove  that  tendency,  as  the  rela- 
tions of  the  elements  of  which  the  substance  is  composed  will 
become  fixed,  and  the  danger  of  putrefaction  or  souring  will  be 
greatly  lessened  or  entirely  averted. 

Throughout  his  experiments  the  aim  of  the  patentee  was  to 
perfect  the  process  of  preserving  green  corn  without  losing  any 
of  the  natural  juices  of  the  cereal,  and  to  discover  the  method  or 
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means  of  fixing  the  elements  of  the  corn  in  the  milky  state,  so 
that  when  packed  in  vessels  to  be  preserved,  their  chemical  rela- 
tions to  each  other  would  never  change,  unless  the  vessels  con- 
taining the  corn  were  opened.  Obviously  he  could  not  accom- 
plish that  purpose  by  putting  the  corn  into  the  cans  in  the  crude 
state,  or  before  it  was  removed  from  the  cob,  as  the  juices  of  the 
kernels  would  be  absorbed  by  the  cob  in  the  cooking,  nor  could 
he  accomplish  his  object  by  cutting  the  kernels  from  the  cob  and 
boiling  them  in  water  ^efore  they  were  packed,  or  by  cooking 
them  in  open  vessels  without  water,  as  in  the  one  case  the  milk 
would  be  washed  out  of  the  kernels,  and  with  it  all  the  peculiar 
flavor  of  green  corn,  and  in  the  other  case  the  aroma  and  juices 
of  the  cereal  in  the  green  state  would  be  lost  by  evaporation. 
Suggestion  is  made  that  the  kernels  may  be  removed  from  the  cob 
without  cutting,  and  if  packed  *in  cans  in  that  state,  before  being 
cooked,  they  may  be  regarded  as  having  been  packed  in  the  crude 
state,  which  may  perhaps  be  conceded ;  but  two  answers  are 
made  to  that  suggestion,  either  of  which  is  sufficient  to  show  that 
the  suggestion  can  not  serve  to  benefit  the  respondent. 

1.  Because  that  process  is  substantially  different  from  the  com- 
plainant's process. 

2.  Because  the  proofs  on  both  sides  show  that  the  product,  when 
the  green  corn  is  preserved  in  that  mode  of  operation,  is  of  a  very 
inferior  quality,  not  much  better  than  the  product  when  the  corn 
is  boiled  before'  it  is  packed. 

Viewed  in  the  light  of  these  suggestions  and  of  the  expert  tes- 
timony in  the  case,  which  corresponds  with  the  same,  I  am  of  the 
opinion  that  the  patents  of  the  complainants  are  not  superseded 
by  the  aforesaid  foreign  patent  introduced  by  the  respondent. 

II.  Enough  has  already  been  remarked  to  show  that  the  second 
defense  can  not  be  sustained,  as  the  evidence  introduced  to  show 
that  the  patentee  is  the  original  and  first  inventor  of  the  improve- 
ments, is  equally  persuasive  and  convincing  to  disprove  the  theory 
that  the  inventions  are  old  ones  applied  to  a  new  use,  which  is  all 
that  need  be  said  upon  the  subject.  Nor  is  any  argument  neces- 
sary to  show  that  the  other  defense  embraced  in  the  same  propo- 
sition must  be  overruled,  as  there  is  no  evidence  in  the  record  to 
support  the  theory  that  the  improvements,  or  either  of  them*  were 

well  known  or  in  public  use  prior  to  the  alleged  discovery  and 
invention  of  the  patentee.     Attempts  were  doubtless  made  by 
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various  persons  to  preserve  green  corn  prior  to  the  date  of  the 
invention  in  controversy,  but  it  is  so  manifest  to  every  impartial 
inquirer  that  they  were  of  a  character  substantially  different  from 
the  process  and  product  patented  by  the  assignor  of  the  complain- 
ant,  that  it  would  be  a  work  of  supererogation  to  repeat  the 
explanations  which  demonstrate  the  truth  of  that  proposition. 
Such  an  issue  can  not  be  properly  investigated  and  determined 
without  first  ascertaining  what  the  patented  invention  is,  but  the 
moment  that  preliminary  inquiry  is  solved,  the  whole  difficulty 
disappears,  as  it  at  once  becomes  self-evident  that  none  of  the 
methods  previously  practiced  embraced  the  mode  of  operation 
invented  by  the  patentee. 

III.  Patents  otherwise  valid  may  be  avoided  in  a  suit  for  in- 
fringement, by  proof  that  the  invention  was  in  public  use  and  on 
sale  more  than  two  years,  with  the  consent  and  allowance  of  the 
patentee,  before  he  filed  his  application  for  a  patent,  which  is  the 
next  defense  presented  by  the  respondent.  Inventions  ceased  to 
be  patentable,  at  one  time,  if  permitted  to  pass  into  public  use  or 
to  be  on  sale  for  any  time,  with  the  consent  and  allowance  of  the 
patentee,  before  his  application  for  a  patent ;  but  the  more  recent 
act  of  Congress  provides  that  such  public  use.  or  sale  shall  not 
have  any  such  effect,  unless  it  was  continued  for  more  than  two 
years  prior  to  such  application.  5  Stat,  at  Large,  123  ;  5  lb.  354, 
/^FvlW  proof  that  an  invention  had  been  in  public  use  or  on  sale, 
with  the  consent  and  allowance  of  the  inventor,  for  more  than 
two  years  before  the  application  for  a  patent  was  filed  in  the  Pat- 
ent Office,  is  a  good  defense  to  such  an  action  if  the  same  is 
properly  alleged  in  the  answer.  Agawam  Co.  v.  J-ordan,  7  Wall. 
607;  McClurg  v.  Kingsland,  1  How.  209 ;  St  imp  son  v.  Rail- 
road, 4  How.  380 ;  Shaw  v.  Cooper,  7  Pet.  318. 

Nothing  short  of  proof  that  the  invention  was  on  sale  or  in 
public  use,  with  the  consent  and  allowance  of  the  inventor,  for  a 
period  exceeding  two  years,  will  support  such  a  defense,  as  the 
party  charged' with  infringing  the  rights  of  an  inventor  must 
bring  himself  fairly  within  the  words  of  the  act  of  Congress, 
which  justify  the  acts  charged  as  an  infringement.  Ryan  v. 
Goodwin,  3  Sum.  518. 

Such  acts,  if  done  without  the  consent  and  allowance  of  the 
inventor,  are  plain  violations  of  his  rights,  and  of  course  will  not 


364  DISTRICT   OF    MAINE. 

Jones  v.  Sewall. 


aflbrd  any  justification  to  a  subsequent  wrong-doer.      Wyeih  v. 
Stone^  1  Story,  282. 

If  the  sale  or  use  is  without  the  consent  or  allowance  of  the 
inventor,  or  if  the  use  is  merely  experimental,  to  ascertain  the 
value,  utility,  or  success  of  the  invention  by  putting  it  in  practice, 
that  is  not  such  a  sale  or  use  as  will  deprive  the  inventor  of  his 
title.  Ryan  v.  Goodwin,  3  Sum.  518  ;  Pitts  v.  Hall,  2  Blatch. 
229;  McCormick  v.  Seymour,  2  Blatch.  240.   S 

Such  acts  of  an  inventor,  it  is  well  held  by  Judge  Story,  are  to  be 
liberally  construed  as  acts  of  an  experimental  character,Mior  is  the 
inventor  to  be  estopped  by  allowing  a  few  persons  to  use  his  in- 
vention to  ascertain  its  utility,  or  by  any  such  acts  of  use  or  indul- 
gence to  others  to  use  the  same,  as  are  not  inconsistent  with  the 
clear  intention  to  hold  the  exclusive  privilege,  and  to  secure  the 
same  by  letters  patent.''  Melius  v.  Silsbee,  4  Mason,  111/ 

Where  the  party  has  subsequently  taken  out  a  patent,  the  court 
is  not  authorized  to  give  effect  to  such  a  defense  to  a  charge  of  in- 
fringement, except  in  cases  where  the  proof  is  clear  and  cogent 
Wyeth  v.  Stone,  1  Story,  2S1. 

Tested  by  those  rules,  as  the  case  must  be,  it  is  quite  clear  that 
the  defense  under  consideration  must  be  overruled,  as  there  is  no 
evidence  in  the  record  to  show  that  the  inventions,  or  either  of 
them,  were  in  public  use  or  on  sale  more  than  two  years  before 
the  inventor  applied  for  a  patent,  or  for  any  shorter  period,  with 
the  consent  and  allowance  of  the  patentee,  or  that  he  had  any 
knowledge  of  any  such  sale  or  public  use  at  the  time  it  was  made. 
On  the  contrary,  the  evidence  shows  that  the  inventor  never  gave 
his  consent  to  any  such  sales,  and  that  he  constantly  asserted  that 
he  intended  to  apply  for  a  patent.  Sales  in  some  cases  were 
made  by  his  brother,  but  the  evidence  shows  that  the  inventor 
disapproved  of  the  acts,  as  calculated  to  produce  embarrassment 
when  he  presented  his  application  for  a  patent  at  the  Patent  Of- 
fice, t  Public  use  of  an  invention,  unless  by  the  patentee  himself, 
for  profit,  or  by  his  consent  and  allowance,  will  not  work  a  for- 
feiture of  his  title,  as  such  forfeiture  is  not  favored  unless  it  clearir 
appear  that  the  use  was  solely  for  profit,  and  not  with  a  view  of 
further  improvements  or  of  ascertaining  its  defects,- or  far  *n7 
other  purpose  of  experiment  in  reducing  the  invention  to  Prac" 
tice.     Pitts  v.  Hall,  2  Blatch.  236.   ' 

Inventors  have  a  right   to  employ  all    means  necessary  an(* 
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proper  to  enable  them  to  perfect  their  inventions  and  to  reduce 
the  same  to  practice,  and  it  is  clear  that  no  such  experimental  act 
can  justly  be  viewed  as  legitimate  evidence  to  support  the  defense 
of  a  prior  unauthorized  public  sale  or  use  of  the  invention,  or  a 
use  inconsistent  with  the  right  to  apply  for  a  patent  to  secure  the 
exclusive  authority  to  make  and  use  the  invention,  and  to  vend  it 
to  others  to  be  used,  as  provided   in  the  patent  act.     Persons 
charged  with  the  infringement  of  letters  patent  .may  set  up  a  de- 
fense that  the  inventor  suffered  the  invention  to  be  in  public,  use 
and  on  sale  more  than  two  years  before  he  applied  for  a  patent, 
and  they  may  also  set  up  as  a  distinct  defense,  even  in  the  same 
answer,  that  the  inventor,  before  he  applied  for  a  patent,  aban- 
doned the  invention  to  the  public,  but  those  two  defenses  ought 
not  to  be  blended  in  the  same  allegation,  as  they  depend  in  many 
respects  upon  very  different  principles.     Some  of  the  amendments 
to  the  answer,  however,  were  filed  by  consent,  and  inasmuch  as 
no  exception  was  taken  to  this  part  of  the  answer,  the  question  of 
abandonment,  as  pleaded,  may  be  considered  as  open. 

As  pleaded,  the  defense  is  that  the  jnventor  abandoned  the 
invention  to  the  public  before  he  filed  his  application  for  a  pat- 
ent. His  first  application  was  filed  on  March  8,  1853,  and  he 
filed  the  second  application  on  February  18,  1862,  which,  it  is 
conceded,  is  substantially  the  same  as  the  first  one,  which  is  still 
on  file  in  the  Patent  Office.  Evidence  of  an  affirmative  charac- 
ter to  show  that  the  inventor  ever  uttered  a  word,  or  did  an  act 
signifying  an  intention  to  abandon  his  invention  to  the  public 
before  he  filed  his  first  application  for  a  patent,  is  entirely  want- 
ing, nor  is  there  any  circumstance  introduced  in  evidence  to  sup- 
port that  theory,  except  the  mere  lapse  of  time  from  the  discovery 
of  the  invention  to  the  filing  of  the  application,  and  it  is  settled 
law  that  the  mere  forbearance  to  apply  for  a  patent  during  the 
progress  of  experiments,  and  until  the  party  has  perfected  his 
invention  and  tested  its  value  by  actual  practice,  afibrds  no  just 
grounds  for  any  such  presumption.  Kendall  v.  Winsor,  21  How. 
328 ;  Agawam  Co,  v.  ^Jordan,  7  Wall.  607* 

Apply  that  rule  to  the  present  case,  and  it  is  clear  that  the 
proofs  furnish  no  ground  for  such  a  presumption  before  his  first 
application  was  improperly  rejected  by  the  Patent  Office.  Such 
an  adverse  decision  operates  as  a  great  discouragement  to  an  indi- 
gent inventor,  as  was  strikingly  illustrated  in  the  case  of  the  in- 
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ventor  of  the  improved  mode  of  manufacturing  wool,  who,  in 
consequence  of  such  a  decision,  was  kept  out  of  the  enjoyment 
of  the  fruits  of  his  genius  for  forty  years.  Agawam  Co.  v.  Jor- 
dan^ 7  Wall.  604. 

''Abandonment  or  dedication  of  an  invention  to  the  public,  being 
in  the  nature  of  a  forfeiture  of  a  right,  is  not  favored  in  law,  and 
Mr.  Justice  Nelson  decided  that  such  a  defense  could  not  be  sus- 
tained, unless  the  acts  of  the  party  invoked  for  the  purpose  were 
corroborated  by  some  declarations  manifesting  such  an  intention , 
but  it  is  not  necessary  to  apply  that  rule  in  this  case,  as  the  evi- 
dence fails  to  disclose  either  any  act  or  declaration  to  support  the 
theory.     Argument  to  show  that  the  inventor  was  entitled  to  a 
patent  at  the  time  his  first  application  was  rejected,  is  unneces- 
sary, as  the  proposition  stands  confessed  by  the  Patent  Office. 
Nothing  beyond  the  decision  of  the  office  reversing  .their  former 
action,  would  seem  to  be  required  to  establish  that  proposition ; 
but  if  more  be  needed,  it  will  be  found  in  the  reasons  which  the 
office  assigned  at 'the  time  for  refusing  to  issue  the  patent.    Those 
reasons,  it  will  be  recollected,  were,  that  the  alleged  invention 
was  substantially  the  same  as  that  in  common  use  for  preserving 
meats  and  vegetable  substances,  which  shows,  beyond  all  doubt, 
that  the  office  never  gave  the  subject  a  proper  examination,  or 
utterly  failed  to  understand  the  nature  of  the  improvement,  or  to 
comprehend  the  mode  of  operation,  as  scientifically  described  in 
the  specification.     Truth  was  crushed  for  the  moment,  but,  hap- 
pily for  the  cause  of  justice,  the  reasons  given  for  the  erroneous 
decision  remained  on  file,  which  enabled  the  office,  at  a  later  pe- 
riod, to  correct  the  error,  and  to  do  justice  to  a  meritorious 
inventor.     Construed   strictly,  the   defense  of  abandonment,  as 
pleaded,  has  respect  only  to  the  period  of  time  which  elapsed 
between  the  discovery  of  the  invention  and  the  filing  of  the  first 
application,  which  was  rejected  ;  but  the  respondent  insists,  in 
argument,  that  the  inquiry  under  that  issue  extends  also  to  the 
facts  and  circumstances  which  occurred  between  the  times  when 
the  first  application  was  rejected  and  the  filing  of  the  second, 
which,  with  some  hesitation,  is  admitted,  as  it  is  by  no  means 
certain  that  a  second  application  was  necessary.     Suffolk  Co-  v- 
Hayden,  3  Wall.  319  ;  Godfrey  v.  Barnes,  1  Wall.  325. 

Delays  in  the  Patent  Office,  which  an  investor  can  not  prevent 
will  not  impair  his  title  to  his  invention  ;  nor  can  any  use  of  the 
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invention  during  such  delays,  if  without  his  consent  and  allow- 
ance,  afford  any  evidence  to  support  the  issue  that  the  inventor 
abandoned  the  invention  to  the  public.     Howe  v.   Williams^  2 
Cliff.  262 ;    Stimpson  v.  Railroad,  4   How.  402 ;    Goodyear  v. 
JDay,  Law's  Digest,  363  ;  Morris  v.  Huntingdon,  1  Paine,  348. 
Suppose,  however,  the  period  between  the  rejection  of  the  first 
application  and  the  filing  of  .the  second,  is  as  much  within  the 
issue  presented  by  the  answer  as  the  period  between  the  discov- 
ery of  the  invention  and  the  filing  of  the  first  application,  still  I 
am  of  the  opinion  that  the  defense,  that  the  inventor  abandoned 
his  invention  to  the  public,  is  not  sustained  by  the  evidence  exhib- 
ited in  the  record-    No  one  but  the  inventor  is  competent  to  aban- 
don his  invention  to  the  public.     His  acts  and  declarations,  if 
explicit,  are  sufficient. for  the  purpose,  or  he  may  accomplish  the 
same   end  by  continued  acquiescence  in  the  acts  of  others,  of 
which  it  appears  that  he  had  knowledge  ;  but  the  proof  of  knowl- 
edge and  acquiescence  must  be  beyond  all  reasonable  doubt,  as 
every  presumption  is  the  other  way.     Mc  Cormick  v.  Seymour , 
2  Blatch.  255. 

Testimony  is  introduced  by  the  respondent  showing  that  the 
brother  of  the  inventor  made  sale  of  small  quantities  of  the  pre- 
served corn  on  several  occasions,  but  the  record  does  rot  contain 
any  evidence  that  the  inventor  ever  sold  any  of  the  patented  pro- 
duct, or  that  he  ever  gave  his  consent  that  the  product  should  be 
sold  by  his  brother,  or  any  other  person,'  before  he  filed  his  appli- 
cation for  a  patent.  Prior  to  the  application  for  a  patent,  the 
better  opinion  from  the  evidence  is  that  none  of  the  product  of 
the  new  process  was  put  upon  the  market,  as  the  evidence  is  sat- 
isfactory that  he  knew  that  sales  or  public  use  more  than  two 
years  before  he  applied-  for  a  patent,  would  defeat  iiis  right. 
Immediately  upon  filing  his  application  for  a  patent,  he  gave  a 
license  to  his  brother  and  the  first-named  complainant,  and 
received  a  royalty  from  them  for  their  manufacture.  Small 
amounts  only  were  manufactured,  and  few  sales  only  were  made 
subsequent  to  the  rejection  of  the  first  application. 
/When  a  party  practices  his  invention  merely  for  the  purposes  j 
of  experiment  or  completion,  before  he  takes  out  a  patent,  the 
inference  that  he  intends  to  surrender  the  invention  to  the  public 
does  not  arise,  and  consequently  a  dedication  to  the  public  can 
not  be  proved  by  evidence  that  shows  only  experimental  practice 
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by  the  inventor  or  his  employes,  whether  in  public  or  private. 
Such  an  inference  is  never  favored,  nor  will  it,  in  general,  be 
sufficient  to  prove  such  a  defense,  unless  it  appears  that  the  use, 
exercise,  or  practice  of  the  invention  was  somewhat  extensive 
and  for  the  purpose  of^gain,  evincing  an  intent  on  the  part  of 
the  inventor  to  secure  the  exclusive  benefits  of  his  invention 
without  applying  for  the  protection  of  letters  patent.  Curtis  on 
Patents,  3d  ed.,  sec.  389. 

Exceptional  cases  arise,  as  where  the  invention,  by  acts  of  the 
inventor,  had  gone  into  general  public  use  and  got  beyond  his 
control,  without  any  effort  on  his  part  to  restrain  its  general  use, 
as  in  such  a  case  it  is  held  that  he  can  not  resume  the  ownership 
dedicated  to  the  public,  and  that  his  right  to  a  patent  is  forfeited. 
Speaking  of  such,  a  case,  however,  Judge  Story  said,  in  Melius  v. 
Silsbee,  4  Mason,  11 1,  that  the  inventor  "  is  not  to  be  estopped 
by  licensing  a  few  persons  to  use  his  invention  to  ascertain  its 
utility,  or  by  any  such  acts  of  peculiar  indulgence  and  use  as  may 
fairly  consist  with  the  clear  intention  to  hold  the  exclusive  privi- 
lege." Tested  by  that  rule,  it  is  quite  clear  that  the  single  license 
referred  to,  which  was  not  granted  until  after  the  application  for 
a  patent  was  filed,  and  which  was  never  exercised,  except  to  a 
very  limited  extent,  is  wholly  insufficient  to  support  the  defense 
that  the  inventor  abandoned  the  invention  to  the  public.  All 
must  agree  that  he  did  not  intend  to  dedicate  it  to  the  public,  as 
his  application  for  a  patent  was  then  pending  in  the  Patent  Office, 
and  the  evidence  shows  that  he  continued  to  press  it,  with  confi- 
dent hopes  of  success,  until  the  adverse  decision  was  announced* 
Nor  does  the  record  exhibit  any  evidence  to  show  that  the  inven- 
tion got  into  public  use  with  the  consent  and  allowance  of  the 
inventor,  or  through  any  negligence  or  -improvidence  on  his  part, 
as  it  appears  that  he  visited  the  Patent  Office  as  often  as  it  was 
necessary,  to  ascertain  whether  the  opinion  of  the  commissioner 
had  undergone  any  change,  and  that  he  presented  his  second  ap- 
plication for  a  patent  as  soon  as  he  could  obtain  any  hope  of  re- 
ceiving a  decision  in  his  favor.  No  persons,  except  the  two  before 
mentioned,  ever  had  authority  from  him  to  practice  the  invention, 
and  the  proofs  show  that  all  others  who  did  practice  it  before  the 
date  of  the  letters  patent  obtained  their  information,  wbe^01 
from  rumor  or  otherwise,  without  the  consent  and  allowaHce  °* 
the  patentee. 
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Separate  examination  of  the  other  foreign  patents  introduced 
by  the  respondent  does  not  appear  to  be  necessary,  as  the  stress 
of  the  argument  to  show  that  the  patentee  in  the  patent  of  the 
complainant  was  not  the  original  and  first  inventor  of  the  im- 
provement seems  to  rest  upon  the  Durand  patent,  which  the  prin- 
cipal expert  of  the  complainant  says  would  not  succeed  with 
green  corn,  and  he  supports  that  conclusion  with  reasons  which 
are  both  persuasive  and  convincing.     Due  attention  to  the  nature 
of  the  invention  in  question  and  to  its  described  mode  of  opera- 
tion is  all  that  is  necessary  to  render  the  reasons  given  by  the 
witness  conclusive,  as  it  is  clear  that  the  patent  in  the  other  case 
does  not  contain  a  word  to  indicate  that  the  patentee  ever  thought 
of  removing  the  kernels  from  the  cob  by  means  of  a  gauged  knife, 
for  the  purpose  of  liberating  the  juioes  of  the  same,  so  that  the 
kernels,  as  packed  in  the  cans,  would  be  cooked  in  their  own 
juices  when  the  cans  are  placed  in  the  bath  of  boiling  water. 
Sweet  corn  in  the  green  state,  as  the  witness  testifies,  is  a  peculiar 
substance,  differing  materially  from  any  other  cereal,  seed  fruit, 
or  vegetable  used  as  food.     Its  composition  and  structure  are 
such  that  it  is  singularly  susceptible  to  fermentative  decomposi- 
tions and  changes,  more  so  than  any  fruit  or  vegetable  that  has 
been  successfully  preserved  in  hermetically  closed  packages  for 
any  considerable  length  of  time.     Such  liability  to  rapid  change 
is  not  due  to  any  one  particular  constituent,  but  to  the  presence 
together  of  several  substances,  such  as  gluten,  sugar,  fat,  and 
starch,  in  such  proportions  as  are  best  adapted  for  fermentation 
and  action  upon  each  other.     Its  peculiar  flavor,  other  than  its 
sweetness,  is  contained  in  and  associated  with  the  fat  or  oil  pres- 
ent, so  that  very  slight  fermentations  of  the  other  constituents  are 
sufficient  to  destroy  that  peculiar  aroma. 

Green  corn,  of  the  kind  mentioned,  in  common  with  other  ce- 
reals, contains  more  phosphorus  or  phosphoric  acid  than  fruits  or 
other  vegetables.  As  compared  with  sweet  peas,  for  instance,  the 
kernels  of  sweet  corn  are  much  more  delicate  and  liable  to  change, 
as  they  contain  a  much  larger  proportion  of  milk,  juice,  or  sap, 
which  itself  contains  more  sugar,  starch,  and  oil  than  the  juice  of 
sweet  peas,  and  the  glutinous  or  nitrogenous  constituent,  which 
acts  as  the  ferment  or  primary  cause  of  change,  is  much  more 
active  in  the  juice  of  sweet  corn  than  in  that  of  sweet  peas. 
vol.  vi — 24 
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Equally  instructive  support  to  the  same  view  is  derived  by  com- 
paring sweet  corn  with  such  fruits  as  peaches,  as  the  juice  of  the 
peach  contains  no  oil,  and  the  kernels  of  sweet  corn  contain  only 
one-eighth  as  much  water  as  the  peach,  besides  other  differences 
of  an  equally  important  character,  showing  that  such  fruits  as 
peaches  are  much  less  liable  to  ferment  than  sweet  corn,  and  that 
they  are  much  more  easily  packed  and  preserved.  Examined  in 
the  light  of  these  suggestions,  as  the  case  should  be,  it  is  quite 
clear  that  the  mode  of  operation  described  in  the  specification  of 
the  complainants'  patent  differed  widely  from  anything  which 
preceded  it,  and  that  it  effects  a  new  and  highly  useful  result,  and 
for  these  reasons  the  complainants  are  entitled  to  a  decree  for  an 
account,  and  for  an  injunction. 


Henry  L.  Brown 


vs. 


James  Hinkley  et  al.     In  Equity. 

Where  the  original  patent  has  been  surrendered  and  canceled,  all  rights 
under  it  have  ceased,  except  as  they  are  secured  by  the  reissued 
patent. 

Both  divisions  of  the  letters  patent  reissued  to  Henry  L.  Brown,  February 
ii,  1873,  for  improvement ^n  hand-cars  for  railroads,  cover  combina- 
tions only. 

The  use  of  two  driving-wheels,  of  unequal  size,  in  the  combination  coh- 
ered by  division  A  of  the  reissued  patent,  is  a  material  element;  an 
these  being  omitted  in  the  combination  used  by  defendants,  and  noth- 
ing being  substituted  for  them  which  can  produce  the  same  result, 
there  is  no  infringement  of  said  division  A. 

The  combination  covered  by  division  B,  was  not  covered  by  theongm* 
patent,  and  the  complainant's  rights  and  remedies  as  to  it  date  on, 
from  the  date  of  the  reissue.     As  tp  it,  pompiainant  is  in  no  bet 
position  than  if  the  reissue  was  an  original  patent  instead. 

To  entitle  a  patentee  to  the  extraordinary  writ  of  injunction,  hemust50 
stantiate  his  right,  either  by  a  possession,  accompanied  bv  an  »ct 


APRIL,    1S73.  371 


Brown  v.  Hinkley. 


use  and  enjoyment  of  it  for  a  sufficient  length  of  time  to  afford  a 
reasonable  presumption  of  the  acquiescence  of  the  public  in  its  valid- 
ity, or  by  a  judgment  in  his  favor  in  a  trial  at  law.  The  latter  is 
never  necessary  where  the  former  exists- 

Motion  for  preliminary  injunction  denied. 

(Before  Longyear,  J.,  District  of  Michigan,  April,  1873.) 

Motion  for  preliminary  injunction. 

The  bill  alleges  that  the  invention  in  question  is  a  new  and 
useful  "  improvement  in  hand-cars  for  railroads,"  and  that  a  pat- 
ent therefor  was  duly  issued  to  the  complainant,  September  7, 
1869,  and  was  reissued  in  two  divisions,  February  11,  1873.  The 
nature  of  the  invention,  as  set  up  in  the  specifications  accompa- 
nying the  original  patent,  is  to  obtain  greater  speed  u  by  means  of 
a  peculiar  arrangement  of  sliding  pinions  connected  with  the 
driving-shaft  and  fixed  pinions  on  an  additional  crank-shaft, 
whereby  a  large  pinion  on  the  driving-shaft  is  made  to  engage 
a  small  one  on  the  crank-shaft,  and  vice  versa."  The  claim  is 
in  the  following  words: 

"What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent, 
is  the  arrangement  of  the  double  clutch  W,  pinions  {/arid  K,  crank-shaft 
i?,  and  pinions  5"  and  T,  substantially  as  and  for  the  purposes  set  forth.'1 

This  patent  was  surrendered  and  canceled,  and  a  reissue  was 
granted  in  two  divisions,  A  rfnd  B.  In  division  A  the  nature  of 
the  invention  is  described  the  same  as  it  was  in  the  original.  The 
claims  in  the  reissue  are  set  forth  with  more  particularity  than  in 
the  original.     They  are  as  follows : 

"  1.  In  a  hand-car  a  double  crank-shaft  carrying  two  driving-wheels,  of 
unequal  size,  in  combination  with  the  pinions  and  double  clutch,  arranged 
upon  the  axle  substantially  as  set  forth. 

"  2.  In  a  hand-car,  the  combination  of  a  double  crank,  carrying  two 
driving-wheels  of  unequal  size,  with  suitable  mechanism  on  the  axle,  so 
that  the  speed  can  be  changed  at  will,  substantially  as  set  forth.'1 


In  division  B9  the  nature  of  ihe  invention,  as  described  in  the 
specifications,  "  relates  to  the  construction  of  a  lever  power  for 
running  hand-cars,  and  all  similar  purposes ;  and  Consists  in  two 
hand-levers  fulcrumed  upon  the  same  shaft,  one  of  which  has  a 
short  dependent  arm  near  its  center,  so  that  when  the  two  levers 
are  extended  horizontally  on  a  plane  with  each  other,  the  end  of 
this  arm  and  the  end  of  the  other  lever,  to  which  the  ends  of  the 
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connecting-rods  are  attached,  will  be  of  the  same  length  and  upon 
the  same  side  of  the  shaft,  thus  requiring  less  room  to  operate 
them,  and  making  the  connecting-rods,  by  which  they  are  attached 
to  the  double  crank,  of  the  same  length."  The  claim  in  this  divis- 
ion is  as  follows :  ' 

"  The  combination  of  the  levers  c,  d,  connecting-rods  e,  and  double 
cranks,  when  the  parts  are  arranged  to  operate  substantially  as  described." 

The  allegations  of  the  bill  as  to  infringements  concede  that,  in 
the  combination  used  by  the  defendants,  the  two  driving-wheels, 
covered  by  complainant's  combination,  patented  by  division  A  of 
.the  reissued  patent,  are  omitted,  one  driving-wheel  only  being 
used.  As  to  the  combination  used  by  defendants,  covered  by 
division  B  of  the  reissued  patent,  the  allegation  is  as  follows: 
44  Retaining,  however,  the  double  lever,  double  crank,  and  two 
pitmen  of  your  orator's  improvement,  and,  indeed,,  everything 
that  is  contained  in  the  description  and  specification  accompany- 
ing division  B  of  the  said  reissued  letters  patent."  And  the 
affidavits  accompanying  the  bill  are  to  the  same  import  in  both 
of  the  particulars  above  mentioned. 

It  is  distinctly  stated  in  the  bill  that  complainant  has  not  manu- 
factured or  sold  any  cars,  or  in  any  manner  put  his  invention  to 
use  since  the  reissue  of  his  patent. 

LONGYKAR,  J. 

The  original  patent  having  been  surrendered  and  canceled,  all 
rights  under  it  have  ceased,  except  as  they  are  secured  by  the  re- 
issued patent.  Mojfitv*  Gaar  et  al.,  i  Fish.  Patent  Cases,  610. 
Our  attention  must  therefore  be  confined  to  the  reissued  patent 

In  order  to  ascertain  what  it  is  that  is  patented,  we  look  to  the 
claim.  Looking  at  the  claims  accompanying  both  divisions  ot 
the  reissued  patent,  we  find  that  it  covers  (as  did  the  original) 
combinations  only,  no  one  or  more  elements  of  which  are  claimed 
or  patented  as  new.  It  is  a  well-settled  rule  of  law,  which  does 
not  need  citation  of  authorities  to  prove,  that  the  use  of  any  num- 
ber of  the  elements  of  a  patented  combination  less  than  the  whole,  ^ 
or  their  equivalents,  or  what  is  substantially  the  same  thtogi ,s  n0 
infringement.  The  use  of  two  driving-wheels  of  unequal  size  in 
the  combination  covered  by  division  A  of  the  reissued  patent  is  a 
material  element,  and  those  being  omitted  in  the  combination 
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used  by  defendants,  and  nothing  being  substituted  for  them  which 
can  produce  the  same  result,  there  is  clearly  no  infringement  of 
said  division  A  made  out  by  the  bill.  On  the  contrary,  any  such 
presumption  is  rebutted  by  the  express  allegations  of  the  bill. 

The  bill  does,  however,  show,  prima  facie  at  least,  an  infringe- 
ment of  the  combination  covered  by  division  B  of  the  reissued 
patent.  But  here  we  meet  insurmountable  obstacles  to  granting 
the  relief  by  injunction  in  the  present  posture  of  affairs.  The 
combination  covered  by  division  B  was  not  covered  by  the  orig- 
inal patent ;  therefore,  the  complainant's  rights  and  remedies  as  to 
it  date  only  from  the  date  of  the  reissue.  As  to  it,  complainant 
is  in  no  better  position  than  if  the  reissue  was  an  original  patent 
instead.      Poppenhusen  v.  Falke,  2  Fish.  Patent  Cases,  181. 

To  entitle  a  patentee  to  the  extraordinary  writ  of  injunction,  it 
is  not  sufficient  for  him  merely  to  show  his  patent  and  an  infringe- 
ment of  it.  His  right  must  be  further  substantiated  in  one  of  two 
ways :  First,  by  a  possession  accompanied  by  an  actual  use  and 
enjoyment  of  it  for  a  sufficient  length  of  time  to  afford  a  reasona- 
ble presumption  of  the  acquiescence  of  the  public  in  its  validity ; 
or,  second,  by  a  judgment  in  his  favor  in  a  trial  at  law.  The  lat- 
ter, however,  is  never  necessary  where  the  former  exists ;  but  I 
understand  it  to  be  essential  in  all  cases  that  there  should  be  a 
trial  at  law  in  the  absence  of  such  use  and  enjoyment.  This  has 
been  the  rule  in  England  for  more  than  a  century,  and  it  has  al- 
ways been  the  rule  in  the  United  Slates.  The  decisions  by  which 
the  rule  is  established,'  and  the  reasons  upon  which  it  is  based,  are 
too  numerous  to  be  cited  here.  The  cases  of  Ogle  v.  Ege,  4 
Wash.  Circuit  Court  Reports,  584,  by  Associate  Justice  Washing- 
ton, in  1826,  and  Motte  v.  Bennett,  2  Fish.  Patent  Cases,  642,  by 
Associate  Justice  Wayne,  in  1849,  are  cited  as  leading  cases  on 
this  point.  In  the  latter  case,  Mr.  Justice  Wayne,  after  a  thor- 
ough review  of  the  authorities,  English  and  American,  deduces 
the  rule  substantially  as  above  laid  down.  At  page  659  he  says : 
"In  equity,  where  the  case  is  clear  and  without  reasonable  doubt, 
where  the  bill  states  a  clear  right  to  the  thing  patented,  which, 
together  with  the  alleged  infringement,  is  verified  by  affidavit, 
and  where  the  plaintiff  has  been  in  possession  of  it,  by  having 
sold  or  used  it  in  part  or  in  the  whole,  the  court  will  grant  an  in- 
junction and  continue  it  till  the  hearing  or  further  order,  without 
sending  the  plaintiff  to  law  to  try  his  right."     In  that  case  it  had 
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been  contended  that  a  previous  trial  at  law  was  essential  in  all 
cases,  and  the  learned  justice  was  showing  that  such  was  not  the 
case  and  that  it  was  never  necessary  where  the  other  conditions 
named  existed,  but  clearly  conceding  the  necessity  where  those 
conditions  or  any  of  their  essential  elements  were  wanting.  See, 
especially,  pages  655  and  656. 

In  this  case  the  patent  has  not  been  issued  quite  two  months, 
and  confessedly  complainant  has  put  his  rights  under  it  to  no  use 
whatever,  even  during  that  short  time,  and  there  has  been  no  trial 
at  law.  I  do  not  think  a  well-considered  case  can  be  found  in  the 
books  where  a  preliminary  injunction  has  been  granted  under 
such  circumstances. 

There  are  other  objections  which  might  be  enumerated,  such^s 
the  entire  want  of  any  verification  whatever,  by  affidavit  of  com- 
plainant's right,  under  division  B  of  the  reissue,  the  want  of  the 
requisite  degree  of  the  right  kind  of  knowledge  of  the  persons 
swearing  to  the  affidavits  as  to  the  alleged  infringement,  and  the 
unsatisfactorv  nature  of  the  contents  of  the  affidavits ;  but  after 
the  views  above  expressed,  a  full  consideration  of  those  objections 
is  unnecessary.  I  shall  therefore  let  this  brief  notice  of  them , 
suffice. 

The  motion  for  a  preliminary  injunction  Js  denied,  with  costs 
of  the,  motion  to  the  defendants. 


Levi  Decker 

vs. 

The  New  York  Belting  and  Packing  Company.    I* 

Equity. 

A  corporation  does  not  waive  an  objection  to  the  jurisdiction  of  the  cou 
over  it  by  appearing  and  pleading,  by  an  attorney,  to  the  jurisdiction- 

Jurisdiction  over  a  corporation  in  another  district  can  not  be  acquired   . 
service  of  process  on  one  of  its  officers  in  the  district  where  the  coo 
has  jurisdiction.  * 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  I&73 •) 
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Motion  for  provisional  injunction. 

Suit  brought  upon  letters  patent  for  "improvement  in  cushions 
for  billiard-tables,"  issued  to  complainant,  March  9,  1869. 

Defendant  was  a  Connecticut  corporation.  Process  having 
been  served  upon  one  of  its  officers  in  the  city  of  New  York,  it 
appeared  by  solicitor,  and  filed  a  plea  to  the  jurisdiction  of  the 
court. 

• 

W,  J.  A.  Fuller,  for  complainant. 

B.  J*[  Lee,  for  defendants. 

Blatchford,  J. 

*  The  case  of  The  Commercial  and  Railroad  Bank  of  Vicks- 
burg  v.  Slocum,  14  Peters,  60,  64,  65,  is  a  decisive  authority, 
that  a  corporation  does  not  waive  an  objection  to  the  jurisdiction 
of  the  court  over  it  by  appearing  and  pleading,  by  an  attorney,  to 
the  jurisdiction  of  the  court.  That  jurisdiction  over  a  Connec- 
ticut corporation  can  not  be  acquired  by  this  court  by  service  of 
process  on  one  of  its  officers  in  this  district,  is  settled  by  the 
cases  of  Day  v.  The  Newark  India  Rubber  Manufacturing 
Co.,  1  Blatchford  C.  C.  628,  and  Pomeroy  v.  The  New  Tork 
md  New  Haven  R.  R.  Co.,  4  lb.  120.x 

The  motion  for  an  injunction  is  denied,  for  want  of  jurisdiction 
of  the  court  over  the  defendants. 


David  McKay 


vs. 


John  B.  Wooster.     In  Equity. 

The  purchase  of  a  patented  article  lawfully  manufactured  and  sold,  with- 
out reserve  or  condition,  within  his  territory,  by  the  territorial  assignee 
of  a  patent  right,  conveys  to  the  purchaser  the  right  to  use  or  sell  the 
article  in  another  territory,  for  which  another  person  has  taken  an 
assignment  of  the  same  patent. 
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Had  the  patentees,  in  making  the  assignment,  intended  to  limit  the  right  of 
vending  to  vending  to  be  used  by  the  purchasers  within  the  territory 
sold  only,  they  should  at  least  have  so  specified  the  intention,  and, 
by  some  apt  words,  have  restricted  the  right  of  use  in  the  assignment. 

(Before  Sawyer,  J.,  District  of  California,  April,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "improvement  in  cases  for 
transporting  eggs,"  granted  J.  L.  and  G.  W.  Stevens,  February  26. 
1867. 

A  territorial  interest  under  the  patent  had  been  assigned  com- 
plainant, and  a  territorial  interest  for  another  district  to  H.  F. 
Billings.  Cases  made  under  this  patent  by  said  Billings,  within 
his  district,  were  purchased  by  defendants  within  said  district, 
and  used  by  them  within  complainant's  district.  This  constitufed 
the  alleged  infringement  for  which  suit  was  brought.  The  cir- 
cumstances are  more  fully  set  forth  in  the  opinion  of  the  court. 

Holland  <£  Spencer,  for  complainant 

Churchill  d:  Haight,  for  defendants. 

Sawyer,  J. 

Bill  to  restrain  infringement  of  patent.  " 

The  following  facts  appear  from  the  stipulation  of  the  parties 
filed  in  the  case. 

On  February  26,  1867,  a  patent  was  duly  issued  to  J.  L-  an0- 
G.  W.  Stevens,  of  San  Francisco,  for  an  "improvement  incases 
for  transporting  eggs." 

In  August,  1S72,  said  patentees,  by  deed,  granted  and  assigned 
to  H.  F.  Billings,  of  Chicago,  in  the  State  of  Illinois,  "for,  to, 
and  in  all  the  states  and  territories  of  the  United  States  east  of  the 
Rocky  Mountains,  all  the  right,  title,  and  interest  which  they,  the 
said  John  L.  and  George  W.  Stevens,  had  in  and  to  the  said  letters 
patent,  and  the  invention  as  secured  to  them  by  said  letters  patent, 
and  all  their  rights,  liberties,  privileges,  and  franchises  which  they 
had  or  might  acquire  by  or  under  the  said  letters  patent,"  which 
said  deed  was  duly  recorded.  Since  said  assignment  said  Bill10!*8 
has  erected  a  manufactory  for  said  patent  cases  for  the  transporta- 
tion of  eggs  at  Chicago,  in  the  State  of  Illinois,  and  has  manufac- 
tured, in  accordance  with  the  specifications  of  said  patent,  and  he 
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still  continues  to  manufacture,  said  cases ;  and  he  has  sold  and 
continues  to  sell  the  same  "  to  the  public,  or  to  whomsoever  de- 
sires or  desired  td  purchase  them,  without  any  restriction  or 
reservation  whatsoever." 

On  October  17,  1S72,  said  J.  L.  and  George  W.  Stevens  made 
a  similar  transfer  of  all  their  right,  title,  and  interest  in  said  patent 
and  invention,  in  and  to  all  the  states  and  territories  lying  west  of 
the  Rocky  Mountains,  to  the  complainant,  David  McKay,  who 
thereupon  entered  upon  the  manufacture  of  sard  patent  cases  at 
San  Francisco,  and  he  has  ever  since  continued  to  manufacture 
and  sell  the  same  for  use  in  that  portion  of  the  United  States  lying 
west  of  the  Rocky  Mountains. 

The  defendants  are  commission  merchants  doing  business  at 
San  Francisco,  receiving  goods  consigned  by  merchants  east  of 
the  Rocky  Mountains,  and  selling  the  same  on  commission.  M. 
Evans  &  Co.  are  merchants  doing  business  at  Ames,  in  the  State 
of  Iowa,  and  a  part  of  their  business  is  dealing  in  eggs.  Said 
Evans  &  Go.,  between  October  17, 1872,  and  the  filing  of  the  bill 
in  this  case,  purchased  in  the  usual  course  of  business  at  Chicago, 
of  said  Billings,  "without  any  restriction  or  reservation"  on  his 
part,  a  number  of  said  patent  cases  manufactured  by  him  as  afore- 
said, filled  them  with  eggs  in  the  State  of  Iowa  for  the  purpose 
of  transportation,  and  shipped  them  so  filled  with  eggs  to  defend- 
ants at  San  Francisco,  who  received  them  and  sold  the  eggs  on 
commission  in  the  regular  course  of  their  business  as  commission 
merchants. 

The  use  of  the  aforesaid  cases  in  the  transportation  of  eggs 
from  the  Rocky  Mountains  to  San  Francisco  is  the  infringement 
complained  of;  and  the  threatened  continuance  of  the  practice, 
and  further  use  and  sale  of  the  cases  so  received,  the  injuries 
sought  to  be  restrained.  ■  Numerous  other  parties  are  engaged  in 
similar  transactions.  • 

'Under  the  view  I  take,  the  only  question  necessary  to  determine 
§eems  to  be  precisely  the  same  decided  by  Shepley,  Circuit  Judge, 
in  Adams  v.  Burke \  4  Fisher's  Patent  Cases,  393,  viz :  "  Does 
the  purchase  of  a  patented  article,  lawfully  manufactured,  and  sold 
without  restriction  or  condition  within  his  territory  by  the  territo- 
rial assignee  of  a  patent  right,  convey  to  the  purchaser  the  right 
to  use  or  sell  the  article  in  another  territory  for  which  another 
person  has  taken  an  assignment  of  the  same  patent? 
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The  learned  judge  answers  the  question  in  the  affirmative. 
This  is  the  only  case  I  have  found  in  which  the  precise  question 
has  ever  been  considered.     One  would  suppose  that  a  question  of 
so  much  importance,  and  so  likely  to  arise,  would  long  since  have 
been  presented  to  the  Supreme  Court  and  authoritatively  deter- 
mined, but  it  does  not  appear  to  have  been  done.     It  is  insisted 
that  the  case  cited  is  not  correctly  decided,  and  argued  with  a 
great  deal  of  force,  that  since  Lockhart  and  Seeley,  in  that  case, 
and  Billings  in^his,  only  purchased  the  right  of  the  patentees  in 
a  limited  territory,  they  did  not  themselves  have  the  right  to  sup- 
ply, either  directly  or  indirectly,  other  territory  than  that  pur- 
chased ;    that   their  right  only  extended  to  making,  using,  and 
vending  to  be  used  in  the  specific  territory  purchased ;  that,  as 
they  had  themselves  no  right  to  use  in  other  territory,  their  vend- 
ees could  acquire  no  greater  right  than  they  themselves  owned; 
that  their  purchase  of  the  right  to  a  specific  territory  necessarily 
limited  their  power  to  sell  the  machine  to  be  used  in  that  territory 
alone ;  that  this  limitation  and  restriction  is  necessarily  implied 
in  the  sale,  even  without  any  express  stipulation  to  that  effect; 
that  the  patent,  under  section  5  of  the  act  of  Congress  of  1836,  in 
terms,  gives  the  patentee  u  the  full  exclusive  right  and  liberty  of 
making,  using,  and  vending  to  others  to  be  used,"  the  said  in- 
vention throughout  the  jurisdiction  of  the  United  States;  that 
section  1 1  authorizes  him  to  assign  the  whole  or  part  of  his  inter- 
est for  "any  specific  part  or  portion  of  the  United  States;"  that 
when  he  assigns  his  entire  interest  for  a  specified  part  he  assigns 
the  right  acquired  under  section  5  of  "  making,  using,  and  vending 
to  others  to  be  used,"  in  that  specific  part,  and  "  to  be  used  as  well 
as  to  make  and  use  in  that-  part  alone  ;"  that,  therefore,  when  an 
assignee  of  a  specific  territory  sells  a  machine  in  that  territory  the 
machine  so  sold  is  taken  out  of  the  monopoly  as  to  that  territory 
only,  there  being  no  power  in  the  vendor  to  withdraw  it  from  the 
monopoly  as  to  other  territory  in  which  he  has  no  monopoly  or 
control,  and  that  he  can  only  dispose  of  his  own  share  of  the 
monopoly,  or  liberate  therefrom  to  the  extent  of  his  own  interest 
therein.     This,  it  is  argued,  is  the  reasonable  construction  of  the 
law,  and  the  contract  of  assignment  of  the  right  of  the  patentee   • 
to  a  specific  part  of  the  territory  authorized  by  the  act.     The  con- 
sequences of  a  different  view  are  also  urged  in  support  of  the 
position  taken,  some  of  which,  it  is  said,  find  a  striking  illwstra- 
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tion  in  this  case.  Thus,  it  is  argued  that  labor  and  materials 
being  cheaper,  and  the  other  facilities  for  cheap  manufacture  being 
greater  at  Chicago  than  at  San  Francisco,  the  patent  cases  for 
transporting  eggs  can  be  made  at  a  cost  so  much  lower  at  Chicago 
than  at  San  Francisco,  that  the  purchaser  of  the  Chicago  manu- 
facture could  undersell  the  complainant  in  his  own  territory. 
Eggs  also  being  so  much  cheaper  east  than  west  of  the  Rocky 
Mountains,  large  quantities  are  there  purchased  and  sent  to  these 
"western  markets.  The  transportation  of  the  patent  cases  costs 
nothing,  because  it  is  necessary  in  shipping  to  use  boxes  or  cases 
of  some  kind,  and  these  require  no  more  room  than  others. 

The  freight  is.  paid  on  the  eggs  as  merchandise,  and  the  greater 
security  against  breakage  and  the  improved  condition  of  the  eggs 
brought  in  these  cases  more  than  compensate  for  their  cost  at 
Chicago.  Those  dealing  in  eggs,  therefore,  can  purchase  these 
patent  cases  at  Chicago,  ship  them  with  eggs  from  any  part  of  the 
United  States  east  to  parts  westward  of  the  Rocky  Mountains, 
and,  after  disposing  of  their  contents,  sell  them  at  half  cost,  or 
even  give  them  away,  and  still  make  a  remunerative  profit  on 
their  transactions.  There  is  no  use  for  the  cases  for  return 
freight.  Thus  the  entire  market  west  of  the  Rocky  Mountains, 
including  nearly  one-third  of  the  territory  of  the  United  States, 
can  be  wholly  supplied,  indirectly,  through  middlemen,  at  prices 
less  than  it  is  possible  to  make  the  article  for  here,  by  parties  who 
have  only  purchased  the  territory  east,  to  the  utter  loss  or  ruin  of 
those  who  have  purchased  and  paid  for  the  territory  west  of  the 
Rocky  Mountains.  So,  again,  it  is  said  it  may  well  be  in  the 
case  of  many  inventions  that  some  particular  locality  affords  such 
facility  for  cheap  manufacture  that  the  whole  United  States  may 
be  supplied  from  that  point  at  prices  that  would  defy  competition 
in  any  other  locality,  so  that  it  would  only  be  necessary  to  pur- 
chase the  right  for  the  territory  on  which  the  factory  is  located  in 
order,  through  middlemen,  to  practically  enjoy  a  monopoly  of  the 
whole  country. 

It  is  easy  to  see  that  the  result  of  supplying  the  whole  country 
indirectly  through  the  merchant,  who  is  usually  the  seller  to  the 
consumer,  is  precisely  the  same  as  though  the  maker  himself  di- 
rectly sells  to  the  consumer. 

It  must  be  confessed  that  these  arguments  are  entitled  to  grave 
consideration.     Enough  has  been  said  in  this,  and  in  the  case 
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cited,  to  render  it  manifest  that  great  practical  inconvenience  may 
result  from  either  view. 

In  the  absence  of  an  authoritative  adjudication,  I  should  hesi- 
tate long  before  venturing  to  dissent  from  a  well-considered  de- 
cision of  so  learned,  experienced,  and  eminent  a  jurist  as  Judge 
Shepley.  But  in  this  instance  I  can  perceive  no  good  ground  for 
doubting  the  soundness  of  the  proposition  laid  down  in  the 
guarded  form  in  which  it  is  stated  in  the  case  cited. 

An  important  question  not  discussed  by  the  learned  judge  may, 
however,  arise  as  to  when,  or  under  what  state  of  facts,  a  pat- 
ented machine  may  be  regarded  as  "  lawfully  .  .  sold 
without  restriction  or  condition  within  his  territory,  by  the  terri- 
torial assignee  of  a  patent  right." 

In  the  case  now  under  consideration,  it  will  be  seen,  bv  refer- 
ence  to  the  stipulated  facts,  that  the  assignment  to  Billings  was 
made  in  August,  1872,  while  that  to  complainant  was  not  made 
till  October  following.     If  there  is  any  conflict,  therefore,  in  the 
rights  claimed  by  the  parties,  the  complainant's  assignment,  so 
far  as  the  conflict  is  concerned,  being  subsequent  in  time,  was 
taken  in  subordination  to  the  prior  grant  to  Billings — that  is  to 
say,  he  could  only  take  by  his  assignment  what  was  left  after 
Billings'  interest  had  been  carved  out.    At  the  date  of  the  assign- 
ment to  Billings,  the  patentees  were  still  the  holders  of  the  entire 
interest  under  the  patent.     Had  they  at  that  time,  at  Chicago, 
sold  one  of  the  patented  articles  in  question  without  restriction  or 
condition,  that  undoubtedly  would  have  been  a  lawful  sale  with- 
out restriction  or  condition,  and  the  article  so  sold  would  have 
been  taken  out  of  the  monopoly,  and  the  purchaser,  or  any  one 
deriving  title  through  him,  would  have  been  entitled  to  useittilJ 
worn  out  in  any  part  of  the  United  States.     The  patentee  himself 
could  not,  by  a  subsequent  assignment  of  his  patent,  have  limited 
the  right  of  the  purchaser  already  vested.     The  vendor  being  at 
that  time  entitled  to  the  whole  monopoly  for  the  entire  jurisdic- 
tion of  the  United  States,  it  was  competent  for  him  to  wholly 
emancipate  the  article  sold,  by  taking  the  entire  royalty  for  the 
use  in  any  part  of  the  territory.     And  a  sale  without  restriction 
or  limitation  would  work  such  emancipation.     In  such  case,  any 
party  subsequently  purchasing  the  right  to  any  specificportionof 
territory  would  take  that  right,  subject  to  the  use  of  the  machine 
so  sold  at  any  point  within  the  territory  purchased.    What  the 
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patentees  could  do  with  respect  to  one  machine,  they  could  do  as 
to   any  number  of  machines  in  existence,  or  to  be  brought  into 
existence.     What  they  could  do  themselves,  they  could,  by  con- 
tract, authorize  or  convey  the  right  to  any  other  party  to  do.     As 
the  patentees  themselves  could  lawfully  sell  these  patented  arti- 
cles at  Chicago  without  restriction  or  condition,  so  as  to  authorize 
the  purchasers,  or  those  claiming  under  them,  to  use  the  machines 
anywhere  in  the  United  States,  they  could  convey  the  right  to 
Billings  to  lawfully  do  the  same.     This  authority  to  emancipate 
from  the  monopoly  by  an  unrestricted  sale,  was  a  part  of  their 
"  right,  title,  and  interest  in  the  invention  secured  by  the  patent," 
that  could  be  exercised  and  enjoyed  at  Chicago,  or  other  place 
east  of  the  Rocky  Mountains,  as  well  as  elsewhere.     The  assign- 
ment to  Billings,  is  in  the  broadest  terms.     It  is  of  "  all  the  right, 
title,  and  interest  which  the  said  John  L.  and  George  W.  Stevens 
had  in  and  to  the  said  letters  patent,  and  the  invention  as  secured 
to  them  by  said  letters  patent,  and  all  their  rights,  liberties,  privi- 
leges, and  franchises  which  they  had  or  might  acquire  by  or  under 
said  letters  patent,"  "for,  to,  and  in  all  the  states  and  territories 
of  the  United  States  east  of  the  Rocky  Mountains."  /"There  is  no 
limitation  of  the  power  to  vend  within  the  territory.     The  pat- 
entees could  lawfully  make  without  restriction  or  condition,  could 
use  without  restriction  or  condition,  or  could  vend  without  restric- 
tion or  condition  anywhere  within  the  specified  territory,  and  all 
their  rights  they  conveyed  to  Billings  without  restriction  or  con- 
dition, who  thereupon  stepped  into  the  shoes  of  the  patentees  as 
to  the  territory  sold.     Had  they  intended  to  limit  the  right  of 
vending  u to  vending  to  be  used"  by  the  purchasers  within  the 
territory  sold  only,  they  should  at  least  have  so  specified  the 
intention,  and,  by  some  apt  words,  restricted  the  right  of  use  in 
the  deed  of  assignment.     This  unrestricted  assignment  of  the 
right  to  vend  put  it  in  the  power  of  Billings  to  lawfully  vend 
the  patented  article  within  his  territory  without  restriction  or  con- 
dition, and  thereby  wholly  emancipate  from  the  monopoly  the 
articles  so  sold./  The  complainant  subsequently  purchased  his 
territory,  and,  whatever   the   terms  of  his   grant,  he  could   of 
course  only  obtain  what  was  left  of  the  franchise  or  monopoly. 
As  the  patentees,  after  their  sale  to  Billings,  could  not  object  to 
sales  by  him  without  restrictions  or  conditions,  their  subsequent 
assignee  can  not  object.     The  latter' s  right  is  subject  to  the  right 
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of  Billings,  and  those  who  have  lawfully  purchased  without  re- 
striction or  condition  from  him.  This  is  as  far  as  it  is  necessary 
to  go  in  this  case.  It  is  unnecessary,  now,  to  consider  the  effect 
of  an  express  limitation  in  the  deed  of  assignment  of  the  right  to 
vend  for  the  purpose  of  use  only  within  the  purchased  territory, 
or  how  far  the  complainant,  being  a  subsequent  purchaser  of  ter- 
ritory, can  lawfully  vend  without  restriction  or  condition,  so  as  to 
wholly  emancipate  the  article  sold  from  the  monopoly,  and  enable 
the  purchasers  of  the  patented  article  of  his  manufacture  to  use 
it  in  the  territory  of  Billings. 

If  there  is  any  practical  hardship  in  the  construction  adopted 
of  the  law  and  contract  under  it,  and  it  should  turn  out  to  be  the 
correct  construction,  then  the  patentee,  when  he  desires  to  assign, 
must  consider  whether  he  can  afford  to  do  so  without  restriction, 
and  the  subsequent  purchaser,  when  he  wishes  to  buy,  must  de- 
termine whether  he  can  afford  to  do  so  with  the  burden  entailed 
upon  his  territory  by  a  prior  grant  unlimited  in  the  particulars 
indicated.  There  must  be  a  decree  for  defendants.  Let  the  bill 
be  dismissed,  with  costs. 


Charles  B.  Wood 

vs. 

Wells,  Crittenden  &  Co.     In  Equity. 

Restricted  license  under  patent  construed. 

Where  defendants  held  a  license  under  complainant's  patent,  granting 
them  "the  right,  license,  and  privilege  to  manufacture  and  vend  lan- 
dau carriages,  with  the  said  invention  attached,"  containing  the  pro- 
vision that  "the  right,  privilege,  and  license  hereby  granted,  is  n°l> 
nor  is  any  part  of  the  same,  to  be  transferred  or  assigned,  or  in  an/ 
manner  imparted,  to  any  other  person  or  persons  whatsoever;  but  the 
same  shall  be  exercised  solely,  and  only,  by  the  licensees  personally* 
or  by  workmen  in  their  employment,  in  their  own  manufactory  or 
manufactories,  warehouse  or  warehouses;"  and  the  further  provision, 
"nor  shall  this  license  authorize  or  empower  said  licensees  to  #«> 
exchange,  or  in  any  manner  dispose  of  any  part,  parts,  or  portions  of 


APRIL,    1873.  383 


Wood  v.  Wells,  Crittenden  &  Co. 


carriages,  with,  or  fitted,  or  adapted  for  the  said  invention,  or  any 
carriage  or  carriages  with,  or  adapted  for,  the  said  invention,  other- 
wise than  in  a  finished  state,  and  ready  for  market."  Held,  that  these 
restrictions  do  not  prohibit  the  defendants  from  procuring  the  patented 
fixtures  to  be  made  wherever  they  can  be  manufactured,  and  still  less 
does  it  prohibit  them  from  sending  fixtures,  already  cast,  to  another 
establishment  to  be  finished. 

This  license  does  not  grant  the  right  to  deal  in  these  fixtures  as  an  article 
of  merchandise. 

If  they  sell  them  apart  from  the  carriage,  it  is  a  violation  of  the  patent, 
but  not  a  breach  of  any  condition  of  the  license. 

As  a  general  rule,  a  violation  of  a  patent  does  not  work  a  forfeiture  of  a 
license  under  that  patent  The  exceptions  to  this  rule  are,  where  the 
licensee  has  assumed  such  a  hostile  attitude  toward  the  patent  as  to 
amou/it  to  a  repudiation  of  the  right  conveyed  by  the  license. 

When  a  license  conveys  a  distinct  right  which  has  been  once  paid  for, 
courts  of  equity,  as  well  "as  courts  of  law,  are  bound  to  recognize  it. 

If  this  license  had  contained  a  condition,  that  the  license  should  terminate 
if  the  licensee  should  in  any  wise  infringe  the  patent,  the  court  would 
give  effect  to  it,  subject  to  the  influence  of  any  special  circumstances 
which  might  induce  a  court  of  equity  to  relieve  against  the  forfeiture. 

(Before  Woodruff,  J.,  District  of  Connecticut,  April,  1873.) 

Final,  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  an  "improvement  in 
landau  carriage- doors,"  granted  to  Frederick  Wood,  March  6, 
1866.  The  material  facts  and  issues  in  the  case  are  stated  in 
the  opinion  of  the  court. 

Henry  T.  Blake,  for  complainant. 

John  S.  Beach,  for  defendants* 

Woodruff,  J. 

The  complainant  is  the  assignee  of  a  patent  for  a  distinct  and 
specific  fixture  applicable  to  the  doors  of  landau  carriages.  The 
defendants'  procured  from  the  patentee,  prior  to  the  assignment  to 
complainant,  a  license  to  use  the  patented  improvement  in  the 
manufacture  of  their  carriages.  Subsequently,  one  of  the  defend- 
ants, conceiving  that  he  had  made  an  invention  applicable  to  the 
same  purpose,  obtained  a  patent  therefor,  which,  it  is  conceded, 
for  the  purposes  of  this  case,  does  not  entitle  him  to  make  the 
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patented  fixture,  either  because  it  is  substantially  the  same  as  that 
previously  invented,  or  because  it  was  simply  an  improvement 
upon  it ;  so  that,  before  the  defendant  could  make  or  use  it,  he 
must  procure  the  allowance  of  the  owner  of  the  prior  patent. 

In  this  condition  of  things,  it  appears  that  one  of  the  defend- 
ants sold,  to  a  person  named  Lines,  one  or  more  of  these  fixtures, 
constructed  under  his  own  patent.  It  also  appears  that  the  de- 
fendants have  procured  these  fixtures  to  be  finished,  pblished,  and 
hinged  by  an  establishment  in  Bridgeport.  It  was  claimed  that 
the  castings  also  were  procured  by  the  defendants  to  be  made  by 
others  for  the  defendants'  use.  I  do  not  deem  it  to  be  material  to 
the  decision  of  the  case,  but  I  do  not  find  any  evidence  in  the 
proofs  thnt  the  defendants  did  not  cast  the  fixtures  themselves, 
procuring  them  to  be  finished,  as  already  stated,  by  others. 

The  bill  charges  that  the  sale  of  the  fixtures  to  Lines,  and  the 
procuring  of  fixtures  to  be  finished  by  others,  was  a  violation  of 
the  license  granted  to  the  defendant ;  and  the  bill  seeks  a  decree, 
declaring  that  the  license  is  null  and  void,  and  has  been  forfeited 
by  the  defendants  by  the  sales  made  by  the  defendants  to  Lines, 
and  by  their  causing  fixtures  to  be  finished  at  a  manufactory  not 
their  own,  and  seeks  a  further  decree,  restraining  the  parties,  by 
injunction,  from  further  making  and  selling  fixtures,  either  under 
the  license  or  otherwise,  and  for  an  account  of  profits. 

It  becomes  material,  therefore,  to  ascertain  what  the  rights  of 
the  defendants  are  under  the  license,  upon  the  construction  and 
effect  of  which  the  whole  question  depends.  This  paper  is,  in 
brief,  for  a  consideration  in  gross  paid  by  the  defendants  to  the 
patentee,  a  conveyance  or  grant  of  "  the  right,  license,  and  priv- 
ilege to  manufacture  and  vend  landau  carriages,  with  the  said 
invention  attached  thereto,  under  and  according  to  the  letters  pat- 
ent, for,  during,  and  unto  the  full  end  of  the  term  for  which  said 
letters  patent  are  granted ;  but  the  right,  privilege,  and  license 
hereby  granted  is  not,  nor  is  any  part  of  the  same,  to  be  transferred 
or  assigned,  or  in  any  manner  imparted,  to  any  other  person  or 
persons  whatsoever,  but  the  same" — i.  e.  the  privilege  of  making 
and  selling  landau  carriages,  with  the  improvement  attached 
thereto, —  "shall  be  exercised  solely  and  only  by  the  licensees  pcr- 
*  sonally  or  by  workmen  in  their  employment,  in  their  own  manu- 
factory or  manufactories,  warehouse  or  warehouses."  And  then, 
to  make  this  restriction   more   plain  and  definite,  it  is  further 
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stated, "  nor  shall  this  license  authorize  or  empower  said  licensees 
to  sell,  exchange,  or  in  any  manner  dispose  of  any  part,  parts,  or 
portions  of  carriages,  with  or  fitted  or  adapted  for  the  said  inven- 
tion, or  any  carriage  or  carriages  with  or  adapted  for  the  said  in- 
vention, otherwise  than  in  a  finished  state  and  ready  for  market." 
Now,  in  my  opinion,  the  meaning  of  this  license  is  this,  and 
simply  this :  "  You,  the  licensees,  may  make  carriages  and  apply 
the  patented  fixtures  thereto,  but  you  shall  only  apply  these  fix- 
tures in  your  own  establishment,  and  you  shall  in  no  wise  farm 
out  this  right  to  others ;  and,  to  secure  this  condition  against 
evasion,  you  shall  not  make  parts  of  carriages  adapted  to  the  use 
of  this  invention  and  sell  them  to  others." 

Neither  by  the  terms  nor  the  good  sense  of  this  paper,  nor  by 
anything  implied  therein,  does  it  prohibit  the  defendants  from 
procuring  these  fixtures  to  be  made  wherever  they  can  be  manu- 
factured, and  still  less  does  it  prohibit  them  from  sending  fixtures 
already  cast  to  another  establishment  to  be  finished  ;  so  that  I  can 
not  hold  that  the  sending  of  such  fixtures  to  the  Bridgeport  com- 
pany to  be  finished,  polished,  and  hinged,  or  jointed,  is  any  vio- 
lation of  tli is  license. 

On  the  other  hand,  the  license  grants  to  the  defendants  the 
right  to  attach  the  invention  to  landau  carriages,  but  does  not 
grant  the  right  to  deal  in  the  fixtures  as  articles  of  merchandise. 
As  to  this,  the  defendants  stand  in  the  same  situation  as  persons 
having  no  license.  If  they  sell,  they  sell  in  violation  of  the  pat- 
ent, but  not  in  breach  of  any  condition  of  the  license.  They 
stand  as  any  other  person  does  who  violates  the  patent  without 
authority.  That  brings  me  to  the  second  question  discussed  be- 
fore me,  which  is,  whether,  where  a  patentee  has  granted  a  license, 
a  violation  of  the  patent,  by  abuse  of  the  patented  privilege,  out- 
side of  the  license,  works  a  forfeiture  of  the  right  conveyed.  As 
a  general  rule,  I  have  no  hesitation  in  saying  that  it  does  not.  I 
do  not  say  that  there  might  not  be  cases  in  which  it  might  have 
tl\at  effect,  but  it  could  only  be  where  the  licensee  has  taken  a 
stand  against  the  patent,  and  has  assumed  such  a  hostile  attitude 
toward  it  as  amounts  to  a  repudiation  of  the  right  conveyed  by 
the  license.  The  mere  fact  that,  in  the  course  of  business,  the 
licensee  has  infringed  the  patent,  will  not  work  a  revocation  of 
the  license,  and  especially  in  a  case  where  the  license  covers  a 
vol.  vi— 25 
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distinct  and  specific  privilege,  which  has  been  paid  for,  once  for 
all,  and  conveys,  without  further  fee  or  consideration,  rights  which 
are  fixed  and  definite.  Such  a  privilege,  conveyed  absolutely  and 
for  consideration  paid,  becomes  a  clear  vested  right,  and  to  the 
extent  to  which  it  has  become  so  vested,  a  court  of  equity,  as  well 
as  a  court  of  law,  is  bound  to  recognize  it. 

A  case  lately  decided  in  Vermont,  Steam  Cutter  Co.  v.  Skel» 
don  (10  Blatch.  i  ;  5  Fisher,  477),  presented,  in  some  of  its 
features,  striking  analogies  to  the  one  before  me.  The  defendant 
in  that  case  had  purchased,  and  paid  for  the  right  to  use,  one 
machine  for  cutting  stone,  and  was  licensed  to  use  five  other 
machines,  upon  paying  to  the  patentee  prices  named  in  the 
license.  He,  however,  did  not  do  this.  He  procured  the  one 
machine,  but  thereafter,  instead  of  claiming  or  exercising  the 
right  to  use  the  other  five  machines,  on  paying  the  price  of  the 
privilege  to  the  patentee,  he  bought  five  machines  from  an 
infringer  in  defiance  of  the  patent.  A  suit  having  been  deter- 
mined against  his  vendor,  in  which  it  appeared  that  the  machines 
were  infringements,  he  became  alarmed,  and  tendered  to  the  pat- 
entee the  sums  named  in  the  license.  The  court  held  that,  while 
he  was  entitled  to  use  the  first  machine,  for  which  he  had  paid, 
he  had  repudiated  the  license  as  to  the  others,  arid  had  assumed 
such  a  position  of  hostility  toward  the  patent,  that  he  could  no 
longer  avail  himself  of  his  privilege  of  purchase. 

The  present  license  was  paid  for  by  a  sum  in  gross,  and  was 
paid  for  once  for  all.  i  If  it  had  contained  a  condition,  that  the 
license  should  terminate  if  the  licensee  should  in  any  wise  in- 
fringe the  patent,  no  doubt  the  court  would  give  effect  to  it,  sub- 
ject of  course  to  the  influence  of  any  special  circumstances  which 
might  induce  a  court  of  equity  to  relieve  against  the  forfeiture. 
But  the  license  contains  no  such  proviso.  The  grant  is  absolute 
in  this  respect. 

Now,  although  the  infringer  has  not  been  put  upon  the  stand 
to  testify  as  to  his  motives  in  making  the  sale  to  Lines,  yet  the 
explanation,  as  it  appears  in  the  proof,  seems  to  be  this,  that  one 
of  the  defendants,  having  procured  a  patent  for  an  improvement 
upon  this  device,  stated  to  the  person  to  whom  he  made  the  sale, 
"  I  have  a  clean  patent  from  the  Patent  Office,  and  have  a  right 
to  sell  my  own  fixture;"  supposing,  apparently,  that  his  patent 
conferred  the  right  to  dispose  of  all  that  was  described  or  shown 
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in  it.  In  this  he  was  mistaken ;  but  that  sale,  of  some  four  or 
five  fixtures,  was  his  only  violation  of  the  patent.  We  can  not 
pronounce  that  transaction  of  such  a  nature  as  to  call  for  the 
interference  of  a  court  of  equity,  further  than  to  enjoin  the  de- 
fendant from  transactions  of  that  character  hereafter,  and  to 
order  an  account  of  the  profits  made  upon  the  fixtures  actually 
sold. 

•       Decree  accordingly. 


The  Dorsey  Harvester  Revolving-Rake  Company 

vs. 

James  S.  Marsh  et  al.     In  Equity. 

«  • 

It  is  well  settled  that  patents  granted  by  a  state  or  the  general  government 
are  to  be  taken  as  prima  facie  evidence  that  they  were  regularly 
granted,  and  that  they  import  conformity  to  the  few  requisitions  of 
the  laws  authorizing  their  allowance. 

The  acceptance  of  the  charter  is  essential  in  the  process  of  constituting  a 
body  politic,  and  must  be  proved  when  the  existence  of  the  corpora- 
tion is  put  in  issue. 

But  it  is  well  settled  that  acceptance  will  be  presumed  from  facts  which  are 
consistent  only  with  such  hypothesis,  without  proof  of  any  express 
declaration  to  that  effect* 

When  a  general  law  is  in  existence  authorizing  the  creation  of  a  corpora- 
tion  by  letters  patent,  to  be  issued  by  a  public  officer,  upon  the  per- 
formance of  certain  preliminary  conditions,  and  letters  patent  are 
duly  issued,  reciting  the  performance  of  the  conditions  and  investing 
the  corporation  with  the  franchises  of  a  body  politic,  and  these  letters 
patent  are  produced  by  the  corporation  to  establish  its  existence,  it 
will  be  presumed  that  they  were  granted  at  the  instance  of  the  corpo- 
ration and  accepted  by  it. 

The  corporate  faculties  of  a  corporation  are  not  to  be  ascertained  by  refer- 
ence exclusively  to  the  statutes  authorizing  its  creation.  Notice  will 
be  taken  of  any  supplementary  or  general  statute  pertinent  to  the  in- 
quiry- 
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The  purpose  of  a  corporation  may  be  inferred  from  its  corporate  name. 

A  corporation  has  power  to  purchase  an  invention  which  would  tend  to 
facilitate  the  purposes  of  its  incorporation,  as  indicated  by  its  corporate 
name,  even  in  the  absence  of  any  law  expressly  conferring  it 

A  provisional  officer,  who  is  invested  by  law  with  the  functions  of  the 
Commissioner  of  Patents,  is  properly  described  as  commissioner  so 
far  as  the  efficacy  of  his  official  acts  is  concerned. 

The  actual  incumbent  of  a  public  office  is  presumed  to  be  in  the  lawful 
possession  of  it,  and  no  affirmative  proof  of  his  title  is  required  to 
support  his  official  acts. 

The  contingency  upon  which  the  examiner-in-chief  is  authorized  to  as- 
sume the  duties  of  commissioner  is  primarily  to  be  taken  to  exist  from 
his«actual  discharge  of  these  duties. 

The  burden  of  showing  the  non-existence  of  the  prescribed  contingency  is 
upon  the  party  who  denies  the  validity  of  the  ostensible  officer's  acts. 

When  a  patent  is  extended  in  apparent  conformity  to  the  act  of  Congress, 
the  decision  of  the  officer  granting  the  extension  has  the  attributes  of 
a  final  judgment.     It  is  not  subject  to  appeal  or  revision. 

In  a  suit  by  a  patentee  against  an  infringer,  it  can  not  be  shown  that  the 
commissioner  who  granted  the  patent  exceeded  or  irregularly  exer- 
cised his  authority,  except  by  matter  apparent  on  the  face  of  the  patent 
The  patent  is  conclusively  valid  until  it  is  successfully  impeached  in 
a  direct  proceeding  properly  instituted  for  that  purpose. 

A  reissued  patent  can  not  be  allowed  for  an  invention  different  from  the 
one  of  which  the  original  patent  is  the  basis. 

But  any  feature  of  an  invention  which  is  actually  a  part  of  it,  that  was 
only  suggested  or  indicated  in  the  specification  or  drawings,  may  be 
distinctly  described  in  a  reissued  specification,  and  be  protected  by  a 
reissued  patent. 

The  claims  of  a  reissue  may  be  restricted  or  enlarged  to  cover  the  real 
invention. 

It  is  no  objection  to  a  renewed  patent  that  part  of  the  original  patent  is 
omitted. 

Absolute  precision  is  not  required  in  a  specification. 

It  is  sufficient  if  a  mechanic  skilled  in  the  art  to  which  the  invention  per- 
tains, not  simply  an  .ordinary  mechanic,  can  form  the  specification 
and  drawings,  construct  and  use  the  invention  described. 

Dorsey's  invention  construed  to  be  "a  rake,  with  its  arms  attached  by  a 
pivot  to  a  shaft,  witji  which  it  revolves,  and  so  that  it  will  rise  and  fall 
as  the  arm  passes  along  the  surface  of  a  cam,  by  which  this  latter 
movement  is  regulated  and  controlled/' 

The  reissued  patent  granted  Owen  Dorsey,  June  9, 1868,  No.  2,982,  for  im- 
provement in  harvester-rakes,  and  extended  March  4, 1870,  held  valtfi 
and  infringed  by  the  machines  made  in  accordance  with  the  patent 
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granted  James  S.  Marsh,  February  28,  187 1,  for  improvement  in  har- 
vester rakes. 

When  the  complainant  is  not  a  manufacturer  of  the  patented  article,  and 
the  defendant  is  an  extensive  manufacturer,  with  large  capital  invested, 
the  court  will  withhold  the  issuing  of  the  injunction,  upon  the  filing 
by  defendant  of  an  ample  bond,  with  good  security,  for  the  payment 
of  such  sum  as  may  be  ultimately  decreed  to  complainant  for  profits 
and  damages. 

(Before  McKennan,  J.,  Eastern  District  of  Pennsylvania,  April,  1873.) 

Final  hearing  upon  pleadings  and  proofs. 

Suit  brought  upon  reissued  letters  patent  for  "  improvement  in 
harvester-rakes,"  granted  Owen  Dorsey,  June  9,  1868,  No.  2,982, 
as  a  reissue  of  the  patent  originally  granted  him  March  4,  1856. 
The  patent  was  extended  for  seven  years,  from  March  4,  1870. 

The  claims  of  the  patent  were : 

"  1.  A  continuously  revolving-rake,  attached  by  a  pivotal  connection  to 
the  shaft  on  which  it  revolves,  so  as  to  allow  it  to  describe  the  proper  path, 
to  gather  or  discharge  the  grain,  and  to  clear  the  frame. 

"  2.  The  combination  of  a  platform,  a  vibrating  cutter,  and  a  continu- 
ously revolving,  gathering,  and  discharging  rake,  so  arranged  as  to  enter 
the  uncut  grain  in  front  of  the  cutter,  and  to  discharge  the  cut  grain  in  the 
arc  of  a  circle. 

"  3.  A  continuously  revolving,  gathering,  and  discharging  rake,  which 
enters  the  uncut  grain  in  front  of  the  cutters,  and  discharges  the  cut  grain 
in  the  arc  of  a  circle,  in  combination  with  one  or  more  immediate  revolv- 
ing gathering  heads  or  beaters. 

"  4.  The  combination  of  a  continuously  revolving,  gathering,  and  dis- 
charging rake,  which  discharges  the  grain  in  the  arc  of  a  circle,  and  the 
cam-way  or  guide  for  regulating  the  course  of  the  rake. 

14  5.  *t he  combination  of  a  continuously  revolving-rake,  which  discharges 
the  grain  in  the  arc  of  a  circle,  with  a  platform,  having  a  fender  conformed 
substantially  to  the  path  described  by  the  outer  end  of  the  revolving-rake 
in  passing  over  the  same,  substantially  as  described. 

41 6.  The  combination  of  a  continuously  revolving,  gathering,  and  dis- 
charging rake,  which  discharges  the  grain  in  the  arc  of  a  circle  with  a 
vibrating  cutter. 

11 7.  The  combination  of  a  continuously  revolving,  gathering,  and  dis- 
charging rake,  a  cam-way  or  guide,  and  friction  rollers,  attached  to  the 
arms  of  said  revolving-rake.' 


it 


In  the  drawings,  fig.  1  represents  a  top  view  of  Dorsey's 
harvester-rake,  as  shown  in  the  original  patent,  and  fig.  2  a  side 
view,  i  is  the  pivoted  shaft,  to  which  the  diametrically  opposite 
arms  c,  c  are  attached  ;  y,  m,f  is  the  guide- way  or  cam  for  reg- 
ulating the  elevation  of  the  rake-head. 
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The  operation  is  described  in  the  original  patent  as  follows: 

"  As  the  rake-head  passes  over  the  platform  A,  its  movement  is  horizon- 
tal, the  arm  C  passing  over  the  rail  from  m  to  i;  but,  on  reaching  the 
edge  of  the  platform,  the  rake-head  is  suddenly  raised  by  the  arm  nailing 
up  the  incline,  n,  of  the  guide-rail,  while  the  rake  and  opposite  end  of  the 
arm  drops  at  a  corresponding  incline  ;  and,  by  continuing  its  movement, 
the  rake  reaches  over  the  heads  of  the  grain,  and,  gradually  descending 
by  the  guide-rail,  draws  the  wheat  toward  the  cutters." 

The  claim  of  the  original  was — 

"The  combination,  with  the  rake-arms  c,  c,  to  which  the  rakes  irt 
firmly  attached,  of  the  vertical  revolving- shaft  i  and  cam-way  or  guide 
f,f,  m,  m,  from  which  the  rake-arms  receive  an  undulating  motion  in  > 
vertical  plane,  revolving  about  said  shaft  i,  substantially  in  the  maoncrand 
for  the  purposes  set  forth." 


No.  3. 
The  machine  constructed  by  Marsh  was  substantially  the  same 
as  patented  by  him  February  28,  1871. 
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Fig.  3  shows  this  rake  as  illustrated  in  the  patent,  and  will  be 
readily  understood  when  examined  in  connection  with  the  opinion 
of  the  court. 

George  Harding,  for  complainant. 
David  Wright,  for  defendant. 

McKknnan,  J. 

The  bill  in  this  case  is  founded  upon  an  extended  patent  to 
Owen  Dorsey,  for  an  improvement  in  harvester-rakes,  dated 
March  4,  1870. 

Every  material  allegation  of  the  bill  is  denied  in  the  answer ; 
and  the  validity  of  the  patent  and  the  sufficiency  of  the  complain- 
ant's proofs  have  been  contested  in  an  argument  of  unusual  mi- 
nuteness of  elaboration.  It  has  failed  to  convince  me  that  the 
complainant  is  not  entitled  to  a  decree,  and  the  reasons  for  the 
conclusion  reached  by  me  can  perhaps  be  more  briefly  and 
lucidly  stated  by  an  examination  of  the  points  of  that  argument, 
in  the  order  in  which  they  were  presented. 

*^The  suit  is  brought  by  the  complainant  as  a  corporation,  and 
its  existence  as  such  is  denied  in  the  answer.  It  is  proved  by  the 
exhibition  of  letters  patent,  issued  under  the  great  seal  of  the 
State  of  Pennsylvania,  signed  by  the  governor,  and  countersigned 
by  the  secretary  of  state.  That  the  governor  had  authority  to 
cause  these  letters  to  be  issued,  is  indisputable,  and  if  they  do  not 
warrant  a  presumption  that  they  were  rightfully  issued,  and  there- 
fore that  what  the  law  prescribes  as  necessary  to  be  done  to  that 
end  had  been  done,  it  is  difficult  to  perceive  what  significance 
they  have.  To  the  acts  of  public  officers  within  the  general  scope 
of  their  power,  some  degree  of  faith  and  credit  is  due,  and  it  is 
ifo  stretch  of  presumption  to  consider  that  they  have  faithfully 
performed  a  duty  imposed  upon  them  by  law,  with  a  proper  » 

observance  of  all.  its  preliminary  conditions.  Therefore,  it  has 
been  held,  and  is  settled  law,  that  patents  granted  by  a  state  or  ; 

the  general  government  are  to  be  taken  as  prima  facie  evidence 
that  they  were  regularly  granted,  and  that  they  import  conformity 
to  the  prerequisitions  of  the  laws  authorizing  their  allowance. 
Trenton  R.  R.  Co.  v.  Stinson,  14  Pet.  458  ;  Rubber  Co.  v.  Good- 
year, 9  Wall.  797*  / 
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Nor  has  the  second  branch  of  the  objection,  that  the  acceptance 
of  the  charter  is  not  shown,  any  better  foothold.     This  fact  is  un- 
doubtedly essential  in  the  process  of  constituting  a  body  politic, 
and  it  must  therefore  be  proved  where  the  existence  of  the  cor- 
poration is  put  in  issue.     But  it  is  well  settled  that  it  will  be  pre- 
sumed from  facts,  which  are  consistent  only  with  such  hypothesis, 
without  proof  of  any  express  declaration  to  that  effect.    Thus, 
where  a  law  is  enacted  applicable  to  a  designated  corporation, 
the  mere  passage  of  the  law  will  not  sufficiently  prove  its  adop- 
tion by  the  corporation.     But  where  it  appears  that  the  law  was 
enacted  upon  the  application  of  the  corporation,  its  acceptance  is 
a  necessary  inference  from  that  fact.     And  so  where  a  general 
law  is  in  existence,  authorizing  the  creation  of  a  corporation  by 
letters  patent  to  be  issued  by  a  public  officer  upon  the  preliminary 
performance  of  certain  things  by  the  persons  to  be  incorporated, 
and  letters  patent  are  duly  issued,  reciting  the  performance  of  the 
required  conditions,  and  investing  the  corporation  with  the  fran- 
chises of  a  body  politic,  and  these  letters  are  obtained  and  pro- 
duced by  the  corporation  for  the  very  purpose  of  establishing  its 
existence,  can  any  doubt  remain  that  they  were  granted  at  the 
instance  of  the  alleged  corporation,  and  were  accepted  by  it? 
The  possession  by  a  grantee  of  a  deed  for  his  benefit,  is  every- 
where sufficient  prima  facte  evidence  of  its  acceptance  by  him. 
Why,  therefore,  will  not  the  same  facts  authorize  a  like  presump- 
tion as  to  a  corporation  ?     The  proofs  here  leave  no  doubt  that 
the  complainant  was  duly  constituted  a  corporation  according 
to  law. 

It  is  further  denied  that  the  complainant  has  any  right  to  ac- 
quire and  hold  the  patent  in  question.  The  corporate  faculties 
of  the  complainant  are  not  to  be  ascertained  by  reference  exclu- 
sively to  the  statutes  authorizing  its  creation.  Notice  will  also  be 
taken  of  any  supplementary  or  general  statute  pertinent  to  the 
inquiry.  Now,  the  Pennsylvania  statute  referred  to  in  the  com- 
plainant's letters  patent  authorizes  the  creation  of  a  corporation 
upon  the  fulfillment  of  certain  prescribed  conditions,  and  they  are 
recited  to  show  that  these  conditions  have  been  complied  wi"1' 
and,  as  a  consequence,  it  is  declared  that  the  applicants  are  Con- 
stituted a  body  politic,  "  with  all  the  rights,  powers,  and  pnvl" 
leges,"  conferred  upon  it  by  "  all  the  laws  of  the  commonwealth- 
The  creation  of  the  corporation  was  thus  complete,  but  its  powers 
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are  not  to  be  sought  in  these  acts  alone.     The  supplementary  act 
of  February  27,  1867,  extended  the  scope  of  the  original  act,  so 
as  to  embrace  companies  thereafter  formed  for  the  purchase  and 
sale  of  patents  granted  by  the  authority  of  the  United  States,  and 
of  rights  and  licenses  under  said  patents.     The  right  to  acquire 
and  hold  patents  is  here  clearly  given  to  corporations  organized 
under  the  original  act,  thus  amplified.     If  the  patent  in  contro- 
versy is  related  to  the  purpose  of  the  complainant's  organization, 
the  right  to  take  and  hold  it  is  expressly  conferred  upon  it     It  is 
not  requisite  that  this  purpose  should  be  proved  by  direct  evidence, 
but  it  may  be  inferred  from  the  name  of  the  corporation  alone. 
So  it  was  held  in  Blanchard*s  Gunstock  Turning  Factory  v. 
Warner,  1  Blatch.  271,  where  it  was  inferred  that  the  corpora- 
tion, plaintiff,  "had  power  enough  to  purchase  an  invention  which 
would  tend  to  facilitate  the  purposes  of  its  incorporation,  as  indi- 
cated by  its  corporate  name,"  in  the  absence  of  proof  of  any  law 
expressly  conferring  it.     But  in  this  case  the  law  expressly  author- 
izes the  purchase  and  tenure  by  the  complainants  of  a  patent, 
which  is  cognate  to  the  purpose  of  its  incorporation.     That  it  is 
founded  upon  the  Dorsey  patent,  I  think,  is  manifestly  indicated. 
It  adopts  the  name  of  Dorsey's  invention,  set  forth  in  his  patent, 
as  part  of  its  own  ;  but  to  individuate  the  patent  more  distinctly, 
it  superadds  Dorsey's  name,  so  that  its  corporate  style,  "The 
Dorsey  Revolving  Harvester  Rake  Company,"  denotes  exclu- 
sively Dorsey's  invention.     I  think,  therefore,  the  inference  is 
both  legitimate  and  obvious,  that  the  purpose  of  the  complainant 
was  to  operate  in  reference  to  the  Dorsey  invention,  and  that  it 
has  the  right  to  acquire  and  hold  his  patent. 

The  third  point  is  purely  verbal.  The  bill  alleges  that  the 
Dorsey  patent  was  duly  extended  by  the  Commissioner  of  Pat- 
ents, and  the  proof  is  that  the  extension  was  granted  by  S.  H. 
Hodges,  acting  commissioner,  and  it  is  therefore  urged  that 
the  bill  must  be  dismissed,  because  the  proof  does  not  support 
the  averment.  The  gist  of  the  averment  is,  that  the  patent  was 
extended  by  an,  officer  having  authority  to  grant  it,  and  if  the 
proof  substantially  supports  it,  there  is  no  discordance  between 
them.  A  provisional  officer  who  is  invested  by  law  with  the 
functions  of  the  Commissioner  of  Patents,  is  properly  described 
as  commissioner,  so  far  as  the  efficacy  of  his  official  acts  is  con- 
cerned, and  for  this  purpose  only  is  it  necessary  to  describe  him 
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at  all.     The  validity  of  his  act,  not  the  verbal  accuracy  of  his 
title,  is  the  essential  subject  of  inquiry. 

The  fourth  and  fifth  points  may  be  considered  together.  They 
affirm  that  the  acting  commissioner  did  not  acquire  jurisdiction  to 
consider  Dorsey's  application  for  an  extension,  and  that  his  pat- 
ent was  not  extended  until  after  the  expiration  of  the  original 
term. 

The  actual  incumbent  of  a  public  office  is  presumed  to  be  in 
the  lawful  possession  of  it,  and  no  affirmative  proof  of  his  title  is 
required  to  support  his  official  acts.     This  is  a  familiar  maxim. 
Accordingly,  it  was  held  in  Winans  v.  The  York  and  Maryland 
"Line  R.  R.  Co^  17  How.  41,  that  "the  court  will  take  notice, 
judicially,  of  the  persons  who,  from  time  to  time,  preside  overtbe 
Patent  Office,  whether  permanently  or  transiently,  and1  the  pro- 
duction of  their  commission  is  not  necessary  to  support  their 
official  acts."     So,  therefore,  the  contingency  upon  which  the 
,    examiner-in-chief  is  authorized  to  assume  the  duties  of  comnus- 
sioner,  is  primarily  to  be  taken  to  exist  from  his  actual  discharge 
of  these  duties.     That  this  presumption  is  conclusive,  in  aeon- 
test  between  third  parties,  is,  I  think,  a  logical  result  of  the  prin- 
ciple affirmed  and  applied  in  the  Rubber  Co.  v.  Goodyear,  9 
Wall.  796.     But,  at  any  rate,  the  burden  of  showing  the  non- 
existence of  the  prescribed  contingency  is  upon  the  party  who 
denies  the  validity  of  the  ostensible  officer's  acts.     That  burden 
the  respondents  here  have  not  sustained.     They  have  shown  only 
that  the  commissioner  was  at  the  Patent  Office  part  of  the  day  on 
which  the  extension  was  granted,  not  later  than  n|  o'clock  a.m.; 
while  it  appears  that  the  commissioner,  in  writing,  informed  the 
chief  examiner  of  his  intended  absence  at  the  time  of  the  decis- 
ion of  Dorsey's  application,  and  that  the  case  was  actually  decided 
by  the  chief  examiner.     There  was  an  actual  abdication  by  the 
commissioner  of  his  official  functions,  and  an  exercise  of  them  by 
the  chief  examiner ;  and,  as  this  was  done  with  a  distinct  refer- 
ence to  the  provisions  of  the  act  of  Congress,  the  inference  that 
they  were  strictly  observed  is  legitimate  and  fair. 

The  granting  of  an  extended  patent  is  a  judicial  act.    Author- 

'   ity  to  that  end  is  conferred  upon  the  Commissioner  of  Patents  by 

!  act  of  Congress.     The  manner  in  which  it  is  to  be  exercised,  and 

the  time  within  which   it  may  be  exercised,  are  prescribed  by  t»* 

act.     The  extension  must  be  granted  before  the  term  of  the  ong" 
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inal  patent  expires  ;  but  when  it  is  granted,  in  apparent  conform- 
ity to  the  act  of  Congress,  the  decision  of  the  officer  has  the 
attributes  of  a  final  judgment.     It  is  not  subject  to  appeal  or" 
revision.     This  is  the  clear  import  of  numerous  decisions  of  the 
Supreme  Court.    In  Seymour  v.  Osborne,  11  Wall.  516,  the  court 
says:  "When  the  commissioner  accepts  a  surrender  of  an  orig- 
inal patent,  and  grants  a  new  patent,  his  decision  in  the  premises, 
in  a  suit  for  infringement,  is  final  and  conclusive,  and  is  not  re- 
examinable  in  such  suit  in  the  circuit  court,  unless  it  is  apparent 
upon  the  face  of  the  patent  that  he  has  exceeded  his  authority ; 
that  there  is  such  a  repugnancy  between  the  old  and  new  patents 
that  it  must  be  held,  as  matter  of  legal  construction,  that  the  new 
patent  is  not  for  the  same  invention  as  that  embraced  and  secured 
in  the  original  patent"    And  this  doctrine  is  asserted  with  equal 
distinctness,  in  reference  to  the  granting  of  an  extended  patent,  in 
The  Rubber  Co.  v.  Goodyear,  9  Wall.  798.    It  is  there  said  :  "  The 
law  made  it  the  duty  of  the  commissioner  to  examine  and  decide. 
He  had  full  jurisdiction.     The  function  he  performed  was  judi- 
cial in  its  character.     No  provision  is  made  for  appeal  or  review. 
His  decision  must  be  held  conclusive  until  the  patent  is  impeached 
in  a  proceeding  had  directly  for  that  purpose,  according  to  the 
rules  which  define  the  remedy,  as  shown  by  the  precedents  and 
authorities  upon  the  subject." 

""It  is  plain,  from  these  authorities,  that  in  a  suit  by  a  patentee 
against  an  infringer,  it  can  not  be  shown  that  the  commissioner 
who  granted  the  patent  exceeded  or  irregularly  exercised  his 
authority,  except  by  matter  apparent  on  the  face  of  the  patent,  \ 
and  that  it  is  conclusively  valid  until  it  is  successfully  impeached 
in  a  direct  proceeding,  properly  instituted  for  that  purpose.  S 

We  have,  then,  a  case  where  a  patent  has  been  extended,  with 
every  apparent  legal  sanction,  which  it  is  sought  to  invalidate  by 
parol  evidence  contradictory  of  its  purport,  and  claimed  to  show 
that  it  "was  granted  at  a  time  and  place  contrary  to  law.  This  is 
a  forbidden  inquiry  in  this  case,  and  it  is  therefore  unnecessary 
to  notice  the  evidence  presented  in  relation  to  it. 

The  invention  of  Dorsey  belongs  to  the  widely  useful  class  of 
mechanical  devices  designed  to  facilitate  the  harvesting  of  grain. 
His  special  object  was  to  produce  a  device  which  would  automat- 
ically separate  the  standing  grain  in  suitable  gavels,  press  it  against 
the  vibrating  knives  of  a  reaping-machine,  and,  sweeping  it  in  the 
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arc  of  a  circle,  deposit  it  in  the  rear  of  the  machine,  out  of  the  way 
of  the  team  when  it  passed  round  again.  By  no  pre-existing 
invention  was  this  double  effect  produced.  The  function  of  dis- 
charging the  cut  grain  had  been  performed  by  a  rake  sweeping 
over  the  platform  of  the  machine,  and  of  separating  and  gather- 
ing the  standing  grain  to  the  cutters  by  a  revolving  reel.  These 
were  the  more  recent  and  approved  automatic  devices  for  these 
purposes,  preceding  the  invention  of  Dorsey.  But  in  all  the  lit- 
erature of  the  art,  which  has  been  so  exhaustively  exhibited,  no 
instance  is  shown  in  which  the  gathering  office  was  performed  by 
a  rake. 

To  effectuate  his  object,  Dorsey  constructed  a  continuously  re- 
volving-rake, with  arms  attached  by  a  pivot  to  a  shaft  or  head, 
around  which  they  revolve,  and  so  as  to  allow  of  their  being  ele- 
vated or  depressed  by  an  inclined  cam-way,  on  which  they  rest. 
Guided  by  the  cam,  the  rake  is  caused  to  fall  in  front  of  the  cutter- 
bar  into  the  standing  grain,  thereby  separating  it  for  each  gavel 
pressing  it  against  the  cutting-knives,  and  sweeping  it  over  the 
platform  in  the  arc  of  a  circle,  depositing  it  behind  the  horses 
and  out  of  their  track  on  their  next  round. 

The  novelty  of  the  operation  consists  in  the  performance  of  the 
functions  of  gathering  the  grain  to  the  cutters  and  discharging  it 
from  the  platform  by  the  same  instrumentality,  and  in  the  me- 
chanical means  employed  to  guide  and  cause  it  to  rise  and  fall  to 
perform  these  functions  together.  And  in  these  features  the  com- 
plainant's invention  is  distinguishable  from  the  various  devices 
exhibited  by  the  respondents.  I  do  not  propose  to  consider  them 
in  detail,  but  content  myself  with  saying  that  in  none  of  them  is 
a  rake  employed  to  separate  and  gather  to  the  cutters  the  standing 
grain,  nor  is  there  in  any  of  them  a  similar  pivotal  attachment  of 
a  rake-arm,  by  which  it  is  capable  of  rising  and  falling  in  its  re- 
volving movement ;  and  in  all  of  them,  except  in  Seymour's  and 
Palmer  and  Williams',  the  cut  grain  is  discharged  directly  behind 
the  cutter.  I  can  have  no  doubt,  therefore,  of  the  novelty  of  the 
invention. 

It  is  urged  that  the  patent  in  controversy  is  void,  because  the 
reissue  is  not  for  the  same  invention  described  in  the  original. 

That  a  reissued  patent  can  not  be  allowed  for  an  invention  (hi- 
ferent  from  the  one  of  which  the  original  patent  is  the  vasts, » 
undoubtedly  true.     But  it  is  equally  true  that  any  feature  of  the 
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invention,  which  is  actually  a  part  of  it,  that  was  only  suggested 
or  indicated  in  the  specification  or  drawings,  may  be  distinctly 
described  in  an  amended  specification  and  protected  by  a  reissued 
patent,  and  that  accordingly  the  claims  of  the  patent  may  be  re- 
stricted or  enlarged  to  cover  the  real  invention. 

It  is  a  just  rule  that  patents  are  to  be  construed  liberally,  so  as 
to  sustain  the  right  of  the  inventor.  Mere  verbal  discrepancies, 
therefore,  are  entitled  to  but  little  consideration,  especially  where, 
in  view  of  the  mechanism  devised,  the  functions  it  was  designed 
to  perform,  and  its  mode  of  operation,  there  is  substantial  accord- 
ance between  the  original  and  reissued  patents.  Nor  is  it  any 
objection  to  a  renewed  patent  that  part  of  the  original  invention 
is  omitted.  This  an  inventor  may  do,  because  the  public  may  use 
it,  and  there  is  nothing  in  the  policy  or  terms  of  the  patent  act 
which  forbids  it.  Carver  v.  The  Braintree  Manufacturing' 
Co.j  2  Story,  438. 

I  do  not  think,  however,  that  it  requires  any  great  liberality  of 
construction  to  harmonize  the  original  and  reissued  patents.  The 
main  ground  of  the  objection  is  that  in  the  reissue  the  invention 
is  described  as  a  continuously  revolving,  gathering,  and  discharg- 
ing rake,  which  descends  into  the  standing  grain  in  front  of  the 
cutter,  so  as  to  gather  the  grain  for  each  gavel,  and  that  the  gath- 
dring  function  thus  defined  is  not  suggested  or  indicated  in  the 
original  patent.  In  the  latter  it  is  said  "  the  rake-head  is  brought 
by  a  sweeping  descent  upon  the  front  edge  of  the  platform,  and 
in  so  doing  draws  the  uncut  grain  toward  the  cutters."  And, 
again,  describing  the  operation  of  the  rake,  "by  continuing  its 
movement,  the  rake  reaches  over  the  heads  of  the  grain,  and 
gradually  descending  by  the  guide-rail,  draws  the  wheat  toward 
the  cutters.  By  this  means,  I  dispense  entirely  with  the  reel  used 
on  harvesters  for  drawing  the  grain  to  the  cutters."  Now,  the 
reference  here  to  the  gathering  function  of  the  rake  is  distinct. 
It  is  expressly  stated  to  be  a  substitute  for  the  reel,  the  sole  func- 
tion of  which  is  to  gather  the  grain  to  the  cutters ;  and  it  operates 
so  as  to  reach  over  the  heads  of  the  grain,  and,  descending  grad- 
ually, draws  or  gathers  the  grain  to  the  cutters.  Every  step  in  the 
process  is  not  as  fully  described  as  in  the  amended  specification, 
but  it  is  obviously  implied  that  the  rake,  reaching  over  the  heads 
of  the  grain,  was  intended  to  descend  below  them  into  the  grain, 
as  it  could  thus  only  perform  its  appointed  duty  of  drawing  it  to 
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the  cutter ;  and,  in  so  operating,  it  must  necessarily  effect  a  sepa- 
ration of  the  grain  between  the  rake-head  and  the  cutter-bar  from 
that  standing  in  the  rest  of  the  field.  The  description,  therefore, 
plainly  points  to  a  rake  adapted  to  gather  the  grain  to  the  cutter, 
as  well  as  to  discharge  it  from  the  platform,  and,  in  so  performing 
its  intended  office,  necessarily  passes  down  into  the  grain  in  front 
of  the  cutters,  and  divides  it  so  as  to  form  the  succeeding  gavel  in 
the  standing  grain. 

Again,  it  is  objected  that  the  original  and  amended  specifica- 
tions are  vitally  irreconcilable  in  this :  that  in  the  former  is  de- 
scribed a  rake  attached  to  the  end  of  a  diametrical  arm ;  "  each 
pair  of  arms,  formed  of  metal  or  wood,  with  an  opening  at  their 
half  length  of  a  longitudinal  form,  so  as.  to  allow  them  to  pass 
over  the  end  of  a  vertical  turning-shaft ; "  and  that  this  descrip- 
tion is  omitted  in  the  latter.     Diametrical  arms  are  undoubtedly 
one  form  of  embodiment  of  the  patentee's  conception,  but  they 
are  not  the  only  one  to  which  the  principle  of  his  invention  is 
susceptible  of  application,  nor  is  it  so  declared.     His  patent  cov- 
ered equivalent,  although  formally  different,  mechanical  devices, 
which  operated    in  the  same  way  and   to  the  same  end  with 
diametrical  arms.     Hence  it  was  legitimate  to  modify  the  specifi- 
cation so  as  to  secure  protection  broadly  to  the  real  invention  of 
the  patentee  against  any  form  of  infringement.     This  is  well  and 
accurately,  illustrated  by  Acting  Commissioner  Hodges,  in  his 
opinion,  where  he  says,  in  reference  to  the  distinctive  merit  of  the 
invention  :  u  It  lies  in  attaching  the  rake-arm  by  a  pivot  to  a  shaft, 
around  which  it  revolves,  and  may  be  made  at  the  same  time  to 
rise  and  fall  upon  the  pivot.     By  this  construction  the  rake  may 
be  guided  in  the  direction  desired.     These  are  the  essential  fea- 
tures of  the  invention,  and  equally  so  whether  the  arms  are 
diametrical  or  merely  radial.     After  trying   the  latter,  Dorsey 
adopted  the  former,  because  he  found  he  could  use  the  limb  op- 
posite the  rake  as  a  means  for  guiding  it.     But  the  combination 
of  the  revolving  movement  of  the  arms  and  their  swinging  move- 
ment upon  their  pivots,  which  alone  gave  him  the  power  to  direct 
the  path  of  the  rake  at  will,  was  common  to  both,  and  constitutes 
the  merit  of  the  contrivance." 

Nor  does  the  objection  apply  with  any  greater  effect  to  the 
claims  of  the  reissue.  It  has  been  already  shown  that  the  orig- 
inal and  amended  specifications  describe  a  continuously  revolving- 
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rake,  -with  a  pivotal  connection  to  the  shaft  on  which  it  revolves, 
which  performs  the  functions  of  gathering  and  discharging  the 
grain,  so  arranged  as  to  enter  the  uncut  grain  in  front  of  the  cut- 
ters, and  discharge  the  cut  grain  in  the  arc  of  a  circle,  and  so  as 
to  separate  the  grain  which  is  to  form  the  next  gavel  in  the  stand- 
ing grain. 

It  follows,  therefore,  that  the  claims  of  the  reissue  which  em- 
brace the  device  and  combination  of  devices  by  which  these 
functions  are  performed,  are  in  entire  harmony  with  the  specifi- 
cation. 

Another  objection  to  the  validity  of  the  patent  is  that  the  pat- 
entee has  not  so  described  his  raking  device  and  its  arrangement 
as  to  enable  an  ordinary  mechanic  to  make,  construct,  and  use  the 
same.     Absolute  precision  as  to  details  is  not  required  in  the 
specification.     It  is  only  intended  as  a  guide  ;  but  it  is  not  the  sole 
instructor.     Nor  is  it  addressed  merely  to  ordinary  mechanics ; 
but  the  test  of  its  sufficiency  is  whether  a  person  skilled  in  the  art 
to  which  the  invention  appertains  can  construct  and  use  it.     The 
special  skill  of  the  mechanic,  derived  from  familiarity  with  the 
art,  may  be  applied  in  aid  of  the  instruction  given  by  the  specifi- 
cation, and  this  skill  may  be  exerted  to  modify  any  direction  in  the 
specification  as  to  the  matters  of  mere  adjustment  or  adaptation 
of  the  invention  to  its  intended  use,  else  the  authority  to  employ 
it  at  all  is  of  but  little  value.     "It  will,  perhaps,  rarely  happen, 
even  where  the  utmost  vigilance  and  care  are  observed,  that  the 
machine  or  structure  will  be  so  accurately  described  as  that  the 
description  can  be  literally  and  strictly  followed  in  every  particu- 
lar.    The  skilled  mechanic  will  see  that  in  some  particulars  there 
is  some  vagueness,  and  some  discretion  is  required,  but  that  fact 
will  not  invalidate  the  patent."     3  Fisher,  555.     But  it  is  a  com- 
plete answer  to  the  objection  that  the  thing  which,  it  is  argued, 
can  not  be  done,  has  actually  been  done.     In  1858,  Adam  Reese 
acquired  a  license  to  use  the  Dorscy  invention,  and,  in  substantial 
accordance  with  the  specification  and  drawings,  he  made  and 
applied  it  to  over  fifteen  hundred  machines,  which  worked  suc- 
cessfully.    Against  such  a  practical  demonstration,  argumentative 
speculation,  reinforced -though  it  may  be  by  the  untested  opinions 
of  experts,  will  be  of  little  avail. 

In  the  Union  Sugar  Refinery  v.  Matthiessen,  2  Fisher,  626, 
Mr.  Justice  Clifford  said  to  the  jury :  "  You  will  regard  the  well- 
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known  substantial  equivalent  of  a  thing  as  being  the  same  as  the 
thing  itself;  so  that  if  two  machines  have  the  same  mode  of  op- 
eration, do  the  same  work,  in  substantially  the  same  way,  and  ac- 
complish substantially  the  same  results,  they  are  the  same ;  and 
so  also,  if  the  parts  of  two  machines,  having  the  same  mode  of 
operation,  do  the  same  work,  in  substantially  the  same  way,  and 
accomplished  substantially  the  same  results,  these  parts  are  the 
same,  although  they  may  differ  in  name,  form,  or  shape." 

The  invention  of  Dorsey  consists  of  a  rake,  with  its  arms  at- 
tached by  a  pivot  to  a  shaft,  with  which  it  revolves,  and  so  that 
it  will  rise  and  fall  as  the  arm  passes  along  the  surface  of  a.  cam, 
by  which  this  latter  movement  is  regulated  and  controlled.  It 
operates  with  a  continuous  revolution,  descending  with  the  incli- 
nation of  the  cam  in  front  of  the  cutter-bar,  thence  sweeping 
backward  in  the  arc  of  a  circle  to  the  rear  of  the  platform, 
where  it  is  elevated  by  the  cam  to  clear  the  frame  of  the  machine, 
and,  passing  again  to  the  front,  repeats  the  movement.  Its  func- 
tions are  to  descend  into  the  standing  grain  in  front  of  the  cutter, 
thus  separating  the  grain  which  is  to  form  the  next  gavel,  to  draw 
or  gather  it  to  the  cutter,  and  when  cut,  onto  the  platform,  and 
then  to  sweep  it  across  the  platform  in  the  arc  of  a  circle,  and  to 
discharge  it  onto  the  ground  out  of  the  way  of  the  return  of  the 
machine  in  cutting  its  next  swarth.  These  are  the  characteristic 
features  of  the  invention. 

Now,  the  alleged  infringing  devices  embodied  in  the  defend- 
ants' machines  u  have  substantially  the  same  mode  of  operation, 
do  the  same  work,  in  substantially  the  same  way,  and  accomplish 
substantially  the  same  results"  as  those  claimed  by  the  complain- 
ants. In  the  defendants'  machine  is  to  be  observed  a  rake-head, 
with  an  arm  attached  to  a  crown-wheel  or  head,  with  which  it 
revolves,  and  to  which  it  is  pivotally  connected,  so  that  it  will  nse 
and  fall  under  the  guidance  and  control  of  a  cam-way.  It  revolves 
continuously,  descending  into  the  grain  in  front  of  the  cutter,  sep" 
arating  the  gavel,  gathering  it  to  the  cutter,  and,  traversing  the 
platform  in  the  arc  of  a  circle,  discharges  the  grain  in  the  rear  by 
a  side  delivery,  out  of  the  way  of  the  return  of  the  machine,  and 
then  rising  clears  the  machine  and  renews  the  operation.  R  ,s 
obvious,  then,  that  the  functions  and  mode  of  operation  of  both 
devices  are  substantially  the  same.  In  their  construction  the  dif- 
ferences are  formal  rather  than  substantial.     Instead  of  a  vertical 
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post,  the  shaft  and  head  of  which  are  of  one  piece,  and  revolve 
together,  to  which  the  rake-arm  is  attached,  as  in  the  Dorsey  in- 
vention, the  defendants  employ  a  vertical  iron  shaft,  which  passes 
through  the  center  of  a  metal  head,  to  which  the  rake-arm  is  at- 
tached, and  which  revolves  around  this  shaft,  instead  of  with  it  j 
but  the  mode  of  operation  and  the  results  accomplished  by  both 
devices  are  the  same.  In  Dorsey's  drawings  and  model  a  diamet- 
rical rake-arm  is  shown ;  in  the  defendants'  machine  the  rake-arm 
is  radial,  but  both  are  pivoted  at  the  same  point  to  the  central  re- 
volving head,  and  are  alike  guided  and  governed  by  the  cam  in 
their  rising  and  falling  movement.  The  defendants  use  a  cam, 
formed  in  a  segment  of  a  circle,  while  Dorsey's  cam  is  a  com- 
plete circle  ;  but  I  think  the  part  of  the  latter,  at  its  lowest  incli- 
nation, where  the  defendants'  cam  is  open,  exerts  no  essential 
agency  in  guiding  the  rake  in  its  traverse  on  the  platform,  and 
that  therefore  the  difference  in  form  between  the  two  is  immaterial. 
Upon  the  whole  case,  I  am  of  the  opinion  the  complainant  is 
entitled  to  a  decree;  but  it  ought  to  be  so  framed  as  not  to  sub- 
ject  the  defendants  to  any  avoidable  loss  or  injury.  The  com- 
plainant is  not  a  manufacturer  of  reapingm-achines,  so  far  as 
appears,  and  will  be  adequately  protected  by  the  payment  of  a 
just  compensation  for  the  use  of  the  Dorsey  invention.  The  de- 
fendants have  an  extensive  establishment,  and  a  large  capital 
invested  in  it  for  the  manufacture  of  machines,  and  seem  to  have 
conducted  their  business  under  the  impression  that  it  was  no  in- 
vasion of  the  rights  of  others.  A  sudden  stoppage  of  it  would 
be  disastrous  to  them,  and  would  not  benefit  the  complainant. 

A  decree  will  therefore  be  entered  for  an  injunction  and  an 
account ;  but  no  injunction  will  issue  until  the  further  order  of 
the  court,  if  the  defendants,  within  thirty  days  from  the  date  of 
this  decree,  file  a  bond,  in  such  form  and  amount,  and  with  such 
security,  as  the  court  or  judge  thereof  may  approve,  to  secure  to 
the  complainant  the  profits  and  damages  which  they  may  ulti- 
mately be  decreed  to  pay.  f 
vol.  vi — 26 
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A  patent  is  not  invalid  because  the  specification  does  not  describe  such 
parts  as  practical  use  would  at  once  suggest  as  necessary  to  render  the 
machine  efficient;  nor  because  it  does  not  mention  a  cam  which  is 
indispensable  in  the  machine,  when  from  the  reciprocating  motion 
required,  and  exactly  described,  an  intelligent  mechanic  would  at  once 
properly  locate  this  cam. 

Where  four  drawings,  which  did  not  appear  in  the  original  patent,  were 
inserted  in  the  reissue :  Held,  that  as  the  forms  shown  were  dear// 
indicated  by  the  original  specification,  they  were  legally  added  to  the 
drawings  of  the  reissue. 

Because  in  a  particular  case,  other  tribunals,  co-ordinate  or  appellate,  have 
decided  that  certain  words,  when  used  in  connection  with  their  accom- 
panying incidents,  did  import  a  claim  for  a  result  or  principle,  another 
tribunal  should  not  treat  these  judgments  as  setting  up  formulas  in 
all  circumstances  involving  a  similar  meaning. 

Words  identical  should  be  rendered  as  diversely  as  the  conditions  in  which 
they  are  employed  demand,  in  order  not  to  defeat  the  fairly  presumed 
intention  of  those  who  use  them. 

The  reissued  letters  patent  granted  to  Morgan,  Whitney,  and  Priert, 
assignees  of  Benjamin  F.  Rice,  March  6,  i860,  for  improvement  in 
machines  for  making  paper-bags,  are  not  for  a  principle.  Being 
capable  of  a  different  reading,  and  these  being  novel  and  meritorioui 
devices  and  combinations  for  the  accomplishment  of  a  result  to  which 
they  may  be  referred,  it  is  the  duty  of  the  court  to  give  them  such  a 
reference. 

The  second  claim  is  for  a  supporting-bar,  with  its  end  distended  and 
shaped  so  as  to  enable  the  oblique  cut  to  6ever  the  tube,  and  form  a 
lap  for  the  bottom  of  the  bag,  and  is  not  antedated. 

The  third  claim  is  a  combination  claim,  including  the  roller  which  works 
in  the  supporting-bar,  and  the  devices  more  immediately  concerned 
in  carrying  forward  the  paper  and  giving  it  tension  while  it  ifi  **" 
ered,  and  is  not  antedated. 

The  first  claim  of  the  Rice  patent  is  not  infringed  by  the  Morgan  machine. 
The  second  claim  is  for  the  bar  only,  not  for  the  former,  or  any  of  tM 
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pulleys  and  other  devices  which,  in  the  accident  of  association  in  the 
Rice  machine,  are  mechanically  connected  with  it. 

The  four  leading  features  required  in  this  bar  enumerated,  and  held  to  be 
present  in  defendants'  bar. 

The  claim  reaches  in  no  way  to  the  devices  intended  to  perform  collateral 
functions. 

The  seeming  differences  between  defendants'  bar  and  that  of  the  patent, 
all  depend  upon  collateral  devices.  » 

Objections  to  all  the  claims  of  the  Pettee  patent,  except  the  eighth  and 
ninth,  overruled. 

Eighth  and  ninth  claims  of  Pettee  patent  held  to  be  antedated. 

The  first  and  second  claims  of  Pettee  patent  held  to  be  infringed. 

The  essence  of  these  first  two  claims,  and  substantially  of  the  first  four,  is 
the  quality  of  adjustability.  This  is  the  subject  of  a  patent,  so  far  as 
it  is  embodied  in  practical  instrumentalities  to  make  it  operative. 

The  patentee  will  be  protected  from  obvious  modes,  readily  adopted  with- 
out invention,  for  accomplishing  the  same  end. 

The  third  claim  is  for  the  combination  of  adjustable  forming- rollers,  with 
a  creasing  pulley  or  pulleys. 

The  various  forms  of  creasing  apparatus  used  by  the  defendants,  in  com- 
bination with  the  guides  or  formers,  held  to  be  infringements  of  this 
claim. 

It  would  be  a  blemish  upon  the  law,  which  professes  to  protect  useful  im- 
provements, if  such  substitutes,  capable  of  selection  by  persons  of 
ordinary  intelligence,  were  not  deemed  invasions  of  an  inventor's 
rights. 

The  fourth  claim  is  infringed  both  by  the  bent  bars  and  by  the  adjustable 
pulleys. 

An  alternative  claim  is  invalid  only  in  those  instances  where  it  claims  pos- 
itively neither  of  several  subjects,  but  is  good,  if  all  of  many  which 
are  mentioned  are  claimed,  as  one  or  the  other  are  employed  by  an 
infringer. 

The  latter  is  the  case  with  the  third  claim  of  the  Pettee  patent. 
(Before  Emmons,  J.,  Southern  District  of  Ohio,  April,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  an  "  improvement  in  ma- 
chines for  making  paper  bags,"  reissued  to  Morgan,  Whitney, 
and  Priest,  March  6,  1S60,  as  assignee's  of  the  original  patent 
granted  Benjamin  F.  Rice,  April  28,  1857;  afterward  extended, 
seven  years  from  the  expiration  of  the  original  term,  by  the  Union 
Paper-Bag  Company,  as  assignees  of  the  reissued  patent  and  ex- 
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tended  term  of  the  same ;  also,  suit  brought  upon  letters  patent 
for  "  improvement  in  paper-bag  machines,"  granted  Simon  E. 
Pettee,  May  6,  1863,  by  same  complainant,  as  assignee  of  said 
last-named  patent. 

The  claims  of  the  reissue  of  the  Rice  patent  are  as  follows: 

"  1.  I  claim  the  machine  as  a  whole,  composed  of  mechanism  forforming, 
feeding,  cutting,  pasting  the  tube  or  bag,  combined  or  arranged,  and  op- 
erating substantially  as  described. 

14  2.  I  also  claim  the  use  of  a  supporting-bar,  or  its  equivalent,  around 
which  paper  may  be  formed  into  a  tube,  and  in  connection  with  which  the 
said  paper  tube  may  be  severed,  each  and  the  whole,  substantially  as  de- 
scribed. 

**  3.  I  also  claim  giving  the  paper  the  variable  feeding  motion,  for  the 
purpose  and  in  the  manner  substantially  as  described. 

"  4.  I  also  claim  cutting  the  paper,  without  waste  of  material,  in  such  a 
form  as  shall  have  suitable  projections  for  the  formation  of  the  bottom  lap 
or  seam  of  the  bag,  and  for  the  convenient  opening  of  the  bag  at  the 
mouth,  substantially  as  described." 

The  claims  of  the  Pettee  patent  are  as  follows : 

"  Firstly.  Hanging  the  spindle  G,  which  carries  the  roll  of  paper  to  a 
plate,  Ey  so  secured  to  the  frame  as  to  be  readily  adjusted  laterally  thereon, 
for  the  purpose  specified. 

11  Secondly.  So  connecting  the  plate  D,  which  carries  the  roller /and 
the  pasting  device  to  the  frame,  that  the  whole  may  be  adjusted  lateral!/ 
on  the  said  frame  for  the  purpose  specified. 

"  Thirdly.  Folding  the  continuous  sheet  by  means  of  a  pulley  or  pullers* 
M,  My  or  their  equivalents,  in  combination  with  the  horizontal  pulleys 
dy  dt  or  their  equivalents,  to  the  same,  the  sharp  edges  of  the  pulleys  form- 
ing the  crease  at  the  proper  place  in  the  paper,  and  the  pulleys  d, «.  <>r 
their  equivalents,  turning  down  the  fold,  determined  by  the  creasing  pul" 
leys,  thereby  dispensing  with  the  objectionable  *  former*  used  in  the  ma- 
chines for  making  paper  bags. 

"  Fourthly.  So  securing  the  creasing  pulleys  My  My  to  the  shaft  X,  that 
they  can  be  adjusted  thereon,  in  respect  to  each  other  and  to  the  paper, 
for  the  purpose  described. 

"Fifthly.  The  roller  i,  yfr,  secured  to  the  bar  P,  and  so  arranged  as  to 
present  a  lateral  sagging  of  the  paper,  without  disturbing  the  creases 
made  by  the  pulleys  M,  M. 

"  Sixthly.  So  constructing  the  revolving  striker  that  the  striking-b*rcaD 
be  moved  to  and  from  the  center  of  rotation  and  secured,  after  adjustment, 
for  the  purpose  specified. 

"  Seventhly.  The  revolving  striker,  when  arranged  in  respect  to  the 
rollers  vf  vf  and  the  rollers  w  and  w',  as  and  for  the  purpose  herein  set 
forth. 

"  Eighthly.  Imparting  to  the  pasting-blade  15,  by  the  devices  herein 1  de- 
scribed, or  their  equivalents,  the  motion  described  to  and  from  the  pasting- 
roller,  as  well  as  the  motion  described  to  and  from  the  folding-rollersi  'or 
the  purpose  herein  set  forth.  . 

"  Ninthly.  The  beveled  portion  of  the  blade  15,  so  formed  and  arrange" 
as  to  conform,  or  nearly  conform,  to  the  circumference  of  the  roller  6,  *J 
so  as  to  effectually  transfer  the  paste  to  and  spread  it  over  the  fold  at  v# 
bottom  of  the  bag,  as  described. 

"Tenthly.  The  roller  7,  with   its  annular  projecting  plate  2,  2,  *hen 
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combined  and  operating  in  conjunction  with  the  paste-roller  6,  substan- 
tially as  and  for  the  purposes  herein  set  forth." 

The  further  facts  in  these  two  cases  are  sufficiently  set  forth  in 
the  opinion  of  the  court. 

George  Harding  and  Fisher  &  Duncan,  for  complainants. 

y antes  Moore,  for  defendants. 

Emmons,  J. 

It  is  due  to  counsel  and  to  the  court  to  say,  that  while  examin- 
ing this  case  we  have  been  unable  personally  to  peruse  either  the 
briefs  or  the  record.  Wholly  unaccustomed  to  labor  through  the 
reading  of  others,  and  unable  to  make  the  memoranda  which 
long  habit  renders  a  necessity,  we  have  found  it  impossible  to 
dictate  with  anything  like  satisfaction  even  the  outlines  of  con- 
clusions. These  circumstances  forbid  all  attempts  to  verify  by 
citations  the  legal  conclusions  we  announce.  It  must  be  appar- 
ent that  in  these  circumstances  we  must  have  less  confidence  in 
the  general  result. 

The  objection,  that  the  specifications  of  the  Rice  patent  are 
so  imperfect  that  a  working  machine  could  not  be  made  from 
them,  has  given  us  much  trouble.  Various  criticisms  of  the  ex- 
perts, which  assert  the  impracticability  of  the  described  machine, 
without  certain  readily  perceived  additions,  are  not  among  those 
which  have  created  doubt.  The  necessity  for  a  spring,  a  weight, 
a  slight  difference  of  mere  dimensions,  or  other  quite  obvious 
modifications  which  practical  use  may  suggest  to  make  the  ma- 
chine more  efficient,  would  not  render  invalid  otherwise  sufficient 
specifications;  certainly  not,  if  it  would  work  without  them. 
Here,  however,  an  important  device,  without  which  it  could  not 
operate  at  all,  is  wholly  omitted.  An  intelligent  assistant  and 
expert  are  unable  to  find  it  in  either  the  specifications  or  the 
photo-lithographic  copies  of  the  Patent  Office  drawings.  To 
this  precise  defect  the  complainant's  counsel  directed  the  atten- 
tion of  neither  of  his  expert  witnesses,  nor  has  he  referred  to  it 
in  argument.  It  is  rested  upon  the  general  unreasoned  assertion 
of  Renwick  &  Morgan,  that  from  the  specifications  and  drawings 
they  could  make  an  operative  machine. 

Four  cams  on  the  main  shaft  are  indispensable.     Stated  in  the 
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order  in  which  they  occur,  the  first  moves  the  presser-bar;  the 
second,  the  pasting-knife ;  the  third  gives  the  reciprocating  mo- 
tion to  the  pasting-rollers  and  the  devices  connected  with  them; 
and  the  fourth,  the  severing-blade.  That  which  is  required  to 
give  this  motion  to  the  pasting-rollers  is  wholly  omitted.  This 
error  is  accompanied  by  another,  which  refers  to  the  cam  which 
moves  the  presser-bar,  as  the  one  which  is  to  perform  the  func- 
tion of  that  which  is  not  described  at  all.  Such  an  office  by  it  is 
impossible ;  another  cam  on  the  main  shaft  for  this  purpose  is 
necessary.  The  specifications  and  drawings  are  to  a  scale.  The 
exact  reciprocating  movement  required  for  these  bottom  pasting- 
rolls  and  accompanying  devices  is  given,  and  the  location  of  the 
cam  on  the  main  shaft  to  impart  it  is  in  no  degree  doubtful-  A 
hundred  intelligent  mechanics  would  all,  necessarily,  from  data 
given,  locate  it  in  the  same  place.  Its  shape  and  dimensions 
result  from  mathematical  calculations,  well  understood  by  all 
educated  mechanics.  The  arms  and  connecting-rod,  in  order  to 
enable  it  to  perform  its  office,  are  among  the  most  familiar  de- 
vices, and  we  can  not  agree  with  the  experts  who  have  sworn  so 
pointedly,  that  invention  would  be  necessary  to  supply  the  omit- 
ted features.  There  is  no  other  instrumentality,  except  this  cam, 
arms,  and  connecting-rod,  which  would  suggest  themselves  to  a 
builder  by  which  this  omission  could  be  supplied.  They  are  so 
common  and  obvious,  they  would  be  inserted  by  a  mechanic  as 
readily  as  a  driver  would  put  the  fourth  wheel  on  the  naked  axle 
of  his  coach. 

It  is  objected  that  the  reissue  of  the  Rice  patent  is  void  because 
it  contains  new  matter.     Four  drawings,  representing  bags  to  be 
manufactured  by  the  machine,  which  did  not  accompany  the 
original  patent,  are  referred  to  as  bringing  the  case  within  the 
rule.    These  forms  were  clearly  indicated  by  the  original  specifi- 
cation, and  may  be  legally  added  to  the  drawings  of  the  reissue. 
.    It  was  presented  in  this  connection  in-  the  brief,  and  therefore 
somewhat  out  of  order.     We  have  referred  to  the  objection  that 
the  original  patent  was  for  a  machine  and  the  reissue  for  a  prin- 
ciple, and  therefore  void.     It  is  of  no  consequence,  so  far  as  this 
question  is  concerned,  that  the  original  patent  is  different;  it^) 
illustrate  the  argument,  but  it  is  of  no  other  consequence.    ^ur 
judgment  upon  other  points  with  sufficient  fullness  shows  thai  #e 
do  not  consider  any  of  the  claims  in  the  latter  subject  to  such  an 
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objection.     That  they  may  be  so  construed,  without  violence  to 
language,  is  clear.     That  some  judgments  of  authority  have  so 
rendered  nearly  equivalent  words,  is  conceded.    It  is  a  mere  mat- 
ter of  construction.     Did  the  solicitor  intend  to  make  a  void  or  a 
lawful  claim  ?     The  decisions  leave  this  to  be  decided  in  view  of 
the  art,  the  character  of  the  machine,  the  entire  specifications, 
drawings,  and  claims.     Few  cases  constitute  precedents  for  oth- 
ers.    Because  in  a  particular  case  other  tribunals,  co-ordinate  or 
appellate,  have  decided  that  certain  words,  When  used  in  connec- 
tion with  their  accompanying  incidents,  did  impart  a  claim  for  a 
result  or  principle,  another  tribunal  should  not  treat  these  judg- 
ments as  setting  up  formulas  in  all  circumstances  involving'  a 
similar  meaning.     They  assert  no  such  rule.     All  go  upon  a  full 
critical  review  of  the  accompanying  facts  in  reference  to  which 
they  have  been  used,  excluding  the  idea  that  other  courts  are  not 
to  perform  the  same  duty.     Words  identical  should  be  rendered 
as  diversely  as  the  conditions  in  which  they  are  employed  de- 
mand, in  order  not  to  defeat  the  fairly  presumed  intention  of 
those  who  use  them.     Applying  to  these  claims  the  rules  of  in- 
terpretation applicable  to  all  other  instruments,  we  do  not  think 
that  construction   necessary  which    renders  them  void.     Being 
capable  of  a  different  reading,  and  these  being  in  fact  a  novel 
and  meritorious  set  of  combinations  and  devices  for  the  accom- 
plishment of  a  result  to  which  they  may  be  referred,  we  under- 
stand it  to  be  a  duty  to  give  them  such  a  reference. 

It  is  said  the  first  claim  of  the  Rice  patent  is  for  the  machine, 
technically  so-called,  and  demanding  for  its  validity  the  novelty  of 
all  its  parts.     It  is  held  to  be  a  combination  claim. 

It  is  conceded  that  if  the  second  claim  is  for  a  supporting-bar, 
with  its  end  distended  and  shaped  so  as  to  enable  the  oblique  cut 
to  sever  the  tube  and  form  a  lap  for  the  bottom  of  the  bag,  then 
it  is  not  antedated.  That  we  so  construe  it,  will  more  fully  ap- 
pear hereafter.  It  is  only  when  held  to  be  a  former,  without 
more,  that  there  is  any  claim  it  is  not  novel.  This  objection  is 
not  sustained. 

The  third  claim  of  the  Rice  patent,  it  is  alleged,  is  also  ante- 
dated. If  it  is  construed  to  include  only  the  eccentric  spur-wheel 
and  its  fellows  on  the  side  of  the  machine,  and  the  shaft  con- 
nected therewith,  then  it  was  suggested  to  Pettee  by  Morgan,  and 
taken  from  Willis'  Principles  of  Mechanism,  p.  256.     It  is,  how- 
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ever,  a  combination  claim,  including  the  roller  which  works  in 
the  supporting-bar,  and  the  devices  more  immediately  concerned 
in  carrying  forward  the  paper  and  giving  it  tension  while  it  is 
severed.     So  construed,  it  is  not  claimed  to  be  old. 

It  is  also  argued  in  this  connection  that  as  Rice  knew  this  ec- 
centric cog-wheel  was  old,  it  avoids  his  whole  patent  This 
objection  is  disposed  of  by  our  construction  of  the  claim.  It  is 
not  for  the  mechanism  he  knew  to  be  old.  The  fourth  claim  has 
been  abandoned  by  the  complainants. 

The  first  claim  of  the  Rice  patent,  as  construed,  is  not  infringed 
by  the  Morgan  machine.  It  is  unnecessary  to  refer  to  other  fea- 
tures than  the  omission  of  the  intermittent  feed  motion  and  the 
substitution  of  the  revolving  instead  of  reciprocating  knife. 

That  the  second  claim  of  the  Rice  patent  is  not  infringed  has 
been  argued  with  great  pertinacity  and  extended  discussion. 
Were  we  considering  the  case  in  much  more  fortunate  circum- 
stances, all  its  details  could  not  be  dealt  with.  In  the  present 
unfortunate  condition,  but  little  more  than  conclusions  can  be 
stated. 

This  claim  is  for  the  bar  only,  not  for  the  former  or  any  of  the 
pulleys  and  other  devices  which  in  the  accidents  of  its  associa- 
tion in  the  Rice  machine  are  mechanically  connected  with  it.  It 
does  not  form  the  tube,  and,  what  is  unnecessary  for  the  purposes 
of  this  judgment  to  say,  no  part  here  claimed  even  aids  in  doing 
so.  Decrease  the  size  of  the  bar  over  the  forming  device  to  that 
of  the  defendant's,  and  the  tube  will  still  be  formed ;  and  if  not, 
no  such  property  in  the  bar  is  claimed.  It  is  for  a  bar  around 
which  a  tube  may  be  formed,  and  not  for  one  which  will  form  it 
Nor  is  this  mere  literalism.  Four  leadfng  features  are  required. 
First,  that  it  be  sustained  in  place  at  a  point  so  far  removed  from 
the  forming  device,  no  matter  what  that  may  be,  as  to  enable  the 
paper  to  be  gradually  bent  into  a  tube,  that  the  connection  with 
the  bed  or  table  which  sustains  it  in  place  shall  be  on  the  same 
side  of  the  bar  where  the  side  lap  of  the  tube  is  formed  and 
pasted,  so  that  the  forward  movement  of  the  material  may  meet 
with  no  obstruction  upon  the  top,  along  which  it  proceeds;  that 
this  point  of  support,  which  so  sustains  it  in  place,  shall  be  in  the 
rear  of  the  locality  where  the  tube  is  completed,  by  being  umte(* 
and  pasted;  and  it  must  also  have  an  end  of  sufficient  size  to 
distend  the  tube  for  severing,  so  as  to  form  the  lap  for  the  bottom 
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of  the  bag.  These  conditions  are  all  found  in  the  defendants' 
bar,  and  all  the  others  in  every  machine  before  us.  They  are  all 
necessary  to  enable  a  tube  to  be  formed  around  it,  to  travel  unob- 
structedly  its  whole  length  while  being  formed  on  its  passage  by 
other  collateral  devices,  and,  arriving  at  the  distended  end,  to  be 
severed  without  waste,  to  form  the  desired  lap.  The  essence  in- 
heres in  the  conditions  which  give  it  this  capacity.  The  contri- 
vances to  accomplish  it  are  as  ingenious  as  they  have  been  bene- 
ficial to  the  public.  Turning  the  bars  upside  down  upon  a  bed 
or  table,  making  its  dimensions  from  the  head  backward  smaller, 
omitting  the  cutting-edges,  and  the  other  alterations  by  the  defend- 
ants, do  not  escape  infringement.  The  side  guides  on  the  Morgan 
machine,  the  rollers  that  work  by  the  side  of  the  bar  instead  of 
through  it,  the  rollers  in  the  Rice  bar,  the  fact  that  by  its  weight 
or  spring  it  presses  these  rollers  on  others  beneath  them,  to  pinch, 
carry  forward,  and  paste  the  paper,  we  do  not  consider  as  included 
in  this  claim.  It  reaches  in  no  way  to  these  devices  intended  to 
perform  collateral  functions.  The  bar  around  which  a  tube  may 
be  formed  and  so  held  in  place  with  its  tube-distending  end,  and 
in  connection  with  which  it  may,  without  waste,  be  severed  in  a 
direction  to  create  a  lap,  is  all  which  is  claimed.  Just  such  a 
bar,  literally,  the  defendants  use.  The  patent  would  enable  them 
to  make  it.  The  seeming  differences  all  depend  upon  the  other 
and  collateral  devices  for  pasting,  forming,  carrying  forward,  and 
completing  the  bag.  Remove  all  these  from  both  bars,  and  with 
the  wholly  immaterial  diversity  of  lessened  dimensions  in  the  rear 
of  the  all-important  head,  it  is  identical  in  function,  form,  and 
mode  of  operation. 

It  is  admitted  that  while  the  defendants  used  what  is  called  the 
Rice  machine,  they  infringed  the  first,  second,  and  third  claims 
of  that  patent. 

There  is  much  proof  to  show  that  the  Pettee  patent  is  ante- 
dated. With  some  hesitation,  we  overrule  the  objection  as  to  all 
the  claims,  save  the  eighth  and  ninth. 

The  defendants'  testimony  to  show  want  of  novelty  in  the  first, 
second,  third,  and  fourth  claims  is  very  strong.  Without  a  de- 
scription of  the  machinery,  the  relation  of  the  parties,  the  trans- 
fers of  title,  the  condition  and  interest  of  each  witness  at  the  time 
he  testified,  and  a  multitude  of  circumstances,  which  we  can  not 
reproduce,  a  minute  analysis  of  the  testimony  would  be  unintelli- 
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gible.  That  which  annexes  all  these  devices  to  the  Morgan  ma- 
chine early  in  September,  i860,  is  the  most  formidable.  There 
is  much  quite  as  positive  in  character  to  show  that  they  were  all 
on  the  Armstrong  machine  when  Pettee  was  introduced  to  it,  be- 
fore the  date  of  his  own  invention.  Much  of  the  conflict  might 
naturally  result  from  imperfect  memory,  while  other  portions,  on 
one  side  or  the  other,  are  undeniably  corrupt. 

Substantially,  and  without  exact  accuracy,  the  history  out  of 
which  this  part  of  the  contest  springs  is  as  follows : 

The  condition  of  the  art  in  i860  materially  affects  this  question 
of  fact.     In  the  latter  part  of  August,  in  that  year,  Morgan,  being 
the  assignee  of  the  Rice  patent,  worked  in  Philadelphia  a  machine 
like  his  model,  and  which  was  an  improvement  of  the  former  by 
the  addition  of  the  revolving  knife.     For  this  he  obtained  a  patent 
in  1863,  without  making  any  claim  to  these  devices.     Armstrong, 
the  other  person  alleged  to  have  invented  them  at  the  same  time 
and  at  the  same  place,  was  working  a  machine,  and,  as  we  think, 
without  them.     It  severed  the  tube  with  the  lap,  but  had  no  ap- 
paratus for  pasting  and  finishing  the  bottom  of  the  bag.    Sep- 
tember 1,  in  that  year,  he  made  a  contract  with  Pettee  to  add 
machinery  for  that  purpose,  and  to  share  with  him  any  patent 
which  might  be  procured  for  their  joint  invention.     He  then  had 
pending  an  application  for  a  patent,  in  which  no  right  is  asserted 
to  anything  contained  in  these  claims.     He  was  entitled  to  one- 
half  of  the  Pettee  patent,  which  does  claim  them,  and,  we  infer, 
promoted  its  procurement.     We  have  not  examined  the  proof  in 
this  regard,  but  it  was  conceded  at  the  bar  that  he  took  a  license 
under  it.     We  assume,  also,  he  participated  in  and  reaped  apart 
of  the  benefit  of  its  transfer  to  these  complainants.     Immediately 
after  the  date  of  the  contract,  September  1,  i860,  Pettee  entered 
upon  the  work  of  improving  Armstrong's  machine,  and  swears 
circumstantially  that  he  added  the  devices  in  question.    He  alone, 
of  all  those  who  are  asserted  to  be  the  inventors,  claimed  and 
procured  a  patent  for  them.     We  conclude  the  facts  are  what  all 
this  public  action  by  Morgan,  Armstrong,  and  Pettee  indicate, 
that  each  invented  what  he  claimed,  and  was  not  the  inventor  of 
what  he  omitted  to  claim.     Each  knew  of  the  action  o£the  other. 
There  is  a  large  amount  of  most  significant  action  in  regard  to 
this  question  since  the  granting  of  the  patents.     All  of  it.isia 
harmony  with  our  theory.     The  oaths  of  some  of  these  partwSi  s 
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and  the  irrational  explanations  by  which  they  attempt  to  account 
for  passively  resigning  to  another  what  they  knew  they  were  en- 
titled to,  are  incredible. 

In  reference  to  the  eighth  and  ninth  claims  of  the  Pettee  patent, 
the  respondents'  testimony  is  full,  that  the  pasting-knife  and  the 
other  devices  connected  with  it  were  used  by  Morgan  before  their 
adoption  by  Pettee.  Nothing  in  the  least  contradicts  this..  We 
reluctantly  hold  that  these  two  claims  were  antedated.  We  say 
reluctantly,  because  there  is  much  which  raises  the  supposition 
that  if  attention  had  been  directed  to  these  devices  as  pointedly 
as  to  those  included  in  the  first,  second,  third,  and  fourth  claims, 
the  result  would  have  been  the  same.  We  may  be  mistaken,  but 
there  seems  to  be  an  implication  in  the  argument  that  the  plaint- 
iffs evidence  does  include  them.  However  this  may  be,  the  con- 
clusions from  the  record  as  it  is  can  but  be  as  declared. 

The  first  and  second  claims  of  the  Pettee  patent  are  infringed. 
It  is  argued  by  the  defendants  that  they  include  only  the  slot  and 
screw  which  fastens  the  bottom  of  the  frame  to  the  bed,  and  are 
not  therefore  infringed,  unless  some  mechanical  device  is  em- 
ployed to  effect  that  purpose.  The  defendants'  frames  are  held 
in  place  by  their  own  weight  only.  The  essence  of  these  two 
claims,  and  substantially  of  the  first  four,  is  the  quality  of  adjust- 
ability. This  is  the  subject  of  a  patent,  so  far  as  it  is  embodied 
in  practical  instrumentalities  to  make  it  operative.  The  patentee 
will  be  protected  from  obvious  modes,  readily  adopted  without 
invention,  for  accomplishing  the  same  end.  A  screw,  a  cord, 
weight,  either  laid  upon  or  included  in  a  heavier  construction  of 
the  frames,  or  other  obvious  modes,  which  would  hold  them  in 
place  while  at  work,  and  secure  adjustability,  would  infringe  the 
patent.  They  would  cease  to  do  so  only  when  they  accomplished 
it  in  a  mode  which  requires  such  invention  as  to  be  the  subject 
of  a  patent.  The  defendant  has  not  escaped  infringement  by 
making  his  frames  so  heavy  that  they  will  lay  in  position  without 
a  slot  and  screw.  He  has  so  secured  them  to  the  table  as  to  ob- 
tain adjustability,  within  the  meaning  of  these  claims. 

The  third  claim  is  for  the  combination  of  adjustable  forming- 
rollers  with  a  creasing  pulley  or  pulleys.  The  defendants,  in  their 
industrious  changes,  in  order  to  avail  themselv.es  of  this  feature 
of  adjustability,  have  successively  adopted  different  forms  of 
creasing  apparatus,  in  combination  with  the  guides  or  formers. 
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We  think  them  all  infringements.  The  last  resort,  and  that  most 
earnestly  defended,  is  two  rounded  bars  or  hooks  suspended  from 
a  frame  and  adjustable  with  a  slot  and  screw,  by  coming  in  con- 
tact with  the  paper  at  the  same  point,  and  having  in  all  respects 
the  same  relations  to  the  residue  of  the  machine.  They  perform 
in  the  same  mode  the  function  of  the  creasing-rollers.  The  only 
imputed  difference  we  are  able  to  glean  from  the  elaborate  argu- 
ment is  that  the  friction  from  the  bent  bars  is  greater  than  that  of 
the  rollers.  Varibus  other  immaterially  varied  forms  so  pressed 
in  contact  with  the  moving  paper  as  to  crease  it  would  also  in- 
crease the  friction.  But  it  would  be  a  blemish  upon  the  law, 
which  professes  to  protect  useful  improvements,  if  such  substi- 
tutes, capable  of  selection  by  persons  of  ordinary  intelligence,  are 
not  deemed  invasions  of  an  inventor's  rights. 

That  the  fourth  claim  is  also  infringed  by  these  bent  bars  is  in- 
volved in  what  is  just  said  ;  that  the  adjustable  pulleys  did  so  is 
conceded".  While  the  Morgan  machine  was  worked  with  the 
single  creasing  pulley,  it  did  not  infringe  this  fourth  claim  for  a* 
adjustable  one. 

It  is  also  said  the  third  claim  is  void,  because  in  the  altera^ 
tive.     An   alternative   claim    is  invalid  only  in  those  instaneK  ' 
where  it  claims  positively  neither  of  several  subjects,  but  is  good* 
if  all,  of  many  which  are  mentioned,  are  claimed,  as  one  or  the  * 
other  are  employed  by  an  infringer.    If  it  is  said  A  or  B  is  claimed, 
this  asserts  a  right  to  neither ;  but  to  claim  the  one  or  the  other,  as 
either  are  used,  with  an  assertion  that  it  has  been  discovered  both 
are  interchangeably  available  for  specified  purposes,  is  not  an 
alternative  claim,  within  the  case  cited  by  defendants.    Such  is 
the  third  claim  in  this  case. 

Decree  for  injunction  and  account. 


1 
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James  L.  Haven  &  Co. 


vs. 
Philip  Y.  Brown  et  al.     In  Equity. 

Although  upon  principle,  a  bill  in  equity  which  did  not  state  particulars  in 
.  infringement  would  be  demurrable,  yet  the  practice  of  alleging  gener- 
ally that  the  defendant  infringes,  without  specifying  particular  claims 
or  particular  devices,  is  now  too  well  settled  to  be  disturbed. 

(Before  Swaynk,  Emmons  and  Swing,  JJ.,  Southern  District  of  Ohio, 
May,  1873.) 

Demurrer  to  bill  in  equity. 

Suit  brought  upon  letters  patent  for  "  improvement  in  bedstead 
fastenings,"  granted  to  John  Lemmon,  October  2,  1866,  assigned 
to  complainants,  and  reissued  to  them  June  14,  1870. 

/The  bill,  after  setting  forth  the  grant,  assignment,  and  reissue 
of  the  patent,  charged  infringement  in  the  following  words : 

"Yet,  the  said  defendants,  well  knowing  the  premises  and  the  rights  se- 
cured to  your  orators  aforesaid,  but  contriving  to  injure  your  orators,  and 
to  deprive  them  of  the  benefits  and  advantages  which  might,  and  other- 
wise would,  accrue  unto  them  from  said  invention,  since  the  assignment 
aforesaid,  and  after  the  issuing  and  reissuing  of  the  letters  patent  as  afore- 
said, and  before  the  commencement  of  this  suit,  did,  as  your  orators  are 
informed  and  believe,  without  the  license  or  allowance,  and  against  the 
will  of  your  orators,  and  in  violation  of  their  rights,  and  in  infringement 
of  the  aforesaid  letters  patent,  reissued  and  numbered  4,028,  unlawfully 
and  wrongfully,  and  in  defiance  of  the  rights  of  your  orators,  make,  con- 
struct, use,  and  vend  to  others  to  be  used,  the  said  invention,  and  did  make, 
construct,  use,  and  vend  to  others  to  be  used,  a  large  number  of  improved 
bedstead  fastenings,  made  according  to,  and  employing  and  containing 
said  invention,  and  that  they  still  continue  so  to  do;  and  that  they  are 
threatening  to  make  the  aforesaid  improved  bedstead  fastenings  in  large 
quantities,  and  to  supply  the  market  therewith,  and  to  sell  the  same." 

To  this  the  defendants  demurred,  showing  cause  as  follows : 

"That  the  complainants  have  not,  in  their  said  bill  of  complaint,  alleged 
how  many  claims  are  contained  in  the  said  reissued  letters  patent  referred 
to  therein,  and  have  not  alleged  which  of  these  claims,  if  any,  these  re- 
spondents are  accused  of  infringing,  and  by  reason  of  thus  not  alleging 
the  said  matters,  these  respondents  may  be  compelled  to  undergo  great 
and  unnecessary  expense  and  labor  in  preparing  to  defend  against  said  bill 
of  complaint.' 


» 
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4 

SwAYNE,  J. 

The  bill  in  this  case  is  founded  upon  a  patent  originally  granted 
to  one  John  Lemmon,  and  by  him  assigned  to  the  complainants, 
who  subsequently  procured  a  reissue,  upon  which  the  suit  is 
brought,  ^he  bill  fails  to  describe  the  nature  of  the  improve- 
ments, either  in  the  language  of  the  specification  or  in  any  other 
way.  It  merely  declares  that  the  patent  is  for  an  improvement 
in  bedstead  fastenings,  and  in  the  same  general  terms  it  alleges 
the  infringement  of  the  reissued  patent  by  the  defendants. 

To  this  bill  the  defendants  demur,  and  for  cause  show  that  the 
complainants  have  not,  in  their  said  bill  of  complaint,  alleged 
how  many  claims  are  contained  in  the  said  reissued  letters  patent 
referred  to  therein,  and  have  not  alleged  which  of  these  claims,  if 
any,  these  respondents  are  accused  of  infringing,  and  by  reason 
of  thus  not  alleging  the  said  matters,  these  respondents  may  be 
compelled  to  undergo  great  and  unnecessary  expense  and  labor  in 
preparing  to  defend  against  said  bill  of  complaint. 

The  cause  set  out  in  the  demurrer  is  perfectly. true  in  point  of 
fact,  and  the  question  therefore  is,  is  the  bill  sufficient  to  put  the 

:  defendants  to  their  answer.  There  is  no  doubt  that,  upon  the 
general  principles  of  equity  pleading,  the  bill,  in  failing  to  spec- 
ify the  nature  of  the  patented  improvement,  or  of  the  infringe- 
ment, is  bad,  and  we  should,  in  the. absence  of  authority,  have 

J  held  it  bad  upon  general  demurrer. 

But,  upon  looking  into  the  forms  bearing  upon  this  subject,  we 
find  in  2  Greenleaf  on  Evidence,  a  declaration  at  law  which  has 
the  same  general  character  as  the  bill  before  us,  giving  no  sum- 
mary* of  the  specification  or  claim,  or  pointing  out  the  particulars 
of  infringement.     In  Curtis'  American  Precedents,  published  in 
1859,  tne  ^rst  edition  having  been  published  some  thirty  years 
ago,  the  form  given  for  a  bill  in  equity  is  of  the  same  general 
character.     In  Curtis  on  Patents,  ed.,  sec.  433,  an  elaborate  state- 
ment is  given  as  to  how  a  bill  in  equity  should  be  drawn,  and 
the  bill  in  this  case  conforms  to  all  the  requirements  there  law 
down. 

;       The  form  here  used  obtains,  we  believe,  throughout  the  United 

\ 
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States,  and  it  is  an  old  remark,  founded  in  good  sense,  that  there 
is  no  better  evidence  of  what  is  a  sufficient  pleading  than  a  form 
that  has  long  been  used.    / 

The  form  of  the  bill  in  the  present  case  rests  upon  a  foundation 
too  deep  to  be  disturbed. 

We,  therefore,  feel  bound  to  hold  that  the  demurrer  must  on 
authority,  though  not  on  principle,  be  overruled. 


I 


Joseph  Ingels 
♦  vs. 

Phineas  P.  Mast.     In  Equity. 

A  patent  should  be  liberally  construed,  so  as,  if  possible,  to  uphold  it,  and 
in  this  construction  the  patent  specifications  and  drawings  are  all  to 
be  taken  together. 

An  inventor  is  entitled  to  protection  in  all  the  functions  his  invention  will 
perforin. 

Complainant  having  claimed  in  his  patent  the  combination  of  the  concave 
or  secondary  hopper,  the  seeding-wheel  turning  therein,  and  the  pro- 
jecting flanges  or  cheeks  on  the  inside  of  the  hopper  and  opposite  the 
ends  of  the  seed-wheel,  and  the  drawing  of  the  patent  showing  that 
the  seed-cup,  or  secondary  hopper,  had  an  elevated  delivery,  the  pat- 
ent is  held  to  be  for  a  combination  of  four  elements  :  the  concave,  the 
seed-wheel  turning  therein,  the  cheeks,  and  the  elevated  delivery. 

This  patent  is  not  anticipated  by  the  double  cup  patented  by  Jessup,  which 
shows  on  one  side  the  concave,  the  seed-wheel,  the  cheeks,  but  no  ele- 
vated delivery;  and  on  the  other  side,  a  seed-cup,  performing  similar 
functions,  and  having  the  elevated  delivery,  but  without  the  cheeks. 

The  patent  is  not  anticipated  by  the  Moore  or  Strayer  devices. 

Whatever  may  be  the  effect  at  law  of  releasing  one  of  two  or  more  joint 
tort  feasors,  where  the  release  is  not  under  seal,  in  equity  such  a  re- 
lease should  not  be  extended  beyond  the  intent  of  the  parties. 

(Before  Swaynb,  Emmons,  and  Swing,  JJ.,  Southern  District  of  Ohio, 
May,  1873.) 

Final  hearing  upon  pleadings  and  proofs. 
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Suit  brought  upon  the  reissued  letters  patent  granted  Joseph 
Ingels,  May  17,  1870,  for  "improvement  in  grain -drills,"  and 
letters  patent  No.  90,268,  dated  May  18,  1869,  for  same. 

The  claims  of  the  reissue  are  stated  in  the  opinion. 

The  defendant  had  formerly  been  engaged  in  the  manufacture 
of  seed-drills  with  one  Thomas,  with  whom  complainant  settled, 
giving  him  a  release  in  full,  but  not  under  seal.  The  present  de- 
fendant declining  to  settle,  suit  was  brought  against  him.  He  set 
up  the  release  to  Thomas  as  a  defense,  and  also  denied  infringe- 
ment,  and  denied  the  validity  of  complainant's  patent,  alleging 
that  the  same  was  void  for  want  of  novelty..  The  case  was  heard 
by  Judges  Swayne,  Emmons  and  Swing,  and  the  opinion  deliv- 
ered by  Judge  Swing.  ^The  report  below  was  prepared  soon 
afterward,  from  the  notes  of  the  judge  and  the.  notes  of  the 
reporter. 

Wood  <£  Boyd)  f°r  complainant. 

Fisher  <&  Duncan,  for  defendants. 

Swing,  J. 

This  is  a  bill  in  equity,  filed  by  the  complainant  to  restrain  the 
defendant  from  infringing  letters  patent,  No.  90,268,  dated  May  iS» 
1869,  and  reissued  letters  patent,  No.  3,976,  dated  May  17*  x^7a 

The  bill  contains  the  usual  allegations  of  infringement,  and 
avers  that  Thomas  &  Mast  were  formerly  partners  in  making 
and  selling  seed-drills,  and  that  after  the  partnership  was  dis- 
solved, the  complainant  settled  with  Thomas,  giving  him  a  re- 
lease from  ail  liability  on  account  of  such  manufacture  and  sale. 

To  this  bill  the  defendants  file  an  answer,  containing  these 
grounds  of  defense : 

41 1.  That  complainant's  patents  are  void  for  want  of  novelty. 

"  2.  That  the  defendant  does  not  infringe ;  and, 

"  3.  That  the  release  given  to  Thomas  operates  as  a  release 
to  the  defendant." 

In  considering  this  case,  we  shall  content  ourselves  with  giving 
the  conclusions  to  which  we  have  arrived,  without  going  througD 
the  various  steps  which  lead  to  those  conclusions. 

The  first  question  is,  what  has  the  complainant  patented? 

In  ascertaining  this  fact,  certain  important  rules  have  been  lai 
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down  as  guides  for  us  in  this  examination.  The  first  is  that  the 
patent  shall  be  liberally  construed,  so  as,  if  possible,  to  uphold 
it.  1  Woodbury  &  Minot,  57';  5  McLean,  54;  2  Wallace,  Jr. 
363  ;   1  Fisher,  374;   1  Wallace.  510. 

Secondly.  In  the  construction,  the  patent,  specifications,  and 
drawings  are  all  to  be  taken  together.  5  McLean,  54  ;  11  How- 
ard, 606  ;  2  Wallace,  Jr.  364 ;  1  Fisher,  374  ;  2  Curtis,  479. 

Taking  these  rules,  following  and  applying  them,  let  us  con- 
sider what  Ingels  has  invented. 

The  first  three  claims  of  the  reissue  are : 

1.  In  combination  with  the  concaves  or  secondary  hoppers,  and 
a  seeding-wheel  turning  therein,  the  projecting  flanges  or  cheeks 
on  the  inner  sides  of  said  hoppers,  and  opposite  the  ends  of  the 
seed- wheel  therein,  substantially  as  described  and  represented. 

2.  Also,  in  combination  with  the  secondary  hoppers  or  seed- 
cups,  the  casting  of  the  cheeks  or  flanges,  on  and  with  the  con- 
cave hopper  or  cup,  when  it  is  cast,  substantially  as  represented. 

3.  Also  the  combinations  of  the  concave  j\  inclined  plate  j%, 
cheeks  yl,  and  feeding  or  seeding  wheel  K,  as  and  for  the  pur- 
poses described  and  represented. 

So  that  we  find  complainant  in  his  claims  has  a  goncave,  a 
seeding-wheel  turning  therein,  of  a  peculiar  construction,  and  in 
combination  with  this  the  casting  of  the  flanges  or  cheeks  upon 
the  inner  side  of  the  concave,  in  the  manner  described. 

It  is  said,  however,  by  defendant,  that  he  has  no  particular  form 
of  seed-cup"  or  hopper  described.  True,  so  far  as  the  claim  is 
concerned,  there  is  none.  But  the  reissue  says  the  feed-box  is  to 
be  formed  in  a  particular  manner,  and  the  drawing  shows  the  .  " 
seed-cup,  in  concave  form,  with  an  elevated  delivery,  and  the 
expert  Dennis  shows  that,  taking  the  specification,  claims,  and 
drawings  together,  he  has  had  no  difficulty  in  constructing  the 
feed-box. 

It  is  said,  moreover,  that  the  fact  that  die  seed-cup  is  constructed 
with  the  elevated  delivery,  in  many  ways  changed  the  function  to 
be  performed. 

In  cases  of  this  character,  the  testimony  of  experts  is  compe- 
tent, and  we  are  to  be  governed  to  a  certain  extent  by  them.     In 
the  present  case,  two  have  been  placed  upon  the  stand,  one  by 
complainant  and  one  by  defendant,  and  the  testimony  of  Pulgham 
vol.  vi — 27 
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mav  be  taken  in  the  same  connection.  Their  testimony  estab- 
lishes  ihc  fact  that  there  are  two  classes  of  feed-cups— to  wit. 
gravitating  {ccd  and  forced  feed.  In  the  first,  the  seed  is  allowed 
to  drop  through  the  simple  force  of  gravitation;  in  the  second, 
there  must  he  a  wheel  so  constructed  as  to  carrv  the  grain  around 
and  up  to  the  elevated  orifice.  This  testimony  shows  further,  that 
if  that  orifice  is  on  a  level,  in  going  over  rough  ground,  the  grain 
may  be  easily  thrown  out  in  too  large  quantities;  while  if  it  is 
elevated,  this  can  not  occur.  Dennis  and  Fulgham  both  recog- 
nize these  two  classes  of  feed-cups. 

It  is  true  that  the  specification  and  claims  make  no  mention  ot 
the  elevated  delivery,  but  it  is  shown  clearly  in  the  drawings,  and 
construing  these  in  connection  with  the  specification  and  claims. 
as  they  must  be  construed,  wc  find  that  the  complainant  has  the 
seed-cup,  the  elevated  delivery,  the  wheel  with  extended  cogs, 
and  the  cheeks. 

« 

It  is  said,  however,  that  the  complainant,  in  his  specifications, 
describes  the  function  to  be  performed  by  the  checks  or  flanges  as 
that  of  end-bearings  for  the  wheels  only.  It  is  true  that  this  is  the 
only  function  described  by  him,  and  yet  it  is  equally  true,  accord- 
ing  to  the  testimony,  that  they  perform  an  additional  function  in 
holding  the  grain,  and  enlarging  the  feed-wheel,  thus  performing 
a  positive  function  in  the  distribution  of  the  seed,  and  I  take  it  to 
be  the  established  law,  that  an  inventor  is  entitled  to  protection 
in  all  the  functions  which  his  invention  may.  perform,  whether 
claimed  or  not;  or,  in  other  words,  that  the  claim  will  be  ex- 
tended, co-extensive  with  the  improvement. 

As  to  the  shape  of  the  hopper  or  seed-ci.p,  it  is  described  in 
the  patent  as  a  concave,  and  in  the  drawing  it  is  clearly  describee! 
as  having  an  elevated  discharge  orifice,  which  gives  it  the  distin- 
guishing feature  of  a  forced  or  compulsory  feed-drill,  as  contra- 
distinguished from  gravitating  or  agitated  feed-drills. 

The  experts  clearly  recognize  the  division  of  grain-drills  w° 
these  two  classes.     By  the  improvement  of  the  elevated  cogs,  this 
makes  complainant's  combination  consist  of  the  concave  or  sect- 
cup  of  the  particular  form,  with  the  flanges  or  cheeks,  with  t 
plate,  and  the  seed-wheel  with  the  elevated  cogs. 

Having  thus  ascertained  in  what  the  complainant's  inventi 
consists,  let  us  ascertain  whether  it  is  void  for  the  want  of  nove  •' 
or  whether  it  has  been  anticipated.     That  it  has  been  ant,clPa 
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in  most,  if  not  all  its  elements,  we  readily  agree  ;  but  has  it  been 
anticipated  in  its  combination  of  elements? 

Three  machines  or  devices  are  put  in  evidence  to  anticipate  the 
complainant's  machine. 

The  first  is  the  Jessup  device,  and  I  will  say  that  this  device  has 
given  us  a  great  deal  of  trouble  in  deciding  this  case.  To  some 
extent,  it  does  seem  that  these  elements  are  combined  here.  We 
have  the  concave,  with  the  seed-wheel  turning  therein,  the  checks 
and  the  elevated  cogs  projecting  beyond  the  cheeks.  But  we  have 
not  in  combination  with  these  three  the  elevated  discharge.  The 
discharge  in  the  Jessup  device  is  on  a  level. 

On  the  opposite  side  of  the  same  device,  and  separated  only  by 
a  thin  plate,  we  have  a  wheel  performing,  a  similar  function  and 
with  the  elevated  discharge.  But  we  can  not  take  this  out  of  its 
place  to  make  the  four  elements. 

It  is  said,  however,  that  this  is  a  mere  duplication.     If  it  were,, 
whether  the  complainant  would   be  entitled  to   a  patent  is  not 
quite  clear.     But  all  the  testimony  shows  that  the  Jessup  cup  that 
has  the  elevated  delivery  has  only  been  used  for  a  particular  kind 
of  grain,  and  has  never  been  applied  to  all  kinds. 

Between  the  two  parts  of  his  seed -cup,  Tessup  had  a  slide,  and 
this  must  be  closed  when  used  for  certain  kinds  of  grain. 

The  invention  of  Ingels  does  away  with  this,  makes  a  simple 
device,  and  enables  it  to  discharge  all  different  kinds  of  grain. 
But  we  place  the  decision  upon  the  other  ground,  that  in  the 
Jessup  device  there  is  wanting  the  elevated  discharge. 

The  second  is  the  Moore  device.  Although  his  device  may 
have  the  cheeks  or  flanges  and  clevaied  cogs,  yet  it  does  not  pos- 
sess the  elevated  discharge  orifice.  In  other  words,  its  specifica- 
tions and  drawings  bring  it  within  the  class  of  drills  denominated 
as  those  whose  seed  is  discharged  by* gravitation,  and  not  by  force 
or  compulsion. 

The  Strayer  device  possesses  the  elevated  discharge  orifice,  and 
comes  within  the  class  of  forced  or  compulsory  feed-drills,  but  it 
possesses  neither  the  cheeks  nor  flanges,  nor  the  wheel  protecting- 
platey. 

Thus  we  find  that  the  three  devices  relied  upon  in  defense  all 
lack  a  combination  of  the  four  elements  that  we  find  in  the  Ingels' 
patent. 

The  next  question  is,  Does  the  defendant  infringe  ?     There  arc 
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some  minor  differences,  vet  the  defendant,  without  doubt,  uses 
the  device  covered  by  complainant's  patent,  £nd  therefore  in- 
fringes. He  uses  the  three  elements,  combined  with  the  elevated 
discharge. 

^\s  to  the  question  of  release,  we  find  in  most,  if  not  all  the 
cases  in  which  a  release  of  one  joint  wrong-doer  has  been  held  to 
operate  as  a  discharge  of  all,  notwithstanding  a  stipulation  or 
reservation  to  the  contrary,  have  been  technical  releases  under 
seal.  Without,  however,  determining  what  might  be  the  effect  of 
such  a  release  not  under  seal,  with  such  a  stipulation  at  law,  we 
think,  in  equity*,  it  should  not  be  extended  beyond  the  intent  of 
the  parties.      ' 

We  hold,  therefc^re,  that  simply  as  a  combination  of  four  ele- 
ments, there  is  an  infringement  of  complainant's  patents.  The 
elevated  orifice  is  all.  We  have  upheld  the  patents  on  that  alone: 
otherwise,  we  should  have  discharged  the  suit. 

\ 


Elizabeth  A.  Lake 


vs. 


Frederick  Fitzgerald.     In  Equity. 

Patent  to  Thaddeus  Hyatt  for  "  improvement  in  vault-covers,!'  reitfuw 
April  3,  1S55,  construed. 

The  patent  is  one  for  a  grating,  with  its  apertures  filled  with  gta*s'  W1 

out  any  other  limitations  as  to  the  size"  of  the  apertures  than  tno. 

which,  without  the  filling,  would  cease  wholly  to  perform  the  functions 

described  in  the  patent. 
The  character  of  Hyatt's  invention  was  such  as  to  require  a  constructio 

which,  irrespective  of  the  filling,  would  answer  a  practical  purp0* 

a  grating. 

The  defendant's  device  would  not  answer  this  purpose. 

11 
Had  no  light  similar  to  defendant's  been  before  in  use.  the  court *w 

consider  whether  a  greater  extension  of  mere  size,  beyond  comp,a 

ant's  own  literal  limitations,  could  not,  for  his  protection,  be  ma 
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Such  an   interpretation  would  then  have  been  possibly  justifiable  for 
the  protection  of  the  principle  of  a  meritorious  invention. 

it  is  not  important  that  the  device  should  be  inserted  in  detached  or  re- 
movable covers  or  gratings.  The  court  would  readily  hold  a  sidewalk 
made  of  iron  plates  permanently,  or  a  floor  or  deck  containing  com- 
plainant's inventions,  an  infringement.  Its  essence  was  not  a  remova- 
ble cover  or  gra^e.  # 

(Before  Emmons  and  Swing,  JJ.,  Southern  District  of  Ohio,  June,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  u  improvement  in  vault- 
covers,"  granted  Thaddeus  Hyatt,  November*  12,  1845;  reissued 
to  same  April  3,  1855  ;  extended  seven  years  from  November  12, 
J859,  by  the  Commissioner  of  Patents;  extended  again  for  seven 
years  from*November  12,  1866,  by  act  of  Congress,  and  assigned 
to  complainant  August  9,  iS66.  Also  upon  letters  patent  for  an 
"  improvement  in  illuminating-roofs  and  ro%f-pavements,"  issued 
to  complainant,  as  assignee  of  Thaddeus  Hyatt,  tj§e  inventor, 
August  2£,  1867.  "  The  last-mentioned  patent  does  not  appear  to 
have  been  ur<*ed  at  the  hearing,  or  to  have  been  considered  by 
frhe  court  in  its  opinion,  the  issue  having  been  upon  the  first 
patent. 

Defendant  admits  in  his  answer  that  he  is  making,  setting,  and 
vending  illuminating  vault-covers,  grating,  and  roofs,  under  and 
by  virtue  of  letters  patent  granted  him  for  u  improved  vault- 
covers,"  September  25,  1866,  and  letters  patent  granted  him  for 
an  "improved  vault-light,"  November  26,  1867,  and  alleges  that 
all  illuminated  vault-covers,  grating,  roof,  and  roof-pavements 
made  by  him  are  in  strict  conformity  with  the  above-recited  letters 
patent. 
The  court  delivered  no  written  opinion. 

The  following  is  the  substance  of  its  opinion,  as  orally  ex- 
pressed, reported,  and  afterward  approved  by  it. 

Fisher  &  Duncan  and  Keller  <£  Blake,  for  complainant. 

James  Moore,  for  defendant. 

Emmons,  J. 

When  complainant's  counsel  concluded  his  argument  upon  the 
question  of  infringement,  Judge  Emmons  said  that  unless  there 
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were  some  other  considerations  not  called  to  their  attention,  he 
thought  further  consideration  of  the  case  unnecessary.    As  to  the 
second  claim,  he  understood  counsel  not  seriously  to  press  it.   He 
thought  the  first  also  was  not  infringed  by  the  defendant.    It  had 
been  rationally  interpreted  in  argument,  and  he  desired  to  make 
no  modification  of  counsel's  interpretation.     Pic  had  rightly,  in 
the  opinion  of  the  court,  considered  the  patent  as  one  for  a  grating", 
with  its  apertures  filled  with  glass,  without  any  othef  limitations 
as  to  the  size  of  the  apertures  than  those  which,  without  the  fill- 
ing, would  cease  wholly  to  perform  the  functions  described  in  the 
patent.     Its  clauses,  demanding  lessened  openings,  as  compared 
with  those  formerly  filled  with  glass,  for  similar  purposes,  were 
referred  to,  and  thought  to  exclude  manifestly  the  devices  ot  the 
defendant.     This  is  also  in  accordance  with  the  description  of  the 
history  and  purposes  of  the  invention,  as  given  by  the  patentee  in 
his  deposition.     The  capacity  to  use  thinner  glass,  the  description 
of  a  metallic  plate  perforated  with  numerous  small  holes  or  Aper- 
tures, for  the  reception  of  glass,  and  of  such  size  as,  without  the 
filling,  they  could  be  walked  over  with  entire  safety,  and  other 
characteristics  described,  it  was  thought  required  a  construction 
which,  irrespective  of  all  filling,  would  answer  a  practical  pur- 
pose for  a  grating.     The  samples  before  the  court  of  what  defend- 
ant used,  he  had  no  doubt,  would  not  do  so.     This  insertion  in  a 
walk  or  private  business  house,  where  the  public  were  solicited 
to  enter  for  trade,  would  subject  a  citizen  to  liability  for  injuries, 
which  would  undoubtedly  result  from  their  use.     Had  no  light 
similar  to  defendant's  been  before  in  use,  he  would  have  consid- 
ered further  whether  a  still  greater  extension  of  mere  size  beyond 
complainant's  own  literal  limitations  could  not  for  his  protection 
be  made.     This  whole  idea  of  lighting  by  glass  in  apertures  would 
thus  have  been  his,  and  such  an  interpretation  possibly  justifiable 
for  the  protection  of   the  principle  of  a   meritorious  invention 
Here,  however,  other  lights  in  size  like  defendant's  were  common. 
This  patent  is  not  for  them,  but  for  a  peculiar  arrangement  and 
form,  into  which  the  idea  of  mere  size  most  prominently  enters. 
He  was  confident  that  the  placing  side  by  side  two  or  more  01 
Rockwell's  old  lights  would  be  but  a  double  use.     There  was  w 
right  to  multiply  to  any  number  such  devices  in  the  same  cover, 
or,  what  he  deemed  the  equivalent,  the  same  sidewalk,  floor,  or 
deck.     To  extend  complainant's  patent,  as  claimed,  would  make 
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if  include  the  use  of  the  Rockwell  light,  which  of  course  was  in- 
admissible.    It  was  equally  so  to  include  those  of  the  defendant, 
which,  so  far  as  all  here  in  controversy  are  concerned,  were  in  size 
just  like  them.     The  patentee,  in  his  testimony  and  specifications, 
in  the  clearest  terms,  declares  that  the  dangers  and  inconveniences 
of  such  lights,  his  are  intended  to  avoid.     It  would  be  an  unwar- 
rantable construction  which  would  make  his  claim  include  them. 
It  was  not  deemed  important  that  the  devices  should  be  inserted  in 
detached  or  removable  covers  or  gratings      He  would  readily 
hold  a  sidewalk  made  of  iron  plates  permanently,  or  a  floor  or 
deck  containing  complainant's  inventions  an  infringement.     Its 
essence  was  not  a  removable  cover  or  grate,  and  the  insertion  of 
two  or  more  of  Rockwell's  lights  in  a  slab,  which  was  so  remov- 
able, would  not  infringe. 

The  use  of  complainant's  improvements  in  a  floor  or  sidewalk 
immovably  would  by  no  means  avoid  it.  If  he  had  rightly  un- 
derstood counsel  as  contending  that  no  one  could  insert  two  or 
more  lights  in  a  cover  or  grating,  as  distinguished  from  a  similar 
insertion  in  the  floor  or  walk  permanently,  then  with  so  much  of 
his  argument  he  disagreed. 

Judge  Swing  said  he  concurred  with  Judge  Emmons,  and 
thought  the  defendant's  device  would  afford  no  safe  protection  for 
the  traveler,  with  its  openings  unfilled.  This  seemed  to  him  to 
be- the  correct  limitation  of  the  complainant's  invention,  and  what 
defendant  had  done  did  not  seem  to  be  within  it. 

Bill  dismissed. 
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The  American  Nicolson  Pavement  Company 

t 

vs. 

The  City  of  Elizabeth  et  al.     In  Equity. 

When  the  commissioner  grants  a  reissue,  the  courts  must  assume  that  he 
has  examined  and  found  that  all  the  necessary  conditions  existed 
which  authorized  him  to  perform  the  act,  and  that  the  invention  de- 
scribed in  the  reissued  letters  patent  is  the  same  as  the  invention 
claimed  in  the  original  letters  patent. 

As  the  two  forms  of  pavement  described  in  Nicolson's  letters  patent  are 
related  to  a  like  subject,  and  in  their  nature  are  connected  together, 
and  as  the  elements  necessary  for  the  construction  of  the  one  are  sub- 
stantially used  in  the  other,  no  objections  can  be  properly  raised 
because  both  forms  are  included  in  the  one  patent. 

Where  the  patentee,  when  he  applied  for  his  patent,  evidently  attached 
more  importance  to  one  form  of  his  invention  than  the  other,  but 
afterward  changed  his  opinion  and  reissued,  laying  more  stress  on 
the  second  form,  such  modification  of  opinion  on  his  part  does  not 
disturb  the  fact  that  both  forms  were  described,  though  imperfectly,  in 
his  first  specifications. 

The  question  of  diligence  is  not  an  absolute,  but  a  relative  one,  and  roust 
be  considered  in  reference  to  the  subject-matter  of  the  experiments. 

In  Nicolson's  invention,  in  all  calculations  as  to  cost,  which  necessarily 
involved  the  fact  of  durability,  long  use  and  lapse  of  time  were  essen- 
tial ingredients. 

Where  the  patentee  allowed  six  years  to  elapse  after  putting  down  his 
pavement,  before  applying  for  a  patent;  Held,  that  in  the  absence  of 
all  intent,  and  in  the  face  of  a  manifest  contrary  intent,  the  court  will 
not  infer,  from  the  facts  of  the  case,  that  there  was  an*y  such  public 
use  of  the  invention,  or  any  such  dedication  or  abandonment,  by  the 
inventor,  as  would  avoid  the  patent. 

The  use  of  the  invention  described  and  claimed  in  letters  patent  for  im- 
proved pavement,  granted  Brocklebank  and  Trainer,  July  12, 1869,  >6 
an  infringement  of  the  first  and  second  claims  of  complainants 
patent. 

If  it  is  granted  that  these  additions  contained  in  this  patent  are  valuable 
improvements,  they  are  nevertheless  grafted  upon  the  Nicolson  p*vc* 
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merit,  and  can  not  be  used  in  connection  with  it  without  the  consent 
of  its  owners. 

C Before  Nixon,  J.,  District  of  New  Jersey,  May,  1873.)  .         • 

Suit  brought  upon  letters  patent  for  "improvement  in  wooden 
pavement,"granted  to  Samuel  Nicolson,  August  8, 1S54  ;  reissued 
December  1,  1863  ;  again  reissued  August  20,  1867,  and  extended 
seveft  years  from  August  8,  186S. 

The  claims  of  the  reissue  are  as  follows : 

"  1.  Phicing  a  continuous  foundation  or  support,  as  above  described,  di- 
rectly upon  the  roadway;  then  arranging  thereon  a  series  of  blocks,  hav- 
ing parallel  6ides,  endwise  in  rows,  so  as  to  leave  a  continuous  narrow 
groove  or  channel-way  between  each  row,  and  then  filling  said  grooves  or 
channel-ways  with  Broken  stone,  gravel,  and  tar,  or  other  like  materials. 
•  "2.  1  claim  the  formation  of  a  pavement  by  laying  a  foundation  directly 
upon  the  roadway,  substantially  as  described,  and  then  employing  two  sets 
of  blocks— one  a  principal  set  of  blocks  that  shall  form  the  wooden  surface 
of  the  pavement  when  completed,  and  an  auxiliary  set  of  blocks  or  strips 
of  board,  which  shall  form  no  part  of  the  surface  of  tthe  pavement,  but. de- 
termine the  width  of  the  groove  between  the  principal  blocks,  and  also  the 
filling  of  said  groove,  when  so  formed  between  the  principal  blocks,  with 
broken  stone,  gravel,  and  tar," or  other  like  material. 

"3.  Placing  a  continuous  foundation  or  support,  as  above  described, 
directly  upon  the  roadway,  and  then  arranging  thereon  a  series  of  blocks 
having  parallel  sides  endwise  in  a  checkered  manner,  so  as  to  leave  a  series 
of  checkered  spaces  or  cavities  between  said  blocks,  and  then  filling  said 
checkered  cavities  with  broken  stone,  gravel,  and  tar,  or  other  like  mate- 
rial. 

"4  I  claim  the  formation  of  a  pavement  Delaying  a  foundation  directly 
upon  the  roadway,  substantially  as  above  described,  and  then' employing 
two  sets  of  blocks,  viz :  One  a  principal  set  of  blocks  that  shall  form  the 
wooden  surface  of  the  pavement,  and  an  auxiliary  set  of  blocks  that  shall 
form  no  part  of  thnp  wooden  surface  of  the  pavement,  but  determine  the 
dimensions  of  the  tessellated  cavities  between  the  principal  blocks,  and 
then  filling  said  tessellated  cavities  with  broken  stone,  gravel,  and  tar,  or 
other  like  material." 

The  issues  in  the  case  and  the  material  facts  are  fully  set  forth 
in  the  opinion  of  the  court. 

■ 

t 

C.  A.  Seward  and  B.  Williamson,  for  complainants. 
C  jF.  Blake  and  C.  M.  Keller,  for  defendants 
Nixon,  J. 

* 

This  is  a  bill  in  equity  for  an  injunction  and  an  account,  for  an 
alleged  infringement  by  the  defendants  of  a  patent  granted  to 
Samuel  Nicolson,  for  an  improvement  in  wooden  pavements,  on 
August  8,  1854. 
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The  bill  set  forth  that  the  said  Nicolson  surrendered  the  orig- 
inal letters  patent  issued  to  him  as  aforesaid,  and  obtained  a 
reissue,  upon  corrected  descriptions  and  specifications,  December 
1,  1863  ;  that  he  afterward  surrendered  these  reissued  letters  pat- 
ent, and  obtained  another  reissue  on  August  20,  1S67;  that  he 
died  intestate  on  January  6,  1868  ;  and  that  letters  of  administra- 
tion were  duly  issued  to  George  T.  Bigelow,  who,  as  administra- 
tor, applied  to  the  Commissioner  of  Patents,  by  petition,  on  July 
7,  186S,  for  a  renewal  and  extension  of  said  patent,  and  that  the 
same  was  renewed  and  extended  for  the  period  of  seven  years 
from  August  8,  1868  ;  that  by  mesne  assignments  in  writing  from 
the  said  Bigelow,  administrator,  etc.,  the  complainant  had  become 
the  sole  owner  of  the  said  extended  patent  for  the  State  of  New 
Jersey,  except  so  much  of  said  state  as  is  embraced  within  the 
corporate  limits  of  Jersey  City. 

The  bill  further  alleges  that  the  validity  of  the  said  original 
and  reissued  letters  patent  has  been  settled  and  established  by 
long  and  extensive  use  and  by  public  acquiescence,  and  also  by 
judicial  determination,  and  that  the  defendants  have  infringed  the 
same  by  constructing  and  using  a  wooden  pavement  or  pavements 
in  the  city  of  Elizabeth,  embracing  the  invention  or  improvement 
contained  in  the  last  reissued  letters  patent,  or  the  substantial  or 
material  parts  thereof. 

The  answer  of  the  defendants  sets  up  substantially  these  de- 
fenses : 

1.  They  deny  that  Samuel  Nicolson  was  the  original  and  first 
inventor  of  the  improved  wooden  pavement  described  in  his  let- 
ters patent.  J 

2.  They  allege  that  the  reissued  letters  patent  are  fraudulent 
and  void,  as  covering  and  including  many  things  not  invented  oy 
Nicolson,  and  not  described  and  claimed  in  his  original  letters 
patent. 

3.  That  the  complainant's,  patent  is  void  for  want  of  novelty. 

4.  That  the  alleged  invention  was  in  public  use,  with  the  knowl- 
edge and  consent  of  Nicolson,  long  prior  to  his  application  for 
letters  patent,  and  that  such  public  use  worked  an  abandonment 
and  dedicated  the  invention  to  the  public. 

Admitting  that  they  had  constructed  and  laid,  and  were  then 
constructing  and  laying,  certain  wooden  pavements  in  the  city  « 
Elizabeth,  under  and  in  accordance  with  letters  patent  granted  to 
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the  defendants,  Brocklebank  and  Trainer,  dated  January  12,  1869, 
they  deny  that  by  so  doing  they  have  infringed  upon  the  rights 
of  complainants. 

I  have  examined  the  testimony  taken  by  the  parties,  and  have 
given  to  the  arguments  of  counsel  the  attention  which  their 
marked  ability  and  learning,  and  the  large  interests  involved, 
seemed  to  demand  ;  and  I  will  briefly  state  the  conclusions  that 
I  have  reached,  without  stopping  now  to  detail  the  reasons  which 
led  me  to  such  conclusions. 

The  complainant's  patent,  if  valid,  is  doubtless  for  a  combina- 
tion.    The  several  parts  that  make  up  the  structure  are : 

1.  A  continuous  foundation  directly  upon  the  roadway. 

2.  A  series  of  blocks,  with  parallel  sides,  standing  endwise  in 
rows,  that  form  the  "Wooden  surface  of  the  pavement. 

3.  An  auxiliary  set  of  blocks  or  strips  of  board,  which  form  no 
part  of  the  surface,  but  determine  the  width  of  the  grooves  be- 
tween the  principal  blocks. 

4.  The  filling  of  the  grooves,  when  so  formed,  between  fhe 
principal  blocks  with  broken  stone,  gravel,  and  tar,  or  other  like 
material. 

It  is  not  claimed  that  any  one  of  these  parts  is  new,  but  that  in 
their  combination  they  produce  a  new  and  useful  result. 

1.  Was  Nicolson  the  original  and  first  inventor,  or  is  the  patent 
void  for  want  of  novelty  ? 

I  have  carefully  examined  the  copies  of  specifications  and  the 
large  number  of  models  produced,  representing  the  pavements 
described  in  eighteen  English  patents  issued  previous  to  the  date 
of  the  Nicolson  patent ;  and,  while  nearly  all  of  them  have  one  or 
more  of  its  elements,  I  find  that  none  of  them,  except  perhaps  the 
Hosking  patent,  to  which  I  shall  allude  hereafter,  suggests  the 
combination  which  Nicolson  has  made. 

There  are  strong  presumptions  in  favor  of  the  novelty  of  Nic- 
olson's  invention.  The  issue  of  the  patent,  its  reissue,  its  exten- 
sion by  the  commissioner,  its  long  use  and  the  public  acquies- 
cence, the  judgment  of  competent  legal  tribunals,  where  the 
question  of  its  novelty  was  directly  involved — are  all  facts  to  be 
taken  into  the  account. 

The  burden  is  upon  the  defendants  to  rebut  and  overthrow 
these  presumptions,  which,  in  the  opinion  of  the  court,  they  have 
failed  to  do. 
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2.  Are  the  reissued  letters  patent  fraudulent  and  void  because 
they  cover  and  include  more  than  Nicolson  invented,  described, 
and  claimed  in  his'original  letters  patent? 

The  patent  act  authorized  a  surrender  of  the  original  letters 
and  a  reissue  for  the  residue  of  the  term,  when  the  patent  first 
granted  should  be  inoperative  or  invalid  by  reason  of  a  defective 
or  insufficient  description  or  specification,  or  by  reason  of  the 
patentee  claiming  in  his  specification,  as  his  own  invention,  more 
than  he  had  a  right  to  claim  as  new,  if  the  error  had  arisen  from 
inadvertency,  accident,  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention.  It  is  an  appeal  to  the  judgment  of  the  com- 
missioner, and  when  he  grants  a  reissue,  the  court  must  assume 
that  he  has  examined  and  found  that  all  the  necessary  conditions 
existed  which  authorized  him  to  perform  the  act,  and  that  the 
invention  described  in  the  reissued  letters  patent  is  the  same  as 
the  invention  claimed  in  the  original  letters  patent.  The  only 
exceptions  to  such  an  inference  are,  where  it  appears  upon  the 
face  of  the  patent  itself  that  the  commissioner  has  clearly  ex- 
ceeded his  authority,  6r  where  the  new  patent  has  been  procured 
by  fraud  or  by  collusion  between  the  commissioner  and  the  pat- 
entee. 

There  is.  no  proof  of  fraud  or  collusion,  and  a  comparison  ot 
the  specification  and  claim  of  the  original  patent  wfith  the  cor- 
rected and  amended  description  of  the  two  reissues,  establishes 
the  fact,  I  think,  beyond  question,  that  he  included  nothing  in 
the  latter  which  was  not  fairly  indicated -and  suggested  in  the 
former. 

The  original  patent  was  for  improved  wooden  pavements.  He 
specifies  and  claims  therein  the  invention  of  a  pavement  which 
may  be  constructed  in  one  of  two  forms  — cither  by  using  the  long 
and  short  blocks,  or  "  by  arranging  the  long  blocks  side  by  side 
and  in  rows  transversely  of  the  roadway,  and  with  spaces  be- 
tween each  two  rows  of  them,  in  each  of  which  spaces  a  strip  of 
board  may  be  introduced,  the  width  of  the  board  being  equal  to 
about  half  the  length  of  the  blocks."  As  these  are  related  to  a 
like  subject,  and  in  their  nature  are  connected  together,  and  a* 
the  elements  necessary  for  the  construction  of  the  one  are  sub- 
stantially used  in  the  other,  no  objections  can  be  properly  raised, 
because  both  forms  are  included  in  the  one  patent. 

It  is  quite  evident  that  when  the  first  patent  was  applied  fo^ 
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and  the  first  surrender  and  reissue  made,  the  inventor  attached 
moie  importance  to,  and  expected  greater  results  from,  the  former 
than  from  the  latter  mode  of  construction  ;  but  his  experiments 
afterward  changed  his  views  in  this  respect,  and  in  his  reissue  0/ 
August  20, 1867,  his  first  and  second  claims  arc  for  the  pavement 
with  continuous  transverse  grooves  made  by  the  introduction  of 
boards,  for  the  infringement  of  which  the  present  suit  is  brought. 
But  such  modification  of  opinion  on  his  port  as  to  their  relative 
value,  does  not  disturb  the  fact  that  both  forms  were  described, 
although  imperfectly,  in  his  first  specifications. 

3.  Has  there  been  such  a  public  use  of  the  invention,  such  a 
dedication  of  it  to  the  public,  or  such  an  abandonment  by  the 
patentee,  as  to  void  the  patent?' 

As  these  acts  are  closely  related  to  each  other  in  their  essential 
qualities,  and  as  the  several  questions  grow  out  of  one  transac- 
tion, I  shall  consider  them  together. 

The  transaction  was  this :  The  inventor  was  the  treasurer  of, 
the  ^Boston  and  Roxbury  Mill  Corporation — a  private  company 
chartered  by  the  legislature  of  Massachusetts  on  June  14,  1814. 
The  act  incorporating  it  is  made  an  exhibit  in  the  case,  and  it 
appears  from  the  third  section  that  it  was  authorized  to  make  and 
finish  a  dam  from  Charles  street,  in  Boston,  to  the  upland  at  Sew- 
all's  Point,  in  Brookline  ;  to  connect  the  different  parts  thereof  by 
bridges  and  causeways  so  as  to  render  the  same  a  good  and  sub- 
stantial road,  suitable  for  the  passing  of  men.  loaded  teams,  and 
carnages  of  all  kinds  ;  and,  when  finished,  railed  at  the  sides  and 
furnished  with  lamps,  to  receive  tolls  for  passing  over  the  same. 
It  was  a  private  road  over  the  dam,  about  thirty  feet  in  width  and 
one  mile  in  length,  with  two  bridges,  and  all  under  the  exclusive 
control  of  the  corporation.  There  was  a  toll-gate  and  house  on 
the  southerly  side  of  the  road,  near  one  of  the  bridges.  Nicolson 
was  appointed  treasurer  of  the  company  in  1833,  and  while  act- 
ing in  that  position — to  wit,  on  August  4,  1847 — he  filed  a  caveat 
in  the  office  of  the  Commissioner  of  Patents.  His  petition  rep- 
resents that  *'he  has  discovered  or  invented  certain  new  and  use- 
ful improvements  in  street  or  road  pavements,  and  that  he  was 
then  engaged  in  making  experiments  for  the  purpose  of  perfect- 
ing the  same,  preparatory  for  depositing  at  the  Patent  Office  of 
the  United  States  a  correct  specification  thereof,  in  view  to  obtain 
letters  patent  therefor.     He  desires  to  obtain  an  exclusive  property 
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in  his  said  invention  or  discovery,  and  prays  that  said  caveat  may 
be  considered  as  the  preliminary  application  or  petition  required 
by  law  to  be  made  in  order  to  obtain  letters  patent  \  and  that  his 
right  in  the  said  invention  or  discovery  may  be  protected  until  he 
shall  have  matured  the  same." 

In  the  description  annexed  to  the  caveat,  he  states  his  invention 
or  improvement  to  be  as  follows : 

"  Wooden  blocks  are  cut  from  joists  of  about  four  inches  square, 
one-half  of  which  arc  cut  eight  inches  long,  the  other  half  are  cut 
four  inches  long.  They  are  placed  side  by  side  on  the  prepared 
earth,  the  ends  being  upward,  and  in  alternate  position  of  long 
and  short  blocks,  so  that  no  two  blocks  of  the  same  length  will 
stand  together,  but  so  as  to  present  a  checkered  surface.  The 
lower  ends  being  on  a  level,  the  upper  will  present  alternate  open 
squares  of  about  four  inches  by  four  inches  deep.  Into  said  open- 
ings a  small  quantity  of  coarse  salt  is  first  put,  then  small  broken 
stone  is  firmly  rammed,  so  that  the  whole  surface  of  the  pave- 
ment is  firm  and  level ;  then  tar  is  poured  over  the  whole  .sur- 
face, after  which  a  sprinkling  of  sand  or  gravel.  .  .  .  Instead 
of  broken  stone  and  tar,  used  in  the  spaces  above  named,  any 
other  material  or  cement  may  answer  as  well,  the.  design  bein£ 
to  use  something  which  will  expand  as  the  wood  contracts,  by 
which  a  hard  surface  prevents  water  from  penetrating  to  rot  the 
wood.  .     .     The  earth  may  be  prepared  to  receive  the  pave- 

ment, by  covering  the  surface  with  paper  saturated  with  tar  or 
other  preventive  to  moisture  rising  to  rot  the  under  surface  of  the 
blocks." 

The  checkered  pavement  only  i$  here  specifically  described, 
but  the  combination  for  which  he  afterward  received  his  patent 
is  suggested. 

And  that  this  combination  was  in  his  mind,  is  proved  by  the 
fact  that  in  the  following  summer,  and  as  he  stated  to  the  witness 
Nutting,  at  his  own  expense,  he  caused  to  be  laid  on  the  dam 
opposite  to  the  toll-house  a  piece  of  wooden  pavement  about 
seventy-five  feet  in  length  and  of  the  width  of  the  turnpike  road, 
constructed  in  three  different  forms,  to  wit : 

i.  The  checkered  form,  with  lone:  and  short  blocks. 

2.  The  transverse  channel  form,  with  long  blocks  and  strips, 
and  with  concrete  filling. 

3.  The  circular  form,  composed  of  small  round  logs  oi  equal 
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length  s£t  close  together,  with  the  intervening  spaces  filled  with 
concrete.  The  foundation  of  a  part  was  composed  of  boards  or 
woiul.  and  in  other  places  it  consisted  of  tar  and  sand.  Both 
modes  were  used  to  ascertain,  by  experiment,  which  would  best 
accomplish  the  desired  results  of  an  even,  solid  earth-bed,  and  a 
preventive  of  moisture  beting  absorbed  from  the  ground  by  the 
under  blocks. 

Section  12  of  the  act  of  July  4,  1836,  under  which  the  forego- 
ing caveat  was  filed,  authorizes  any  person  who  shall  have  in- 
vented any  new  art,  machine,  or  improvement  thereof,  and  shall 
desire  further  time  to  mature  the  same,  upon  payment  of  twenty- 
dollars,  to  file   in   the  Patent  Office   a   caveat,  setting  forth  the 
design  and  purpose  thereof,  and  its  principal  and  distinguishing 
characteristics,  and  praying  protection  of  his  right  till  he  shall 
have  matured  his  invention.    Such  caveat. is  filed  in  the  confiden- 
tial archives  of  the  office,  and  preserved  in  secrecy.    The  obvious 
design  of  this  section  is  to  afford  to  inventor*  the  opportunity  of 
pcriecting  their  discoveries  and  inventions."     To  prevent  an  abuse 
of  the  privilege,  it  is  further  provided  that  if  an  application  is 
made  by  any  other  person,  within  one  year  from  the  time  of  filing 
the  caveat,  for  a  patent  of  any  invention  with  which  it  may  in 
any  respect  interfere,  it  shall  be  the  duty  of  the  commissioner  to 
deposit  the  descriptions,  specifications,  drawings,  and  model  in 
the  confidential  archives  of  the  office,  and  to  give  notice  by  mail 
to  the  person  filing  the  caveat  of  such   application,  who  shall, 
within  three  months  after  receiving  the  notice,  if  he  would  avail 
himself  of  the  benefits  of  his  caveat,  file  his  description,  specifi- 
cations, drawings,  and  model. 

If  no  such  application  is  made,  the  caveator  has  a  reasonable 
time  in  which  to  mature  his  invention  or  discovery ;  and  when 
his  letters  patent  aie  issued,  if  he  have  used  due  diligence,  he  has 
the  right  to  have  his  matured  invention  incorporated  into  his  pat- 
ent, and  to  supersede  those  that  have  intervened  between  the  date 
of  his  first  discovery  and  his  subsequent  taking  out  of  the  patent. 
Curt,  on  Pat.,  sec.  270. 

^It  is  impossible  to  read  the  testimony  in  reference  to  laying  this 
section  of  the  pavement  upon  the  dam,  and  the  conduct  and  dec-       \ 
larations  of  Nicolson  respecting  it,  without  reaching  the  conclu-        1 
sion  that  he  was  making  an  honest  experiment,  and  that  the  caveat        1 
was  filed  by  him  for  protection  while  he  was  engaged  in  it.     It       ' 
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was  a  private  corporation,  and  the  roadway  was  under  his  control 
as  treasurer.  It  was  a  favorable  spot  to  test  the  strength  and 
durability  of  the  pavement,  because  heavily  laden  teams  stopped 
and  started  in  front  of  the  toll-gate,  tie  was  not  exposing  to  the 
public  the  mode  of  its  construction,  because  that  could  not  be 
learned  from  the  portion  exposed  to  the  public  view,  and  no  one 
had  a  right  to  disturb  it. 

But'he  allowed  six  years  to  elapse  after  putting  down  the  three 
forms  of  pavement  before  he  applied  for  the  patent.  Was  this 
using  reasonable  diligence? 

The  question  of  diligence  is  not  an  absolute,  but  relative  one, 
and  must  be  considered  in  reference  to  the  subject-matter  of  the 
experiments.  Could  the  value  and  practical  utility  of  such  an 
invention  be  sooner  ascertained?  ' 

In  all  calculations  as  to  cost,  which  necessarily  involved  the 
fact  of  durability,  long  use  and  lapse  of  time  were  essential  in- 
gredients. 

In  the  absence  of  all  intent,  and  indeed  in  the  face  of  a  mani- 
fest contrary  intent,  I  am  not  willing  to  infer  from  the  facts  of  tlr 
case  that  there  was  any  such  public  use  of  the  invention,  or  any 
such  dedicatiqn  or  abandonment,  by  the  inventor,  as  would  avoid 
the  patent  afterward  issued  to  Nicolson.  ./ 

As  the  foregoing  view  of  the  legal  effect  of  the  caveat,  and  the 
experiments  under  it,  and  the  patent  afterward  issued,  carries  the 
invention  of  Nicolson  back  to  a  period  of  time  antedating' the 
English  patent  of  Hosking,  it  does  not  seem  necessary  for  me 
now  to  consider  whether  or  not  the  former  infringes  the  latter. 
It  will  hardlv  be  contended  that  when  Nicolson  laid  on  the  MiU- 
dam  road  his  pavement,  with  long  blocks  and  transverse  slips 
and  grooves,  in  the  month  of  July,  1S48,  he  derived  his  knowl- 
edge of  such  a  combination  of  elements  from  a  patent,  the  speci- 
fications of  which  were  not  enrolled  in  the  Foreign  Office  until 
March,  1850. 

4.  The  only  question  remaining  is  the  one  of  infringement. 
The  defendants  acknowledge  that  they  have  constructed  and 
laid,  and  are  constructing  and  laying,  the  pavement  in  the  city 
of  Elizabeth,  which,  the  complainants,  in  their  bill,  allege  in- 
fringes their  patent,  but  justify  under  certain  letters  patent  issued 
to  two  of  the  defendants,  Brocklebank  and  Trainer,  on  January 
12,   1869.     I   have  examined   this  patent  and  the  specific**^ 
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and  claim  annexed  to  it,  and,  conceding  all  that  the  patentees 
claim  for  it,  its  use  must  be  regarded  as  an  infringement  of  the 
combination  embraced  in  the  complainant's  patent. 

They  state,  in  their  schedule,  that  hCthe  invention  relates  to  im- 
provements in  wood  pavements,,  and  consists  in  an  improved 
arrangement  of  the  same",  whereby  the  flooring  is  strengthened 
and  adapted  for  the  better  securing  of  the  vertical  blocks  to  the  % 
flooring."  They  then  describe  the  flooring,  vertical  blocks,  strips 
between  the  blocks  secured  to  the  floor  by  nailing,  and  spaces 
between  the  blocks  and  above  the  strips  filled  with  tar,  gravel, 
cement,  or  other  substance  in  the  usual  manner. 

Their  claim  is  for  "the  combination  of  the  bed,  transverse 
strips,  and  vertical  blocks,  when  the  latter  are  rebated,  either  on 
one  or  both  sid»s,  and  either  with  dovetail  rebates  or  otherwise, 
and  the  said  strips  fitted  to  the  rebates  and  secured  to  the  bed,  all 
substantially  as  and  for  the  purpose  specified.,, 

If  you  add  to  this  the  filling  of  the  grooves,  or  spaces  between 
the  vertical  blocks  and  above  the  strips,  with  some  concrete  sub- 
stance, which  must  be  done  before  the  pavement  is  of  any  prac- 
tical value,  you  have  undoubtedly  the  Nicolson  combination, 
having  added  to  it,  however,  rebates  upon  one  or  both  sides  of 
the  blocks  of  dovetail  or  vertical  form,  which  addition,  it  is 
claimed,  is  an  improvement,  .in  more  securely  fastening  to  the 
flooring  both  the  blocks  and  strips,  and  in  the  equalization  of 
the  pressure  upon  the  pavement,  and  its  distribution  over  a  larger 
surface. 

If  it  be  granted  that  these  additions  are  valuable  improve- 
ments, they  are  nevertheless  merely  grafted  upon  the  Nicolson 
patent,  and  can  not  be  used  in  connection  with  it  without  the 
consent  of  its  owners. 

The  affidavits  of  Brocklebank  and  Trainer,  taken  in  1S68,  to 
be  used  upon  the  application  of  the  administrator  of  Nicolson  for 
an  extension  of  the  Nicolson  patent,  and  .exhibited  in  this  case, 
fully  disclose  the  estimate  in  which  the  patent  was  held  by  these 
defendants.  They  not  only  recognize  its  novelty,  but  are  very 
extravagant  in  their  praises  of  its  utility  and  value.  Not  men- 
tioning their  specification  of  its  merits  in  particular  cases,  they 
are  of  opinion  that  its  general  introduction  into  the  streets  of  the 
cities  and  towns  of  the  United  States  would  save  to  the  people  in 
vol.  vi— 28 
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various  ways,  in  the  next  seven  years,  from  five  to  seven  hundred 
millions  of  dollars. 

If  it  be  commendable  in  them  to  strive  to  make  it  more  useful 
by  improvements,  it  is  hardly  just  that  they  should  seek  to  rob 
such  a  benefactor  of  his  race  of  the  glory  of  his  invention,  or 
deprive  his  legal  representatives  of  the  profits  from  the  exten- 
sion, which  they  did  so  much,  I  doubt  not  honestly,  to  obtain. 

I  am  of  the  opinion  that  the  patent  of  the  defendants  infringes 
the  first  and  second  claims  of  the  extended  patent  of  the  com- 
plainant, and  that  a  decree  should  be  entered  according  to  the 
prayer  of  the  bill. 


Henry  Blandy  et  al, 


vs. 


Thomas  Griffith  et  al.     In  Equity. 

In  an  application  for  leave  to  file  a  new  bill,  upon  the  discovery  of  new 
facts,  in  a  case  once  adjudicated,  the  counter-affidavits  must  be  exam- 
ined and  considered  by  the  court. 

The  application  for  leave  must  be  made  as  soon  after  the  new  evidence  is 
discovered  as  can  reasonably  be  done. 

Cumulative  evidence  upon  a  point  already  adjudicated  is  an  insufficient 
warrant  for  giving  leave  to  file  a  new  bill. 

Where  a  year  and  a  half  elapsed  between  the  discovery  of  the  alleged  ev- 
idence and  the  filing  of  the  petition  for  leave  to  file  the  bill :  Held,  that 
such  laches  must  be  fatal  to  the  application. 

Where  the  question  of  priority  of  invention  was  put  in  issue  in  the  orig- 
inal suit,  evidence  of  other  alleged  anticipations  than  those  set  up  in 
that  suit  is  merely  cumulative  evidence  upon  the  former  issue,  and  the 
discovery  of  such  evidence  after  judgment  is  not  a  ground  for  granting 
leave  to  file  a  supplemental  bill. 

(Before  Swayne,  J.,  Southern  District  of  Ohio,  May,  1S73.) 

This  was  a  hearing  upon  a  petition,  in  behalf  of  the  defend- 
ants in  the  original  suit,  for  leave  to  file  a  supplemental  bill  in 
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the  nature  of  a  bill  of  review.  The  original  suit  was  upon  letters 
patent  for  an  u  improvement  in  steam-engines,"  granted  com- 
plainants August  3,  1858.  Judgment  was  rendered  in  favor  of 
complainants  in  September,  1869.  See  3  Fisher,  609,  where  same 
is  reported.  The  petition  for  leave  was  filed  January  30,  187^5^ 
and  alleged  the  discovery  of  new  evidence  since  the  rendering  of 
judgment.  The  affidavits  in  support  of  the  petition  were  filed  in 
February  and  October  of  the  same  year,  and  alleged  the  discovery 
of  evidence  relating  to  other  anticipations  than  those  set  up  in 
the  original  suit.  It  was  shown  in  evidence  that  the  petitioners 
were  informed  of  the  alleged  new  evidence  as  early  as  the  sum- 
mer  of  1870. 

The  opinion  of  the  court  is  given  below,  as  stenographically 
reported. 

James  Moore  and  Henry  Stanbery,  for  petition. 

Fisher  &  Duncan,  against  it. 

Svvayne,  J. 

*^lt  is  a  rule  thaf  counter-affidavits  must  be  examined  and  con- 
sidered by  the  court. 

Another  rule,  which  is  applicable  in  this  class  of  cases,  is,  that 
the  application  for  leave  must  be  made  to  file  the  bill  as  soon 
after  the  new  evidence  is  discovered  as  can  reasonably  be  done. 
Story's  Equity,  422,  423. 

Cumulative  evidence  as  to  a  point  already  at  issue  is  an  insuffi- 
cient warrant  to  give  leave.     1  Story's  Reps.  118;  3  lb.  300.  * 

The  defendants  have  placed  on  file  in  this  court,  in  support  of 
their  application  for  leave,  certain  affidavits. 

All  these  affidavits  were  filed  February  6,  1872,  except  the 
second,  which  was  filed  October  8,  1872.  All  relate  to  portable 
engines,  alleged  to  be  like  the  engines  of  the  Blandys,  and  to  ante- 
date their  invention,  and  were  all  publicly  used,  according  to 
these  affidavits,  at  Geneva,  at  Ogdensburg,  and  at  Norwich. 

I  have  already  adverted  to  the  character  of  the  statement  made 
in  the  affidavit  upon  which  this  application  is  founded.  As  re- 
gards the  want  of  "  due  diligence,"  in  that  connection,  it  may  be 
well  to  call  attention  to  what  Justice  Story  says  upon  this  point. 
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This  author  is  decisive  against  the  sufficiency  of  the  petition  for 
leave.     See  3  Story's  Reps.  315. 

I  may  add,  in  the  light  of  these  authorities,  that  we  are  by  no 
means  satisfied  from  these  affidavits.  They  are  not  at  all  of  such 
a  character  as  t%  convince  us  that  if  they  were  placed  on  file,  in 
the  shape  of  affidavits,  and  for  evidence,  direct  or  rebutting,  they 
would  be  sufficient  to  change  the  views  0/  the  court,  or  warrant 
a  reversal  of  the  decision. 

But  as  we  do  not  propose  to  rest  our  conclusion  upon  these 
propositions,  it  is  not  necessary  to  consider  them  further. 

We  refer  to  the  fact  that  the  petition  of  defendants  was  filed 
January  30,  1872. .  The  question  presents  itself,  When  did  they 
first  learn  of  the  existence  of  the  facts  proposed  to  bv  established 
by  this  newly  discovered  evidence,  upon  the  basis  of  which  they 
ask  the  setting  aside  of  the  decree  rendered  several  years  ago,  the 
reopening  of  the  whole  case,  and  to  compel  the  parties  to  litigate 
over  again,  as  if  nothing  had  ever  been  done? 

Dunning,  in  his  affidavit,  says  he  was  sued  by  the  Blandys  for 
infringement  of  the  same  (or  of  some)  patent.  He  says  that 
during  the  latter  half  of  May  or  the  first  half  of  June,  1S70  (it 
will  be  borne  in  mind  that  the  petition  for  leave  to  file  a  bill  was 
filed  January  30,  1872),  this  defendant  had  an  interview  with 
Thomas  Griffith,  one  of  the  defendants,  in  relation  to  satisfying  a 
claim  of  plaintiffs  as  to  the  originality  of  the  invention.  In  said  in- 
terview, this  affiant  informed  said  Griffith  that,  in  the  opinion  of 
defendant,  testimony  could  be  procured  showing  that  the  Blan- 
dys were  not  entitled  to  a  patent  on  their  bed-plate  (patent 
2,159),  wrncri  said  testimony  had  not  been  used  in  the  trial;  and 
defendant  requested  said  Griffith  to  bear  part  of  the  expense  in- 
curred in  looking  up  said  testimony,  and  also  that  said  Griffith 
and  Wedge  would  contribute  to  the  defense  of  said  company. 

The  affidavit  of  this  person  covers  all  the  grounds  alleged  in 
the  petition  as  reasons  for  the  granting  of  leave  to  file  a  supple- 
mentary bill.  Yet  no  affidavit  in  support  of  the  petition  was  put 
on  file  until  February  6j  1872,  a  year  and  five  months  from  the 
time  the  application  was  made.  No  affidavit  was  taken  for  more 
than  a  year  afterward.  Such  a  laches,  according  to  all  authors, 
is  fatal  to  the  application. 

*     There  is  another  point  which  seems  to  us  to  be  equally  conclu- 
sive against  the  application.     The  defendants,  in  their  litigation 
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with  Langdon,  relied  upon  two  courses  of  defense:  First,  they 
undertook  to  prove  that  the  Blandys  were  not  the  inventors,  but 
that  Wedge  was  the  inventor,  and  considerable  testimony  was 
taken  relative  to  this  point.  They  then  undertook  to  prove  that 
the  invention  was  known  and  used  for  a  long  period  prior  to  the 
alleged  invention  of  the  Blandys,  and  of  necessity  that  their  pat- 
ent must  fail  on  that  ground. 

Now,  the  same  fact  in  relation  to  which  it  is  proposed  to  take 
testimony  for  leave  to  file  a  bill — the  same  question  of  priority  of 
invention  over  the  invention  of  the  Blandys  by  others,  was  dis- 
tinctly put  in  issue,  as  well  as  the  question  as  to  whether  the 
Blandys  were  or  were  not  the  inventors. 

The  first  of  these  points  it  is  not  proposed  to  reopen,  but  it  is 
proposed  to  reopen  the  second  issue,  and  to  produce  further,  or 
what  may  be. called  cumulative  evidence,  on  that  particular  ques- 
tion. Let  us  see  what  the  rule  is  as  to  the  introduction  of  evidence 
of  that  character,  under  these  circumstances.  See  language  of 
Judge  Story  in  yenkins  v.  Eldridgc,  3  Story's  Reps.  299 ;  also 
in  Baker  v.   Whiting*  1  Story's  Reps.  21 8.  / 

In  the  light  of  the  adjudications  cited,  it  seems  to  us  to  be  too 
clear  to  admit  of  doubt  that,  in  the  proper  administration  of  equity 
cases,  this  application  must,  upon  these  grounds,  especially  upon 
the  last  mentioned,  be  denied. 


In  response  to  some  suggestions  of  counsel  for  petitioners,  the 

* 

court  further  said : 

I  will  say,  in  reply  to  the*  remarks  of  the  gentleman,  I  treated 
the  question  with  great  care.  The  case  was  thoroughly  heard 
when  on  trial,  and  we  have  not  now  examined  it  as  exhaustively 
as  we  should  otherwise  have  done.  The  ground  previously  gone 
over  leads  to  a  judgment  by  the  court  that  seemed  to  be  in  the 
light  of  reason  and  the  authorities  and  entirely  unanswerable. 
It  now  seems  that  these  parties  making  this  application  slept 
upon  the  knowledge  of  the  very  facts  upon  which  they  now  ask 
leave  to  file  a  new  bill  more  than  fourteen  months  after  they  came 
to  that  knowledge,  without  making  use  of  the  knowledge  in 
making  the  application. 

The  general  showing  of  the  case  was  that  Blandy  was  not  the 
original  and  first  inventor.  The  other  matters  were  all  matters 
of  proof.     The  proof  that  Blandy  did  not  invent  the  thing  at  all, 
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was  proof  bearing  upon  that  issue.  The  fact  that  it  was  known 
and  used  in  various  places,  was  proof  bearing  upon  that  issue.  I 
said  that  the  evidence  arranged  itself  under  two  issues :  First,  that 
filandy  was  not  the  original  inventor ;  and,  second,  that  it  had 
been  known  and  used  by  others  long  before  his  alleged  invention 
of  it.  Upon  that  issue  the  defendants  took  considerable  testimony, 
proving  the  use  at  various  places,  the  prior  knowledge  and  use  of 
various  machines  alleged  to  be  identical,  claiming  to  have  been 
invented  by  the  Blandys. 

All  this  was  bearing  upon  the  issue  as  to  Blandy's  invention. 
Every  engine  referred  to  in  proof  was  carefully  considered,  and 
the  court  came  to  its  conclusion.  If  it  has  fallen  into  error,  it  is 
the  result  of  deliberation  and  considerable  reflection. 

I  think  there  is  no  chancery  practice  that  will  not  say  the  issues 
are  just  those  I  have  stated. 

I  was  further  influenced  by  another  consideration.  It  seemed 
to  me  that  all  the  mischief  sought  to  be  shut  out  by  the  practice 
of  not  permitting  cumulative  evidence  to  be  brought  in  would 
follow  the  granting  of  this  application,  and  that  the  principle  un- 
derlying this  practice  was  correct. 

To  permit  parties  to  range  over  the  country  and  hunt  up  wit- 
nesses, after  a  case  has  been  once  fairly  heard,  and  then  make 
application  for  leave  to  file  a  new  bill,  is  to  render  litigation  ex- 
pensive, and  to  involve  the  most  serious  consequences  to  parties 
seeking  justice. 

.  I  then  thought,  and  still  think,  that  the  most  of  that  evidence 
was  cumulative,  to  prove  the  general -issue  which  the  parties  had 
made  up  before.  I  can  see,  after  full  reflection,  no  ground  for 
changing  my  opinion.  The  only  issue  is,  whether  the  plaintms 
were  the  original  and  first  inventors.  I  may  be  in  error  as  to  the 
second  ground ;  I  am  sure  I  am  riot  on  the  first. 
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P.  H.  Roots  et  al. 

vs. 

W.  G.  Hyndman.     In  Equity. 

Patent  for  rotary  blowers,  granted  P.  H.  and  F.  M.  Roots,  July  27,  1869, 
construed  and  sustained. 

The  similar  substances,  referred  to  in  the  patent,  are  understood  to  mean 
those  possessing  the  property  of  being  rendered  plastic,  for  the  pur- 
pose of  application  in  the  prescribed  mode,  and  of  hardening  or  ceas- 
ing to  be  plastic,  in  such  conditions  and  in  such  time  as  accomplishes 
the  purpose  desired.  It  does  not  refer  to  the  chemical  constituents  of 
the  material. 

The  description  of  the  modes  in  which  the  substance  is  to  harden,  "by 
the  evaporation  or  fixation  of  its  water,"  does  not  confine  complain- 
ants to  substances  which  are  hardened  in  that  way  only. 

The  adoption  of  any  plastic  material  which  will  harden  in  the  conditions 
described,  which  may  be  applied  as  described,  for  the  precise  purposes 
described,  and  accomplishing  all  the  results  described,  held  to  be  an 
infringement  of  the  patent.  v 

The  Evans  pump,  lined  with  molten  metal,  does  not  antedate,  the  molten 
metal  being  incapable  of  application  in  the  mode  described,  or  of  an- 
swering the  same  purpose. 

When  a  man  is  engaged  in  the  department  of  production  where  a  certain- 
improvement  is  most  important,  with  the  means  in  his  hands  to  em- 
ploy it,  if  he  knew  how,  and  for  years  manufactures  in  a  different 
mode,  with  less  accuracy  and  at  greater  expense,  this  is  conclusive 
that  he  did  not  possess  the  idea.       , 

1 

The  use  of  plastic  material  to  true  the  cylinders  and  end-plates  was  not 
an  anticipation  of  a  patent  for  "a  rotary  blower-case,  the  interior  of 
which  is  rendered  true  and  accurate  by  means  of  plaster  of  Paris  or  its 
described  equivalent,  applied  substantially  as  described." 

That  one  process  did  not  suggest  the  other,  is  sufficient  evidence  that  it 
was  so  unlike  in  principle  as  not  to  be  an  anticipation  of  it. 

The  use  of  a  heated  substance  with  a  syringe  bears  little  resemblance  to 
the  application  of  plastic  material  after  the  manner  of  the  patent. 

Where  the  claim  is  for  "  a  rotary  blower-case  having  concave  arcs  B,  2?, 
in  combination  with  end-plates  /,  /,  arranged  so  as  to  admit  of  the 
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abutments  being  introduced  or  removed,  without  requiring  the  case  to 
be  taken  apart,  substantially  as  set  forth:"  Held,  that  it  does  not 
make  it  a  necessary  condition  that  the  arcs  shall  be  cast  in  one  piece. 
If  they  are  not  so  constructed,  the  essential  character  of  the  invention 
is  not  lost;  that  the  leading  idea  is  that  a  blower  is  more  efficient 
when  its  arcs  are  but  a  little  more  than  a  quarter  of  a  circle  than 
when  made  in  the  mode  universally  adopted  before. 

The  benefits  clearly  perceived  as  resulting  from  the  invention,  impose  upon 
the  court  the  duty  of  avoiding,  if  possible,  an  interpretation  which 
will  hand  them  all  over  to  an  infringer. 

Defendant's  device  is  substantially  the  same  as  complainants'.  The  diver- 
sity is  only  formal. 

When  the  claim  demands  an  arrangement  which  will  allow  the  abutments 
to  be  removed,  without  taking  the  case  apart,  it  means  such  a  taking 
apart  only  as  would  divide  the^  operative  parts  of  the  machine,  leaving 
such  a  separation  as  defendant  makes,  within  the  meaning  of  the 
claim. 

(Before  Emmons,  J.,  Southern  District  of  Ohio,  June,  1873.) 

Final  hearing  on  pleadings  and  proofs. 
Suit  brought  upon  letters  patent  for  an  "  improvement  in  cases 
for  rotary  blowers,"  granted  P.  H.  and  F.  M.  Roots,  July  27, 1869. 
The  claims  were  as  follows : 

"  1.  A  rotary  blower-case,  the  interior  of  which  is  rendered  true  and  ac- 
curate by  means  of  plaster  of  Paris,' or  its  described  equivalent,  applied 
substantially  as  described. 

il2.  A  rotary  blower-case, ^the  ends  or  heads  of  which  are  rendered  true 
and  accurate  by  means  of  plaster  of  Paris,  or  its  described  equivalent,  ap- 
plied substantially  as  described. 

"3.  A  rotary  blower-case,  the  concaves  or  arcs  of  circles  of  which  are 
rendered  true  and  accurate  by  the  use  of  plaster  of  Paris,  or  its  described 
equivalent,  applied  substantially  as  described. 

"4.  A  rotary  blower-case  having  concave  arcs  2?,  /?,  in  combination 
with  end-plates  /,  /,  arranged  so  as  to  admit  of  the  abutments  being  in- 
*  traduced  or  removed  without  requiring  the  case  to  be  taken  apart,  sub- 
stantially as  set  forth." 

The  case  was  heard  before  Justice  Swayne  and  Judges  Emmons 
and  Swing.  The  material  facts  and  issues  are.  sufficiently  set 
forth  in  the  opinion  of  the  court. 

y<xmcs  Moore^  for  complainants. 
Wood  &  Boyd,  for  defendant. 
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Emmons,  J. 

What  is  said  is  much  influenced  by  the  course  of  the  argument, 
and  more  intended  to  meet  the  objections  of  defendant  than  as  a 
full  consideration  of  the  case. 

An  independent  treatment  of  the  patent  would  assume  a  more 
brief  and  somewhat  different  form. 

The  first  three  claims  are  for  a  rotary  blower-case,  the  interior 
of  which  is  rendered  true  by  means  of  plaster  of  Paris,  or  its  de- 
scribed equivalent,  applied  substantially  as  described. 

The  difference  between  the  three  need  not  be  noticed. 

The  described  equivalent,  we  think,  includes  the  material  used 
by  the  defendant.  The  patent  speaks  of  u  plaster  of  Paris  or 
other  similar  substance,"  and  again  of  u  plaster  of  Paris,  hy- 
draulic cement,  or  other  material  having  the  properties  above 
referred  to."  These  "  similar  substances,"  with  "  properties 
above  referred  to,"  are  understood  to  mean  the  property  of  being 
rendered  plastic,  for  the  purpose  of  application  in  the  described 
mode,  and  of  "hardening"  or  "ceasing  to  be  plastic"  in  such 
conditions  and  in  such  time  as  accomplishes  the  purpose  desired. 
It  does  not  refer  to  the  chemical  constituents  of  the  material. 
They  are  indifferent  to  the  objects  aimed  at,  and  can  not  be  sup- 
posed to  have  been  in  the  mind  of  the  patentee. 

Nor  do  we  think  the  description  of  the  mode  in  which  the  sub- 
stance is  to  harden,  "by  the  evaporation  or  fixation  of  its  water," 
confines  complainants  to  substances  which  are  hardened  in  that 
way  only.  The  words  already  referred  to — "that  is,  ceases  to  be 
plastic" — immediately  follow,  and  enlarge  the  meaning.  And 
whether  there  is  or  not  some  evaporation  or  fixation  of  water  in 
the  process  of  hardening  litharge  and  glycerine,  we  do  not  deem 
it  necessary  to  determine.  Little  aid  is  given  us  for  such  a  judg- 
ment in  this  record.  We  should  say  such  effect  was  in  some 
degree  involved,  if  necessary  for  this  judgment.  But  it  is  not 
rested  upon  such  an  assumption.  The  adoption  of  any  plastic 
material  which  will,  harden  in  the  conditions  described,  which 
may  be  applied  as  described,  for  the  precise  purposes  described, 
and  accomplishing  all  the  results  described,  we  hold,  under  our 
construction  of  these  three  claims,  will  infringe  them.  An  im- 
provement in  the  material  itself,  and  a  patent  for  that,  is  a  differ- 
ent matter.  But  the  substances  used  bv  the  defendant  we  do  not 
think  had  even  the  merit  of  novelty  in  this  department  of  the  arts. 
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It  would  seem  to  have  been  described  as  a  cement  and  filling  long 
before  employed  by  the  defendant.  This,  however,  is  unimpor- 
tant, save  as  slightly  influencing  such  a  construction  of  the  claim 
as  would  protect  it  from  so  obvious  a  substitute. 

A  mechanic  who  could  not,  so  far  as  this  feature  is  concerned, 
line  defendant's  machine,  with  complainants'  models  and  specifi- 
cations before  him,  and  the  knowledge  which  familiar  publications 
afforded  him  of  the  properties  of  glycerine  and  litharge,  would 
hardlv  be  entitled  to  be  called  such.  We  think  the  case  clcarlv 
within  the  familiar  rule  which  makes  the  use  of  a  readily  adopted 
and  well-known  substitute  an  infringement. 

The  Evans  pump,  lined  with  molten  metal,  does  not  antedate, 
for  many  reasons.  In  the  arts  it  is  not  known  as  a  plastic  mate- 
rial. It  is  incapable  of  application  in  the  mode  described,  and 
can  not,  by  the  same  or  even  analogous  instrumentalities,  make 
true  the  machines  in  controversy. 

The  evidence  of  Overton  fails  to  show  the  use  of  a  plastic  ma- 
terial, applied  as  described  in  complainants'  patent,  in  such  mode 
as  to  avoid  the  necessity  of  boring  and  planing  iron  cases.  It 
affords  only  an  illustration  of  how  long  the  mechanical  world  will 
stand  with  all  the  elements  of  a  great  improvement  in  its  hands, 
placing  them  in  almost  the  conditions  demanded  for  its  realiza- 
tion, and  yet  stop  just  short  of  the  desired  end.  Overton  mani- 
festly did  not  know  of,  or  in  the  least  approximate  the  idea  of 
saving  the  great  labor  of  planing  cast-iron  head-plates  or  boring 
cylinders.  He  went  on  doing  both.  We  can  not  take  time  to 
criticise  his  somewhat  extraordinary  testimony.  It  must,  how- 
ever, be  understood,  and  some  of  its  literalisms  limited  by  the 
leading  fact  that  he  never  employed  the  complainants'  discover}* 
for  the  purposes  or  in  the  manner  described,  and  which  are  the 
obvious  and  best,  if  not  the  only  ones,  an  intelligent  mechanic 
would  employ  the  moment  the  idea  was  suggested.  It  might  be 
doubtful  whether  a  man  had  "the  complainants'  idea  if  there  was 
no  proof  on  the  subject  at  all ;  but  when  you  show  that  he  is  en- 
gaged in  the  very  department  of  production  where  it  is  most 
important;  see  him  with  the  means  in  his  hands  to  employ  it  if 
he  knew  how  ;  and  for  years  manufacturing  in  a  different  mode, 
with  less  accuracy  and  at  greater  expense,  then,  upon  any  prin- 
ciple of  action,  this  is  conclusive  that  this  one  man  at  least  did  not 
possess  the  idea.     Overton  placed  his  fans  so  near  the  arcs  as  to 
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render  complainants'  process  impossible.  The  most  he  could  do 
was € to  use  a  brush,  and  he  swears  he  is  sure  he  never  in  that 
mode  put  upon  his  arcs  more  than  one-eighth  of  an  inch.  It  is 
most  manifest  even  such  thickness  was  never  in  that  way  applied. 
Plumbago  and  varnish  in  such  mixture  as  to  render  smoothly 
from  a  brush  would  require  many  applications  to  assume  such  a 
thickness.  Besides,  in  crossranswer  thirty-one,  this  witness  con- 
cedes it  was  the  experimental  substances  only  he  put  on  with  a 
brush.  He  says  the  invariable  material  used  upon  all  marketed 
machines  was  plumbago  and  varnish,  and  adds :  u  It  was  the 
other  substances  I  applied  with  a  brush."  Substantially  his 
knowledge  and  use  of  plastic  materials  was  confined  to  truing 
the  abutments  and  reaping  the  accidental  benefits  by  way  of  lu- 
brication of  such  portions  as  flew  off  from  them  by  centrifugal 
motion. 

The  views  expressed  in  reference  to  the  direct  use  by  Overton 
of  plastic  material  to  true  the  cylinders  and  end-plates,  sufficiently 
answer  the  other  somewhat  closely  related  position,  that  its  use 
for  the  abutments  only  was  so  near  in  principle  as  to  constitute  a 
prior  use.  That  the  one  did  not  suggest  the  other  in  fact,  in  the 
circumstances  of  the  case,  is  considered  sufficient  evidence  that 
it  was  so  unlike  in  principle  as  not  to  antedate  the  three  first 
claims. 

The  testimony  of  Williams  very  properly  has  been  but  little 
pressed.  The  use  of  a  heated  substance  with  a  syringe  bears 
little  resemblance  to  either  the  mode  or  the  material  of  com- 
plainants. 

The  fourth  claim  is  more  difficult  of  construction,  so  as  to  in- 
clude defendant's  machines.  We  all  agree,  however,  that  an 
application  of  that  liberality  which  should  be  adopted  for  the  pro- 
tection of  what  is  believed  to  be  a  meitorious  and  useful  invention, 
one  never  before  used  and  industriously  sought  to  be  infringed 
since,  will  extend  it  to  include  what  defendant  has  done.  It 
would  not  be  difficult  to  show  he  uses  what  complainants  really 
invented — the  shortened  arcs  and  all  their  benefits.  The  labor  is 
to  bring  it  within  the  claim  which  so  prominently  speaks  of  an 
arrangement  permitting  the  removal  of  the  abutments  without 
taking  the  case  apart.  The  argument  submitted  turns  upon  what 
we  shall  include  in  this  word  "case."  The  legal  answer  to  this 
is  that  which  the  patent  by  its  words  and  necessary  implications 
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gives.  That  tells  us  the  case,  the  thing  which  it  has  discovered, 
may  be  cast  in  one  piece ;  is  to  have  its  arcs  slightly  more  than 
one-fourth  of  a  circle  ;  that  these  are  to  be  on  one  side  of  the  axis; 
and  the  head-pieces  correspondingly  shortened  and  located.  This 
is  the  device  which  mav  be  so  cast  as  to  enable  the  abutments  to 
be  removed  without  taking  apart  these  shortened  arcs  and  these 
shortened  end-plates.  Just  this  the  defendant  has  so  cast.  All 
which  he  takes  off  without  separation  is  described,  and  no  more. 

This  patent  does  not  assert  as  a  necessary  condition  that  the 
arcs  shall  be  cast  in  one  piece.  It  enumerates  among  the  benefits 
this  capacity  as  a  result  onlv  of  the  invention.  But  it  also  as  dis- 
tinctly asserts  that  "in  our  large  blowers  we  do  not  cast  the  case 
in  a  single  piece." 

It  is  not  said,  nor  do  we  think  it  implied,  that  the  small  ones 
must  be  so  made.     It  is  not  true  that  if  not  so  constructed  the 
essential  character  of  the  invention  is  omitted.     A  machine  in  all 
respects  like  the  complainants',  with  the  exception  of  a  useless 
division  of  the   shortened   arcs  by  casting   them   irl  two  pieces, 
would  be  an  infringement,  without  any  doubt  whatever.     The 
leading  idea  is  the  apparently  simple,  when  once  pointed  out,  but 
wholly  novel  and  useful,  fact,  that  a  blower  is  more  efficient  when 
its  arcs  are  but  a  little  more  than  a  quarter  of  a  circle  than  when 
made  in  the  mode  universally  employed  before  by  carrying  them 
uselesslv  down  far  below  the  axis  of  the  shaft.     Material  was  thus 
wasted  ;  the  manufacture  and  truing  of  the  interior  was  more  dif- 
ficult in  whatever  mode  it  was  done ;  the  machine  was  far  less 
effective,  and  produced  counter  currents  at  and  narrowed  the  a/r- 
feed,  and  was  less  readily  repaired  and  more  easily  got  out  of 
order.     These  benefits  are  not  necessary  to  the  support  of  the 
patent,  but  they  illustrate  its  principle ;   and  when  clearly  per- 
ceived as  resulting  from  the  invention,  impose  on  the  court  the 
duty  of  avoiding,  if  possible,  an  interpretation  which  will  hand 
them  all  over  to  an  infringer  because  he  has  cast  the  blower-case 
in  one  piece,  and  the  frame  or  standard  upon  which  it  rests  in  an- 
other.    Substantially,  and  within  the  spirit  of  the  claim;  these  are 
what  the  defendant  divides.     He  does  so  without  taking  his  case 
apart.    That  remains  intact  still,  substantially  as  complainants 
describe  it.     The  patent  declares  that  to  remove  them  the  journal- 
boxing  must  come  off.     Besides  this,  all  that  the  defendant re" 
moves  is  an  inconsiderable  portion  of  the  head-piece,  so  readily 
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and  without  a  particle  of  invention  attached  to  the  standard  as 
not  to  take  it  out  of  the  domain  of  infringement.  All  the  rest  of 
the  severed  part  is  as  independent  of  the  case  or  arcs  as  are  the 
legs  on  which  it  stands.  It  was  conceded  that  to  take  complain- 
ants' device,  with  its  shortened  arcs  and  enlarged  opening,  so  as 
to  secure  all  its  benefits,  severing  only  its  legs,  would  be  a  mani- 
fest infringement.  They  would  be  no  part  of  the  case.  If  so,  a 
•line  must  be  drawn  somewhere.  That  can  be  intelligently  done 
only  by  making  it  include  all  which  perform  any  function  ;  all 
which  may  rightfully  be  called  a  part  of  the  arcs  and  case,  as 
distinguished  from  standard  table  or  support.  Here,  what  defend- 
ant removes  performs  no  office  in  the  operation  of  blowing.  It 
is  added  solely  to  produce  a  formal  diversity.  No  additional  pis- 
tons are  added.  It  would  be  useless  to  do  so,  as  complainants' 
discovery  shows.. 

That  the  slot  arrangement  can  not  be  considered  as  indispensa- 
ble by  the  terms  of  the  specification,  would  seem  clear  from  the 
fact  that  it  declares  the  cases  are  sometimes  to  be  made  in  two 
pieces.  When  so  made,  then  such  an  arrangement  is  impossible, 
or  at  least  it  would  be  so  utterly  useless  as  not  to  be  contemplated 
by  the  patent.  This  consideration  is  quite  conclusive,  that  when 
the  fourth  claim  demands  an  arrangement  which  will  allow  the 
abutments  to  be  removed  without  taking  the  case  apart,  it  means 
such  a  taking  apart  only  as  would  divide  the  operative  parts  of  the 
machine,  leaving  such  a  separation  as  defendant  makes  within  the 
meaning  of  the  claim.  This  reading  is  necessary  in  order  to  save 
in  any  degree  that  part  of  the  pqtent  which  refers  to  making  the 
cases  in  separate  parts.  What  is  meant  when  all  is  read  together 
is  simply  this:  When  the  machines  are  small,  I  cast  case,  table 
or  standard,  and  legs  all  together.  If  large,  so  as  to  render  this 
too  cumbersome,  I  cast  them  in  two  or  more  pieces,  making  the 
division  just  as  the  defendant  has  made  his. 

We  have  carefully  read  defendant's  original  and  supplemental 
briefs,  and  see  nothing  which  modifies  these  views. 


446  SOUTHERN    DISTRICT    OF    OHIO. 

Smith  v.  Fay  &  Co. 


Hezekiah  B.  Smith 
vs. 
J.  A.  Fay  &  Co.  et  al.     In  Equity. 

Patent  for  improvement  in  mortising-machines,  granted  Hezekiah  B. 
Smith,  January  10,  1854,  construed  and  sustained. 

The  patent  held  to  be  for  the  combination  of  the  power  of  reversing  by 
friction,  with  a  stop  to  arrest  it,  as  distinguished  from  the  specific  de- 
vices. 

This  construction  does  not  make  it  a  patent  for  a  principle. 
The  idea  was  new  and  highly  beneficial,  and  deserves  liberal  protection. 
The  law  demands  no  such  strictness  as  that  insisted  upon  by  defendants, 
in  reference  to  the  employment  of  all  the  elements  of  a  combination. 

A  subordinate  device  is  not  an  element  within  the  rule  applied  to  combi- 
nation claims. 

There  are  here  but  two  elements. 

When  the  instrumentalities  described  are  used,  by  equivalent  de?ices.  op- 
erating in  the  same  general  way,  for  the  same  end,  the  patent  is  in- 
fringed. 

When  the  idea  is  once  suggested,  and  one  mode  of  utilizing  it  pointed  out, 
others  are  easily  adopted. 

The  Holly  machine  held  not  to  anticipate — first,  on  account  of  uncertainty 
as  to  what  its  principle  was;  second,  on  account  of  imperfect  organi- 
zation and  imperfect  power. 

The  maker  or  workers  of  the  Holly  machine  did  not  understand  complain- 
ant's idea. 

Holly's  ignorance  of  it  is  shown  by  the  fact  that  he,  being  a  patent-man  and 
dealer  in  machines,  did  not  secure  this  improvement  by  a  patent 

There  is  no  such  evidence  on  the  point  of  time,  as  after  twenty  years'  unin- 
terrupted use  of  a  valuable  machine,  should  be  supposed  to  antedate  it. 

The  statute  of  limitations  furnishes  the  philosophy  for  disposing  of  evi- 
dence of  anticipations  remote  in  date.  In  such  cases  a  mere  prepon- 
derance of  evidence  is  not  sufficient. 

The  presumption  arising  from  silence  is  far  stronger  than  preponderance 
in  the  number  of  witnesses. 

Uncertainty  as  to  the  character  of  the  machine  adds  greatly  to  the  demand 
for  certaintv  as  to  the  time. 

(Before  Emmons,  J.,  Southern  District  of  Ohio,  June,  1873.) 
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Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for "  improvement  in  mortising- 
machines,"  granted  to  complainant  January  10,  1854,  and  ex- 
tended seven  years  from  the  expiration  of  the  original  term. 


No.  1  (Smith). 


No.  2  (Smith). 


In  the  above  engravings,  fig.  1  represents  a  back  elevation,  and 
fig.  z  a  side  elevation,  of  the  complainant's  machine,  as  shown 
in  his  patent.  The  following  is  the  substance  of  the  specifica- 
tion, with  the  claim  : 


"The  principal  and  main  features  of  novelty  in  my  morti  sing-machine 
consist  of  a  combination  so  arranged  and  operated  (hat  the  chisel  is  re- 
versed by  power  (by  friction,  with  band  or  other  contrivance),  and  stopped 
in  the  required  position  to  finish  either  head  of  the  mortise. 

"The  stock  to  be  mortised  is  to  be  placed  upon  the  table,  which  can  be 
seen  at  B,  This  tabic  is  connected  to  the  treadle  C-by  two  rods,  W.  The 
operator,  by  placing  his  foot  on  the  treadle  C,  and  depressing  the  same, 
then  the  table  B,  together  with  the  stock  or  wood  to  be  mortised,  will  be 
raised  until  the  chisel  J  penetrates  or  is  forced  into  it  bv  the  vertical  move- 
ment of  the  piston  /  and  chisel  jf,  sufficient  to  give  the  required  depth  of 
the  mortise;  then  the  stock  or  wood  is  moved  longitudinally— by  the  hand  ■ 
or  otherwise— until  the  chisel  arrives  at  one  end  of  the  mortise;  then,  bv 
raising  or  removing  the  foot  from  the  treadle  C,  the  table  B,  together  with 
the  stock  or  wood  to  be  mortised,  is  lowered  so  that  the  chisel  is  entirely 
free  from  the  piece  being  mortised  ;  at  that  instant  the  rod  D  depresses  or 
lowers  the  out  end  of  the  arm  or  lever  E,  said  arm  being  connected  with 
the  slide  U,  the  said  slide  being  connected  with  the  said  arm,  so  that,  as 
the  outside  end  of  the  arm  is  depressed,  the  slide  U  is  raised  sufficiently 
to  disconnect  it  from  the  stop-pins  G,  attached  to  the  reversing  cylinder 
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F,  which  then  instantly  reverses  the  chisel  by  means  of  the  friction  band 
P ;  the  said  chisel  is  not  allowed  to  turn  more  than  one-half  of  a  revolu- 
tion until  the  treadle  C  is  again  depressed  and  raised  on  account  of  the 
slide  Ui  as  it  is  raised  from  the  stops  (?,  and  coming  in  contact  with  the 
tooth  V,  the  said  tooth  Fis  firmly  secured  to  the  reversing  cylinder F.  In 
the  piston  that  holds  the  chisel  there  is  a  spline  or  guide-pin.  This  spline 
guides  or  governs  the  vertical  movement  of  the  piston  and  chisel  by  fitting 
to  a  slot  in  the  reversing  cylinder.  By  this  arrangement,  the  reversing 
band  P,  and  the  reversing  cylinder  F,  governs  perfectly  the  reversing  of 
the  piston  and  chisel,,  and  also  allows  the  said  piston  and  chisel  to  move 
up  and  down  freely.  The  out  end  of  the  lever  K  is  forced  upward  by  a 
spiral  spring,  when  the  foot  of  the  operator  is  placed  on  the  treadle  C,  and 
depressed.  The  rod  /?,  by  being  connected  with  the  out  end  of  the  said 
treadle  C,  is  raised  through  the  hole  in  the  out  end  of  the  lever  E*  thereby 
lowering  the  slide  U,  thereby  stopping  the  chisel  by  the  stop-pins  G;  on 
the  reversing  cylinder  F  coming  in  contact  with  the  said  slide  U,  by 
means  of  the  ring  seen  at  A",  at  the  upper  end  of  the  piston,  the  said  piston 
is  allowed  to  revolve  freely,  and  at  the  same  time  to  move  vertically,  bv 
means  of  a  groove  being  turned  near  the  upper  end  of  the  piston,  and  a 
steady  pin  *or  spline  fitted  to  the  said  groove,  and  firmly  secured  to  the 
ring  A',  it  being  understood  that  the  said  ring  moves  only  vertically,  while 
the  piston  moves  vertically,  and  is  revolved,  or  reversed,  at  the  pleasure 
of  the  operator.  The  piston-stands  H  may  be  seen  as  attached  to  the 
frame  A  at  H. 

"  The  connecting  rod  may  be  seen  at  K,  the  crank  at  Z,,  and  the  driving- 
pulley  at  iV.  The  reversing  band  pulley  is  seen  at  O.  At  M  may  be  seen 
the  driving-shaft,  and  at  Q  may  be  seen  the  friction  rolls  to  guide  the  re- 
versing band  P.  J  have  described  the  parts  on  which  1  base  my  claim 
much  more  thoroughly  than  the  other  parts  of  my  improved  mortising- 
machine,  for  the  reason  that  the  novelty  of  my  improvement  requires  more 
explanation  than  the  other  parts  that  have  been  before  known— all  of 
which  will  be  readily  understood  by  inspection  at  the  drawings. 

"What  I  claim  as  my  invention  is  the  afore-described  combination  for 
reversing  the  chisel  by  power  applied  by  friction  (with  band  or  otherwise), 
and  stops  operated  so  as  to  stop  the  chisel,  when  reversed  in  the  manner 
essentially  as  set  forth." 

The  defendants,  in  their  answer,  make  the  following  admission : 

"These  defendants,  further  answering,  say  that  it  is  true  that  they  have 
been  and  are  extensively  engaged  in  the  manufacture  and  sale  oT  mortis- 
ing-machines at  Cincinnati,  Ohio,  but  they  deny  that  they  have  ever  made, 
used,  or  sold  any  mortising-machines  containing  the  patented  improve- 
ment, or  any  part  thereof  covered  by  the  said  patent,  or  which  the  said 
complainant  claimed,  or  had  a  right  to  claim,  as  his  invention.  They  say 
that,  in  some  of  their  mortising-machines,  the  chisel  was  reversed  by  pos- 
itive motion;  that  in  others  the  chisel  was  reversed  by  a  device  which  was 
described  and  claimed  in  letters  patent  No.  68,79,1,  granted  to  defendants, 
J.  A.  Fay  &  Co.,  as  assignees  of  John  Richards  and  William  H.  Doane, 
September  10,  1S67 ;  and  that  others  differed  from  those  made  in  accord- 
ance with  said  patent  No.  68,791,  in  the  fact  that  the  belt  did  not  slip 
upon  the  pulley  in  the  rear  of  the  standard,  when  the  chisel  was  at  rest, 
but  said  pulley  turned  freely  upon  its  axis;  but  when  the  chisel  was  per- 
mitted to  turn,  it  was  rotated  by  means  of  a  leather  washer  interposed  be- 
tween the  said  pulley  and  a  wheel  on  the  end  of  the  horizontal  shaft." 

The  accompanying  engraving  represents  the  Richards  &  Doane 
machine  in  side  elevation,  as  shown  in  their  patent  of  September 


JUNE,  1873. 


449 


Smith  v.  Fay  &  Co. 


£ 


h. 


No.  3  (Richards  &  Doane). 


10,  1867.     The  substance  of  the  following  description  is  taken 
from  their  specification : 

"In  fig. i,A  represents  the  main  column,  forming  the  support  on  which 
the  machinery  is  mounted,  with  the  side  removed  to  show  the  mechanism 
within.  B  is  the  treadle  for  operating  the  table  C.  It  is  hinged  at  Z>,  and 
is  adjustable  at  different  heights  by  means  of  the  pawl  and  ratchet  shown 
at  E,  which  determines  its  position  with  relation  to  the  pivoted  lever-piece 
■F,  and  also  regulates  the  throw  of  the  table,  which  is  moved  by  the  link 
#and  rod  /,  passing  through  stem  y,  which  is  fastened  into  the  table  C, 
and  works  in  a  slot  in  the  front  of  the  post  A.  AT  is  a  feed-roller,  of  India- 
rubber,  or  other  similar  material,  and  is  revolved  by  hand-wheel  L,  and 
bevel-gear  M,  the  roll  resting  at  the  bottom  on  the  face  of  the  match-gear 
below,  which  is  not  shown  in  the  drawing.  N  is  a  piece  of  wood  being 
mortised,  and  is  kept  down  upon  the  table-plate  O,  and  in  proper  position, 
by  means  of  the  guard  P,  which  adjusts  to  take  pieces  of  different  depths. 
The  piece  N  is  moved  by  the  friction  of  the  roll  /5T,  in  either  direction,  to 
suit  the  length  of  mortise  required.  Screw  ^  is  to  adjust  the  roll  K.  The 
main  table-support  C  is  pivoted  on  the  plate  /?,  so  as  to  form  angular  mor- 
VOL.  VI — 29 
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tises.  5  is  the  chisel-bar,  receiving  motion  from  shaft  T  by  means  of 
crank- wheel  U  and  pitman  V.  S%  is  a  shell,  carrying  the  lugs  /  /,  in  which 
the  bar  5  revolves  by  means  of  the  reversing  device  at  the  lower  bearing 
W,  consisting  of  the  gearing  A",  pulley  r,  and  belt  Z.  The  hub  of  the 
gear  a  forms  a  shell  around  the  chisel-shaft  5,  and  passes  down  through 
the  bearing  at  W,  having  a  feather  or  spline  for  revolving  the  bar  5  ' 

Judge  Emmons,  at  the  time  of  delivering  his  opinion,  had 
sketched  it  in  brief,  intending  to  elaborate  it  afterward.  The 
state  of  his  health  prevented  his  doing  so,  and  the  opinion.  a& 
given  below,  is  taken  almost  literally  from  this  sketch,  with  only 
such  insertions  of  data  and  slight  changes  in  the  phraseology  as 
were  necessary  to  make  it  intelligible,  and  could  be  made  from 
the  record,  without  in  any  way  modifying  the  force  ot  the  lan- 
guage used. 

Charles  B.  Collicu,  for  complainant. 

Fisher  dt  Duncan,  for  defendants. 

Emmons,  J. 

The  court  is  of  the  opinion  that  defendants*  machine  infringes 
complainant's  patent.     We  do  not  suppose  they  would  seriously 
deny  this  if  the  claim  is  held  to  be  for  the  combination  of  the 
power  of  reversing  by  friction,  with  a  stop  to  arrest  it,  asdistm- 
guished  from  the  specific  devices.    It  is  held  to  be  fortius.    «'*" 
any  other  construction,  the  patent  would  be  of  little  value,    it is 
so  construed  by  two  experts,  whose  testimony  in  this  particular 
is  uncontradicted.     The  court  would,  from  an  examination  of  a' 
the  devices  in  evidence  and  of  the  state  of  the  art,  reach  the  same 
conclusion.     This  construction  does  not  make  it  a  patent  for  a 
principle.     The  defendants  certainly  employ  the  idea  of  the  pa 
ent.     This  idea  was  new  and  highly  beneficial,  and  deserves  U 
eral  protection.     The  adjudications  upon  the  doctrine  of  equrw 
lents  warrant  such  protection. 

Although  the  court  can  not  follow  fully  the  precise  distinction 
taken  by  complainant,  the  law  demands  no  such  strictness  as  t 
insisted  upon  by  defendants  in  reference  to  the  employment  or  a 
the  elements  of  a  combination.     Their  error  lies  in  the  use  of 
term  "  element."     A  subordinate  device  is  not,  within  this  ru  i 
an  element.     There  are  here  but  two  elements — the  const**1  / 
acting  power  by  friction  to  effect  the  rotation,  and  the  "autotn* 
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engagement  and  disengagement  of  stops."  These  are  protected, 
so  far  as  the  instrumentalities  described  and  their  equivalents  are 
concerned,  and  when  these  are  used  by  equivalent  devices  co- 
operating in  the  same, general  way,  for  the  same  end,  the  patent 
is  infringed.  Overlooking  all  literalisms  and  dicta,  the  facts  of 
the  case,  and  what  has  been  actually  administered  in  the  cur- 
rent of  cases,  compel  the  judgment  given  on  this  point.  When 
this  idea  is  once  suggested,  and  one  mode  of  utilizing  it  pointed 
out,  others  are  easily  adopted. 

Were  it  necessary,  we  should  say  that  the  Holly  machine  did 
not  in  principle  antedate  the  patent :  first,  on  account  of  the  un- 
certainty as  to  what  its  principle  was;  and,  second,  on  account 
of  its  imperfect  organization,  want  of  success,  and  practical 
power. 

We  do  not,  in  this,  overlook  what  some  witnesses  say  about  its 
efficiency  ;  but  it  went  out  of  use.  Those  who  contrived  and 
worked  it  did  not  understand  complainant's  idea.  Holly  did  not 
understand  it  or  patent  it.  The  reason  he  assigns  for  not  patent- 
ing it  is  absurd,  in  view  of  the  law,  and  his  belief  that  he  had  in- 
vented so  valuable  a  device.  He  was  a  patent-man,  and  knew 
his  rights.  'He  was  a  dealer  in  machines,  and  would  have  se- 
cured this  improvement  if  it  had  been  his.  What  he  patented  is 
what  he  before  made,  after  he  had  perfected  it.  It  was  not  the 
device  described  by  the  witness.  Mistakes  in  this  regard  are  not 
only  probable,  but  morally  certain. 

But  we  find  no  such  evidence,  or  approach  to  such  evidence, 
on  the  mere  point  of  time,  as  after  twenty  years'  uninterrupted 
use  of  a  valuable  invention  should  be  supposed  to  antedate  it. 
The  danger  of  such  proof  generally  must  be  considered.  The 
accident  of  discovering  the  engraving  saved  complainant  from 
innocently  false  evidence,  and  is  conclusive  on  the  point  of  time. 
The  witnesses  swore  positively  on  this  point,  and  are  all  conclu- 
sively contradicted.  Westcott,  of  all  men,  ought  to  know  whether 
he  first  used  the  Holly  machine  in  1853  or  1852.  He  refers  to 
data  from  the  iron -works  books.  His  whole  evidence  is  worth 
no  more  than  theirs,  and  they,  in  the  opinion  of  the  court,  fully 
contradict  his  conclusions  from  them,  and  all  others  who  swear 
to  a  manufacture  in  185 1  and  1852.  Had  they  been  made  then, 
the  books  would  have  disclosed  it.  No  entries  on  them  before 
1854  nave  any  plausibly  certain  connection  with  such  a  machine. 
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These  books  do  show  pretty  fully  other  machines.  But  Holly 
himself,  although  literally  dating  in  1852,  is  substantially  un- 
certain. No  witness  fixes  the  time  in  a  mode,  or  bv  a  refer- 
ence  to  facts,  which  show  him  dishonest,  if  wrong.  Whenever 
a  date  or  fact  is  fixed,  the  nature  of  the  conditions  show  that  it 
might  just  as  well  have  been  afterward.  There  is  in  no  instance 
a  necessary  connection.  This  is  illustrated  by  cases  cited  by  com- 
plainant on  the  question.  The  statute  of  limitations  furnishes 
the  philosophy  for  disposing  of  such  a  case.  There  may  be  cases 
where  the  proof  is  beyond  criticism  and  without  conflict.  In  such 
cases  this  rule  does  not  apply  ;  but,  if  there  is  any  doubt,  a  mere 
preponderance  of  evidence  is  not  sufficient.  If  this  were  suffi- 
cient, the  same  rule  would  apply  as  if  recent  facts  were  in  issue. 
The  presumption  arising  from  silence,  where  there  is  so  much 
interest  to  assert,  an  occasion  to  assert  it,  and  the  party  intelli- 
gent, and  the  results  certain,  if  the  facts  warranted  it,  has  far 
more  strength  than  any  preponderance  in  number  of  witnesses 
and  literal  statements  made  by  them  in  this  case. 

Uncertainty  as  to  the  character  of  the  machine  adds  greatly  to 
the  demand  for  certainty  as  to  the  time. 

Decree  for  injunction  and  account. 


Elm  City  Company 


vs. 


George  H.  Wooster.     In  Equity. 

The  patentees  were  the  first  inventors  of  the  plaiting  attachment  men- 
tioned in  the  patent  on  which  suit  is  brought. 

Defendant  has  infringed  complainants'  right  under  their  patent. 

The  patent  is  not  void  on  the  ground  of  fraudulent  misrepresentations  in 
the  specification,  nor  upon  the  ground  that  the  patentees  were  not  the 
joint  inventors. 

An  agreement  for  the  transfer  of  the  invention,  for  the  joint  bene6tof  the 
inventors  and  those  who  will  advance  money  for  the  manufacture  or 
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,  use  of  the  machines  invented,  not  carried  into  execution,  and  unac- 
companied by  any  public  use  of  the  machine,  but  being  prospective 
in  its  character,  not  consummated  until  within  two  years  of  the  appli- 
cation, does  not  affect  the  validity  of  the  patent. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  July,  1873.) 

« 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "improvement  in  machines 
for  filling  and  crimping,"  granted  to  Chauncey  D.  Crosby  and 
Henry  Kellogg,  December  2,  1S62. 

12.  W.  Slaughton  and  C.  B.  Stoughton,  for  complainant. 

C.  A.  Seward  and  JF.  //,  Betts,  for  defendant.  • 

Woodruff,  J. 

The  testimony  in  this  case  is  very  greatly  conflicting,  or  very 
much  of  it  is  not  entitled  to  credit,  either  because,  in  my  opinion, 
the  witnesses  exaggerate  their  asserted  achievements,  erroneously 
state  the  time,  or  describe  inventions  which  did  not  in  fact  em- 
brace the  patented  invention,  or  refer  to  crude  or  imperfect  en- 
deavors to  imitate  the  magic  ruffle,  which  appears  to  have  been 
popular  at  the  time  when,  according  to  the  evidence,  many  were 
seeking  to  compete  with  those  engaged  in  its  manufacture. 

After  a  laborious  examination  of  the  evidence  my  conclusions 
are : 

First.  The  patentees  were  the  first  inventors  of  the  plaiting 
attachment  mentioned  in  the  patent  described  in  the  bill  of  com- 
plaint, and  on  which  the  suit  is  founded. 

Second.  The  defendant  has  infringed  the  rights  of  the  com- 
plainant, as  assignee  of  the  said  patent,  as  alleged  in  the  bill  of 
complaint,  by  the  use  of  a  plaiting  attachment  embracing  the 
said  patent  invention. 

Third.  The  said  patent  is  not  void  on  the  ground  that  there 
was  any  fraudulent  misrepresentation  in  the  specification  annexed 
to  the  patent.  No  such  fraudulent  misrepresentation  is  proved. 
Nor  is  the  patent  void  upon  the  ground  that  the  invention  was 
not  the  joint  invention  of  the  patentees.  The  testimony  proves 
such  joint  invention  most  clearly  and  distinctly. 

There  was  no  such  sale  of  the  patented  machine  or  apparatus 
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two  years  before  the  application  for,  a  patent  as  renders  the  patent 
void.  An  agreement  for  the  transfer  of  the  invention  for  the 
joint  benefit  of  the  inventors  and  those  who  will  advance  money 
for  the  manufacture  or  use  of  the  machines  invented,  not  carried 
into  execution,  and  unaccompanied  by  any  public  use  of  the  ma- 
chine, but  being  prospective  in  its  character,  not  consummated 
until  within  the  said  two  years,  does  not,  in  my  opinion,  affect  the 
validity  of  the  patent. 

Fourth.  I  find  no  ground  upon  which  to  hold  that  a  corporation 
created  by  the  law  of  a  state  without  the  limits  of  this  federal  ju- 
dicial district,  may  not  maintain  a  suit  here  lor  an  infringement 
of  their  rights  committed  here. 

These  conclusions  necessarily  require  a  decree  in  favor  of  the 
complainant,  according  to  the  prayer  of  the  bill. 

It  is  obvious  that  the  defendant  has  introduced  testimony  which 
was  not  admissible  as  a  defense,  relating  to  the  knowledge  and 
use  of  the  invention  by  persons  not  named  in  the  answer,  to 
some  or  all  of  which  objection  was  made  by  the  complainant  on 
the  taking  of  testimony.  I  have  not,  however,  regarded  the  ob- 
jection in  my  consideration,  because  the  briefs  submitted  do  not 
involve  a  motion  to  strike  out  such  testimony,  and  my  conclusions 
are  thercforp  founded  on  all  the  proofs. 

Let  a  decree  be  entered  for  the  complainant,  awarding  the 
relief  prayed  for. 


Francis  B.  Richardson 

vs. 
Hamilton  D.  Lockwood.     In  Eqjjity. 

A  claim  for  4<  so  forming  the  connection  between  the  bulb  and  its  flex' 

11  as 
tube  that  the  bulb  can  be  used  separately  with  a  jet-pipe,  a*  *el 

with  the  flexible  tube,  thus  adapting  the  syringe  to  all  thevano^ 
operations  for  which  it  may  be  required,  as  described,"  is  Mtiap* 
by  a  syringe  made  with  a  screw  connection,  by  which  different  s 
of  tube  could  be  attached  to  the  bulb. 
The  fact  that  the  persons  making  such  syringe,  did  not  percei^ 


or  avail 
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themselves  of  the  advantages  of  this  screw  connection  as  a  means  of 
attaching  a  jet-pipe,  will  not  save  the  subsequent  patent  from  the 
effect  of  anticipation 

Reissued  letters  patent  granted  Francis  B.  Richardson,  June  20,  1865,  for 
improvement  in  enema  syringes,  held  to  be  anticipated  by  the  David- 
son syringe. 

(Before  Lowell,  J.,  District  of  Massachusetts,  August,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  reissued  letters  patent  for  "improvement  in 
enema  syringes,"  granted  to*  complainant  June  20,  1865.  The 
original  letters  patent  were  granted  to  same  March  5,  1861.  The 
claim  of  the  reissue  is  stated  in  the  opinion  of  the  court. 

The  defendants  introduced  in  evidence  a  copy  of  the  caveat  of 
C.  H.  and  H.  E.  Davidson,  filed  in  the  Patent  Office,  January  14, 

1853- 

Henry  T.  French,  for  complainant. 
Caustin  Browne,  for  defendant. 

LrOWELL,  J. 

The  claim  of  the  plaintiff's  patent,  as  reissued,  is  uso  forming 
the  connection  between  the  bulb  and  its  flexible  tube  that  the  bulb 
can  be  used  separately  with  a  jet-pipe,  as  well  as  with  its  flexible 
tube,  thus  adapting  the  syringe  to  all  the  various  operations  for 
which  it  may  be  required,  as  described." 

This  appears  to  be  a  very  useful  feature  in  a  syringe,  and  it  has 
been  used  by  the  defendant.  The  only  question  is,  whether  it  is 
new.  The  patent  is  evidence  of  novelty,  and  there  is  little  else 
in  the  case  to  prove  it.  On  the  other  hand,  it  is  testified  by  two 
witnesses  for  the  defense  that  it  has  long  been  the  habit  of 
mechanics  to  connect  tubes  to  bulbs  by  a  screw,  which  is  the 
mode  adopted  by  the  patentee.  One  of  these  witnesses,  Mr. 
Shurtlef,  testifies  that  syringes  were  made  with  a  screw  connec- 
tion, by  which  different  sorts  of  tubes  could  be  attached  to  the 
bulb,  and  that  they  were  in  common  use  some  years  before  the 
date  of  the  complainant's  invention.  As,  however,  this  witness 
was  not  referred  to  in  the  defendant's  answer,  some  doubt  may 
be  entertained  whether  he  can  be  relied  on  to  support  it.     It  may 
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be  said  in  favor  of  admitting  the  evidence,  that  it  merely  shows 
the  state  of  the  art ;  but  we  think  it  safe  to  leave  this  piece  of 
testimony  out  of  consideration. 

Our  impression  at  the  hearing  was,  that  the  Davidson  syringe 
itself,  as  made  and  as  described  in  the  caveat,  was  an  answer  to 
the  plaintiff's  claim,  and  we  are  still  of  that  opinion.  But,  in 
order  not  to  decide  too  hastily  against  the  patent,  and  considering 
that  if  our  ultimate  opinion  should  remain  the  same,  the  delay 
would  not  be  injurious  to  either  party,  we  have  taken  time,  and 
have  carefully  examined  again  the  evidence.  We  are  satisfied 
that  the  opinion  given  upon  the  matter  of  fact  in  former  suits 
between  these  parties,  one  of  Which  was  affirmed  by  the  Supreme 
Court  in  8  Wallace,  230,  was  sound,  and  that  Davidson  did  make 
the  precise  form  of  syringe  which  he  has  always  testified  to,  or 
rather  that  the  two  Davidsons  made  it ;  and  that  form  includes 
a  connection,  by  means  of  a  screw,  between  the  bulb  and  the 
tubes. 

It  may  be  that  the  Davidsons  did  not  perceive  all  the  advan- 
tages which  this  mode  of  connection  would  give  to  a  syringe. 
In  their  caveat,  they  seem  to  consider  that  the  chief  value  of 
making  the  syringe  in  parts  is  that  it  may  be  easily  cleaned  and 
dried.  But,  if  they  made  the  syringe,  for  whatever  purpose,  in 
this  way,  it  seems  to  us  they  can  allege  that  no  one  else  is  entitled 
to  a  patent  for  making  one  in  that  way.  If,  therefore,  the  proof 
is  not  clear  and  distinct  that  this  feature  was  a  matter  of  common 
knowledge,  still  it  seems  to  have  been  known  to  the  Davidsons. 
The  identical  piece  of  metal  which  they  made  is  sworn  to,  and 
we  do  not  think  the  evidence  has  ever  been  discredited. 

Bill  dismissed,  with  costs. 
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John  W.  Masury 

vs. 

William   Anderson   and  Frederick  O.  Pierce.     In 

Equity. 

Letters  patent  granted  John  W.  Masury,  July  12,  1859,  for  an  improvement 
in  paint-cans,  etc.,  the  claim  of  which  is  "the  construction  of  a  metal- 
lic can  for  hermetically  sealing  paints  and  other  substances,  having 
attached  thereto  a  rim  or  ring  of  thin  brass  or  other  soft  metal,  in 
such  a  manner  that  the  top  or  cover  may  be  removed  by  severing  the 
said  rim  or  ring  of  brass,  or  other  soft  metal,  with  a  penknife  or  other 
sharp  instrument,  in  the  manner  and  for  the  purposes  herein  described 
and  represented,  or  its  equivalent,"  are  valid. 

The  invention  covered  by  the  claim  consists  in  placing  in  an  end  of  a  can, 
and  near  the  edge  of  the  wall  of  the  can,  a  rim  or  ring  of  thin  brass, 
or  other  soft  metal,  thus  forming  part  of  the  end  of  the  can,  and 
designed  to  be  cut  through  to  open  the  can. 

The  invention  is  not  anticipated  by  a  can  of  tin,  with  a  band  of  sheet-lead 
in  the  outer  wall  of  the  can,  thus  forming  a  part  of  the  end,  and  hav- 
ing each  of  its  two  edges  soldered  to  the  adjacent  tin. 

It  is  an  infringement  of  the  patent  to  make  a  can  with  one  end  wholly  of 
thin  tin,  which  can  be  easily  cut  at  the  outer  edge. 

The  rights  of  a  patentee  depend  upon  the  claim  of  his  patent,  properly 
construed,  and  not  upon  what  he  may  assert  or  admit  in  relation 
to  it. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  June,  1873.) 

Final  hearing  upon  pleadings  and  proofs.  t 

Suit  brought  upon  letters  patent  for  "  improvement  in  paint- 
cans,"  granted  John  W.  Masury,  July  12,  1859.  -^  su^  uPon  the 
same  patent,  Masury  v.  Tiemann,  is  reported  in  8  Blatchford, 
426 ;  also  in  4  Fisher,  524. 

The  facts  are  fully  stated  in  the  opinion. 

W.  Howard  Wait,  for  complainant. 
George  Harding,  for  defendants. 
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Blatchford,  J. 

This  suit  is  founded  upon  the  same  letters  patent  upon  which 
the  suit  of  the  same  plaintiff  against  Daniel  F.  Tiemann  and 
others  was  brought  (8  Blatchf.  C.  C.  426).  The  opinion  in  that 
case  describes  the  invention,  and  sets  out  the  specification  and 
claim.  It  also  states  at  length  the  value  and  use  of  the  patented 
can. 

In  this  suit,  the  infringement  charged  in  the  bill  is  the  same  as 
in  that  suit,  namely,  "  that  the  defendants  have  made,  and  caused 
to  be  made,  for  their  use,  cans  embodying  the  patented  invention, 
and  have  vended  paints  and  colors  put  tip  in  cans  so  constructed." 
The  defendants  are  shown  to  have  sold  cans  containing  paints 
made  liquid  with  oil,  put  up  by  them  in  such  cans. 

The  answer  in  this  suit  sets  up  the  defense  of  want  of  novelty 
in  the  invention,  as  did  the  answer  in  the  former  suit,  but  adduces, 
to  support  such  defense,  matters  not  set  up  in  that  suit.    It  avers, 
among  other  things,  that  the  plaintiff's  invention  is  described  in 
letters  patent  No.  11,892,  granted  in  England  to  Jules  Jean  13ap- 
tiste  Martin  de  Lignac,  and  dated  October  7,  1847.     In  the  speci- 
fication of  the  Lignac  patent,  which  was  enrolled  April  3,  1848, 
the  following  language  is  all  that  is  material  to  this  case:  "The 
concentrated  milk  is  then,  as  quickly  as  possible,  to  be  filled  into 
vessels  made  of  plate-tin,  or  other  suitable  material,  which  will 
allow  of  being  closed  hermetically,  and  also  allow  of  being  treated 
by  heat,  as  hereinafter  explained.     The  vessels  I  prefer  for  this 
purpose  are  cylinders,  such  as  are  shown  at  fig.  5,  and,  in  order 
that  the  upper  end  or  cover  may  be  readily  removed  by  the  sim- 
ple act  of  cutting,  I  prefer  that  lead  should  be  used  all  around, 
/.  £.,  as  is  shown  by  the  drawing.     These  vessels,  being  filled 
quite  full  with  concentrated  milk,  are  allowed  to  stand  for  twenty- 
four  hours,  when  the  vessels  are  soldered  all  around  so  as  to  her- 
metically close  them."     An  exhibit  introduced  in  evidence  oylne 
defendants,  as  being  constructed  in  accordance  with  such  descrip- 
tion, is  a  cylindrical  can,  made  of  ordinary  sheet  tin,  so^e  "vc 
inches  in  depth  and  tour  inches  in  diameter,  one  end  of  %*'nicn  /5 
composed  of  a  circular-shaped  piece  of  tin,  formed  with  ^  "anSe 
something  less  than  a  quarter  of  an  inch  deep,  turned  <3own  a 
the  outer  circumference  of  such  end.     The  lower  end  £»  suc 
flange  is  connected  with  the  outer  wall  or  side  of  the  c^n  ^ a 
band  of  sheet-lead,  a  little  over  one-half  of  an  inch  wider* enC1* 
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cling  the  circumference  of  the  can,  the  lower  part  of  the  band 
being  soldered  to  the  top  of  the  wall  or  side  of  the  can,  and  the 
upper  part  of  the  band  being  soldered  to  the  lower  edge  of  such 
flange,  so  as  to  leave  a  width  of  lead  of  about  one-quarter  of  an 
inch,  between  the  upper  edge  of  the  wall  or  side  of  the  can  and 
the  lower  edge  of  the  flange,  and  to  allow  the  lead  to  be  pene- 
trated and  cut  in  such  width  around  the  circumference  of  the  can, 
and  thus  the  top  or  end  of  the  can  to  be  separated  from  the  body 
of  the  can. 

This  arrangement  differs  from  the  plaintiff's  invention.  The 
latter  consists  in  placing  in  one  end  of  the  can,  and  adjacent  to 
the  edge  of  the  side  or  wall  of  the  can,  a  rim  or  ring  of  thin 
brass  or  other  soft  metal,  such  rim  or  ring  thus  forming  part  of 
the  end  of  the  can.  It  is  shown  by  the  evidence  that  lead  is  a 
much  more  difficult  metal  to  sofder  than  thin  brass,  owing  to  the 
fact  that  especial  preparation  is  required  in  order  to  enable  the 
solder  to  adhere  to  the  lead,  and  that  the  lead  is  liable  to  melt 
when  the  soldering  iron  is  brought  in  contact  with  it,  in  the  pro- 
cess of  soldering ;  and  that,  for  these  reasons,  it  would  take  a 
workman  a  much  longer  time  to  manufacture  a  given. number  of 
cans  constructed  according  to  the  Lignac  specification,  with  a  lead 
band,  than  it  would  to  make  the  same  number  of  cans  constructed 
in  the  same  form,  but  with  a  brass  band  in  the  place  of  one  of 
lead.  It  is  also  shown  that  the  use  of  thin  brass,  instead  of  lead, 
in  such  form  of  can,  admits  of  a  neater  and  more  perfect  finish. 
Independently  of  this,  the  testimony  shows  that  the  plaintiff's  can 
presents  several  advantages  over  the  Lignac  can  :  1 .  The  plaintiff's 
can,  in  the  size  and  number  of  pieces  of  which  it  is  composed, 
and  in  the  labor  of  preparing  them  and  putting  them  into  the 
form  of,  and  securing  them  together  as  a  can,  does  not  differ  mate- 
rially from  the  simplest  form  of  can  used  ;  while,  in  the  Lignac 
can,  the  band  of  lead  constitutes  a  separate  and  additional  piece, 
requiring  additional  labor  in  preparing  it  and  inserting  it  in  the 
can,  and  the  seams  can  not  be  soldered  by  machinery,  as  in  the 
plaintiff's  can.  2.  In  the  plaintiff's  can,  the  force  necessary  to 
cut  the  metal  in  the  end  of  the  can  can  be  applied  in  an  oblique 
or  vertical  direction,  and  is  not  required  to  be  applied  laterally, 
as  in  the  Lignac  can.  The  former  mode  of  cutting  affords  a 
freer  passage  to  the  knife,  for  the  reason  that  it  causes  the  lips  of 
the  opening  to  spread  in  different  directions ;  while,  in  cutting 


460  SOUTHERN    DISTRICT   OF   NEW   YORK. 


Masury  v.  Anderson. 


the  lead  band  in  the  Lignac  can,  by  lateral  pressure,  both  lips  of 
the  opening  are  forced  inward,  and  they,  in  turn,  bind  upon  and 
obstruct  the  passage  of  the  knife-blade,  so  as  to  render  the  process 
of  cutting  more  difficult.  3.  Cutting  one  end  with  the  can  stand- 
ing on  the  other  end,  permits  the  can  to  be  filled  to  its  entire  ca- 
pacity ;  while,  in  the  case  of  the  Lignac  can,  if  it  be  -filled  above 
the  center  line  of  the  inserted  band,  the  contents  will  run  out  in 
the  process  of  cutting  through  the  band.  If  the  Lignac  can  be 
an  improvement  on  the  ordinary  hermetically  sealed  can,  these 
advantages  made  the  plaintiff's  can  a  material  improvement  on 
the  Lignac  can,  and  the  advantages  thus  shown  to  result  from 
changing  the  position  of  the  soft  or  thin  metal  from  the  side  tot 
the  end  are  sufficient,  in  my  opinion,  to  sustain  the  patent,  as 
against  the  Lignac  can. 

The  defendants  prove  that  the  plaintiff  has  made  cans  in  the 
form  of  the  Lignac  can,  but  having,  in  place  of  the  band  of  lead, 
a  band  of  brass,  and  that  he  placed  on  such  cans  labels  claiming 
them  to  be  within  his  patent.  It  is  urged  that,  by  reason  of  this, 
the  plaintiff  is  estopped  from  denying  that  the  Lignac  can  is  the 
equivalent  of  his  invention:  But  this  view  is  not  tenable.  The 
»  rights  of  the  plaintiff  depend  upon  the  claim  in  his  patent,  ac- 
cording to  its  proper  construction,  and  not  upon  what  he  may 
erroneously  suppose  it  covers.  If  at  one  time  he  insists  on  too 
much,  and  at  another  on  too  little,  he  does  not  thereby  work  any 
prejudice  to  the  rights  actually  secured  to  him. 

The  evidence  shows  that  a  can  constructed  according  to  the 
Lignac  patent  does  not  accomplish  the  end  sought  by  it,  and  is 
not  a  can  which  can  be  easily  opened ;  and  that,  even  when  the 
plaintiff  substituted  in  it  a  brass  band  for  one  of  lead,  his  custom- 
ers who  used  it  found  it  more  convenient  to  open  the  can  by  cut- 
ting out  the  hard  top  by  the  use  of  a  hammer  and  a  knife,  than  to 
do  so  by  cutting  through  the  brass  band.  Although  the  inventor 
of  the  Lignac  can  had  the  general  idea  of  enabling  a  can  to  he 
opened  by  cutting  more  easily  through  a  softer  or  a  thinner  metal, 
he  .did  not  embody  his  idea  in  a  form  which  was  practically  of  any 
substantial  utility,  and  the  means  he  adopted  were  substantially 
different  from  those  adopted  by  the  plaintiff. 

The  defendants  also  introduce  in  evidence,  on  the  question  of 
novelty,  a  can  made  wholly  of  taggers'  iron — that  is,  sheet-iron 
rolled  so  thin  as  to  be  easily  cut  by  a  pocket-knife — and  claim  that 
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similar  cans  had  been  used  by  the  Pennsylvania  Salt  Manufactur- 
ing Company,  for  putting  up  caustic  alkali,  for  some  years  prior 
to  the  date  of  the  plaintifPs  patent.  These  cans  were  filled  by 
pouring  in  the  alkali  in  a  molten  state,  and  it  solidified  on  becom- 
ing cold.  The  only  reason  given  for  using  taggers'  iron  by  the 
witnesses  who  testify  to  the  use  of  cans  are  that,  when  tin  was 
used,  the  heat  the  cans  were  subjected  to  caused  the  tin  to  melt, 
and  that  iron  was  less  expensive  than  tin.  It  also  appears  that, 
previously  to  July,  1857,  while  taggers'  iron  was  used  for  the 
sides,  sheet-tin  was  used  for  the  bottom  and  top,  showing  that  the 
original  use  of  taggers'  iron  was  with  no  purpose  to  facilitate  the 
opening  of  the  cans.  One  witness  testifies  that  the  company  put 
up  the  alkali  in  broken  pieces,  in  cans  made  wholly  of  taggers' 
iron,  but  he  does  not  state  that  they  did  so  previously  to  the  date 
of  the  plaintiff's  patent,  or  that  he  knew  of  its  being  put  up  in 
that  condition,  in  such  cans,  prior  to  such  date. 

The  defendants,  at  the  hearing,  asked  leave  to  put  in  further 
proof  on  the  question  whether  the  taggers'  iron  was  used  with  a 
design  to  facilitate  the  opening  of*  the  cans,  and  on  the  question 
whether  it  was  practicable  to  open  the  cans,  when  rilled  with  the 
alkali,  by  cutting  out  the  top.  Leave  was  given  to  both  parties 
to  put  in  further  proofs  on  those  points.  The  defendants,  how- 
ever, failed  to  avail  themselves  of  the  leave  so  granted  ;  but  the 
plaintiff  has  furnished  evidence  which  conclusively  puts  to  rest 
all  pretensions  in  favor  of  such  can.  He  has  produced  in  evi- 
dence sheet-iron  cans  containing  caustic  alkali,  of  the  manufac- 
ture of  said  company,  the  same  being  put  up  by  said  company  in 
such  cans  and  sold  by  it,  together  with  the  circulars  in  which  the 
cans  were  enveloped  when  sold.  These  cans  are  made  of  sheet- 
iron,  not  capable  of  being  easily  cut  with  a  knife  ;  and  their  con- 
tents consist  of  a  solid  mass  of  alkali,  apparently  conforming  in 
shape  to  the  capacity  of  the  can.  But  the  circular  furnishes  con- 
clusive evidence  against  the  claim  set  up  in  behalf  of  this  can,  in 
the  direction  it  gives  for  opening  the  can,  which  directions  are  in 
these  words :  "  Break  up  one  box'  of  the  saponifier  into  frag- 
ments, by  striking  upon  the  sides  of  the  box."  And  again  : 
"Knock  off  either  end  of  a  pound  box  of  concentrated  lye." 
Moreover,  on  the  whole  testimony,  it  is  doubtful  whether  the  tag- 
gers' iron  actually  used  by  the  company  before  the  date  of  the 
plaintiff's  invention  was  so  thin  as  to  be  capable  of  being  cut  to 
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facilitate  the  opening  of  the  can.  It  is,  therefore,  not  shuwn  that 
the  use  of  taggers'  iron  in  the  manufacture  of  such  cans  by  said 
company  was  a  prior  use  of  the  plaintiff's  invention. 

The  defendants  admit*  by  stipulation,  that  they  have  made  and 
used,  for  putting  up  paints  and  colors,  and  vending  paints  and 
colors  put  up  therein,  "cans  with  one  end  made  wholly  of  thin 
tin,  which  can  be  easily  cut  at  the  outer  edge  of  such  end."  The 
plaintiff  claims  such  can  to  be  an  infringement  of  his  patent.  In 
the  view  I  take  of  the  patent,  if  one  end  of  the  can  is  made 
wholly  of  thin  tin,  and  thereby  the  location  of  the  thin  or  soft 
metal  in  such  end  is  secured  at  the  only  part  of  the  end  where,  by 
the  patent,  it  is  required  to  be,  or  where  it  is  essential  it  should 
be — namely,  at  the  part  of  the  end  nearest  its  outer  edge— it  is 
not  material  whether  the  metal  in  the  other  parts  of  the  end  be 
thick  or  thin,  so  far  as  the  plaintiff's  invention  is  concerned.  The 
use  of  a  plain  end  of  thin  metal  secures  what  the  patent  is  de- 
signed td  accomplish,  and  in  the  mode  specified  in  it,  by  enabling 
the  end  to  be  removed  by  cutting  it  out  near  its  outer  edge  with  a 
knife,  while  the  body  of  the  can  may  be  made  of  thicker  metal, 
and  thus  strong,  and  the  -thinness  of  the  metal  left  thin,  to  be 
cut,  does  not  interfere  with  the  safe  handling  and  transportation 
of  the  can. 

There  must  be  a  decree  for  the  plaintiff,  for  a  perpetual  injunc- 
tion, and  an  account  of  profits,  with  costs. 


John  Kendrick 


vs. 


Thomas  Emmons.     In  Equity. 

A  machine  constructed  in  accordance  with  the  English  patent  isSue<^  *° 
James  Ellis  and  Joseph  Sladden,  July  12,  1864,  is,  as  a  whole »  not  8U^" 
stantially  the  same  as  the  Winsor  machine. 

The  bifurcated  plate  in  the  English  patent,  as  well  as  the  two  **°ds  sub- 
stituted for  it  and  performing  the  same  office,  accomplishes  in  substan- 
tially the  same  manner,  and  for  substantially  the  same  purpose?  what 
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is  accomplished  by  the  fingers  operating  in  the  Winsor  machine  to 
gauge  the  size  of  the  eye. 

The  device  in  the  English  patent,  which  is  described  as  a  fork,  bifurcated 
plate,  or  retainer,  is  an  infringement  of  the  third  claim  of  the  Winsor 
p  1  tent. 

As  this  device  in  the  English  machine  is  used  in  combination  with  mechan- 
ism which  operates  to  tighten  or  draw  up  the  twine,  out  of  which  the 
next  heddle  is  formed,  the  fourth  claim  of  complainant's  patent  is  in- 
fringed. 


'©* 


(Before  Shepley,  J  ,  District  of  Massachusetts,  August,  1873) 

Motion  for  provisional  injunction. 

Suit  brought  upon  reissued  letters  patent  for  u. improvement  in 

machines  for  making  weavers'  harnesses,"  granted  February  11, 

1873.     The  original  patent  was  granted   to  Joseph  S.  Winsor> 

January  2,  1855,  and  extended  seven  years  from  the  expiration  of 

the  original  term. 

The  material  facts  and  issues  are  sufficiently  stated  in  the  opin- 
ion of  the  court. 

JB.  jp.  Thurston  and   IV.  W.  Swan^  for  complainant. 

A.  K.  P.  yoy^  for  defendant. 

Shepley,  J. 

This  is  a  motion  for  a  preliminary  injunction  by  the  assignee 
of  the  reissued  patent  No.  5,282,  dated  February  11,  1873,  for  an 
improvement  in  machines  for  making  weavers'  harnesses,  the  in- 
vention of  Joseph  S.  Winsor,  of  Providence.  The  defendants  use 
machines  constructed  substantially  in  accordance  with  the  En- 
glish patent  granted  to  James  Ellis  and  Joseph  Sladden,  July  12, 
1S64,  dated  January  15,  1864,  and  numbered  117,  for  the  year 
1S64.  The  original  Winsor  patent  was  dated  January  2,  1855  ; 
extended  for  seven  years,  and  reissued,  as  above  stated,  in  1873, 

Infringement  is  claimed  of  the  third,  fourth,  and  eighth  claims 
of  the  reissued  patent.  The  two  machines  are  each  marvels  of 
mechanical  ingenuity  and  invention.  As  a  whole,  the  English 
machine  is  clearly  not  substantially  the  same  as  the  Winsor  ma- 
chine, in  construction  or  mode  of  operation.  The  harness  pro- 
duced by  the  English  machine  is,  as  a  whole,  a  substantially 
different  manufacture  from  that  produced  by  the  Winsor  machine. 
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But  in  the  Winsor  machine  there  is  described  a  device  called 
fingers,  which  are  located  between  the  side-bands  to  which  the 
heddles  are  attached,  the  office  of  the  fingers  being  to  gauge  the 
size  of  the  eye  or  loop  of  the  harness.  These  fingers  are  two 
pointed  rods  of  metal,  around  each  of  which  a  half-knot  is  tied, 
and  the  size  of  the  eye  or  loop  is  determined  by  the  distance  by 
which  the  fingers  are  separated  from  each  other.  The  bifurcated 
plate  in  the  English  patent,  as  well  as  the  two  rods  substituted 
for  it,  and  performing  the  same  office  as  the  bifurcated  plate, 
accomplishes  in  substantially  the  same  manner  and  for  substan- 
tially the  same  purpose  what  is  accomplished  by  the  fingers 
operating  in  the  Winsor  machine  to  gauge  the  sizfc  of  the  eye. 
As  described  in  the  English  patent,  this  "fork  then  drops  in 
betwixt  the  yarn  on  each  side  of  the  noose,  and  which  sets  and 
holds  the  noose  to  its  proper  size  and  position,  until  the  yarn  is 
again  drawn  out  to  the  lappers  "  And  in  another  place  in  the 
patent,  reference  is  made  to  "a  noose  which  the  fork  takes  hold 
of,  and  retains  it  until  another  draw-out  of  the  yarn  is  effected, 
and  another  noose  is  formed  in  like  manner,  and  so  on.w 

The  two  machines  were  operated  in  the  presence  of  the  court, 
and  from  inspection  of  the  respective  machines  in  operation,  the 
court  is  of  opinion  that  the  device  in  the  English  patent,  which 
is,  described  as  a  fork,  bifurcated  plate,  or  retainer,  is  an  infringe- 
ment of  the  third  claim  in  the  Wmsor  patent,  which  claims  "the 
fingers  located  between  the  sidebands  and  operating  to  gauge 
the  size  of  the  eye."  As  this  device  in  the  English  machine  is 
used  in  combination  with  mechanism  which  operates  to  tighten 
or  draw  up  the  twine,  out  of  which  the  netft  heddle  is  formed, 
the  fourth  claim  of  the  reissued  patent  is  also  infringed. 

Injunction  to  issue,  unless  defendant  will  give  bond  to  account 
for  such  profits  and  damages  as  may  be  ascertained  by  final  decree, 
and  render  into  court  the  usual  account  of  manufacture  and  sales. 


i 
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Thomas  J.  W.  Robertson 

vs. 

■ 

Benjamin  B.  Hill.     In  Equity. 

When  the  validity  of  a  patent  has  been  fully  established  in  prior  cases,  on 
a  motion  for  a  preliminary  injunction,  the  court  will  seldom  hear  any 
evidence  except  on  the  question  of  infringement. 

Under  such  circumstances,  the  party,  by  the  established  rules  of  equity,  is 
entitled,  as  a  matter  of  course,  to  a  preliminary  injunction,  without  a 
trial  at  law. 

This  is  especially  true  when  the  party  defendant  was  interested  in  the  de- 
fense of  the  prior  cases. 

It  is  the  established  rule  of  court,  in  such  a  case,  on  a  motion  for  injunc- 
tion, to  consider  only  the  question  of  infringement. 

When  a  party  has  patented  a  combination,  and  the  combination  turns  out 
to  be  useless,  and  another  party  adds  to  the  combination  another  ele- 
ment, and  thereby  makes  the  whole  practically  useful,  the  party  who 
adds  this  last  element  is  not  an  infringer,  and  he  is  entitled  to  use,  not 
merely  his  improvements — requiring  first  a  license  to  use  the  former 
combination — but  he  may  use  the  whole  of  it. 

Complainant  having  patented  the  combination  of  a  handle  and  a  series  of 
printing-wheels,  for  printing  dates,  with  a  fixed  type  form,  and  print- 

1 

ing-die,  for  dating  purposes,  and  the  use  of  a  ribbon  as  an  inking  de- 
vice being  old  in  other  combinations,  defendant  is  not  entitled  to  use 
complaipant's  combination  in  connection  with  this  inking  device,  as 
complainant  was  himself  entitled,  in  the  use  of  his  combination,  to 
avail  himself  of  any  device  well  known  at  the  date  of  his  patent. 

(Before  Shepley,  J.,  District  of  Massachusetts,  August,  1873.) 

Motion  for  preliminary  injunction. 

Suit  brought  on  letters  patent  for  u  improvement  in  hand- 
stamps,"  granted  to. Thomas  J.  W.  Robertson,  September  22, 
1 85 1  ;  extended  and  reissued.December  12,  1871. 

The  claims  of  the  patent  were — 

"1.  In  combination  with  a  handle  and  a  series  of  printing-wheels,  or 
their  equivalents,  for  printing  dates,  a  fixed  type  form  or  printing-die,  for 
dating  purposes,  substantially  as  described. 
VOL.  VI — 30 
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','  2.  A  hand-stamp,  having  a  permanent  inscription,  form,  or  die,  pro- 
vided with  an  aperture,  through  which  the  type- wheels  work,  when  so  ar- 
ranged that  the  said  type-wheels  may  be  turned  for  changing  the  dites 
without  shifting  the  fixed  form  or  die,  substantially  as  specified. 

"3.  A  hand-stamp,  having  a  series  of  type- wheels,  provided  with  boles, 
to  receive  a  locking-pin,  E,  substantially  as  specified." 


The  claims,  with  the  engravings,  show  fully  the  nature  of  the 
invention. 

The  patent  had  been  previously  sustained  in  the  cases  of  Rob- 
ertson v.  Secombe  Manufacturing  Co.,  ante,  p.  26S,  and  JW- 
ertson  v.  Garrett,  ante,  p.  z?S,  where  will  be  found  a  more 
extended  description  of  the  invention. 

The  motion  was  resisted  on  the  ground  that  the  invention  was 
anticipated  by  a  large  number  of  English  and  French  patents. 
and  because  the  invention,  as  patented,  was  lacking  in  n™!^ 
from  the  absence  of  any  suitable  device  for  inking  the  fa«  of  the 
stamp ;  and  that  the  defendant,  having  combined  the  complain- 
ant's combination  with  an  inking  device,  which,  made  the  whole 
combination  useful,  could  not  properly  be  held  as  an  infringe 

Frederic  H.  Belts,  for  complainant. 


s  B.  Robb,  for  defendant. 
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Shepley,  J. 

This  is  a  motion  for  a  preliminary  injunction.  In  this  case, 
the  patent  has  frequently  been  made  the  subject  of  legal  investi- 
gation. 

^The  validity  of  the  patent  has  been  established  and  confirmed 
in  at  least  three  cases,  and  under  such  circumstances,  on  a  motion 
for  a  preliminary  injunctioh,  the  court  very  seldom  hears  any 
evidence,  except  on  the  question  of  infringement.  Under  such 
circumstances,  the  party,  by  the  established  rules  of  equity,  is 
entitled,  as  a  matter  of  course,  to  the  preliminary  injunction 
without  a  trial  at  law  and  without  further  trial  of  the  cause, 
especially  in  a  case  like  this,  where  the  party  defendant  in  the 
cause  was  interested  in  the  defense  of  the  suit,  and  had  full 
opportunity  to  test  the  question.   p 

Ordinarily,  therefore,  in  such  a  case,  the  court,  on  a  motion  for 
a  preliminary  injunction,  considers  only  the  question  of  infringe- 
ment, and  that  is  the  established  rule  of  the  court. 

In  this  case,  however,  the  court  has  considered,  with  as  much 
care  as  the  time  would  allow,  one  question  which  has  been  raised 
by  the  counsel  for  the  defendant,  and  which  may  properly  be 
considered  under  the  question  of  infringement.  It  is  contended 
by  the  defendant  that  when  a  party  has  patented  a  combination, 
and  that  combination  turns  out  to  be  useless,  of  no  practical  util- 
ity, and  another  party  adds  to  that  combination  another  element, 
and  thereby  mnkes  the  whole  practically  useful  where  there  was 
no  utility  before,  the  party  who  thus  adds  another  element  to  the  1 

combination,  which  was  necessary  to  make  the  prior  combination  J 

of  any  practical  utility,  is  not  an  infringer,  and  that  he  is  not  / 

entitled  merely  to  use  his  improvements,  requiring  first  a  license         / 
to  use  the  former  combination,  but  that  he  may  use  the  whole  of      J 
it ;  and  that  view  of  the  law  is  undoubtedly  correct.    ^ 

In  that  view  of  the  law,  it  is  contended  that  there  is  no  infringe- 
ment in  this  case,  and  it  is  with  a  view  to  the  question  of  infringe- 
ment only  that  the  court  has  considered  it,  not  deeming  it  necessary 
to  go  into  any  consideration  of  the  question  of  novelty,  or  enter- 
tain or  express  any  opinion  on  that  question  until  the  final  hearing 
of  the  cause. 

But  considering  that  the  right  of  the  party  depends  upon  the 
validity' of  the  patent,  and  the  fact  that  that  question  has  been 
adjudicated  so  many  times,  it  is  not  the  intention  of  the  court,  in 


468  DISTRICT    OF    MASSACHUSETTS. 


Robertson  v.  Hill. 


any  case,  upon  a  motion  for  a  preliminary  injunction,  to  express 
any  further  opinion  upon  the  questions  involved  in  the  case,  ex- 
cept such  as  are  absolutely  jiecessary  to  the  decision  of  the 
,  question  of  infringement  on  the  motion  for  a  preliminary  injunc- 
tion. 

But  on  an  examination  of  the  patent,  the  court,  while  it  believes 
that  view  of  the  law  to  be  correct,  can  not  conceive  it  to  be  appli- 
cable to  the  present  case. 

It  is  contended  by  the  defendant  in  this  case  that  the  combina- 
tion of  the  plaintiff,  which  was  the  combination  of  a  handle  and 
a  series  of  printing-wheels,  or  their  equivalents,  for  printing  dates 
with  a  fixed  type  form  or  printing-die  for  dating  purposes,  sub- 
stantially as  described,  had  no.  practical  utility,  because  without 
the  inking  ribbon  or  device  which  the  defendant  has  added,  it 
was  of  no  practical  use  ;  that  the  wheels  would  clog  by  the  ink; 
and  it  was  of  no  practical  use,  and  did  not  come  into  use,  until 
the  ribbon  as  an  inking  device  was  added  to  it  by  the  defendant 

But  it  does  not  appear  that  Robertson,  the  patentee,  here,  has 
stated  in  his  patent  any  combination  with  any  inking  device,  but 
has  stated  that  his  combination  could  be  used  with  anv  suitable 
inking  device. 

An  inking  device  formed  no  part  of  his  combination,  but  it 
could  be  used,  he  says,  with  any  suitable  inking  device.  Now, 
the  testimony  in  the  case  shows  very  clearly  that  the  ribbon  was 
an  inking  device,  which  was  known  prior  to  the  date  of  this  pat- 
ent— was  known  and  in  use,  and  described  in  patents  prior  to  the 
date  of  this  patent.  It  was,  therefore,  one  of  the  inking  devices 
which  the  complainant  had  a  right  to  use,  and  which  he  is  to  be 
considered,  in  the  eye  of  the  law,  as  having  referred  to  as  a  suita- 
ble inking  device  in  his  patent. 

Therefore,  although  it  should  be  proved  to  be  true,  that  if  the 
plaintiff's  combination  were  used  with  a  common  inking-pad,  or 
by  applying  printers'  ink  with  rollers  in  the  usual  way,  it  would 
so  clog  and  interfere  with  the  turning  of  the  wheels  that  it  would 
not  be  a  practically  useful  device ;  still  he  was  open  to  use  the 
ribbon  as  a  roller,  which  had  been  known  and  used  as  an  inking 
device  prior  to  the  date  of  the  patent. 

The  conclusion  of  the  court,  therefore,  is,  that  under  the  pres- 
ent state  of  the  proof,  in  view  of  the  prior  decisions  in  the  case, 
the  injunction  must  go,  as  prayed  for. 
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William   Smith 

vs. 

M.  J.  O'Connor.     In  Equity, 


William  Smith 

vs. 

J.  K.  Prior.     In  Equity. 

Patent  of  August  2,  1870,  to  William  Smith,  for  water-closet  receiver,  con- 

.  strued  and  sustained. 

« 

Where  the  claim  is  for  "  a  receiver  for  pan  water-closets,  formed  and  con- 
structed so  that  the  side  A,  D,  into  which  the  pan  C  swings  for  empty- 
ing, will  conform  to  the  shape  of  the  pan,  and  avoid  the  waste  space 
behind  the  pan,  as  in  ordinary  or  common  receivers,  substantially  as 
and  for  the  purpose  set  forth,"  and  the  specification  and  drawing  spe- 
cifically describe  and  exhibit  the  manner  in  which  this  conformity  is 
produced  and  the  object  to  be  accomplished  by  the  invention  :  Held, 
that  the  claim  is  not  merely  for  conformity,  but  conformity  attained 
by  the  particular  means  which  are  set  out  in  the  specification  and 
shown  in  the  drawing. 

All  definitions  must  presuppose  some  knowledge  of  the  subject-matter,  or 
knowledge  of  the  matter  referred  to,  in  giving  the  definition,  and  ref- 
erence is  made  to  the  state  of  the  art  as  it  before  existed. 

The  fact  that  the  patented  article  supersedes  all  others  is  very  strong  evi- 
dence that  there  is  some  useful  result  attained. 

The  fact  that  the  defendants  are  contesting  the  patent  is  evidence  in  the 
same  direction. 

Where  defendants  had  made  some  progress  toward  making  a  model  simi- 
lar to  plaintiff's  patent,  before  the  patentee,  but  did  not  reduce  it  to  a 
practical  working  machine  until  after  the  patentee :  Held,  that  with 
the  defendants  it  was  merely  an  undeveloped  idea,  and  did  not  invali- 
date plaintiff's  patent. 

The  Culpin  patent,  in  England,  was  a  very  different  working  machine 
from  plaintiff's,  and  not  an  anticipation. 
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Where  patentee's  first  application  was  rejected,  and  afterward  a  second 
made  and  granted  for  the  same  invention,  though  differently  claimed: 
Held,  that  the  different  applications  connect  themselves  together  so 
far  as  to  protect  the  patent  against  the  effect  of  sales  made  more  than 
two  years  before  the  second  application,  but  less  than  two  years  before 
the  first- 

In  fixing  damages,  the  prices  which  the  plaintiff  sold  at  before  defendants 
came  into  the  market  as  competitors,  together  with  the  reduction  of 
prices  caused  by  competition,  taken  into  consideration. 

(Before  Sawyer,  J.,  District  of  California,  September,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "  improvement  in  water- 
closet  receivers,"  issued  to  William  Smith,  August  2,  1870.  The 
claim  and  material  parts  of  the  specification  are  recited  in  the 
opinion.  * 


No.  z. 


No.  2. 


In  the  above  engravings,  fig.  1  represents  a  front  view  of  com- 
plainant's device,  as  shown  in  his  patent.  Fig.  2  represents  a 
vertical  section  of  the  same.  These  are  referred  to  and  described 
by  letters  of  reference  in  the  portions  of  the  specification  quoted 
by  the  court. 

M.  A.  Wheaton,  for  complainant. 


Alfred  Rix,  for  defendant. 

Sawyer,  J.,  delivered  an  oral  decision  substantially  ts  follows: 
I  have  had  some  difficulty  in  reaching  a  satisfactory  conclusion 
in  these  cases,  and  in  rendering  my  decision,  I  shall  very  bneflj 
mention  some  of  the  principal  points  involved. 
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One  of  the  main  points  relied  on  by  defendants  is,  that  the 
specifications  in  the  patent  are  insufficient  to  cover  the  claim  of 
the  plaintiff  as  now  presented.  It  is  insisted  that  the  patent  is 
for  mere  conformity,  not  for  the  form  of  the  vessel — the  change 
in  the  construction  of  the  receiver  of  the  water-closet.  The  lan- 
guage literally  construed,  and  the  claim  taken  by  itself,  might, 
perhaps,  look  so ;  but,  after  considering  the  entire  specifications 
and  allegations,  I  think  that  that  position  is  not  tenable.  It 
might,  it  is  true,  have  been  much  better  expressed,  and  it  proba- 
bly would  be  better  expressed,  if  the  parties  were  to  draw  the 
specifications  after  this  criticism.  I  recollect  trying  but  few  cases 
where  similar  objections  have  not  befen  made  to  the  patent,  show- 
ing the  difficulty  of  making  specifications  which  shall  cover  ex-, 
actly  what  the  party  designs  they  shall  cover,  and  no  more,  so  as 
to  render  the  patent  freedom  criticism  in  that  respect. 

Now,  in  the  description  here,  it  is  said :  "  The  nature  of  my 
said  invention  consists  in  constructing  the  receivers  of  water- 
closets  so  that  I  am  able  to  make  the  side  where  the  pan.  is  hung 
correspond  to  the  shape  of  the  pan,  and  thereby  save  the  waste 
space  which  is  left  behind  the  pan  in  ordinary  or  common  receiv- 
ers. Heretofore  the  receivers  or  containers  of  pan-closets  have 
been  constructed  with  an  oval,  bowl-shaped  hopper,  with  a  cover- 
ing-plate, having  an  enlargement  on  one  side,  into  which  the  pan 
swings  when  emptying.  This  construction  forms  a  large  space 
inside  the  receiver,  behind  the  pan,  which  is  not  utilized,  but,  on 
the  contrary,  is  detrimental  to  the  closet,  in  allowing  obstructions 
to  collect  and  impede  the  working  of  the  pan." 

Then  there  is  a  drawing  given  of  the  receiver,  as  he  claims  his 
receiver  to  be,  specifying  each  particular  point,  and  among  others 
he  says :  u  AA  represent  the  two  parts  of  the  receiver  bolted 
together,  with  the  pan  hanging  in  it  as  open.  It  will  be  noticed 
that  there  is  no  waste  space  behind  the  pan,  but  that  the  receiver 
conforms  to'  its  shape,"  going  on  and  giving  the  particular  de- 
scription of  each  part  of  the  instrument.  And  he  further  says : 
u  By  this  mode  of  construction,  I  am  able  to  make  a  much  more 
perfect  article  in  form." 

Then  he  claims  "  a  receiver  for  pan  water-closets,  formed  and 
constructed  so  that  the  side  A,  D,  into  which  the  pan  C  swings 
for  emptying,  will  conform  to  the  shape  of  the  pan,  and  avoid 
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the  waste  space  behind  the  pan,  as  in  ordinary  or  common  receiv- 
ers, substantially  as  and  for  the  purpose  set  forth." 

Now,  it  is  true  that  he  claims  conformity  there ;  but  that  con- 
formity is  produced  in  the  manner  which  he  before  described, 
wherein  he  gives  a  drawing,  and  gives  each  specific  portion,  and 
states  the  objects  to  be  accomplished  by  his  invention. 

And  then  this  space  is  to  be  saved  substantially  as  and  for  the 
purposes  indicated  ;  that  is  to  say,  by  the  means  of  the  instru- 
ment in  the  form  and  containing  the  parts  before  particularly 
described. 

I  think,  therefore,  it  is  a  claim  not  merely  for  conformity,  but 
conformity  attained  by  the  particular  means  which  are  here  in 
the  specifications  set  out,  and  shown  in  the  implement  of  which 
he  has  given  a  drawing. 

As  I  said  before,  that  might  have  been  more  distinctly  specified 
than  it  is  ;  but  taken  together,  and  construed  liberally  in  favor  of 
the  patentee,  I  think  it  substantially  covers  the  case. 

Then  4t  is  claimed  also,  that  it  is  too  broad — that  it  covers  the 
lower  part  as  well  as  the  upper.    I  think  that  difficulty  may  be 
obviated  by  considering  the  entire  application,  although  there  is 
some  difficulty  in  the  description  upon  that  point  also.    It  is  very 
difficult  to  describe  a  matter  of  that  kind  distinctly  in  language, 
but  he  has  given  generally  the  description  of  the  closets  before 
used,  and  the  particular  difficulties  to  be  overcome.     He  has  also 
given  a  drawing  of  his  own  implement.     All   definitions  must 
presuppose  some  knowledge  of  the  subject-matter,  or  knowledge 
of  the  matters  referred  to  in  giving  the  definition,  and,  of  course, 
a  reference  is  made  to  the  state  of  the  art  as  it  before  existed 
here.     Any  one  having  to  deal  with  these  matters,  must  be  sup- 
posed to  have  some  acquaintance  with  the  subject-matter  and  the 
state  of  the  art.     A  person,  then,  having  a  knowledge  of  the  state 
of  the  art  at  the  time,  and  taking  the  description  together,  would 
find  the  description  sufficient,  although  it  doubtless  might  have 
been  better.     From  the  construction  which  I  have  before  indi- 
cated, I  am  inclined  to  think  it  is  sufficient  in  that  particular. 

The  next  point  is,  as  to  whether  it  is  useful  or  not — whether  it 
attains  any  useful  result.  The  testimony  shows,  and  the  cl*im  1S> 
that  it  is  useful  in  several  particulars.  One  is,  that  it  diSDenscs 
with  the  space  which  is  behind  and  above  the  pan,  andw»ic" 
was   liable  to  clog  up — fragments  of  paper  getting  belli ^  an" 
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remaining  there,  and  afterward  clogging  the  outlet.  •  Some  wit- 
nesses here,  it  is  true,  say  that  they  have  never  heard  any  such 
objection ;  while  witnesses,  on  the  other  hand,  testify  that  that 
objection  did  exist,  that  it  was  a  serious  one,  and  that  this  change 
obviated  it.  The  testimony  is,  also,  that  it  takes  less  iron ;  that 
it  reduces  the  size,  and  makes  a  saving  in  the  matter  of  transpor- 
tation ;  that  it  takes  up  less  room,  and  all  these,  it  is  claimed,  are 
useful  results.  Well,  if  all  this  is  true,  undoubtedly,  there  is  a 
useful  result,  and  I  think  the  testimony,  upon  the  whole,  shows  it. 

Besides  that,  there  is  the  testimony  that  these  closets  have  su- 
perseded all  others.  That  of  itself  is  a  very  strong  evidence  that 
there  is  some  useful  result  attained.  More  than  that,  parties  are 
here  contesting  the  use  of  this  invention.  The  defendants  here 
are  using  this  form.  If  there  were  no  useful  result  in  it,  there 
would  be  no  occasion  for  them  to  be  here  contesting  this  inven- 
tion. They  can  make  and  vend  the  closets  they  made  before.  I 
think  there  is — that  there  must  be — some  useful  result,  and  that 
these  facts,  in  addition  to  the  other  testimony,  ought  to  establish 
the  point.  I  think  there  is  a  useful  result,  and  that  it  is  patenta- 
ble in  that  particular. 

The  next  objection  is  that  the  defendants  themselves  first  made 
a  model  in  1864,  which  is  prior  to  the  making  of  the  machine  by 
the  plaintiff.  There  is  testimony  here  tending  to  show  that  they 
did  make  some  progress  toward  making  the  model,  but  the  testi- 
mony also  shows  that  they  never  reduced  it  to  a  practical  working 
machine  for  some  time  afterward,  after  making  the  model  and 
laying  it  aside,  the  party  having  gone  to  Europe  in  the  meantime 
and  returned.  It  was  afterward  taken  up,  but  the  plaintiff*  had 
in  the  meantime  perfected  his  machine  and  had  made  a  practical 
working  machine.  I  think  on  that  score  he  is  in  advance  of  the 
defendants,  and  entitled  to  the  patent  as  between  him  and  them. 
With  the  defendants  it  was  merely  an  undeveloped  idea,  so  far  as 
making  a  machine  and  putting  it  in  practice  is  concerned. 

It  is  contended  that  the  Culpin  patent  in  England  was  an  an- 
ticipation. Well,  there  is  only  one  point  on  which  it  was  con- 
tended that  it  was  an  anticipation,  and  that  is,  conformity  in  the 
pan,  etc.  I  do  not  think  that  the  Culpin  machine  is  any  antici- 
pation of  this.  It  is  a  different  machine  altogether,  a  machine  of 
different  form  or  make,  and  it  does  not  appear  that  it  was  a  prac- 
tical working  machine.     At  all  events,  it  is  a  very  different  work- 
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ing  machine  from  this,  and  I  do  not  think  it  is  an  anticipation  of 
this  machine. 

The  next  point  presented  is,  that  more  than  two  years  elapsed 
after  the  making  and  selling  of  this  machine  by  the  plaintiff  be- 
fore he  made  his  application  for  the  patent.     If  that  is  true— if 
the  final  application  on  which  the  patent  was  issued  is  to  be  taken 
as  the  date  of  the  application — this  point  must  be  considered 
good.    He  first  made  his  machine  in  1866.    In  1866  he  presented 
an  application  for  a  patent,  but  his  claim  in  that  application  is 
different  from  the  claim   here — that  is  to  say,  the  form  of  the 
claim.      That   application  was   rejected.      The  claim   there  is, 
u  constructing  the  receiver  of  a  water-closet  of  two  pieces  which 
joined  together,  making  a  vertical  joint,  whereby  I  am  enabled  to 
make  the  receiver  conform  to  the  pan,  substantially  as  herein 
shown  and  described."     Now,  that  was  rejected  on  the  ground 
that  the  claim  was  for  casting  in  two  pieces,  and  the  casting  of  a 
machine  in  two  pieces  was  nothing  new.     But  the  machine  for 
which  the  claim  was  made  was  precisely  the  implement  as  finally 
patented.     His  descriptions  were  mainly  the  same,  and  his  draw- 
ing was  precisely  the  same  as  the  one  he  now  has,  while  the  ob- 
ject to  be  accomplished  was  evidently  the  same  as  he  desires  to 
accomplish  now.     The  description,  among  other  things,  says: 
u  My  invention  consists  in  constructing  the  receiver  in  two  pieces, 
and  bolting  them  together,  whereby  I  am  able  to  do  away  with  the 
waste  space  behind  the  pan  and  to  save  much  expense  in  casting." 
Now,  one  of  his  objects  to  be  attained,  as  is  alleged,  is  to  dispense 
with  that  waste  space.     His  machine  and  drawings  are  the  same. 
Then  he  says :  "By  this  mode  of  construction,  I  am  able  to  make 
a  much  more  perfect  article  in  form,  besides  saving  an  important 
item  in  the  weight  of  the  casting  and  consequently  in  transporta- 
tion."    Again,  his  claim  is,  u  constructing  the  receiver  of  a  water- 
closet  of  two  pieces,  which  are  joined  together,  making  a  vertical 
joint,  whereby  I  am  enabled  to  make  the  receiver  conform  to  the 
shape  of  the  pan,  substantially  as  herein  shown  and  described. 
The  same  ultimate  object  was  to  be  accomplished  by  the  dispens- 
ing with  the  useless  space.     The  same  objects,  I  say,  were  to  be 
accomplished  then  as  now,  but  he  stated  his  claim  in  a  different 
form.    It  was  the  same  machine  he  was  seeking  to  patent.    Now, 
if  the  view  which  the  Patent  Office  took  is  correct,  that  his  claim 
was  simply  for  casting  in  two  pieces,  and  he  had  obtained  a  pat- 
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ent  for  that,  it  would  not  have  covered  the  object  covered  by  the 
present  patent.  The  law  in  such  cases  prescribes  what  may  be 
done  where  the  patentee  has  failed  to  cover  the  points  of  his  in- 
vention. He  could  surrender  his  patent  and  obtain  another.  It 
is  the  same  invention,  the  same  patent,  the-  same  drawings,  but 
he  has  made  an  error  in  the  presentation  of  his  claim.  He  could 
not  only  surrender  once,  but  more  than  once,  until  his  reissued 
patent  would  cover  his  invention.  It  is  manifest  that  the  plaintiff 
here  endeavored  in  all  his  applications  to  cover  this  invention — 
the  same  invention.  He  did  not  stop  upon  the  rejection  on  the 
ground  stated,  but,  after  some  correspondence  with  his  attorney, 
and  some  little  delay,  in  which  he  does  not  appear  to  be  at  fault, 
he  presents  his  claim  again  in  another  form,  and  it  covers,  as  he 
supposes,  the  same  invention  as  that  sought  in  his  first  applica- 
tion, and  the  Commissioner  of  the  Patent  Office  must  have  con- 
sidered that  he  was  presenting  his  claim  for  the  same  invention, 
but  that  he  had  made  an  error  in  his  prior  claim  ;  otherwise  he 
would  not,  under  the  circumstances,  have  granted  his  patent  upon 
the  second  application. 

I  am  inclined  to  think  it  is  the  same  machine,  the  same  inven- 
tion, a  claim  for  the  same  thing  that  he  sought  originally,  which 
is  presented  in  the  last  claim,  and  that  the  different  applications 
therefore  connect  themselves  together  for  the  purposes  of  the  two 
years — that  is  to  say,  he  made  his  application  within  two  years 
after  he  began  to  make  and  sell  the  machine ;  and  although  he 
failed  to  get  his  patent  on  his  first  application,  for  the  reason  given 
that  the  machine  was  not  patentable,  in  the  form  in  which  he  put 
it,  he  still  renews  his  efforts  and  files  a  new  application  for  the 
same  machine,  the  same  invention,  putting  in  his  claim  in  a  dif- 
ferent form,  and  finally  obtains  the  patent  for  the  thing  which  he 
really  invented ;  and  under  the  decisions  cited — one  from  the  Su- 
preme Court  of  the  United  States  and  one  from  one  of  the  circuit 
courts — I  think  his  claims  connect  themselves  together — that  is, 
his  application  for  his  patent,  the  thing  which  he  desired  to  ob- 
tain, which  he  conceived  he  had  invented,  when  first  made,  is  for 

• 

the  same  machine  as  that  for  which  he  has  finally  obtained  his 
patent  upon  a  corrected  application  ;  and  he  sought  to  cover  the 
same  points  in  both  applications.    And  he  has  followed  it  up,  and  . 
the  interval  which  elapsed  between  the  rejection  of  the  first  and  ' 
the  filing  of  the  later  application,  does  not  make  a  material  delay,  1 
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I  in  view  of  the  explanation  in  the  testimony  relating  to  it.  His 
counsel  resided  in  New  York  at  that  time.  The  communication 
was  by  steamer.  He  began  to  correspond  with  his  counsel  im- 
mediately, and  he  followed  the  matter  up,  and  finally  succeeded 
I"  in  obtaining  his  patent.  I  think  he  has  made  the  connection. 
The  application  for  this  invention  is  to  be  regarded  as  dating 
from  the  filing  of  the  first  application,  he  only  changing  the  form 
of  his  claim.   / 

These  are  the  main  points.  There  are  one  or  two  points  I 
have  some  hesitation  about,  but  I  have  concluded  to  give  judg- 
ment for  the  plaintiff. 

It  only  remains  to  consider  the  question  of  damages.  That  is 
always  a  difficult  point  in  patent  cases.  I  have  taken  into  con- 
sideration the  facts  in  relation  to  this  class  of  closets  and  the 
prices  which  the  plaintiff  sold  at  before  the  defendants  came  into 
the  market  as  competitors,  together  with  the  fact  of  the  reduc- 
tion of  prices  caused  by  competition,  and  the  nearest  I  can  come 
at  it  is  to  allow  four  dollars  a  closet.  I  think  that  is  not  extrava- 
gant. In  the  case  of  Smith  v.  Prior,  the  damages  are  $600; 
and  in  the  case  of  Smith  v.  O  Connor,  $632.  I  shall  not,  how- 
ever, double  or  treble  these  damages,  in  view  of  the  fact  that 
there  is  reasonable  ground  of  contest  between  these  parties. 


Eldridge  J.  Smith  et  al. 

vs. 
E.  W.  Woodruff.     In  Equity. 

The  patent  is  prima  facie  evidence  that  the  several  grants  of  right  con- 
tained in  it  are  valid ;  that  the  several  things,  methods,  and  devices 
contained  in  it  are  new;  that  they  were  useful;  that  they  required 
invention ;  and  that  they  were  the  invention  of  the  patentee. 

This  prima  facie  evidence  must  have  full  effect,  unless  it  is  refuted  by 
sufficient  countervailing  evidence. 

If  one  paper-file  holds  the  paper  better  than  another,  which  is  patented, 
and  has  driven  it  out  of  the  market,  that  is  prima  facie  evidence  that 
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the  mechanism  is  different,  and  is  a  new  invention,  and  the  use  of  it 
does  not  violate  the  patentee's  monopoly. 

Though  the  complainant's  bill  is  dismissed,  the  defendant  is  allowed  no 
costs,  as  by  the  decision  the  rights  of  the  parties  are  settled,  and  he, 
as  well  as  the  public,  receives  a  benefit  from  the  decision. 

(Before  Humphreys,  J.,  Supreme  Court  District  of  Columbia,  September, 
1873) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "  improvement  in  paper- 
files,"  granted  to  Eldridge  J.  Smith,  April  14,  1868,  and  reissued 
April  19,  1872. 

The  facts  are  fully  stated  in  the  opinion. 

jE".  W.  Edmondson^  for  complainant. 
R.  D.  Mztssey,  for  defendant. 

Humphreys,  J. 

In  this  case  the  complainant  files  a  bill  against  the  defendant, 
alleging  therein  an  infringement  by  the  defendant  of  the  com- 
plainant's rights  under  a  certain  patent,  and  asking  for  an  injunc- 
tion. It  alleges  that  letters  patent  were  issued  to  the  complainant 
for  a  certain  invention  for  filing  and  holding  papers ;  and  that 
the  defendant  ha*  infringed  upon  the  rights  of  complainant  under 
said  patent,  by  making  and  selling  a  like  machine.  All  which 
allegations  are  denied  bv  the  defendant. 

.The  evidence  shows  that  the  application  of  the  complainant  for 
a  patent  was  filed  January  6,  186S;  and  lhat  the  defendant  filed 
an  application  for  letters  patent  for  his  machine  January  7,  1868. 
That  a  patent  was  issued  to  defendant  on  March  31,  1S68,  and 
subsequently,  on  April  14,  1S6S,  a  further  patent  was  issued  for 
further  improvements ;  and  that,  on  that  day,  the  complainant's 
patent  was  issued,  and  that  complainant's  patent  was  afterward 
surrendered,  and  a  reissue  of  the  same  made  on  April  9,  1872, 
for  alleged  infringement  of  which  this  suit  is  brought.  But  it  is 
not  claimed  that  these  dates  make  any  difference  now  as  to  the 
question  in  controversy. 

The  Patent  Office  decided  that  there  was  no  infringement,  or 
conflict,  between  the  two  claims,  and,  so  deciding,  issued  a  patent 
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to  each  party.  It  is  here  claimed  by  the  complainant  that  that 
decision  is  erroneous  ;  and  the  question  now  is,  whether  the  de- 
fendant's patent  is  an  infringement  upon  the  complainant's  rights 
under  his  patent.  The  patent  itself  is  made  by  law  prima  facte 
evidence  that  everything  that  was  necessary  to  have  been  done  in 
the  office  before  the  same  could  issue,  has  been  done ;  and  that 
principle  is  carried  even  further  than  I  at  first  thought  a  prima 
facie  case  would  go.  But  it  is  in  the  language  of  a  reported 
case  that  I  prefer  to  state  this  principle  rather  than  in  my  own 
words. 

In  Potter  <&  Wheeler  v.  Holland,  i  Fisher's  Patent  Cases, 
this  principle  is  clearly  stated.  I  have  looked  at  the  text,  and 
it  fully  authorizes  the  head-note,  which  is  short,  and  which  I 
will  read : 

"  The  patent  is  prima  facie  evidence  that  the  several  grants  of 
right  contained  in  it  are  valid  ;  that  the  several  things,  methods, 
and  devices  contained  in  it  are  new  ;  that  they  were  uselul ;  that 
they  required  invention  ;  and  that  they  were  the  invention  of  the 
patentee.  And  this  prima  facie  evidence  must  have  full  effect, 
unless  it  is  rebutted  by  sufficient  countervailing  evidence." 

Now,  that  is  the  extent  to  which  the  prima  facie  evidence  of 
the  patent  goes — it  purports  to  be  issued  after  every  thing  required 
to  be  done  has  been  done. 

Now,  here  are  two  patents,  and  the  question  more  particularly 
involved  is,  whether  or  not  the  Patent  .Office  decided  correctly  in 
deciding  that  there  was  no  conflict  between  the  two  machines. 
The  one  patent  is  of  ns  much  force  as  the  other :  and  the  main 
question  at  present  is,  whether  the  decision  of  the  Patent  Office, 
that  there  was  no  conflict  between  the  two,  is  correct.  I  hare 
come  to  the  conclusion  that  the  office  decided  correctly. 

In  the  case  of  Gould  v.  Rees,  15  Wallace,  1S7,  the  cour*sll>'s: 

"  Patentable  inventions  may  consist  entirely  in  a  new  corona- 
tion  of  old  ingredients,  whereby  a  new  and  useful  result  1S  °"" 
tained ;  and  in  such  cases  the  description  of  the  invention  is 
sufficient  if  the  ingredients  are  named,  the  mode  of  ope7rahoD 
given,  and  the  new  and  useful  result  is  pointed  out,  so  that  those 
skilled  in  the  art  and  the  public  may  know  the  nature  and  ^xten* 
of  the  claim,  and  what  the  parts  are  which -co-operate  to  pr^('uce 
the  described  hew  .and  useful  result. 

"  Damages  are  claimed  by  the  plaintiff  for  the  alleged  inffjnSe" 
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ment  of  certain  letters  patent,  and  he  instituted  for  that  purpose 
an  action  of  trespass  on  the  case  against  the  defendant  to  recover 
compensation  for  the  alleged  injury." 

Here,  in  this  case,  the  bill  is  filed  seeking  an  injunction  against 
the  defendant  for  the  alleged  infringement. 

The  court  there  further  says,  that  u  where  the  defendant,  in 
constructing  his  machine,  omits  entirely  one  of  the  ingredients  of 
the  plaintiff's  combination  without  substituting  any  other,  he  does 
not  infringe  ;  and  if  he  substitutes  another  in  the  place  of  the  one 
omitted,  which  is  new,  or  which  performs  a  substantially  differ- 
ent function,  or  if  it  is  old,  but  was  not  known  at  the  date  of  the 
plaintiffs  invention  as  a  proper  substitute  for  the  omitted  ingre- 
dient, then  he  does  not  infringe  " 

Now,  it  is  held  that  the  principle  in  the  two  paper-files  here  is 
the  same ;  but  the  principle  is  not  what  was  patented,  but  the 
mode  of  operation  and  construction  of  the  machines.  The  de- 
fendant's machine  holds  the  papers  more  securely  than  the  com- 
plainant's, and  it  is  decided  in  Singer  v.  Walmsley,  1  Fisher's 
Patent  Cases,  558,  that  "if  the  result  of  the  mechanism  used  by 
the  defendants  is  greatly  superior  to  that  described  and  claimed 
by  the  patentee,  this  fact  may  be  considered  by  a  jury  as  tending 
to  prove  that  the  mechanism  of  the  defendants  is  a  new  inven- 
tion, substantially  different  from  that  described  by  plaintiff." 

It  is  in  evidence  fully  in  this  case  that  the  defendant's  machine 
has  supplanted  entirely  that  of  the  complainant ;  and  the  court  is 
greatly  relieved,  and  will  be  so  all  the  way  up  to  the  court  of  last 
resort,  by  the  presumptions  in  favor  of  the  finding  by  the  office, 
to  which  is  intrusted  the  determination  of  the  question  of  patents 
and  of  conflicting  claims  therefor. 

I  am  not  disposed  to  interfere  with  that  finding;  and  if  there 
is  no  infringement,  there  could  be  no  interference. 

The  decree  will  be  that  this  cause  coming  on  to  be  heard, 
being  argued  by  counsel,  and  on  due  consideration,  it  is  ordered, 
adjudged,  and  decreed  that  the  complainant's  bill  be  dismissed, 
and  that  each  party  pay  his  own  costs. 

The  reason  that  I  come  to  this  conclusion  as  to  costs  is,  that 
the  public  is  benefited  by  this  investigation,  and  the  defendant  is 
greatly  benefited  by  having  the  case  settled  ;  and  the  complainant 
ought  not  to  be  required  perhaps  to  pay  more  than  his  own  costs, 
and  it  will  be  no  hardship  to  the  defendant  to  require  him  to  pay  his. 
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The  Singer  Manufacturing  Company 

vs. 

The  Union  Button-Hole  and  Embroidery  Company 

et  al.     In  Equity. 

Where  the  defendants  are  about  to  carry  out  a  course  of  action  which  will 
have  a  strong  tendency  to  defeat  a  contract,  a  court  of  equity  readily 
grants  an  injunction;  otherwise  the  rights  of  third  parties  mar  inter- 
vene in  such  a  way  as  to  embarrass  the  final  action  of  the  court. 

The  court  will,*  in  many  cases,  interfere  and  preserve  property  in  statu  quo 
during  the  pendency  of  a  suit,  in  which  the  rights  to  it  are  to  be  de- 
cided, without  expressing,  and  often  without  having  the  means  to  form 
any  opinion  as  to  such  right. 

The  court  will  not  interfere  if  it  thinks  there  is  no  real  question  between 
the  parties;  but,  if  there  is  a  substantial  question,  it  is  not  necessary 
to  decide  its  merits  before  granting  an  injunction. 

Where  the  bill  is  for  an  injunction  and  specific  performance,  the  court  may 
grant  the  injunction,  though  it  deny  a  decree  for  specific  performance. 

It  is  firmlv  established  that  the  court  will  often  interfere  by  injunction 
when  it  can  not  decree  performance. 

If  the  case  is  one  in  which  the  negative  remedy  of  injunction  will  do  sub- 
stantial justice  between  the  parties,  by  obliging  the  defendant  either  to 
carry  out  his  contract  or  lose  all  benefit  of  the  breach,  and  the  remedy 
at  law  is  inadequate,  and  there  is  no  reason  of  policy  against  it,  the 
court  will  interfere  to  restrain  conduct  which  is  contrary  to  the  con- 
tract, though  it  may  be  unable  to  enforce  a  specific  performance  of  it. 

It  has  never  been  doubted  that  the  court  could  restrain  all  persons,  whether 
acting  with  or  without  notice,  and  whether  bound  by  contract  or  not, 
from  trespassing  on  an  exclusive  license. 

It  is  perfectly  competent  for  parties  to  make  a  contract  terminable  at  the 
will  of  one  party,  which  will  yet  be  enforced  against  the  other  party 
by  a  court  of  equity,  provided  the  whole  contract  is  not  inequitable. 

The  remedy  by  injunction  is  a  very  elastic  one,  and  there  is  no  sort  of  dif- 
ficulty in  granting  it,  until,  by  a  change  of  circumstances,  it  shall  ap- 
pear that  it  ought  to  be  dissolved.  A  bill  may  be  retained  for  that 
purpose  for  any  number  of  years  that  may  be  requisite. 

A  present  grant  for  value  of  the  exclusive  right  to  sell  is  good,  and  to  be 
enforced  so  long  as  it  lasts,  whether  the  remainder  of  the  contract  is 


SEPTEMBER,     1873.  481 

Singer  Manuf.  Co.  v.  Union  Button-Hole  and  Embroidery  Co. 


mutual  or  not,  provided  the  whole  contract  is  not  so  inequitable  as  to 
be  void  in  a  court  of  equity. 

(Before  Lowell,  J.,  District  of  Massachusetts,  September,  1873.) 

Motion  for  injunction. 

The  bill  alleged  that  in  1866,  the  defendant  company  was  the 
owner  of  certain  patents  embodied  in  a  machine  for  making  but- 
ton-holes, and  owned  a  factory,  etc.,  for  making  the  machines,  and 
being  desirous  to  bring  the  same  into  notice,  and  to  secure  a  mar- 
ket, they  made  a  contract  with  the  plaintiffs,  who  were  a  corpo- 
ration of  established  reputation  and  large  business,  in  this  country 
and  in  foreign  countries,  by  which  the  plaintiffs  were  to  be  the 
sole  and  exclusive  agents  for  the  sale  of  these  machines,  excepting 
in  France  and  in  the  city  of  Boston,  and  were  to  supply  the  mar- 
ket and  to  use  certain  means  and  facilities  at  their  command  for 
this  purpose ;  and  the  defendant  company  were  to  furnish  the 
plaintiffs  with  machines,  as  called  for,  up  to  the  full  capacity  of 
the  factory,  at  a  certain  agreed  price,  to  be  paid  monthly  in  cash. 
It  further  charged  that  the  plaintiffs  had  bought  and  paid  for  one 
thousand  machines,  and  had  succeeded,  with  much  labor  and  ex- 
pense, exceeding  the  profit  obtained,  in  selling  these  machines, 
and  that  a  market  had  been  made  mainly,  if  not  wholly,  by  their 
exertions  ;  that  the  company  now  neglected  and  refused  to  deliver 
any  more  machines,  though  requested,  and  were  taking  measures 
to  dissolve  their  association,  for  the  purpose  of  avoiding  their 
contract  with  the  plaintiffs,  and,  in  pursuance  of  that  intent,  they 
had  conveyed  their  patents  to  the  defendant,  Wood,  as  trustee  for 
a  voluntary  and  unincorporated  body  of  persons  unknown,  called 
the  Button-Hole  Sewing  Machine  Company  ;  that  said  Wood  had 
been  the  treasurer  of  the  defendant  company,  and  was  fully  in- 
formed of  the  plaintiffs'  rights. 

The  bill  prayed  a  decree  for  specific  performance,  and  an  in- 
junction against  the  transfer  of  the  patents  by  Wood,  and  against 
the  dissolution  of  the  defendant  company,  and  the  manufacture 
and  sale  of  the  machines,  excepting  in  conformity  with  the  con- 
tract. 

The  agreement  between  the  plaintiff  and  defendant  companies 
contained  this  clause ;  "  That  the  agency  aforesaid  shall  continue 
so  long  as  the  patent  or  patents  for  said  machine  have  been  or 
vol.  vi— 31 
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may  be  granted  or  extended,  provided  that  the  Singer  Manufac- 
turing Company  shall  fairly  and  reasonably  conduct  such  agency, 
and  shall  continue  to  supply  the  market  with  machines  as  afore- 
said, and  shall  not  engage  in  selling  any  other  button-hole  ma- 
chines than  those  manufactured  by  the  Union  Button-Hole  and 
Embroidery  Machine  Company  ;  but,  in  case  the  Singer  Manu- 
'  facturing  Company  shall  fail  to  carry  out  their  agreements  as 
herein  expressed,  the  forfeiture  of  such  agency  shall  be  considered 
the  only  penalty  for  such  failure." 

Elias  Merwin,  for  complainants. 

//.  G.  Parker  and  G.  S.  Mansfield,  for  defendants. 

Lowell,  J.. 

There  is  no  dispute  that  the  two  companies,  plaintiff  and  de- 
fendant, made  the  contract "  A,"  annexed  to  the  bill,  and  by  which 
the  former  is  to  have  the  exclusive  right  of  selling  the  patented 
machines,  excepting  in  two  excepted  .localities  ;  that  the  defendant, 
Wood,  had  full  knowledge  of  the  contract,  and  that  the  defend- 
ants are  about  to  carry  out  a  course  of  action  which  will  have  a 
strong  tendency,  to  say  the  least,  to  defeat  the  contract.  In  such 
a  state  of  things,  a  court  of  equity  readily  grants  an  injunction 
until  the  merits  of  the  case  can  be  inquired  into,  because,  if  it  re- 
fuses to  interfere  at  first,  rights  may  be  acquired  and  innocent 
third  persons  may  become  interested  in  the  property  in  a  way  that 
will  embarrass  the  final  action  of  the  court,  and  perhaps  work  in- 
justice to  those  innocent  persons.  It  is  the  direct  opposite  of  a 
case  in  which  the  court  is  asked  to  interfere  with  existing  rights 
upon  the  strength  of  some  supposed  paramount  title,  and  to 
break  up  an  established  order  of  things.  Here  the  defendants 
are  breaking  the  established  order,  and  are  the  actors  in  fact,  and 
the  court  is  asked  to  keep  things  as  they  are  and  were  agreed  to 
be,  until  the  full  evidence  is  taken. 

"It  is  certain,"  said  a  learned  lord  chancellor,  speaking  of  a 
case  of  this  kind,  "  that  the  court  will  in  many  cases  interfere  and 
preserve  property  in  statu  quo  during  the  pendency  of  a  suit  in 
which  the  rights  to  it  are  to  be  decided,  and  that  without  ex- 
pressing, and  often  without  having  the  means  to  form,  any  opinion 
as  to  such  rights."     He  then  cites  several  authorities,  and  con- 
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tinues  :  "  It  is  true  that  the  court  will  not  so  interfere,  if  it  thinks  t 
there  is  no  real  question  between  the  parties ;  but  seeing  there  is 
a  substantial  question  to  be  decided,  it  will  preserve  the  property 
until  the  question  can  be  disposed  of.  In  order  to  support  an  in- 
junction for  such  a  purpose,  it  is  not  necessary  for  the  court  to 
decide  upon  the  merits  in  favor  of  the  plaintiff."      The  Great 

Western  Railway  Co.  v.  The  Birmingham,  etc,  Railway  Co., 
2  Phillips,  602. 

The  decision  of  this  motion,  then,  depends  upon  whether  the 
plaintiffs  have  made  such  a  reasonable  prima  facie  case  for  the 
relief,  or  some  substantial  part  of  the  relief  which  they  seek,  that 
they  are  fairly  entitled  to  maintain  the  status  quo.  Upon  the 
matters  of  fact,  I  find  that  they  have  such  a  case. 

The*  two  points  of  law  are  not  without  difficulty.  The  relief 
asked  is  specific  performance  and  injunction.  It  is  argued  with 
great  ability  by  the  defendants,  that  the  plaintiffs  are  not  entitled 
to  specific  performance,  and  that  therefore  they  can  not  have  an 
injunction,  which  is  merely  auxiliary.  Grant ijig  the  premises,  I 
am  not  prepared  to  concede  the  conclusion.  If  the  court  can 
not  order  a  contract  for  the  making  of  button-hole  machines  to 
be  specifically  performed  by  reason  of  the  impossibility  of  super- 
intending the  details  of  such  a  business,  it  does  not  follow  that 
the  bill  may  not  be  retained  as  an  injunction  bill.  It  was  for- 
merly thought  that  an  injunction  would  not  be  granted  to  restrain 
the  breach  of  any  contract,  unless  the  contract  were  of  such  a 
character  that  the  court  could  fully  enforce  the  performance  of  it 
on  both  sides.  Upon  this  ground,  there  were  many  decisions 
refusing  to  interfere  with  contracts  for  personal  services,  however 
flagrant  might  be  the  breach  of  them.  Kemble  v.  Kean,  6 
Simons,  333  ;  Kimberly  v.  Jennings,  lb.  340 ;  Baldwin  v.  So- 
ciety for  Diffusion  of  Knowledge,  9  lb.  393 — in  which  the 
courts  refused  to  restrain  actors  and  authors  from  violating  their 
engagements  because  they  could  not  oblige  them  specifically  to 
keep  them.  But  all  these  cases  were  overruled  by  one  of  the 
ablest  chancellors  who  has  adorned  the  woolsack,  in  Lumley  v. 

Wagner,  1  De  Gex,  M.  &  G.  616.  In  that  case,  a  singer  had 
agreed  to  sing  at  the  plaintiff's  theater  for  three  months,  and  not 
to  sing  at  any  other,  and  the  court  enjoined  her  from  performing 
at  a  rival  establishment,  though  it  was  clear,  and  was  admitted, 
that  the  court  could  not  oblige  her  to  sing  for  the  plaintiff  •  This 
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case  was  fully  in  accord  with  Morris  v.  Coleman,  iS  Yes.  437* 
which  had  been  disregarded  or  explained  away  in  many  of  the 
intervening  cases.  It  is  nowT  firmly  established  that  the  court 
will  often  interfere  by  injunction  when  it  can  not  decree  perform- 
ance. Thus  it  is  said  that  the  writ  mav  issue  to  restrain  the  use 
of  a  ship  contrary  to  an  agreement  for  charter,  though  the  agree- 
ment was  not  personally  binding  on  the  defendant,  who  was  a 
mortgagee  (De  Mattos  v.  Gibson,  4  De  Gex  &  Jones,  276) ;  that 
a  tenant  may  be  restrained  from  doing  anything  which  will  pre- 
vent the  demised  premises  being  used  as  an  inn,  though  he  can 
not  be  forced  to  keep  the  inn  as  he  had  covenanted  to  do  {Hoofer 
v.  Broderick,  11  Simons,  47)  ;  that  where  two  railway  compa- 
nies had  made  an  agreement  for  the  use  by  each  of  the  road  of 
the  other,  the  court  might  enjoin  the  obstruction  of  such  use  by 
one  of  the  parties,  though  it  could  not  enforce  full  performance 
of  the  whole  agreement.  Great  Northern  Railway  Co.  v.  Man- 
chester, etc.,  Railway  Co.,  5  De  Gex  &  Small,  13S.  The  case 
of  Lutnley  v.  Gibson,  ubi  supra,  has  been  followed  in  numerous 
cases  concerning  actors,  authors,  and  publishers.  Webster  v. 
Dillon,  5  \V.  R.  867  ;  Stiff  v.  Cassell,  5  Jurist  N.  S.  348.  The 
case  of  Fechtcr  v.  Montgomery,  33  Beavan,  22,  sometimes  cited 
as  opposed  to  these  decisions,  is  not  so  at  all ;  the  decision  there 
was  that  the  actor  had  the  right  to  renounce  his  engagement  be- 
cause the  manager  had  not  fulfilled  his  pait  of  the  contract.  See 
also  Slee  v.  Bradford,  4  Giflard,  262  ;  Rolfe  v.  Rolje,  15  Sim- 
ons, 88. 

Dictrickson  v.  Cabburn,  2  Phillips,  52,  has  much  resemblance 
to  the  case  at  bar.  The  defendant  owned  a  patent  medicine,  and 
appointed  the  plaintiff  his  wholesale  agent  for  the  sale  of  it,  and 
agreed  to  supply  him  with  all  the  medicine  he  should  order  at 
forty  per  cent,  discount  from  the  current  retail  price,  and  cove- 
nanted not  to  sell  to  any  one  else  at  a  greater  discount  than 
twenty-five  per  cent,  above  that  current  price.  On  demurrer, 
the  lord  chancellor  overruling,  the  vice-chancellor  sustained  the 
bill  which  sought  to  enjoin  the  defendant  from  selling  to  any  one 
else  at  less  than  the  agreed  discount,  and  for  an  account-  It lS 
plain,  I  think,  that  the  decision  would  have  been  the  same  if  *ne 
defendant  had  agreed  not  to  sell  to  any  one  else  on  any  terms. 
This  case  virtually  overruled  Hills  v.  Croll,  2  Phillips,  60,  decided 
a  year  earlier.     See  the  able  note  of  the  reporter  at  the  end  0 
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the  last-mentioned  case.     These  are  but  a  few  of  the  decisions, 
though  they  are  among  the  most  important  of  them. 

This  is  certainly  a  subject  upon  which  it  is  almost  impossible 
to  reconcile  the  decisions,  and  of  such  inherent  difficulty,  that  I 
know  of  no  other  in  which  the  appellate  courts  have  so  often 
reversed  the  decisions  below.  I  have  examined  a  great  many  of 
the  cases,  and  some  apparent  contradictions  may  be  understood 
by  recollecting  that  the  granting  or  refusing  an  injunction  is 
scarcely  ever  a  matter  of  strict  right,  and  that  any  attempt  to  lay 
down  precise  and  invariable  rules  on  the  subject  must  necessarily 
fail.  There  are  many  cases  in  which  injunctions  have  been  re- 
fused in  behalf  of  the  employed,  when,  upon  the  precedent  of 
JLumley  v.  Wagner,  and  that  class  of  cases,  they  would  have 
been  granted  to  the  employers.  This  seems  unequal.  The  ex- 
planation, such  as  it  is,  appears  to  be,  partly,  that  courts  of 
equity  are  unwilling  to  force  upon  any  one  an  agent  or  servant 
who  is  personally  disagreeable,  if  the  relation  between  the  par- 
ties, is  at  all  a  personal  or  confidential  one,  and  partly,  that  on 
the  part  of  the  agent  or  servant  the  remedy  at  law  is  usually 
adequate,  both  from  the  nature  of  the  contract  and  the  standing 
of  the  parties.  See  A/air  v.  Himalaya  Tea  Co.,  L.  R.  1  Eq. 
411  ;  yohnson  v.  Shrewsbury,  etc.,  Railway  Co.,  3  De  Gex,  M. 
&  G.  914.  There  are  other  cases  which  I  can  reconcile  with 
these  I  have  above  cited  only  on  this  ground,  that  where  the  sub- 
ject-matter or  business  is  of  public  importance,  such  as  the  man- 
agement of  a  railway,  the  courts  will  not  risk  a  total  stoppage  of 
the  business  by  injunction  when  they  can  not  go  forward  and 
regulate  the  whole  matter  by  a  decree  for  specific  performance. 
Peto  v.  Brighton,  etc.,  Railway  Co.,  11  W.  R.  874;  yohnson 
v.  Shrewsbury,  etc.,  Railway  Co.,  3  De  Gex,  M.  &  G. 

I  think  the  fair  result  of  the  later  cases  may  be  thus  expressed  : 
If  the  case  is  one  in  which  the  negative  remedy  of  injunction 
will  do  substantial  justice  between  the  parties,  by  obliging  the 
defendant  either  to  carry  out  his  contract  or  lose  all  benefit  of 
the  breach,  and  the  remedy  at  law  is  inadequate,  and  there  is  no 
reason  of  policy  against  it,  the  court  will  interfere  to  restrain 
conduct  which  is  contrary  to  the  contract,  though  it  may  be 
unable  to  enforce  a  specific  performance  of  it.  It  seems  to  me 
that  this  case  comes  easilv  within  this  rule.     The  court  can  not 

ml 

perhaps  superintend  the  performance  of  a  contract  to  manufac- 
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ture  machines,  but  it  can  restrain  the  defendants  from  selling  in 
violation  of  their  agreement. 

The  case  may  also  be  looked  at  in  another  view,  which  was 
presented  in  the  plaintiffs'  argument.  This  is  not  only  an  agree- 
ment between  the  parties  that  certain  things  shall  be  done  by 
them,  but  it  is  also  the  grant  of  an  exclusive  license,  excepting 
for  France  and  Boston,  to  the  plaintiffs  to  sell  the  patented 
machines.  And  it  has  never  yet  been  doubted  that  the  court 
could  restrain  all  persons,  whether  they  were  acting  with  or 
without  notice,  and  whether  bound  by  contract  or  not,  from 
trespassing  on  such  a  title. 

But  it  is  said  to  be  fatal  to  the  plaintiffs'  case  that  the  contract 
is  not  a  mutual  one.  This  want  of  mutuality  is  found  in  the  ar- 
ticle  which  limits  the  penalty  for  a  forfeiture  on  the  plaintiffs' 
part  to  a  mere  loss  of  the  agency.  This  is  said  to  be  equivalent 
to  an  agreement  that  the  plaintiffs  may  renounce  at  anytime,  and 
so  it  is  argued  that  only  one  party  is  bound  to  this  agreement.  It 
is  no  doubt  true,  in  general,  that  wheie  only  one  side  is  bound  to 
an  agreement  which  remains  wholly  executory,  a  court  of  equity 
will  not  usually  interfere  to  enforce  the  agreement  against  the 
party  who  is  bound.  The  simplest  case  of  this  kind  is  where  an 
infant  is  one  party  to  a  contract  for  the  sale  of  land.  The  reason 
given  is  that  the  party  who  is  not  bound  would  enforce  the  con- 
tract, if  for  his  advantage,  and  repudiate  it  if  the  contrary.  Lavy 
ran  son  v.  Butler,  1  Sch.  &  Lef.  13.  The  doctrine  is  often  in- 
voked in  that  class  of  cases.  But  there  are  innumerable  cases 
where  the  party  seeking  performance  is  no  longer  bound  to  any- 
thing, having  paid  the  consideration  in  the  outset,  or  performed 
his  part,  or  where  the  plaintiff  does  not  rest  on  a  contract  wholly 
executory,  to  which  this  doctrine  does  not  apply.  I  have  some 
doubt  of  its  application  to  this  case.  Supposing  the  stipulation 
to  mean  what  the  defendants  contend  it  does,  that  the  plaintiff 
may  renounce  at  any  time,  which  may  be  doubted ;  still,  if  the 
defendants,  for  valuable  considerations,  have  given  the  plaintiffs 
an  exclusive  license  until  they  forfeit  it,  I  do  not  see  why  a  court 
of  equity  should  not  protect  that  license  by  its  injunction,  as 
usual,  so  long  as  it  is  not  forfeited.  A  very  strong  case  was  cited 
from  10  Wallace,  in  which  the  Supreme  Court  refused  to  decree 
the  specific  performance  of  a  contract  for  quarrying  marble,  etc., 
on  the  ground,  amongst  several  others,  that  the  plaintiff  had  the 
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right  to  give  up  the  arrangement  on  a  year's  notice.     I  can  not 
think  that  the  court  intended  to  announce  any  general  proposition 
that  they  would  never  enforce  a  contract  which  one  party  had  a 
right  to  put  an  end  to  in  a  year.     Everything  must  depend  upon 
the  nature  and  circumstances  of  the  business.     In  many  of  the 
cases  that  I  have  cited,  the  plaintiff  had  it  in  his  power  to  end  the 
contract.     It  is  certainly  competent  to  the  parties  to  make  a  con- 
tract which  will  be  equitable  and  reasonable,  and  in  which  their 
rights  ought  to  be  protected  while  they  last,  though  it  may  be 
terminable  by  various  circumstances,  and  though  one  party  may 
have  the  sole  right  to  terminate  it,  provided  their  stipulation  is 
not  one  that  makes  the  whole  contract  inequitable.     In  the  note 
which  I  have  above  referred  to,  in  the  case  of  Hills  v.  Cook,  the^ 
learned  reporter  thinks  it  quite  clear  that  a  contract  by  the  defend-! 
ant  to  buy  all   his  acid  of  the  plaintiff,  so  long  as  the  plaintiff 
chose  to  deal  with  him,  would  be  valid,  and  would  be  enforced  by 
injunction.     In  Rolfe  v.  Rolfe,  ubi  supra,  the  vice-chancellor  no- 
tices the  fact  that  the  plaintiff  could  stop  his  own  business  when 
he  chose,  and  thereby  deprive  the  defendant  of  the  employment 
agreed  on,  yet  he  restrained  the  defendant  in  the  meantime  from 
working  for  a   stranger.     The  remedy  by  injunction  is  a  very 
elastic  and  adaptable  one,  and  there  is  no  sort  of  difficulty  in 
granting  it,  until,  by  a  change  of  circumstances,  it  shall  appear 
that  it  ought  to  be  dissolved.     A  bill  may  be  retained  for  that 
purpose  for  any  number  of  years  that  may  be  requisite.     The  ar- 
gument, to  be  sound,  must  go  this  length,  that  after  the  plaintiffs 
have  ordered  a  thousand  machines,  and  have  paid  for  them,  and 
are  selling  them  in   all   the 'countries  of  the  world,  excepting 
France,  there  is  no  adequate  remedy  against  the  defendants  un- 
'derselling  them  in  all  those  markets. 

I  do  not  mean  to  be  understood  that  this  point,  if  sustained, 
could  not  apply  to  an  injunction  bill,  as  well  as  to  one  for  specific 
performance,  nor  that  it  is  not  a  doubtful  one.  But  the  contract 
contains  in  itself,  as  we  have  seen,  not  only  executory  agreements 
on  both  sides,  but  a  present  grant  for  value  of  the  exclusive  right 
to  sell,  and  my  present  impression  is  that  such  a  grant  is  good 
and  is  to  be  enforced,  so  long  as  it  lasts,  whether  the  remainder 
of  the  contract  is  mutual  or  not,  provided  the  whole  contract,  in- 
cluding the  grant,  is  not  so  unequal  as  to  be  void  in  a  court  of 
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equity,  which,  as  at  present  advised  of  the  facts,  I  see  no  reason 
to  hold. 

It  seems  to  me,  therefore,  that  the  plaintiffs'  case  has  a  sufficient 
appearance  of  justice  to  require  the  court  to  keep  things  as  they 
are,  by  restraining  all  conduct  which  will  put  it  out  of  the  power 
of  the  defendants  to  fulfill  their  contract,  until  the  facts  and  law- 
can  be  fully  ascertained. 

Injunction  ordered. 


John  Bachelder 


vs. 


William  J.  Moulton  et  al.     In  Equity. 

The  arrangement  by  which  the  material  could  be  fed  perpetually  while  it 
was  supported  horizontally,  and  a  seam  of  any  length  could  be  sewn 
without  requiring  the  sewing  to  be  stopped  at  any  time  to  attach  a 
fresh  portion  of  the  material  to  the  feeding  instrument,  is  a  material 
feature  distinguishing  the  Bachelder  sewing-machine  from  those  which 
preceded  it. 

The  machine  of  the  defendants  has  Bachelder's  horizontal  holding  surface, 
in  having  a  small  horizontal  round  plate,  through  slots  in  which  teeth 
on  the  reciprocating  feed-bar  project  upward,  on  which  plate  the  mate- 
rial immediately -about  the  needle  rests,  so  as  to  be  borne  up  horizon- 
tally under  the  thrust  of  the  needle,  such  plate  being  perforated  with 
an  opening  or  throat  for  the  passage  of  the  needle. 

The  machine  of  the  defendants  has  Bachelder's  receiving-plate  in  that 
portion  of  the  round  plate  which  reqeives  and  supports  the  material 
as  it  passes  from  the  feed 

Defendants'  machine  has  Bachelder's  yielding  pressure-holder,  in  having 
a  spring  pressure-foot  near  the  needle,  which  rests  on  the  uppersur" 
face  of  the  material,  and  holds  the  material  to  the  bed  on  which  it  is 
supported,  the  pressure-foot  adapting  itself  to  variations  in  the  thick- 
ness of  the  material. 

Defendants' machine  has  a  reciprocating  eye-pointed  needle  and  a  recipro- 
eating  needle-carrier  substantially  like  those  of  Bachelder. 
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The  action  in  feeding,  of  the  parts  employed  at  any  one  time  in  feeding, 
is  the  same  in  the  two  machines,  so  far  as  the  essence  of  Bachelder's 
invention  is  concerned. 

It  is  an  immaterial  difference  that  in  the  Bachelder  machine  the  feeding 
device  is  always  in  contact  with  the  material,  and  always  aids  in  sup- 
porting it;  while  in  the  defendants'  machine  the  feeding  device  is  not 
always  in  contact  with  the  material,  and  therefore  only  aids  at  inter- 
vals in  supporting  it 

It  is  equally  immaterial  that,  the  defendants'  feeding-bar  being  provided 
with  a  roughened  surface,  instead  of  with  impaling-pins,  seams  of 
any  desired  angularity  or  curvature  can  be  sewed  in  it,  while  such 
seams  can  not  be  sewed  in  the  Bachelder  machine. 

Because  it  has  been  decided  that  the  Bachelder  patent  does  not  anticipate 
or  invalidate  the  Wilson  patent,  it  does  not  follow  that  machines  made 
under  the  Wilson  patent  may  not  infringe  the  Bachelder  patent. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  September, 
1873) 

Motion  for  provisional  injunction. 

Suit  brought  upon  reissued  letters  patent  for  "improvement  in 
sewing-machines,"  granted  to  complainant  December  12,  1S65. 
The  original  patent  was  granted  to  same  May  8,  1849.  There 
were  two  intermediate  reissues,  and  an  extension.  The  claims 
of  the  reissue  sued  upon  are  as  follows : 

"  First.  -I  claim,  in  combination,  the  supporting-bed,  which  supports  the 
material  horizontally  in  the  machine,  and  is  provided  with  a  throat  for 
the  passage  of  the  needle  and  the  constant  yielding  pressure-holder,  each 
having  the  functions  and  mode  of  operation  herein  before  specified. 

"  Second.  I  claim,  in  combination,  the  supporting-bed,  the  constant 
yielding  pressure-holder,  and  the  reciprocating  eye-pointed  needle,  each 
having  the  functions  and  mode  of  operation  herein  before  specified. 

"Third.  I  claim,  in  combination,  the  supporting- bed,  the  constant 
yielding  pressure-holder,  and  the  reciprocating  needle-carrier,  each  hav- 
ing the  functions  and  mode  of  operation  herein  before  specified. 

"Fourth.  I  claim,  in  combination,  the  supporting-bed,  the  yielding 
pressure-holder,  the  reciprocating  eye-pointed  needle,  and  the  perpetual 
feed  which  moves  the  material  horizontally  under  and  past  the  needle 
while  it  is  supported  by  the  supporting-bed,  each  having  the  functions 
and  mode  of  operation  herein  before  specified. 

"Fifth.  I  claim,  in  combination,  the  supporting-bed,  the  yielding  pres- 
sure-holder, the  reciprocating  needle-carrier,  and  the  perpetual  feed  which 
moves  the  material  horizontally  upon  and  over  the  supporting-bed,  each 
having  the  functions  and  mode  of  operation  herein  before  specified. 

"  Sixth.  I  claim,  in  combination,  the  holding  surface  which  supports 
the  material,  immediately  about  the  needle,  horizontally  under  the  thrust 
of  the  needle,  and  the  perpetual  feed  which  moves  the  material  horizon- 
tally under  and  past  the  needle,  upon  and  over  such  holding  surface,  each 
having  the  functions  and  mode  of  operation  herein  before  specified. 

"  Seventh.  I  claim,  in  combination,  the  holding  surface,  which  supports 
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the  material  immediately  about  the  needle,  horizontally  under  the  thrust 
of  the  needle ;  the  perpetual  feed  which  moves  the  material  horizontally 
under  and  past  the  needle,  upon  and  over  such  holding  surface,  and  the 
receiving-plate,  which  receives  the  material  from  the  feed  during  the  opera- 
tion of  the  machine  in  sewing  a  seam,  each  having  the  functions  and  mode 
of  operation  herein  before  specified. 

"  Eighth.  I  claim,  in  combination,  the  horizontally  holding  surface  im- 
mediately about  the  needle,  the  perpetual  feed,  the  receiving- plate,  and 
the  yielding  pressure-holder,  each  having  the  functions  and  mode  of  op- 
eration herein  before  specified. 

"  Ninth.  I  claim,  in  combination,  the  horizontally  holding  surface  im- 
mediately about  the  needle,  the  perpetual  feed,  and  the  yielding  pressure- 
holder,  each  having  the  functions  and  mode  of  operation  herein  before 
specified. 

"Tenth.  I  claim,  in  combination,  the  horizontally  holding  surface  im- 
mediately about  the  needle,  the  perpetual  feed,  the  yielding  pressure- 
holder,  and  a  reciprocating  eye-pointed  needle,  each  having  the  functions 
and  mode  of  operation  herein  before  specified. 

"Eleventh.  1  claim,  in  .combination,  the  horizontally  holding  surface 
immediately  about  the  needle,  the  perpetual  feed,  the  yielding  pressure- 
holder,  and  the  reciprocating  needle-carrier,  each  having  the  functions 
and  mode  of  operation  herein  before  specified. 

"Twelfth.  I  claim,  in  combination,  the  receiving-plate  and  the  perpet- 
ual feed,  each  having  the  functions  and  mode  of  operation  heiein  before 
specified. 

"Thirteenth.  I  claim,  in  combination,  the  horizontally  holding  surface 
immediately  about  the  needle,  the  perpetual  feed,  and  reciprocating  needle- 
carrier,  each  having  the  functions  and  mode  of  operation  herein  before 
specified. 

"  Fourteenth.  I  claim,  in  combination,  the  perpetual  feed,  the  receiving- 
plate,  and  the  yielding  pressure- holder,  each  having  the  functions  and 
mode  of  operation  herein  before  specified." 

The  further  facts  necessary  to  an  understanding  of  the  case, 
are  sufficiently  set  forth  in  the  opinion  of  the  court. 

Solomon  y.  Gordon  and  George  Gifford,  for  complainant. 

Theodore  Cuyler  and  Andrew  Boardman^  for  defendants. 

Blatchford,  J. 

The  reissued  letters  patent  granted  to  the  plaintiff,  December 
12,  1865,  for  an  improvement  in  sewing-machines,  and  on  which 
the  motion  for  a  provisional  injunction  in  this  case  is  made,vrere 
the  foundation  of  the  suit  of  Potter  v.  Braunsdorf,  7  Blatcn. 
C  C.  97,  decided  by  this  court  on  final  hearing.  Every  question 
necessary  or  pertinent  to  the  decision  of  the  present  motion  >vaS 
considered  in  that  case,  and  disposed  of  adversely  to  the  defense- 
Since  that  time  such  reissued  patent  has  been,  by  an  act  of  ^on' 
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gress,  approved  July  14,  1870  (16  U.  S.  Stat,  at  Large,  656),  ex- 
tended for  seven  years  from  May  8,  1870. 

The  sewing-machine  of  the  defendants  in  the  former  case  was 
called  the  yEtna  machine,  and  employed,  as  a  perpetual  feeding 
device,  a  cylinder  moving  intermittently  by  revolving  on  a  hori- 
zontal axis,  and  so  arranged  that  the  cloth  laid  horizontally  upon 
it  and  was  partially  supported  by  it.     Such  cylinder  was  situated 
immediately  in  front  of  the  needle,  and  was   provided  with  a 
roughened  surface,  which  acted  from  below,  through  an  aperture 
in  a  horizontal  table,  upon  the  under  surface  of  the  cloth  to  be 
fed,   and  operated,  in  feeding,  in  combination  with   a  yielding 
curved  pressure-foot,  which  was  pressed  from  above,  by  a  spring, 
upon  the  upper  surface  of  the  cloth,  such  foot  also  acting  as  a 
needle-stripper.     The  -/Etna  machine  was  provided  also  with  the 
other  devices  necessary  to  make  up  the  combinations  covered  by 
the  first,  second,  third,  fourth,  fifth,  sixth,  and  eleventh  claims  of  the 
Bachelder  patent — namely,  a  reciprocating  eye-pointed  needle  and 
a  reciprocating  needle-carrier,  moving   substantially  in  vertical 
planes  ;  a  horizontal  holding  surface,  provided  with  a  throat  for 
the  passage  of  the  needle  (such  holding  surface  forming  part  of 
the  supporting  bed),  and  a  table,  a  part  of  which  was  so  arranged, 
with  reference  to  the  feed,  as  to  receive  and  aid  in  supporting  the 
material  in  its  passage  from  the  feed.     In  the  ^Etna  machine  the 
material  could  be  fed  perpetually  while  it  was  supported  horizon- 
tally, and  a  seam  of  any  length  could  be  sewn  without  requiring 
the  sewing  to  be  stopped  at  any  time  to  attach  a  fresh  portion  of 
the  material  to  the  feeding  instrument.  ^This  is  a  material  feature 
distinguishing  the  Bachelder  machine  from  those  which  preceded 
it.     The  yEtna  machine  had,  it  is  true,  a  capacity  beyond  that  of 
the  Bachelder  machine — namely,  that  of  sewing  a  seam  of  any 
desired  curvature,  arising  from  the  fact  that  in  the  Bachelder  ma- 
chine the  material  is  impaled  on  pins,  while  in  the  ^Etna  machine 
the  roughened  surface  of  the  feeding-cylinder  engaged  with  the 
material  only  to  such  extent  as  was  necessary  to  move  the  mate- 
rial forward,  but  not  to  such  extent  as  to  prevent  the  free  lat- 
eral turning  of  the  material  by  the  operator  during  the  process  of 
feeding,  so  as.  to  produce  a  curved  or  angular  seam.     But  this, 
,    though  an  improvement  on  Bachelder's  invention,  embodied  that 
invention. 
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The  machine  of  the  defendants,  in  the  present  case,  is  known 
as  the  Whitney  sewing-machine,  and  uses,  as  a  perpetual  feed, 
what  is  known  as  the  feed  of  Allen  B.  Wilson.  That  feeding  ar- 
rangement was  covered  by  two  patents  issued  to  Wilson,  which 
have  now  expired.  One  of  them,  reissue  No.  346,  issued  January 
22,  1856,  was  extended,  and  expired  November  12,  187 1.  It  cov- 
ered, in  its  claims,  four  features  of  invention  :  First,  the  described 
method  of  causing  tKe  material  to  be  sewed  to  progress  regularly 
by  the  joint  action  of  the  surfaces  between  which  it  is  clamped, 
and  which  act  in  conjunction  ;  second,  holding  the  material  at 
rest  by  the  needle,  or  its  equivalent,  in  combination  with  the 
method  of  causing  it  to  progress  regularly  ;  third,  arranging  the 
described  feeding-surfaces  in  such  relation  to  the  needle  that  they* 
or  one  of  them,  shall  perform  the  office  of  stripping  the  material 
from  the  needle ;  fourth,  so  mounting  and  attaching  one  of  the 
feeding-surfaces  to  some  other  part  of  the  machine  that  it  maybe 
removed  or  drawn  away  from  the  other  surface  at  pleasure.  The 
other  patent,  reissue  No.  414,  issued  December  9,  1856,  was  ex- 
tended, and  expired  November  12,  1S71.  It  covered,  by  one  of 
its  claims,  a  combination  of  three  elements — namelv,  a  table  or 
platform  to  support  the  material  to  be  sewed,  holding  it  for  the 
action  of  the  needle,  and  presenting  it  properly  to  the  grasp  of 
the  feeding  apparatus— a  sewing  mechanism  proper,  consisting  of 
a  needle  and  shuttle,  or  their  equivalents,  and  a  mechanical  feed, 
automatic,  and  causing  the  cloth  to  progress  regularly,  to  which 
the  cloth  is  not  attached,  and  so  grasping  the  cloth  that  it  maybe 
turned  and  twisted  by  the  hand  of  an  operator,  such  twisting  not 
interfering  with  the  regular  progression  of  the  cloth.  The  feed 
of  Wilson  consists  of  two  surfaces  or  bars,  which  clamp  the  ma- 
terial. The  material  is  advanced  and  moved  forward  under  the 
needle,  to  receive  the  stitches,  by  the  joint  operation  of  such  two 
surfaces  or  bars.  One  of  such  bars  has  a  rough  surface  and  a 
lateral  motion.  The  other  has  a  smooth  surface  and  no  lateral 
motion. 

The  machine  of  the  defendants  has  Bachelder's  horizontal 
holding-surface,  in  having  a  small  horizontal  round  plate,  through 
slots  in  which  teeth  on  the  reciprocating  feed-bar  project  upward, 
on  which  plate  the  material  immediately  about  the  needle  rests, so 
as  to  be  borne  up  horizontally  under  the  thrust  of  the  needle,  such 
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plate  being  perforated  with  an  opening  or  throat  for  the  passage 
of  the  needle. 

The  machine  of  the  defendants  has  Bachelder's  receiving-plate, 
in  that  portion  of  the  said  round  plate  which  receives  and  sup- 
poits  the  material  as  it  passes  from  the  feed. 

The  machine  of  the  defendants  has  Bachelder's  yielding  pres- 
sure-holder, in  having  a  spring  pressure-foot  near  the  needle, 
which  rests  on  the  upper  surface  of  the  material,  and  holds  the 
material  to  the  bed  on  which  it  is  supported,  the  pressure-foot 
adapting  itself  to  variations  in  the  thickness  of  the  material. 

The  machine  of  the  defendants  has  a  reciprocating  eye-pointed 
needle  and  a  reciprocating  needle-carrier,  substantially  like  those 
of  Bachelder. 

In  all  these  particulars  in  which  the  ./Etna  machine  was  like 
the  Bachelder  machine,  the  defendants'  machine  does  not  differ 
from  the  ./Etna  machine.  This  embraces  all  particulars  except 
the  feed.  In  the  defendants'  machine  the  cloth  is  advanced  regu- 
larly and  horizontally,  by  an  intermittent  motion,  through  the 
joint  action  of  the  rough  surface  of  the  moving  bar  beneath  and 
the  surface  of  the  pressure-foot  above.  It  is  apparent  that,  in  the 
arrangement  and  operation  of  the  defendants'  feed,  and  its  rela- 
tions to  other  co-operating  parts  of  the  machine,  there  are  the 
following  material  features  in  common  with  Bachelder's  machine : 
The  cloth  lies  horizontally  on  the  feeding  device,  and  a  portion  of 
the  surface  of  the  cloth  which  lies  immediately  in  front  of  the 
needle  and  of  the  horizontal  holding  surface  is  supported  by  the 
feeding  device  during  the  act  of  feeding.  The  material  is  fed 
perpetually,  so  that  a  seam  of  any  length  can  be  sewn  without 
removal  or  replacement  of  the  parts  of  the  machine.  The  ma- 
terial is  delivered,  with  a  seam  sewn  in  it,  upon  the  receiving- 
plate. 

In  the  Bachelder  machine,  different  portions  of  the  belt  are 
feeding  at  different  times,  as,  in  the  ./Etna  machine,  different  por- 
tions of  the  cylinder  were  feeding  at  different  times,  while,  in  the 
defendants'  machine,  the  same  part  of  the  feeding-bar  always  acts 
in  feeding.  But  this  difference  is  immaterial.  The  action,  in 
feeding,  of  the  parts  employed  at  any  one  time  in  feeding  is  the 
same  in  the  two  machines,  so  far  as  the  essence  of  Bachelder's 
invention  of  a  perpetual  feed  is  concerned.  So,  too,  it  is  an  im- 
material difference  that,  in  the  Bachelder  machine,  the  feeding 


494  SOUTHERN    DISTRICT   OF    NEW    YORK. 

Bachelder  v.  Moulton. 


device  is  alwavs  in  contact  with  the  material,  and  alwavs  aids  in 
supporting  it,  while,  in  the  defendants'  machine,  the  feeding  de- 
vice is  not  always  in  contact  with  the  material,  and  therefore  only 
aids  at  intervals  in  supporting  it.  Equally  immaterial  is  it  that 
the  defendants'  feeding-bar.  being  provided  with  a  roughened  sur- 
face, instead  of  with  impaling-pins,  seams  of  any  desired  an- 
gularity or  curvature  can  be  sewrn  in  the  defendants'  machine, 
while  such  seams  can  not  be  sewn  in  the  Bachelder  machine. 
But  this  is  the  same  difference  which  existed  between  the  ^tna 
machine  and  the  Bachelder  machine.  The  increased  capacity 
given  to  the  machine  by  the  facility  of  turning  and  twisting  the 
material,  due  to  the  absence  of  impaling-pins,  is  an  improvement, 
but  the  vital  features  of  Bachelder's  arrangement  are  retained. 
The  feeding  device  of  the  defendants  has  a  horizontal  surface, 
which,  at  the  time  of  feeding,  aids  in  supporting  the  material,  and 
thus  makes  the  feeding  possible,  and  is  a  perpetual  feed,  and  de- 
livers the  material  to  and  upon  the  receiving-plate. 

The  point  most  strenuously  urged  on  behalf  of  the  defendants 
is,  that  heretofore  suits  have  been  brought  in  many  of  the  courts 
for  infringements  of  the  reissued  patents  of  Wilson  before  men- 
tioned, Nos.  346  and  414  ;  that  the  defendants  in  those  suits  have 
set  up  the   prior  existence  of  the  Bachelder  machine,  and  the 
prior  granting  of  the  Bachelder  patent,  as  destroying  die  novelty 
of  the  above-recited  claims  of  the  Wilson  patents ;  and  that  it 
has  been  uniformly  held  that  there  was  nothing  in  the  Bachelder 
machine,  or  the   Bachelder   patent,  to   invalidate  those  claims. 
These  decisions  of  the  courts  are   urged   as  decisions  that  the 
feeding  arrangement  of  Wilson  and  the  feeding  arrangement  of 
Bachelder  do  not  interfere  with  each  other,  and  consequently  that 
the  use  of  the  feeding  arrangement  of  Wrilson  can  not  infringe 
the  Bachelder  patent.     But  this  is  not  a  logical  conclusion  from 
what  was  decided  in  the  cases  referred  to.     All  that  was  decided 
in  those  cases  was,  that  the  claims  of  the  Wilson  patents  covered 
inventions  which  were  not  to  be  found  in  the  Bachelder  patent- 
inventions  beyond  anything  founcf  in  the  Bachelder  patent,  being 
the  inventions  claimed  in  the  Wilson  patents;  but  there  \vas  no 
decision  that  a  machine  constructed  according  to  the  descr1?*10"8 
contained  in  the  specifications  of  the  Wilson  patents,  did  notera" 
brace  inventions  claimed  in  the  Bachelder  patent.     No  suc"  "e" 
cision  could   have   been    made,  because   no  such  question  was 
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involved-  The  principle  properly  applicable  to  the  decision  of 
the  question  involved  in  the  present  motion,  is  a  familiar  one  in 
the  patent  law.  Bachelder  had  no  right  to  use  Wilson's  improve- 
ments without  Wilson's  consent.  Wilson,  on  the  other  tjand,  had 
no  right,  in  constructing  a  machine  containing  his  own  improve- 
ments, to  embody  therein  the  improvements  patented  by  Bachel- 
der without  Bachelder's  consent. 

Nothing  is  shown  which  anticipates  Bachelder's  inventions  on 
the  point  of  novelty.  The  plaintiff's  title  and  the  validity  of  his 
claims  are  free  from  doubt  and  have  been  established,  and  the 
infringement  by  the  defendants'  machine  is  clear. 

An  injunction  must  issue  on  all.  the  claims. 


James  D.  Sarven 

vs. 

Elihu  Hall  &  Co.     In  Equity. 

The  second  claim  of  the  reissued  patent  granted  James  D.  Sarven,  Septem- 
ber 6, 1870,  which  is  for  "a  carriage- wheel  constructed  with  a  mortised 
wooden  hub,  with  tenoned  spokes,  and  with  flanges,  which  embrace 
the  faces  of  the  spokes  in  the  immedfate  vicinity  of  the  hub,  and  are 
connected  together  so  as  to  form  a  metallic  band,  through  which  the 
spokes  extend  into  the  mortises  in  the  wooden  hub,  substantially  as 
before  set  forth,"  is  infringed  by  the  use  of  a  similar  wheel,  in  which 
the  shoulders  of  the  spokes  are  cut  away  by  rounding  off  the  corners, 
the  spokes  entering  corresponding  mortises  in  a  solid  collar  and  in 
the  hub,  and  being  sustained  endwise  on  the  inclined  sides  of  the 
mortise. 

Defendants'  spokes  are  tenoned  spokes,  whether  the  endwise  thrust  is  re- 
ceived upon  the  tapering  sid«6  of  the  metallic  mortise,  or  on  the 
exterior  surface  of  the  wooden  hub. 

The  employment  of  the  shoulders  having  been  urged  by  complainant's 
counsel  and  experts  in  a  former  suit  between  the  same  parties,  as  con- 
stituting the  infringement,  though  an  injunction  is  allowed,  defendant 
will  not  be  taxed  with  costs. 

(Before  Woodruff,  J.,  District  of  Connecticut,  September,  1873.) 
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Motion  for  preliminary  injunction. 

Suit  brought  on  letters  patent  for  "  an  improved  carriage- 
wheel,"  granted  to  complainant  June  9,  1857 »  reissued  August 
ii9  1868,  and  again  reissued  September  6,  1S70,  and  extended 
for  seven  years  from  June  9,  187  r. 

The  validity  o£  the  patent  was  established  in  the  case  of  Sar- 
ven v.  Hall  (the  same  parties),  reported  in  5  Fisher,  415. 

The  claims  of  the  patent  were — 

"A  carriage-wheel  constructed  .with  the  spokes,  combined  with  the 
wooden  hub,  by  tenons  entering  mortises  in  said  hub,  and  with  each 
other,  in  such  manner  that  a  solid  belt  is  formed  around  the  said  hub, 
substantially  as  before  set  forth. 

"Also,  a  carriage-wheel,  constructed  with  a  mortised  wooden  hub,  with 
tenoned  spokes  and  with  flanges,  which  embrace  the  faces  of  the  spokes 
in  the  immediate  vicinity  of  the  hub,  and  are  connected  together  so  as  to 
form  a  metallic  band,  through  which  the  spokes  extend  into  the  mortises 
in  the  wooden  hub,  substantially  as  before  set  forth. 

"  Also,  a  carriage-wheel,  constructed  with  a  mortised  wooden  hub,  with 
tenoned  spokes  combined  with  each  other,  so  that  a  solid  belt  is  formed 
around  the  hub,  and  with  metallic  flanges,  which  embrace  the  faces  of  the 
spokes  in  the  immediate  vicinity  of  the  hub,  and  are  connected  together 
so  as  to  form  a  metallic  band,  through  which  the  spokes  extend  into  the 
mortises  in  the  wooden  hub,  substantially  as  set  forth." 


\  __ 


No.  i  (Sarven). 


The  above  engraving  shows  the  Sarven  wheel,  as  described 
in  the  patent. 

The  defendants  first  made  the  Warner  wheel,  patented  to 
Almon  Warner,  February  5,  1867,  shown  in  the  following  en- 
graving, No.  2. 

After  the  first  decision,  owing  to  the  fact  that  complainant's 
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counsel  and  experts  had  insisted  at  the  hearing,  as  one  of  the 
reasons  of  infringement,  that  the  Warner  wheel  had  shoulders 
on  the  spokes,  bearing  against  the  wooden  hub,  defendant  cut 
away  the  shoulders,  and  proceeded  to  manufacture  wheels,  in 
other  respects,  the  same  as  before. 

This  present  suit  and  motion  were  brought  to  prevent  the  man- 
ufacture of  the  wheel  thus  changed. 

The  engravings  below  show  the  spoke  as  originally  used  by 
defendants,  and  the  spoke  as  changed  by  them,  with  the  shoulders 
cut  away. 
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The  change  is  fully  described  in  the  opinion  of  the  court. 

John  S.  Beach,  Samuel  S.  Fisher ',  and  Keller  &  Blake,  for 
oomplainant. 

Chas.  R.  Ingersoll  and  Benj.  F.  Thurston,  for  defendants. 

Woodruff,  J. 

This  suit  is  brought  to  restrain  an  alleged  infringement  of  a 
patent  for  an  "  improvement  in  carriage-wheels,"  reissued  to  the 
plaintiff,  September  6,  1S70,  and  on  June  8,  1871,  extended  for 
the  term  of  seven  years  from  June  9,  1871,  on  which  day  his  orig- 
inal patent,  granted  June  9,  1857,  expired.  In  a  former  suit  be- 
tween the  same  parties,  in  this  court,  heard  in  December,  1S71, 
and  decided  at  the  April  term  next  following,  it  was  held  that  the 
plaintiff's  patent  was  infringed  by  a  carriage- wheel  which  the  de- 
fendant was  then  and  theretofore  manufacturing,  and  a  decree 
was  entered  in  favor  of  the  complainant  against  the  defendant  for 
an  injunction  and  account  of  profits,  etc. 

A  change  was  thereupon  made  in  the  construction  of  the  car- 
riage-wheels manufactured  by  the  defendant,  which,  on  its  behalf, 
is  claimed  to  avoid  the  decree  in  the  former  case  and  the  patent 
itself,  and  to  relieve  the  defendant  from  the  charge  of  infringe- 
ment. The  plaintiff,  on  the  other  hand,  insists  that,  notwithstand- 
ing such  change,  the  wheel  which  the  defendant  is  now  manufac- 
turing infringes  his  patent,  and  upon  that  ground  he  has  filed  the 
present  bill,  and  moves  for  an  injunction  to  restrain  the  manufac- 
ture pf  such  wheel. 

In  the  former  suit,  the  defendant's  wheel  was  held  to  infringe 
the  second  claim  in  the  plaintiff's  reissued  patent,  which  is  in 
these  words  :  "  Also  a  carriage-wheel  constructed  with  a  mortised 
wooden  hub,  with  tenoned  spokes,  and  with  flanges  which  em- 
brace the  faces  of  the  spokes  in  the  immediate  vicinity  of  the 
hub,  and  are  connected  together,  so  as  to  form  a  metallic  band, 
through  which  the  spokes  extend  into  the  mortises  in  the  wooden 
hub,  substantially  as  before  set  forth." 

The  plaintiff  was  not  held  to  have  an  exclusive  right  to  the  use 
of  either  of  the  distinct  devices  mentioned  in  this  claim-  Each 
was  held  upon  the  evidence  to  be  old — that  is  to  say,  a  carriage 
wheel  with  a  wooden  hub,  a  carriage-wheel  with  a  wooden  hub 
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and  tenoned  spokes,  a  carriage-wheel  with  flanges  on  each  side  of 
the  spokes,  bolted  together  to  assist  in  resisting  lateral  strain,  and 
connected  together  by  bolts,  so  as  to  form  a  metallic  ring,  through 
which  the  spokes  passed,  were  neither  of  them  new.  But  it  was 
found  and  held  upon  the  evidence  that  a  carriage-wheel  combining 
all  these  was  the  invention  of  the  complainant,  and  was  embraced 
within  the  above-recited  second  claim  of  his  patent. 

In  respect  to  this  combination,  the  wheel  of  the  defendant  dif- 
fered from  the  plaintifFs  only  in  this,  that  instead  of  flanges  placed 
separately  upon  each  side  of  the  spokes  and  bolted  together 
through  or  between  the  spokes,  the  flanges  used  by  the  defendant 
were  cast  in  one  piece,  the  annular  sides  being  connected  by 
cross-pieces,  which  passed  between  each  two  spokes,  thus  form- 
ing what  was  appropriately  termed  a  mortised  annulus,  through 
the  mortises  of  which  the  spokes  were  driven  and  into  the  mor- 
tises of  the  hub.  And  it  was  insisted  that,  thus  constructed,  the 
double  flange  or  mortised  annulus,  by  means  of  the  tapering  sides 
of  the  mortises  therein,  which  firmly  grasped  the  spokes,  served 
to  bear  the  pressure  or  thrust  endwise  upon*  the  spokes,  relieved 
the  shoulder,  bearing  on  or  adapted  to  bear  on  the  hub,  and  so 
constituted  a  distinct  device  from  the  mere  flanges  bolted  together 
for  resisting  lateral  pressure. 

In  relation  to  this  point,  expert  witnesses  were  examined  on  the 
behalf  of  the  complainant,  and  their  testimony  went  very  far  to 
show  that  if  the  defendant's  wheel  had  been  constructed  without 
shoulders  on  the  spokes,  bearing,  or  which  in  use  might  be  brought 
to  bear,  upon  the  wooden  hub,  the  wheel  would  not  infringe  the 
complainant's  patent — as,  for  example,  if  the  end  of  the  spoke 
entering  the  hirb  were  uniformly  tapering.  And,  on  the  argument 
of  the  cause,  much  stress  was  laid  by  the  complainant's  counsel 
on  the  fact  that  tr?e  spokes  in  the  defendant's  wheel  had,  like 
those  of  the  plaintiff,  shouldered  tenons,  the  shoulders  passing 
through  the  metallic  mortises  and  bearing  on  the  wooden  hub. 

The  court  were  of  opinion  that  the  circumstance  that  the  sides 
of  the  openings  in  the  mortised  annulus  were  tapering,  so  as  to' 
furnish  an  endwise  bearing  to  the  spokes,  did  not  render  it  a  dis- 
tinct device  in  such  sense  as  to  relieve  the  defendant  from  the 
charge  of  using  the  patented  combination  ;  that  in  their  use,  and 
for  the  purpose  for  which  the  plaintiff's  flanged  collars  are  useful, 
the  sides  of  the  mortised  annulus  are  identical  in  the  office  they 
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perform,  viz.,  to  sustain  the  spokes  against  lateral  strain;  and 
that  in  the  mechanical  construction  of  the  parts  that  perform 
that  office  they  are  substantially  the  same ;  that  the  cross- 
wise partitions  and  form  of  tapering  mortises  may  be  improve- 
ments upon  the  plaintiff's  flanged  collars  bolted  together,  but  the 
mortised  collars  do  nevertheless  operate,  for  all  the  purposes  for 
which  flanged  collars  are  used,  in  precisely  the  same  way.  Con- 
ceding, for  the  purposes  of  the  case,  that  the  tapering  sides  of  the 
mortises  formed  by  the  cross-pieces  enabled  the  mortised  collar  to 
perform  a  function  of  which  the  plaintiff's  collars  were  incapable, 
viz.,  to  grasp  firmly  the  end  of  the  spoke  and  sustain  it  against 
the  endwise  pressure,  it  was  none  the  less  an  equivalent  of  the 
plaintiff's  flanged  collar  in  all  the  functions,  mode  of  operation, 
and  construction  of  the  latter,-  although  by  an  additional  feature 
it  had  also  a  further  useful  function ;  and  as  an  equivalent  in  the 
combination  it  did  not  relieve  the  defendant  lrom  the  charge  ot 
infringement. 

Possibly  this  holding  may  be  deemed  in  conflict  with  some  ob- 
servations in  the  opinion  delivered  in  the  Supreme  Court  of  the 
United  States  in  Reesv.  Gou/d,  15  Wallace,  1S7  ;  2  Patent  Office 
Gazette,  624 ;  but  it  is  certainly  in  no  conflict  with  the  actual  de- 
cision made  in  that  case,  which  involved  no  such  question,  and 
the  opinion  of  this  court  in  the  former  suit  will  govern  the  de- 
cision of  the  present  motion. 

On  such  former  trial,  however,  the  claim  in  behalf  of  the  de- 
fendant was  urged  that  the  tapering  sides  of  the  mortises  in  the 
mortised  collars  were  not  merely  auxiliary  to  the  shoulders  near 
the  end  of  the  spokes  in  resisting  the  endwise  bearing,  but  that  in 
fact  such  shoulders  were  unnecessary  ;  that  the  mortises  in  the 
metallic  ring,  in  fact,  sustained  all  of  that  pressure,  and  examples, 
in  which  some  of  the  spokes  were  not  driven*  in  so  far  that  these 
shoulders  reached  the  wooden  hub,  were  exhibited  in  proof 
thereof.  This  was  strenuously  denied  by  the  complainant  and 
his  witnesses,  who  claimed  and  testified  that  shrinkage  of  the 
spokes  would  render  the  support  derived  from  the  bearing  of  Hk 
shoulder  upon  the  wooden  hub  indispensable,  and  that  the  in- 
stances in  which  the  shoulder  did  not,  in  the  examples  produced, 
reach  so  far,  were  exceptional,  and,  in  fact,  merely  occasional 
imperfections  in  the  manufacture ;  otherwise,  why  did  the  de- 
fendant make  all  his  spokes  with  shouldered  tenons? 
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It  will  be  thus  seen  that  on  such  former  trial   the  question, 
whether  the  defendants'  wheel  had  tenoned  spokes  with  shoulders 
thereon  bearing  upon  the  wooden  hub  to  give  greater  strength  to 
the  spoke,  and  sustain  or  assist  in  sustaining  the  endwise  thrust 
or  bearing  when  in  actual  use,  was  made  to  assume  great  appar- 
ent importance,  and  in  view  of  the  testimony  of  the  complain- 
ant's experts  above  mentioned,  and  the  apparent  concessions  of 
his  counsel,  it  is  not  at  all  strange  that  the  defenflant  was  led  to 
the  belief  that  if  he  should  construct  spokes  so  that  their  shoul- 
ders should  not  bear  on  the  wooden  hub,  and  practically  illustrate 
and  verify  in  his  new  manufacture  his  claim  that  his  mortised 
collar,  by  the  tapering  sides  of  the  mortise,  so  grasped  and  held 
the   spokes  as  in  fact  to  sustain  all  of  the  endwise  bearing  or 
thrust,  he  should   avoid  any  infringement  of  the  complainant's 
patent.     I  can  not  resist  the  impression  that  for  this  belief  of  the 
defendant,  the  complainant  and  his  witnesses  and  counsel  are 
largely  responsible.     The  defendant,  therefore,  after  the  decree, 
cut  away,  in  part,  the  shoulders  of  the  spokes  thereafter,  used,  by 
rounding  off  the  corners,  so  that,  as  is  now  claimed,  there  is  no 
shoulder  at  the  head  of  the  tenon  which  rests  on  the  wooden 
hub. 

The  complainant,  however,  still  insists  that  what  remains  con- 
stitutes a  shoulder  which,  though  it  may  be  less  effective,  does 
nevertheless  perform  the  office  of  a  shoulder  at  the  head  of  the 
tenon,  whenever  and  so  soon  as  by  very  slight  shrinkage,  or  for 
any  other  reason,  the  spoke,  by  force  acting  endwise  thereon,  is 
driven,  in  the  slightest  degree,  inward  toward  the  center  of  the 
wheel.  And  the  defendant,  on  the  other  hand,  with  his  wit- 
nesses, denies  that  the  spoke  can  be  driven  in  so  as  to  produce 
such  bearing,  the  tapering  sides  of  the  mortises  in  the  metallic 
collar  being  absolutely  and  invariably  sufficient,  as  his  wheels 
are  constructed,  to  sustain  the  spoke  against  such  force  or 
pressure. 

I  shall  not,  on  this  motion,  attempt  to  settle  this  disputed  ques- 
tion. I  thought,  when  considering  the  former  case,  and  I  now 
think,  that  undue  prominence  was  given  to  the  subject  of  the 
bearing  of  the  shoulders  of  the  spokes  on  the  wooden  hub,  as 
compared  with  their  bearing,  whether  more  or  less  completely, 
upon  the  tapering  sides  of  the  mortises  in  the  metallic  ring. 
That  prominence  arises  chiefly  out  of  the  fact  that  the  patented 
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combination,  as  described  in  the  second  claim  of  the  complain- 
ant's patent,  is  "  a  mortised  hub  with  tenoned  spokes,  with  flanges 
which  embrace  the  faces  of  the  spokes  .  .  .  so  as  to  form  a 
metallic  band  through  which  the  spokes  extend  into  the  hub,  sub- 
stantially as  before  set  forth,"  and  out  of  the  suggestion  thereupon 
that  there  are  no  tenoned  spokes  in  any  proper  sense,  unless  there 
be  a  shoulder  at  the  head  of  the  tenon  bearing  upon  the  substance 
or  object  in  which  the  mortise  is  made  to  receive  the  tenon.  That 
this  suggestion  gives  the  ordinary  meaning  of  the  term fci  tenoned," 
is  unquestionable,  although  the  word  k4  tenon"  has  not  derivatively 
any  such  necessary  inherent  signification.  But  let  it  be  assumed 
that  in  mechanics  the  word  u  tenoned"  imports  not  merely  a  tenon 
to  be  inserted  in  a  mortise,  but,  as  a  correlative  or  adjunct,  a 
shoulder  to  sustain  the  thing  tenoned  against  endwise  pressure, 
as  illustrated  in  tenoned  posts  inserted  in  th#  sill  of  a  building, 
tenoned  braces  to  strengthen  an  angle  in  a  frame,  and  the  like. 
There  is  no  necessary  or  prescribed  form  either  to  the  tenon  or  to 
the  shoulder.  The  tenon  may  be  straight,  curved,  or  dovetailed. 
The  shoulder  may  be  rounded  or  square ;  it  may  be  at  a  right 
angle  with  the  tenon,  or  at  an  acute  or  oblique  angle.     ' 

Let  it,  then,  be  further  assumed  that  the  defendant  has  done 
that  which  the  complainant  denies — viz.,  so  constructed  the  spokes 
in  the  new  manufacture  that  their  shoulders  do  not  now  bear  on 
the  exterior  surface  of  the  wooden  hub. 

What  has  the  defendant  clone?  The  defendant's  spokes  have 
still  both  shoulders  and  tenons  in  the  literal  sense  of  the  word. 
The  shoulders  are  made  not  at  right  angles  to  the  tenon;  they  do 
not  bear  directly  on  the  wooden  hub,  but  they  do  bear  and  do 
sustain  the  spoke  against  endwise  pressure — the  very  office 
claimed  for  the  shoulder  of  a  tenon.  They  bear  upon  the  super- 
imposed metallic  collar,  and  yet  are  within  that  collar,  and 
receive  the  same  support  agqinst  lateral  strain  which  the  flanged 
sides  of  that  collar  give,  and  are  intended  to  give,  and  as  the 
flanged  collars  do  in  the  complainant's  wheel. 

True,  the  defendant,  if  it  has  in  fact  made  the  whole  bearing- 
shoulder  of  its  spokes  bear  on  the  tapering  sides  of  the  metallic 
mortises,  has  created  a  difference  between  its  wheel  and  that  of 
the  complainant,  but  not  a  difference  jji  office  or  in  mode  of 
operation.  It  has  still  tenoned  spokes  within  the  literal  read- 
ing of  the  complainant's   specification   and   claim,  and  tenoned 
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spokes   within    the    substance   of    the    complainant's   invention. 
True,  they  are  not  specifically  like  the  spoke  shown  in  the  com- 
plainant's drawing,  nor  are  they  specifically   like   the  tenoned 
spokes  in  an  ordinary  wheel ;  but,  in  considering  the  validity  of 
the  reissued  patent,  the  court  did  not,  on  the  former  trial,  deem 
the  plaintiff,  in  the  use  of  flanges  in*  the  combination  in  question, 
confined  to  spokes  tenoned  as  in  the  ordinary  wheel,  as  seemed 
on  this  argument  to  be  assumed  by  the  defendant's  counsel.    The 
language  of  the  opinion   may  have  tended   to  mislead,  but  the 
ordinary  wheel  was  only  mentioned  for  illustration.     The  orig- 
inal   patent  declared   that  the  patentee  claimed  the  -use  of  the 
flanged  collars,  when  used  in  connection  with  a  wooden  hub,  if 
the  spokes  are  arranged  as  therein  set  forth,  or  in  any  other  man- 
ner— a  claim  doubtless  too  broad,  but  corrected  in  that  respect 
in  the  reissue.     I  can  not,  therefore,  resist  the  conclusion,  that, 
within  the  substance  of  the  plaintiff's  second  claim,  the  defend- 
ant's spokes  are  tenoned  spokes,  and  therefore  as  truly  within 
this  second  claim  of  the  complainant's  patent,  whether  the  end- 
wise pressure  upon  the  spokes  is  received  and  borne  upon  the 
tapering  sides  of  the  metallic  mortises,  or  on  the  exterior  surface 
of  the  woodeg  hub. 

There  is  another  view  of  the  subject,  which  involves  the  doc- 
trine of  equivalents  in  a  combination  which  tends  to  the  same 
conclusion,  unless  the  observations  made  in  the  case  of  Rees  v. 
Gould,  above  cited,  be  deemed  to  impair  its  force.  The  com- 
plainant is  entitled  to  the  exclusive  use  of  the  combination  de- 
scribed in  his  second  claim.  The  several  devices  combined  by 
him  were,  as  heretofore  held,  none  of  them  new.  Among  those 
devices  are  tenoned  spokes  ;  and  let  it  be  conceded  that  by  tenoned 
spokes  he  must  be  deemed  to  mean  spokes  having  a  shoulder  at 
the  head  of  the  tenon  resting  on  the  wooden  hub,  and  that  the 
defendant  places  the  shoulder  of  its  spokes  on  the  inclined  or  ta- 
pering siaes  of  the  metallic  mortises,  it  might  place  the.  shoulder 
on  a  distinct  projection  within  those  mortises.  Is  it  not  obvious 
that,  having  regard  to  the  purpose  of  a  shoulder  on  the  spoke,  the 
function  it  performs,  the  mode  of  its  operation  to  receive  and  sus- 
tain the  endwise  pressure,  which  are  claimed  to  be  the  sole  pur- 
pose, function,  and  ope/ation  of  the  shoulder,  the  defendant's  con- 
struction is  a  precise  equivalent  of  that  described  and  claimed  in 
the  patent?     If  a  spoke  tenoned  into  a  wooden  hub,  and  having  a 
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shoulder  resting  on  the  surface  of  the  hub,  were  new  and  were 
patented,  it  is  not  possible  that  one  who  should  place  a  metallic 
band  around  a  wooden  hub  and  make  a  mortise  therein,  and  a 
mortise  in  the  wooden  hub  beneath,  and  insert  the  tenon  in  the 
mortise  so  that  the  shoulder  should  bear  either  squarely  or 
obliquely  on  the  metal,  could  escape  the  charge  of  infringing  such 
patent. 

On  the  argument  of  the  motion,  I  was  much  impressed  by  still 
another  view  of  the  subject.     Looking  at  the  whole  specification, 
and  construing  the  claims  of  the  patentee  by  aid  thereof,  it  will  be 
seen  that  the  invention  had  reference  to  improving  the  carriage- 
wheel  in  two  important  particulars,  viz.,  strengthening  the  wheel 
so  as  to  resist  lateral  strain,  and  strengthening  it  against  force  or 
strain  in  the  direction  of  its  plane.     The  patentee  did  not  profess 
to  have  improved  its  capacity  to  resist  the  bearing  or  thrust  end- 
wise of  the  spokes.     This  was  no  part  or  purpose  of  his  inven- 
tion.     By   means   of   the   circular   flanges    bolted    together,  the 
increased  strength   to   resist    lateral    strains  was  to  be  effected, 
and  bv  these  metallic  circular  bands  made  fast  to  the  hub  and 
bolted  to  the  spokes,  and  by  making  the  spokes  to  form  a  solid  or 
continuous  belt  of  wood  around  the  exterior  of  the  wooden  hub, 
the  greater  power  to  resist  a  strain  in  the  direction  of  the  plane  of 
the  wheel  was  to  be  secured,  and,  in  reference  to  either  result, 
tenons  inserted  in  mortises  in  the  wooden  hub  were  of  essential 
importance.     By  his  arrangement,  no  strain,  either  laterally  or  in 
the  direction  of  the  plane  of  the  wheel,  could  be  made  to  act  on 
the  tenon  of  one  spoke  only,  but  by  the  joint  power  or  efficiency 
of  the  metallic  bands  and  tenons,  several  tenons  acted  together  to 
resist  any  force,  jar,  or  shock  from  any  direction.     When,  there- 
fore, the  patentee  had  described  his  invention,  and  made  his  second 
claim,  including  tenoned  spokes,  the  claim  should  be  construed 
with  reference  to  the  office  or  function  which  entered  into  his  im- 
provement, and  with  reference  to  the  services  done  by  the  tenon 
in  its  relation  to  the  parts  which  constituted  an  improvement,  and 
enabled  the  wheel  better  to  resist  force  applied  laterally  or  in  the 
direction  of  the  plane  of  the  wheel.     This  was  all  he  professed  to 
have  improved.     For  that  purpose  it  was  the  tenons  entering  the 
hub  and  made  fast  therein  that  entered  into  his  combination  as 
rendering  service  toward  effecting  his  improvement.     The  end- 
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wise  thrust  was  not  in  his  contemplation,  or  the  shoulders  at  the 
head  of  the  tenon,  as  pertaining  to  any  improvement  made  by 
him.  True,  there  must  be  capacity  to  resist  such  end  thrust. 
One  mode  of  constructing  a  wheel  which  would  give  it  greater 
power  in  that  respect  he  had  very  prominently,  and,  as  suggested 
in  the  former  opinion,  I  think,  chiefly  in  view,  viz.,  increasing 
the  number  of  spokes.  But,  as  to  the  matter  of  tenoning  the 
spokes,  the  point  was  to  so  unite  the  spokes  that  any  strain  upon 
one,  instead  of  acting  on  one  alone,  should,  through  the  tenons 
inserted  in  the  hub  and  the  circular  flanges,  bolted  to  all,  be  re- 
sisted by  the  joint  power  of  several  or  all  of  the  tenons.  Hence 
his  improvement  was  applicable  to  any  wheel  having  spokes  ten- 
oned into  the  hub,  entirely  irrespective  of  the  question  whether 
the  shoulders  at  the  head  of  the  tenon  rested  on  the  surface  of  the 
wooden  hub,  or  whether  any  other  provision  was  made  to  sustain 
the  endwise  pressure.  The  hold  of  the  spokes  in  the  hub  was 
the  efficient  means  of  making  his  improvement  practically  useful, 
and  constituted  the  marked  distinction  between  his  wheel  and  the 
wheel  described  in  the  Smith  and  Parfrey  patent,  in  which  there 
were  no  spokes  inserted  in  mortises  in  the  hub.  In  this  view  of 
the  proper  meaning  of  u  tenoned  spokes"  in  the  claim  of  the  pat- 
entee, there  remains  no  question  that  the  defendant's  present 
manufacture  is  an  infringement.  The  tenons  at  the  end  of  the 
defendant's  spokes  are  identical  in  form  with  the  tenons  in  the 
wheel  of  the  complainant's.  They  are  secured  in  the  mortises 
in  the  wooden  hub  in  the  same  manner,  and  in  their  action,  con- 
jointly with  the  circular  metallic  band,  they  perform  precisely  the 
same  office  or  function  in  resisting  strains  either  laterally  or  in  the 
direction  of  the  plane  of  the  wheel. 

The  particular  mode  in  which  the  shoulder  above  is  formed,  or 
how  it  is  sustained,  is,  with  reference  to  that  which  constitutes 
the  substance  and  gist  of  the  complainant's  invention,  immaterial, 
so  long  as  the  rings  or  flanges  are  made  to  bear  upon  or  against 
the  body  of  the  spoke  and  bind  it,  so  as  to  effect  the  objects  the 
patentee  disclosed  and  secured.  These  reasons  all  concur  in  the 
result  that  the  complainant's  motion  should  be  granted.  The 
question  of  costs  is  not  very  important,  but  in  view  of  the  manner 
in  which  I  think  the  defendant  has  been  misled  into  the  situation 
in  which  I  deem  him  now  placed,  which,  in  my  judgment,  falls 
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but  little  short  of  estopping  the  complainant  to  allege  that  a 
wheel  without  tenons,  having  shoulders  bearing  on  the  surface  of 
the  wooden  hub,  infringes  his  patent,  I  can  not  charge  the  de- 
fendant with  costs. 


Jacob  A  Conover 

vs. 

Henry  Mers.     In  Ec^jity. 

In  cases  in  which  gains  and  profits  alone  are  to  be  awarded,  when  the  de- 
fendant has  used  the  infringing  machine  so  unskillfully,  or  in  a  man- 
ner so  unbusiness-like,  that  he  has  made  no  profit,  the  complainant 
can  recover  none. 

But  the  defendant  can  not  prejudice  complainant's  right  to  recover,  by  ap- 
plying the  gams  arising  from  the  use  of  an  infringing  machine,  to 
make  up  losses  on  other  branches  of  his  business. 

It  being  proved,  from  the  evidence  taken  by  the  parties,  that  the  com- 
plainant is  entitled  to  recover  eighty  cents  per  cord  of  wood  split  by 
the  defendant  during  the  time  while  defendant  used  the  endless  chain 
and  apparatus  for  automatic  feeding — a  distinguishing  feature  of  com- 
plainant's machine — but  the  time  while  such  chain  was  used  by  de- 
fendant not  being  clearly  shown,  the  master's  report  finding  no  profit, 
is  overruled,  and  the  case  referred  back  for  further  hearing  and  testi- 
mony. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  1873.) 

Hearing  on  exceptions  to  master's  report.  * 

Suit  brought  upon  letters  patent  granted  to  Jacob  A.  Conover. 
May  15,  1855,  for  a  "machine  for  splitting  kindling-wood." 

The  case  is  a  continuation  of  the  case  of  Conover  v.  Sfers,  3 
Fisher,  386,  where  there  is  a  full  description  of  the  patented  ma- 
chine. The  devices  are  also  described  in  the  case  of  Conover  v. 
Dohrman,  3  Fisher,  382  ;  Conover  v.  Roach,  4  Fisher,  12;  and 
Conover  v.  Rapp,  4  Fisher,  57. 

In  the  present  case  the  master  reported  no  profits,  and  as  the 
case  was  brought  prior  to  the  act  of  July  8,  1870,  therefore  the 
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recovery  was  confined  to  profits  only.  Though  the  testimony 
showed  that  the  use  of  complainant's  machine  made  a  saving  of 
eighty  cents  per  cord  of  wood  over  the  process  of  splitting  by 
hand,  yet  when  taken  in  connection  with  the  other  sales  of  uncut 
wood,  and  wood  sawed  but  not  split,  by  defendant,  it  was  shown 
that  upon  the  whole  business  defendant  had  made  no  profit. 

Peter  Van  Antwerp,  for  complainant. 

Frederick  S.  Stallknecht  and  Elias  F.  Hall,  for  defendant. 

Woodruff,  J. 

The  complainant,  having  obtained  a  decree  establishing  his 
rights  under  a  patent  for  a  wood-splitting  machine,  and  adjudg- 
ing that  those  rights  had  been  infringed  by  the  defendant,  by  using 
a  machine  without  license  or  authority  from  the  complainant,  and 
Jhat  he  recover  the  gains  and  profits  made  by  the  defendant  by 
the  use  of  such  infringing  machine,  the  usual  reference  was  made 
to  a  master,  to  ascertain  the  amount  of  such  gains  and  profits. 
The  master,  after  taking  proofs,  has  reported  that  no  gains  or 
profits  were  made  by  the  defendant.  To  this  report  the  com- 
plainant has  filed  exceptions. 

The  proofs  showed  that  the  defendant  was  a  dealer  in  wood, 
from  March  8,  1866,  and  thence  onward,  and  that  he  kept  a*wood- 
yard,  making  sales  therefrom  of  wood,  in  three  forms:  1.  Uncut 
wood  (i.  e.  in  the  condition  in  which  it  was  purchased)  ;  2.  Wood 
sawed  by  the  defendant  into  short  pieces,  but  not  split ;  and  3. 
Wood  sawed,  split,  and  tied  into  bundles.  The  proofs  showed 
that  all  the  wood  tied  into  bundles  was  split  by  the  machine.  A 
distinguishing  feature  of  the  machine,  embraced  in  the  complain- 
ant's patent,  appears  to  have  been  a  device  for  the  automatic 
feeding  of  the  wood  to  the  splitting  instrument,  by  a  movable 
platform  or  apron,  moved  by  an  endless  chain  ;  and  it  was  con- 
ceded, on  the  argument  of  the  exceptions,  that  the  complainant 
is  not  entitled  to,  or,  at  least,  that  he  does  not  claim,  any  profits 
of  splitting  wood  by  the  machine,  where  such  chain  was  not  used 
to  feed  the  wood  to  the  splitting  instrument  or  knives.  The  bal- 
ance of  the  evidence  before  the  master  is,  that  such  chain  was  not 
used  after  May  24,  1869.  There  is  some  reason  to  doubt  whether 
it  was  used,  save  for  one  day  only-,  down'to  so  late  a  date. 
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The  testimony  is  quite  distinct  and  uncontradicted,  that  there 
is  an  actual  saving  of  eighty  cents  per  cord  in  the  use  of  the 
machine  for  splitting,  over  the  cost  of  splitting  by  hand,  or  split*- 
ting  by  a  hand-machine — by  which  latter  I  understand  the  wit- 
nesses to  mean  a  machine,  to  the  knives  of  which  the  wood  is  fed 
by  hand,  /".  e.  without  the  use  of  the  endless  chain  and  apparatus 
for  automatic  feeding. 

The  quantity  of  wood  split  on  the  machine,  as  well  as  the 
before-named  period  of  its  use,  is  not  very  precisely  shown ;  but 
the  proofs  from  the  defendant's  own  books  do  show  the  amounts 
he  paid  for  wood  for  his  whole  business,  and  he  himself  gives 
the  average  cost  per  cord.  Two  of  his  employes  testified  that 
one-eighth  was  split  y  and  made  into  bundles.  So  that,  by  these 
elements,  if  the  defendant's  books  show  the  times  of  purchase, 
there  are  some  data  upon  which  to  calculate,  with  reasonable 
precision,  the  quantity  split  in  each  year.  Besides  this,  I  do  not 
perceive  that  the  defendant  would  have  any  just  ground  of  com* 
plaint,  if  the  proof  in  regard  to  the  number  of  bundles  made  by 
each  cord,  and  the  number  of  strings  purchased  by  the  defendant 
and  used  for  tying  the  bundles  each  year,  were  taken  as  the  test 
of  quantity,  with  such  allowance  for  waste  as  the  proof  may 
show  to  be  usual.  Clearly,  here  were,  by  the  aid  of  both  sources 
or  means  of  estimate,  materials  out  of  which  a  just  conclusion 
could  be  reached,  touching  the  number  of  cords  of  wood  split  by 
the  defendant  by  the  use  of  the  infringing  machine ;  and,  that 
number  being  found,  the  sum  of  eighty,  cents  per  cord  would,  on 
tjie  proofs  as  they  now  stand,  be  the  saving  to  the  defendant  by 
the  use  of  the  complainant's  invention. 

The  report  of  the  master  seems  to  have  proceeded  on  the 
ground,  that,  because  the  aggregate  business  done  by  the  defend- 
ant did  not  result  in  a  profit,  the  complainant  is  entitled* to  recover 
nothing.    If  so,  the  master  was  in  error.    It  is  quite  true,  in  cases 
/        in  which  gains  and  profits  alone  are  to  be  awarded,  that,  where 
I         the  defendant  has  used  the  infringing  machine  so  unskilifully,  or 
!         in  a  manner  so  unbusiness-like,  that  he  has  made  no  profits,  the 
'         complainant  can  recover  none  ;  but,  on  the  other  hand,  the  de- 
I        fendant  can  not  prejudice  the  complainant  by  applying  the  gains 
\       arising  from  the  use  of  an  infringing  machine,  to  make  up  losses 
\       on  other  branches  of  his  business.     Here,  the  defendant  was  deal- 
•    ing  in  wood  generally,  selling  wood  unsawed,  wood  sawed,  and 
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wood  sawed  and  split  and  tied  in  bundles.  For  the  purposes  of 
his  general  business,  it  cost  him  eighty  cents  per  cord  more  to 
split  his  wood  by  hand,  or  by  a  hand-machine,  than  it  did  by 
using  the  infringing  machine.  He  actually  saved  to  himself 
eighty  cents  per  cord  on  all  that  he  split  by  that  machine  and 
made  into  bundles,  and  this  without  increasing  his  other  expenses 
in  any  degree.  There  would  seem  to  be  distinct  and  definite 
profit  realized  by  the  defendant  by  the  violation  of  the  com- 
plainant's rights — profits  ascertained  and  realized  day  by  day, 
quite  irrespective  of  the  inquiry,  what  were  the  aggregate  results 
of  his  whole  business.  If  there  were  any  general  or  other  ex- 
penses apportionable  to  this  department  of  his  business,  the  proofs 
do  not  show  them.    / 

The  proofs  are  not  so  clear  as  to  the  precise  time  when  the 
defendant  ceased  to  use  the  endless  chain,  and  therefore  not  so 
definite  as  to  the  quantity  of  wood  split,  as  to  make  it  safe  for  me 
to  fix  the  amount  of  profits.  Obviously,  the  proof  shows  that 
the  use  of  the  chain  continued  till  suit  brought,  and  to  that  time 
the  complainant's  right  to  recover  seems  clear.  I  deem  it  most 
prudent  to  set  aside  the  report,  and  refer  the  matter  back  to  the 
master,  to  hear  the  parties  further  on  the  proofs  already  taken, 
and  such  further  proofs  as  either  party  may  desire  to  give. 


Eli  W.   Blake 

vs. 

m 

John  Robertson  et  al.     In  Equity. 

Blake  having  patented  in  his  patent  of  June  15,  1858,  reissued  January  9, 
1866,  a  "machine  for  breaking  stones,"  which  machine  has  two  up- 
right converging  jaws — one  fixed  and  the  other  moved  forward  by  an 
iron  connecting-rod — between  which  jaw  the  stone  is  broken  by  the 
approach  of  the  movable  jaw  to  a  specified  distance,  the  patent  is  in- 
fringed by  the  stone-crusher  patented  by  Austin  H.  Smith,  November 
7,  1871,  in  which  the  movable  jaw  is  moved  forward  by  a  column  of 
confined  water,  to  which  pressure  is  applied  by  a  plunger. 
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In  such  a  combination,  the  column  of  compressed  water  is  the  mechanical 
equivalent  of  the  iron  connecting-rod. 

The  provision  in  the  Smith  machine  for  the  escape  of  the  water,  so  as  to 
prevent  breakage  when  the  stone  to  be  crushed  is  harder  than  the  iron 
used  to  crush  it,  may  be  a  patentable  improvement,  but  still  the  ma- 
chine infringes  the  patent  granted  Blake. 

Though  the  validity  of  the  patent  has  been  sustained  by  repeated  adjudi- 
cations, and  the  infringement  by  defendants  seems  clear,  yet,  as  com- 
plainant's rights  in  the  present  case  will  be  as  well  protected  by  a  bond, 
the  defendants  are  required  to  file  an  account  once  in  three  months 
of  all  machines  made  a'nd  sold,  and  give  bond  to  complainant  to  pay 
him  such  sum  as  may  ultimately  be  found  due  him. 

(Before  Hunt,  J.,  Eastern  District  of  New  York,  1873.) 


Motion  for  provisional  injunction. 

Suit  brought  on  reissued  letters  patent  granted  Eli  W.  Blake, 
January  9,  1866,  for  "improvement  in  machinery  for  crushing 
stones,"  as  a  reissue  of  the  patent  originally  granted  him,  June 
15,  1858. 

The  patent  had  been  extended  after  a  vigorous  opposition,  and 
had  been  sustained  by  several  adjudications  in  the  courts.  See 
Blake  v.  Stafford*  3  Fisher,  294  ;  Blake  v.  Eagle  Works  Man- 
ufacturing Co  .,  4  Fisher,  591  ;  and  Blake  v.  Rawson,  ante,  74. 

The  Blake  machine,  as  patentee^,  is  shown  in  the  following  en- 
graving : 


No.  1. 


The  claims  of  the  patent  are  stated  in  the  opinion  of  the  court. 
The  defendants  were  manufacturing  and  selling  stone-crushers? 
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as  patented  by  Austin  H.  Smith,  November  7,  1S71,  in  which 
there  was  the  fixed  and  movable  jaws,  but  the  movable  jaw  was 
impelled  by  means  of  pressure  applied  to  a  column  of  water. 
The  following  engravings  show  the  Smith  machine  : 


The 


No.  3. 


e  was  heard  and  decided' by  Justice  Hunt  of  the  Su- 


preme Court. 

Charles  F.  Blake,  for  complainant. 

Benjamin  E.  Valentine,  for  defendants. 

Hunt,  J. 

The  claims  of  the  patentee  are  founded  upon  combinations 
only,  fie  asks  no  protection  for  the  discovery  of  original  prin- 
ciples or  inventions.  The  validity  of  his  patent  has  been  adjudi- 
cated in  several  suits  brought  against  alleged  infringers  other  than 
the  defendants.    Blake  v.  Stafford,  6  Blatchf.  C.  C.  R.  195,  and  3 
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Fisher's  Pat.  Cas.  294 ;  and  Blake  v.  Eagle  Works  Manufac- 
turing' Co.)  4  Fisher's  Pat.  Cas.  591.  It  is  admitted  by  the  de- 
fendants' counsel  that  it  is  to  be  taken  to  be  a  valid  patent,  for  the 
purposes  of  this  motion.  The  only  question  is,  whether  the  de- 
fendants have  infringed  upon  it 

The  claims  in  the  specification  of  the  patent  are  as  follows: 
"  1.  The  combination,  in  a  stone-breaking  machine,  of  the  up- 
right convergent  jaws,  with  a  revolving  shaft  and  mechanism  for 
imparting  a  definite  reciprocating  movement  to  one  of  the  jaws 
from  the  revolving  shaft,  the  whole  being  and  operating  substan- 
tially as  set  forth  ;  2.  The  combination,  in  a  stone-breaking  ma- 
chine, of  the  upright  movable  jaw  with  the  revolving  shaft  and 
fly-wheel,  the  whole  being  and  operating  substantially  as  set  forth ; 
3.  In  combination  with  the  upright  converging  jaws  and  revolving 
shaft,  imparting  a  definitely  limited  vibration  to  the  movable  jaw, 
so  arranging  the  jaws  that  they  can  be  set  at  different  distances 
from  each  other  at  the  bottom,  so  as  to  produce  fragments  of  any 
desired  size." 

The  answer  to  the  alleged  violation  is  based,  first,  upon  the 
allegations  that  the  defendants  use  no  fly-wheel.  This  is  a  ques- 
tion of  fact,  upon  which  the  affidavits  differ,  the  balance  being" 
with  the  complainant.  The  second  and  more  important  defense 
is  that  the  Smith  machines,  manufactured  and  sold  by  the  defend- 
ants, do  not  create  or  impart  to  the  movable  jaw  a  definitely  lim- 
ited motion,  while  this  result  is  admitted  to  be  the  effect  and  tbc 
intent  of  the  Blake  machine. 

The  modus  operandi  of  the  Blake  machine  is  this,  so  far  as  it 
is  Necessary  to  specify  it.      The  one  jaw  of  the  machine  is  fixed, 
the  other  movable,  and,  by  the  approach  of  the  latter  to  a  speci- 
fied distance,  the  stone  is  crushed  to  the  required  size.    The  pre- 
cise distance  of  this  approach   is  regulated  at  pleasure.    The 
motion  is  produced  by  a  revolving  shaft,  an  iron  connecting*^ 
and  a  crank,  a  return  motion  being  secured  by  spiral  spnnes 
The  revolution  of  the  crank  gives  a  short  and  definitely  limited 
vibration  to  the  movable  jaw.     The  vibration  is  limited  in  its  ex- 
tent, but  the  distance  indicated  must  necessarily  be  passed over 
by  the  movable  jaw.     It  is  alleged  that,  whereas,  in  the   Blake 
machine,  this  motion  is  accomplished  by  means  of  an  irofi ro^ 
having  no  power  to  stop  short  of  the  distance  limited,  whatever 
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may  be  the  result  to  the  machine  itself,  this  bad  consequence  is 
obviated  in  the  Smith  machine  by  the  use  of  water  as  a  motive 
power.      In  the  latter  machine,  instead  of  applying   the  force 
to  the  movable  jaw  by  an  iron  rod,  the  effect  is  produced  by 
water.     A  plunger  is  forced  into  a  strong  vessel  filled  with  water, 
the  water  is  forced  through  a  passage  against  the  movable  jaw, 
and  the  motion  is  thus  communicated  to  it.     Connected  with  this 
is  a  safety-valve,  which  opens,  in  the  event  of  an  excess  of  pres- 
sure, and  allows  the  water  to  pass  into  another  reservoir.     In  my 
view,  the  principle  of  the  two  machines  is  the  same,  and  the  op- 
eration is  the  same,  speaking  in  general  terms.     This  principle 
and  this  operation  is  to  move  the  loose  jaw  by  the  mechanical 
force  described,  and  with  a  given  power,  to  within  the  specified 
distance  of  the  fixed  jaw,  thus  breaking  the  stones  into  the  re- 
quired size.     Whether  the  force  is  applied  by  hand-power,  water- 
power,  or  steam-power,  in  principle,  is  unimportant.     Whether 
the  force  is  applied  to  the  jaw  by  its  contact  with  a  wooden  beam, 
with  an  iron  rod,  or  with  a  column  of  water,  is  unimportant  in 
principle.     These  are  mechanical  equivalents,  and  a  patentee  can 
not  be  deprived  of  the  benefit  of  his  invention  by  the  substitution 
of  one  in  the  place  of  another.     In  the  Smith  machine,  the  col- 
umn of  confined  water  produces  the  same  result  as  the  iron  rod 
in  the  Blake  machine.     There  is  no  evidence  before  me  that  a 
column  of  compressed  water  is  not  as  powerful  as  an  iron  rod.     I 
have  no  reason  to  suppose  that  it  is  not  so. 

I  am  not  called  upon  to  determine  whether  the  Smith  machine 
does  not  possess  an  advantage  over  the  Blake  machine,  in  that  a 
mode  of  escape  is  provided,  when  the  stone  to  be  crushed  is 
harder  than  the  iron  used  to  crush  it,  and  thus  a  breakage  of  the 
latter  is  avoided.  This  may  be  an  improvement,  for  which  a 
patent  could  be  obtained.  It  does  not,  however,  affect  the  propo- 
sition that,  up  to  this  point,  the  machines  are  the  same.  I  think 
they  are  the  same,  and  that  the  defendants  are  infringing  the  pat- 
ent of  the  complainant. 

The  machines  in  question  are  expensive  and  bulky,  and  can 
not,  in  their  nature,  be  the  subjects  of  extensive  sale  or  manufac- 
ture. The  complainant's  rights  will  be  as  well  protected  by  an 
order  requiring  the  defendants  to  render  an  account,  once  in  every 
three  months,  of  the  machines  manufactured  or  sold  by  them,  and 
vol.  vi— 33 
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to  give  security  to  the  complainant  to  pay  him  any  sums  that  may 
ultimately  be  found  due  to  him  for  the  causes  in  the  bill  of  com- 
plaint stated,  as  by  an  injunction.  Let  an  order  to  that  effect  be 
entered. 


Emma  C.  Wooster 
vs. 
1  John  C.  Calhoun  et  al.     In  Equity. 

■ 

A  patent  for  a  ruffle  to  be  made  by  machinery,  can  not  be  sustained  when 
the  ruffle  is  identical,  in  mechanical  construction,  with  one  before 
made  by  hand. 

If  the  machine-made  ruffle  possessed  greater  beauty,  evenness,  and  regu- 
larity of  its  plaits  than  the  ruffle  made  by  hand,  it  was  due  to  the 
machinery  by  which  it  was  made,  and  was  simply  a  difference  in 
degree  or  quality,  and  not  patentable. 

The  product  of  a  machine  is  not  patentable  on  the  mere  ground  that  it 
makes  an  already  known  article  more  perfectly  than  it  can  be  made 
by  hand. 

Improvements  in  degree  or  quality  are  not  the  subject  of  a  patent. 

The  patent  granted  Thomas  Robjohn,  April  19,  1864,  for  improvement  in 
band-ruffles,  the  claim  of  which  is  "a  banded  ruffle,  whether  crimped, 
fluted,  ruffled,  or  shirred,  when  said  ruffle  is  made  of  two  thicknesses 
of  goods,  substantially  as  herein  described,"  held  void  for  want  of 
novelty. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  "improvement  in  band-ruf- 
fles," granted  Thomas  Robjohn,  April  19,  1864,  and  assigned  to 
complainant. 

The  claim  of  the  patent  is  "a  banded  ruffle,  whether  crimped, 
fluted,  ruffled,  or  shirred,  when  said  ruffle  is  made  of  two  thick- 
nesses of  goods,  substantially  as  herein  described." 

The  facts  are  sufficiently  set  forth  in  the  opinion. 
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Frederick  A.  Beits  and  Clarence  A.  Seward,  for  com- 
plainant. 

Edwin  IV.  Stoughton,  for  defendant. 

Woodruff,  J. 

My  conclusion  in  this  case  is,  that  the  bill  of  the  complainant 
upon  the  prooTs  herein  can  not  be  sustained. 

1.  Irrespective  of  the  specific  question,  whether  the  alleged 
inventor,  Thomas  Robjohn,  was  the  first  to  make  the  precise 
ruffle  described  in  the  patent,  or  whether,  on  the  other  hand,  it 
was  made  at  an  earlier  date  by  the  defendants,  I  am  of  opinion, 
that,  in  the  state  of  the  art  at  the  time  when  the  complainant 
claims  that  Robjohn  invented  the  ruffle  in  question,  it  was  not 
the  subject  of  invention.  It  embodied  no  new  idea  whatever. 
In  mechanical  construction,  it  was  identical  with  what  had  been 
made  by  hand  long  before.  If  it  possessed  greater  beauty,  greater 
evenness  and  regularity  of  its  plaits,  than  the  ruffling  made  by 
hand,  that  was  due  to  the  machinery  by  which  it  was  made,  and 
not  to  the  invention  of  the  maker  in  suggesting  any  novelty  but 
such  as  pertains  to  quality  or  degree  of  perfection  in  what  was 
old.  If  it  be  conceded  that  such  evenness,  regularity  of  plaits, 
beauty,  and  finish,  exceeding  anything  which  it  is  possible  to 
produce  by  hand,  made  it  a  patentable  article  of  manufacture, 
notwithstanding  it  is,  in  other  respects,  like  ruffling  before  made, 
still  it  was  not  new  in  such  sense  as  to  be  patentable.  Just  such 
even,  regular,  beautiful,  finished  plaits  were  made,  and  on  sale 
before.  Just  the  same  wavy  edge  of  the  ruffle  was  exhibited  in 
all  finely  plaited  ruffling,  whether  done  by  hand  or  by  a  machine. 
Ruffling  with  two  rows  of  stitches  along  what  is  called  the  band, 
or  substitute  for  a  separate  band,  was  in  use  before.  Machine- 
made  ruffling,  with  very  narrow  plaits,  had  all  the  regularity, 
and  evenness,  and  the  wavy  edge.  The  point  of  difference  most 
insisted  upon  is,  that  none  had,  at  that  time,  the  edge  of  the  band 
hemmed  or  turned  up.  I  can  not  agree,  that,  if  there  be  ruffling 
known  and  in  the  market,  which  requires  to  be  hemmed  before 
being  used,  or  when  put  to  use,  one  who  hems  it  before  offering 
it  for  sale  has  made  a  patentable  inventkm,  and  can  monopolize 
the  business  of  hemming  ruffles.  The  mistake  of  the  complain- 
ant is,  in  confounding  a  process,  or  a  machine  for  performing,  at 
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one  operation,  what  before  required  more  than  one,  with  the 
product  of  the  operation.  The  former  may  be  patentable;  the 
latter  is  not.  There  is  no  just  pretense  that  there  were  not  other 
ruffles,  made  by  machinery,  with  like  plaits,  like  double  stitching, 
like  construction  generally  ;  or  that  ruffles  made  before  would 
not,  if  the  edge  of  the  band  be  turned  up  or  hemmed,  be,  in 
every  material  respect,  the  same.  If  the  complainant  had  in- 
vented a  machine  by  which  the  whole  process  of  plaiting,  stitch- 
ing, hemming,  etc.,  could  be  done  at  a  single  operation,  that 
might  be  secured  to  her.  But,  because  the  product  is  the  result 
of  one  operation,  instead  of  two  or  more,  is  no  ground  for  a  pat- 
ent for  it  as  a  product. 

'''Nor  am  I  prepared  to  assent  to  the  proposition,  that  the  pro- 
duct of  a  machine  is  patentable  on  the  mere  ground  that  it  makes 
an  already  known  article  more  perfectly  than  it  has  been,  or  can 
be,  made  without  a  machine.  The  idea  being  old,  men  strive  to 
embody  it  perfectly.  Human  skill  is  exhausted  in  the  effort. 
Human  hands,  less  exact  and  unvarying  in  their  movements, 
only  approximate  perfection.  A  machine  is  devised  which  makes 
it  better  than  it  has  ever  before  been  made.  Another  machine  is 
invented  which  approaches  more  nearly.  Still  another  machine 
is  invented  which  performs,  it  may  be,  better — it  may  be,  not  so 
well.  Is  the  product  of  the  best  human  skill,  in  such  case,  pat- 
entable? Is  the  product  of  each  successive  machine  patentable? 
If  all  the  makers  are  not  entitled  to  a  patent  for  the  article  as  a 
product,  which  of  them  is  entitled?  Surely,  improvements  in 
degrees  or  quality  are  not  the  subject  of  a  patent.  / 

2.  The  preponderance  of  the  evidence  is,  that  the  alleged  in- 
ventor, Robjohn,  was  not  the  first  to  make  the  ruffle  claimed. 
Laying  out  of  view  hand-made  ruffles,  and,  for  the  present,  the 
machine-made  ruffles  above  alluded  to,  the  proof  shows,  that 
ruffles  embracing  all  the  features  of  the  ruffle  claimed  to  have 
been  invented  by  Robjohn,  were  made  at  New  Haven,  by  ma- 
chine, and  at  the  manufactory  of  the  defendants,  before  Robjohn 
made  them.     If  the  testimony  of  the  witness  Kellogg  be  cre^" 
ited,  this  is  most  distinctly  proved.     If  the  criticisms  upo11  |llS 
testimony  be  deemed  to  impair  his  credibility,  I  am  of  opin,on 
that  the  testimony  of  the  witness  Robjohn,  in  behalf  of  the  cotn- 
plainant,  is  certainly  not  less  subject  to  distrust.     Witho*^  m 
testimony  of  either,  the  defendants  must  be  deemed  to  have  ma 
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ruffles  embodying  all  of  the  peculiarities  of  the  ruffle  in  question, 
earlier  than  the  complainant.  If  the  defendants'  ruffle,  which 
has  a  separate  strip  stitched  upon,  or  made  a  part  of,  the  band, 
be  deemed  a  mere  addition  to  the  ruffle  claimed  by  the  complain- 
ant, and,  as  such,  an  infringement,  if  the  complainant  were  enti- 
tled to  the  monopoly,  then,  clearly,  if  the  defendants  made  that 
ruffle  before  the  complainant  made  the  same,  with  or  without 
such  added  strip,  the  complainant  can  not  become  entitled  to  a 
monopoly  of  the  ruffle  without  the  strip,  unless  it  be  held  that, 
without  the  strip,  the  ruffle  is  a  distinct  manufacture.  Upon  all 
the  proofs,  I  am  constrained  to  find  that  the  complainant's 
assignor  was  not  the  first  inventor  of  the  ruffle  claimed. 

Upon  either  or  both  grounds,  therefore,  the  bill  of  complaint 
must  be  dismissed. 


Lucius  C.  Chase 


vs. 


Edward  Wesson.     In  Eqjjity. 

Reissued  letters  patent  for  improvement  in  halter-rings,  granted  Lucius  C. 
Chase,  July  28,  1863,  construed. 

Complainant's  patent  is  for  a  different  invention  from  that  described  in  the 
patent  to  Samuel  C.  Hawkins,  No.  21,674,  ol"  October  5,  1858. 

The  doubts  upon  the  question  of  the  existence  of  any  prior  device  em- 
bodying the  invention  claimed  in  complainant's  patent,  are  greatly 
confirmed  by  the  omission  on  the  part  of  defendants  to  produce  any 
such  harness-ring  as  their  witnesses  testify  to. 

As  the  complainant  has  been  long  in  the  enjoyment  of  his  rights  under 
the  patent,  and  there  is  no  doubt  of  infringement,  the  injunction  is 
granted. 

(Before  Shepley,  J.t  District  of  Massachusetts,  October,  1873.) 

Motion  for  provisional  injunction. 

Suit  brought  upon  reissued  letters  patent  for  "improvement  in 
halter-rings,"  granted  to  complainant,  July  28,  1S63.  The  orig- 
inal letters  patent  were  granted  to  same,  April  30,  1861. 
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The  material  facts  are  sufficiently  stated  in  the  opinion  of  the 
court. 

George  E.  Betton,  for  complainant. 
George  L.  Roberts,  for  defendant. 

• 

Shepley,  J. 

Limiting  the  first  claim  in  this  patent  to  that  only  which  was 
invented  by  the  patentee — t.  e.  his  device  as  described  in  his  speci- 
fication, of  such  a  mode  of  attaching  a  halter-die,  or  other  har- 
ness-ring, to  a  halter  or  harness-strap,  by  means  of  rivets,  in  the 
described  mode,  passing  through  holes  in  the  described  flanges 
of  the  die,  or  ring,  without  the  necessity  of  sewing  and  dispens- 
ing with  the  use  of  any  other  material  to  form  the  "lap,"  in  the 
mode  and  for  the  purpose  described; — the  patent  is  for  a  different 
invention  from  that  described  in  the  patent  to  Samuel  C.  Haw- 
kins, No.  21,674,  granted  October  5,  1858,  which  is  relied  upon 
to  prove  want  of  novelty  in  complainant's  invention. 

No  exhibit  is  produced  of  any  such  harness-ring  with  two 
flanches,  as  some  of  the  affiants  on  the  part  of  respondents  testify 
were  in  use  before  the  date  of  the  complainant's  invention.  The 
affidavits  introduced  by  the  complainant  throw  very  grave  doubts  . 
upon  the  question  of  the  existence  of  any-  such  devices  at  the 
dates  indicated.  These  doubts  are  greatly  confirmed  by  the  omis- 
sion to  produce,  as  exhibits  in  the  case,  any  such  harness-rings 
as  the  witnesses  describe,  which  could  easily  have  been  produced 
if  they  had  existed  and  been  in  use  for  so  long  a  time. 

It  is  not,  therefore,  at  this  stage  of  the  case,  necessary  to  decide 
what  effect  they  would  have  upon  the  plaintiffs  patent  if  the 
court  were  satisfied"  of  their  prior  use. 

As  the  plaintiff  has  been  long  in  the  enjoyment  of  his  rights 
under  the  patent,  and  there  is  no  doubt  upon  the  question  ot 
infringement,  the  injunction  will  issue,  as  prayed  for  in  the  bill, 
until  the  further  order  of  the  court. 
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James  V.  Westlake 


vs. 


M.  S.  Cartter  et  al. 

The  thirty  days'  notice  of  special  matter  of  defense  in  an  action  for  in- 
fringement of  a  patent,  required  by  law,  is  thirty  days  prior  to  the 
beginning  of  the  term  of  trial. 

Such  notice  need  not  specify  the  particular  portion  of  the  patent  to  which 
it  is  designed  to  apply. 

Patents  may  be  given  in  evidence  to  show  the  state  of  the  art  without  no- 
tice, but  printed  publications  can  not. 

The  file-wrapper  and  contents,  in  the  matter  of  the  application  for  the 
patent  sued  upon,  is  not  admissible  evidence  for  the  purpose  of  limit- 
ing the  construction  of  the  patent. 

The  first  question  for  the  jury  is,  whether  the  description  and  specification 
of  the  patent  are  in  such  full,  clear,  and  exact  terms  as  to  enable  one 
skilled  in  the  art  to  construct  the  thing  patented. 

The  second  question  for  the  jury  is,  whether  the  patent  is  void  for  want  of 
usefulness. 

If  the  invention  is  not  frivolous  or  prejudicial  to  the  public,  and  has  any 
degree  of  usefulness,  no  matter  how  slight,  it  is  not  void  for  want  of 
utility. 

The  third  question  for  the  jury  is  that  of  novelty 

The  patent  having  been  duly  issued,  is  presumed  to  be  valid,  and  whoever 
assails  it  must  show  by  competent  evidence  that  it  is  void. 

The  first,  third,  and  sixth  claims  of  complainant's  patent  construed  by  the 
court. 

Whoever  adopts  the  patentee's  plan,  and  works  out  the  same  result,  by 
merely  substituting  for  one  or  more  mechanical  devices  their  mechan- 
ical equivalents,  is  just  as  guilty  of  an  infringement  as  if  he  servilely 
copied  the  patentee's  device  in  all  its  parts. 

The  action  of  official  experts  at  the  Patent  Office  in  granting  defendants' 
patent  is  entitled  to  some  consideration,  as  indicating  their  opinion 
that  it  was  for  a  different  invention  from  complainant's. 

Where  a  combination  is  claimed,  the  patentee  can  not  abandon  part  of 
said  combination  and  maintain  a  claim  to  the  residue,  nor  prove  any 
part  thereof  immaterial  or  useless  without  destroying  the  whole. 
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A  patent  for  a  combination  does  not  rest  upon  the  novelty  of  the  parts, 
but  upon  the  novelty  of  the  mode  of  combining  the  parts. 

Where  the  patentee  gave  his  consent  to  the  manufacture  of  some  of  the 
alleged  infringements  by  defendants,  he  can  recover  no  damages  for 
these,  for  those  afterward  manufactured  he  is  entitled  to  manufactu- 
rer's profits. 

(Before  Treat,  J.,  and  a  Jury,  Eastern  District  of  Missouri,  October, 
i873.) 

Action  at  law. 

Suit  brought  upon  letters  patent  for  "  improvement  in  truss- 
bridges,"  granted  Jonathan  L.  Jones,  November  6,  i860,  and 
assigned  to  plaintiff.  The  defendants  plead  the  general  issue, 
and  gave  notice  of  special  matter  of  defense. 

Defendants'  counsel  offered  in  evidence  patent  granted  Geo.  S. 
Avery,  July  28,  1857,  No.  17,864,  to  which  plaintiff's  counsel 
objected,"  on  the  ground  that  the  particular  portion  of  the  plaint- 
iff's patent  it  referred  to  was  not  specified  in  the  notice."  The 
notice  was  as  follows : 

"The  said  defendants  will  further  prove,  upon  said  trial  in  bar  of  said 
action,  that  the  plaintiff's  assignor  was  not  the  first  and  original  inventor 
of  the  invention  described  and  claimed  in  said  letters  patent  No.  30,577; 
but  that  long  prior  to  said  pretended  invention,  the  same  was  fully  de- 
scribed and  shown  in  the  following  letters  patent — to  wit,  letters  patent  of 
the  United  States,  No.  17,864,  granted  Geo.  S.  Avery,  July  28,  1857,  for 
1  improvement  in  segmental  truss  for  bridges.'" 

The  court  overruled  the  objection,  holding  the  notice  sufficient. 

"  Plaintiff's  Counsel.  Now,  I  ask  the  court  to  take  these  patent  pa- 
pers (the  Avery  patent)  and  look  at  them,  and  see  whether  they  have  any 
bearing  on  this  invention  (the  Jones  patent). 

"  Treat,  J.  You  have  chosen  to  make  this  a  jury  case,  and  it  must  go 
there.  When  you  chose  to  have  a  jury,  you  chose  to  have  this  question 
determined  in  the  light  of  expert  testimony,  and  the  jury  will  have  to 
ascertain,  from  what  the  experts  say  in  regard  to  it,  what  the  facts  are.  I 
can  not  take  it  away  from  them.  If  I  were  sitting  as  a  chancellor,  then  I 
would  pass  my  judgment  individually  on  them;  but  as  I  am  not  doing 
that,  and  you  chose  to  have  a  jury,  the  jury  will  have  to  pass  upon  all 
these  things.  I  can  not  say  whether  they  are  alike  or  not,  or  what  light 
they  would  throw  on  it.  The  experts  will  have  to  do  that.  It  is  for  the 
court  to  construe  the  patent  under  consideration  here;  but  as  far  as  any 
questions  of  fact  are  to  be  determined  in  the  light  of  expert  testimony,  the 
jury  are  the  judges  of  that.  Consequently,  we  call  in  those  who  are  skilled 
in  this  department  to  enlighten  the  jury  in  the  one  case  or  a  chancellor  in 
the  other.  There  are  two  patents  presented,  and  they  require  a  large 
amount  of  mechanical  skill  outside  of  pure  propositions  of  law,  and  this 
has  to  be  obtained  from  this  source — the  experts." 
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Defendants'  counsel  offered  in  evidence  the  patent  granted  Wm. 
Howe,  August  28,  1846,  numbered  4,726,  for  "  improvement  in 
bridges,"  being  the  same  set  up  in  his  third  notice  of  special 
matter,  of  which  a  copy  has  been  filed  and  served  on  the  plaint- 
iff's counsel  on  August  25,  1873,  to  which  plaintiff's  counsel 
objected  as  not  having  been  filed  within  thirty  days  of  the  first 
day  of  the  term.  The  court  sustained  the  objection,  holding  that, 
as  in  the  eighth  circuit,  the  first  day  of  the  term  was  the  "  day  of 
trial,"  the  notice  must  be  filed  thirty  days  before  the  first  day  of 
the  term,  in  order  to  be  available.  The  first  day  of  the  term  was 
September  15th,  but  the  trial  of  the  case  did  not  begin  till  the  7th 
day  of  October.   / 

Defendants'  counsel  then  offered  the  same  patent  in  evidence, 
for  the  purpose  of  showing  the  state  of  the  art. 

Plaintiffs  counsel  objected  u  that  the  patent  could  not  be  put 
in  evidence  for  any  purpose  without  notice ;  and,  if  it  went  in  at 
all,  it  should  go  in  merely  to  show  priority  of  invention. 

"  Treat,  J%  I  will  only  admit  it  to  show  the  state  of  the  art  at  the  time 
of  its  date,  not  to  impeach  the  validity  of  the  plaintiff's  patent" 

Defendants'  counsel  then  offered  in  evidence  under  the  same 
notice  a  reference  to  u  Mahan's  Civil  Engineering,"  which,  being 
ruled  out,  was  then  offered  as  showing  the  state  of  the  art.  The 
court  refused  to  admit  it,  holding  that  a  scientific  work  could  not 
be  received  for  such  purpose. 
^Defendants'  counsel  offered  in  evidence  certified  copy,  file- 
wrapper,  and  contents  of  plaintiff's  patent,  "  for  the  purpose  of 
showing  that  when  the  application  was  originally  presented  the 
plaintiff's  assignor  endeavored  to  cover  flat  or  square  heads  on 
the  chord-bars ;  that  such  claim  was  rejected,  and  subsequently 
amended  by  withdrawing  all  claim  to  flat  or  square  heads,  and 
leaving  only  a  claim  for  the  curved  heads,  as  showing  what  was 
really  patented,  and  what  was  the  agreement,  as  it  were,  between 
the  applicant  and  the  government  as  to  the  extent  of  .his  patent." 

Plaintiff's  counsel  objected,  and  the  objection  was  sustained,  the 
court  holding  that  the  correspondence  was  not  admissible,    f 

Defendants'  counsel  was  allowed,  against  the  objection  of 
plaintiff's  counsel,  to  put  in  evidence  letters  patent  Nos.  104,110 
and  127,564,  dated,  respectively,  June  14,  1870,  and  June  4,  1872, 
granted  defendants  for  u  improvements  in  truss-bridges." 
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The  claims  relied  upon  are  quoted  in  the  charge  of  the  court 
M.  Kinealy,  for  complainant. 
Samuel  S.  Boyd,  for  defendants. 

Treat,  J. 

Gentlemen  of  the  Jury : — This  is  a  suit  by  plaintiff,  as  assignee 
of  patent  No.  30,577,  dated  November  6,  i860,  to  recover  of  de- 
fendants damages  for  the  alleged  infringement  by  them  of  said 
patent.  * 

The  issues  raised  by  the  pleadings  and  notices  filed  are,  as 
touching  the  validity  of  said  patent : 

First.  Are  the  descriptions  and  specifications  in  said  patent  in 
such  full,  clear,  and  exact  terms  as  to  enable  one  skilled  in  the 
art  of  bridge-building  to  construct  a  bridge  according  to  said  al- 
leged invention,  with  the  aid  of  the  drawings  attached?  or,  on  the 
other  hand,  are  they  so  indefinite,  uncertain,  and  ambiguous  as 
not  to  enable  a  person  so  skilled  to  construct  a  bridge  in  accord- 
ance with  the  plan  of  the  patentee?  This  principle  rests  on  the 
doctrine  that,  while  the  inventive  genius  of  the  patentee  is  to  be 
rewarded  by  a  monopoly  for  a  term  of  years,  the  public  is  to  be 
compensated  for  such  monopoly  by  having,  after  its  expiration,  * 
the  free  and  unrestricted  use  thereof,  which  free  and  unrestricted 
use  can  not  be  enjoyed  unless  the  description  of  the  invention  is 
sufficiently  clear  and  exact  to  enable  those  skilled  in  the  art  to 
construct  the  same.  On  this  point,  under  the  testimony,  it  is 
supposed  you  will  have  very  little  difficulty,  if  any.  If  the  de- 
scription is  not  so  uncertain,  indefinite,  and  ambiguous  in  its 
terms  (which  the  defendant  must  prove),  then  the  patent  is  not 
invalid  for  the  first  cause  assigned. 

Second.  1s  the  patent  void  for  lack  of  usefulness?  If  the  in- 
vention is  not  frivolous  or  prejudicial  to  the  public,  and  has  any 
degree  of  usefulness — no  matter  how  slight  the  practical  utility- 
then,  within  the  meaning  of  the  law,  it  is  useful,  and  consequently 
not  void  for  lack  of  utility.  ' 

Third.  Is  there  want  of  novelty  in  the  invention?     Under  this   » 
branch  of  the  inquiry,  your  attention  is  confined  to  the  devices  of 
the  Whipple  patent,  No.  2,064,  April  24,  1841  ;  of  the  Avery 
patent,  No.  17,864,  July  28,  1857  ;  of  the  Osborne  patent,  issued 
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in  England,  No.  11,501,  December  21,  1846 ;  and  of  the  descrip- 
tion of  the  Stephenson  iron  bridge,  in  Appleton's  Engineers'  Jour- 
nal (No.  10,  Vol.  2,  October  1,  1852),  as  received  in  evidence. 
The  defendants  can  assail  the  Jones  patent  for  want  of  novelty 
only  on  the  grounds  that  some  one  or  more  of  those  patents  or 
published  descriptions  had,  prior  to  its  date,  covered  the  same 
ground.  Under  the  law  of  the  United  States  governing  this  mat- 
ter— so  that  the  patentee  may  not  be  taken  by  surprise — the  de- 
fendant, if  he  wishes  to  assail  the  validity  of  the  patent  on  the 
ground  of  lack  of  novelty,  must  specify. precisely  what  patent  or 
published  description  covered  the  ground  of  this  alleged  inven- 
tion, so  that  he  may  have  his  attention  specifically  attracted  at 
the  time  of  the  trial  to  the  allegation  as  made ;  otherwise  the 
patentee  may  come  into  court  and  have  to  meet  anything  likely 
to  come  from  any  book  or  the  world  at  large  concerning  particu- 
lar inventions.  Hence  these  instructions  confine  you,  as  the  law 
does,  to  those  patents  of  which  he  gave  notice,  which  he  insisted 
already  covered  the  ground  occupied  by  the  patentee.  In  this  list 
no  others  come  before  you  except  the  Howe  patent. 

I  may  state  the  plaintiff's  patent  can  not  be  assailed  from  any 
supposed  imitation  of  that.  That  is  introduced  as  a  mere  illus- 
tration, that  the  jury  may  see  the  condition  of  the  art  of  bridge- 
building  at  that  time.  Whether  plaintiff's  patent  covers  any 
ground  occupied  by  that  is  immaterial. 

The  foregoing  inquiries  appertain  to  the  validity  of  the  Jones 
patent.  That  patent,  having  been  duly  issued,  is  presumed  to  be 
valid,  and  whoever  assails  it  must  show,  by  competent  evidence, 
that  it  is  void  for  some  of  the  reasons  alleged.  If* the  defendants 
have  not  so  done  in  this  case,  then  the  jury  should  consider  it 
valid,  and  proceed  to  the  next  inquiry — viz.,  whether  the  defend- 
ants have  been  guilty  of  an  infringement  of  it?  If,  on  the  other 
hand,  the  jury  find  it  invalid  under  the  evidence  for  any  one  of 
the  three  reasons  mentioned,  no  further  inquiry  on  their  part  will 
be  necessary,  and  they  will  find  for  the  defendants. 

It  is  essential  to  the  inquiries  under  the  foregoing  heads,  and 
also  to  the  question  of  infringement,  that  it  should  first  appear 
distinctly  what  the  Jones  patent  covers.  The  specifications  and 
claims,  there  being  no  separation  of  the  new  from  the  old,  as 
generally  appears  in  a  specification,  call  for  a  construction  by  the 
court.    There  are  six  distinct  claims  in  this  patent,  each  of  which 
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is  patented.  The  plaintiff  states  to  the  court,  however,  that  he 
does  not  rely  on  any  other  than  the  first,  third,  and  sixth. 
Although  the  court,  in  order  to  ascertain  what  is  embraced  in 
the  specified  claims  said  to  be  infringed,  must  look  to  all  the 
claims  and  the  whole  specifications  in  order  to  ascertain  what  is 
specifically  patented  in  the  first,  third,  and  sixth,  the  attention  of 
the  jury  under  the  evidence  should  be  limited  to  what  is  embraced 
in  these  three  claims  as  defined  by  the  court.  The  first  claim  is 
for  the  "  flexile  curved  splice  in  the  lower  chord,  when  said  splice 
is  formed  of  broad  flat  plates,  with  lateral  curved  offsets  or  lugs 
formed  on  their  ends,  said  offsets  pulling  against  one  another, 
and  allowing  a  free  and  independent  movement  of  each  plate  in 
the  path  of  a  vertical  circle,  substantially  as  set  forth  in  the 
drawings  and  specifications." 

This  is  not  a  patent  under  this  claim  for  the  splicing  of  broad 
flat  plates,  with  lateral  offsets  or  lugs  formed  on  their  ends  irre- 
spective of  their  construction  or  intended  functions.  The  object 
sought  by  the  patentee  was  to  secure  such  splicing  by  means  of 
the  indicated  curving,  so  that  the  same  may  be  flexile,  to  allow  a 
free  and  independent  movement  in  the  path  of  a  vertical  circle. 
That  first  claim  is  not  for  any  mode  of  interlocking  by  the  use  of 
lateral  offsets  or  lugs  other  than  this,  which  should  be  so  curved 
as  to  allow  a  free  and  independent  movement  of  the  plates,  as 
mentioned.  The  patent  is  not  designed  to  cover  any  other  device 
than  that  thus  restricted — namely,  uthe  flexile  curved  splice, 
allowing  a  free  and  independent  movement  in  the  path  of  a 
vertical  circle."  In  other  words,  gentlemen,  this  contrivance  of 
interlocking  by  offsets  and  lugs  at  the  head  is  not  what  is  pat- 
ented. There  is  no  claim  in  the  patent  for  that  as  a  specific 
thing ;  but  it  is  in  the  curved  flexile  mode  of  splicing  to  secure 
this  free  and  independent  movement,  so  that  when  one  of  the 
plates  moves  it  shall  not  necessarily  move  the  other.  That  is  the 
particular  device  patented  in  that  connection. 

The  third  claim  is  for  "the  metallic  clamps  or  recessed  blocks 
for  retaining  and  holding  together  the  tension -joints  of  the  upper 
and  lower  chords  or  stringers,  in  the  manner  and  for  the  purposes 
set  forth." 

It  is  obvious  where  several  stringers  are  used  to  constitute  the 
upper  or  lower  chord,  and  are  to  be  spliced  at  intervals,  especially 
if  the  splicing  is  to  be  effected  by  interlocking  with  lateral  offsets 
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or  lugs,  it  is  important  to  have  some  mechanical  contrivance  to 
prevent  a  lateral  and  longitudinal  displacement,  whether  caused 
by  a  change  of  temperature,  loading  the  bridge,  or  from  any  other 
cause.  This  patent  covers  a  specified  device  for  that  purpose — 
namely,  recessed  blocks,  which  served  these  and  other  supposed 
beneficial  purposes,  as  sufficiently  described  by  the  testimony. 
That  special  device  has  its  marked  peculiarities.  These  are  up- 
per and  lower  blocks  to  be  fitted  together,  each  to  be  recessed, 
flared  from  the  center  outward,  so  that,  in  connection  with  the 
curved  surfaces  of  the  upper  part  of  the  upper  block  and  the 
curved  termination  of  {he  braces  resting  thereon,  the  bridge 
structure  may,  in  its  different  parts,  adjust  itself  automatically, 
as  it  were,  to  the  various  changes  of  camber. 

The  sixth  claim  is  to  the  shoe  at  the  abutment,  "  as  constructed 
and  combined  with  the  lower  ends  of  the  tubular  diagonal  brace 
and  the  extreme  ends  of  the  lower  chord,  substantially  as  and  for 
the  purpose  set  forth."  This  is  a  claim,  not  for  the  specified  parts 
of  the  combination  separately,  but  for  the  combination  itself.  It 
is  composed  of  three  elements,  viz.,  the  shoe,  diagonal  brace,  and 
extreme  ends  of  the  lower  chords  passing  through  the  shoe,  each 
to  be  constructed  as  set  forth,  and  all  combined  in  the  manner  in- 
dicated, so  as  to  work  out  a  given  result.  There  is  no  infringe- 
ment of  the  sixth  claim,  if  the  shoe  is  not  the  same,  or  the  brace, 
or  the  ends  of  the  lower  chords  passing  through  the  shoe,  for 
some,  if  not  all,  of  these  were  covered,  in  whole  or  part,  in  com- 
binations with  other  devices,  by  other  claims  in  the  patent. 

This  sixth  claim  covers  a  combination  of  mechanical  contri- 
vances or  devices  to  produce  a  given  effect,  and  the  question  is, 
Did  the  defendants  infringe  that  combination? — not,  Was  any  one 
of  the  many  devices  in  the  combination  used?  In  determining 
the  several  questions  of  infringement,  the  jury  must  not  judge 
about  mere  similarities  or  differences  by  the  names  of  things,  but 
must  look  to  the  whole  structure  and  its  several  devices  or  ele- 
ments in  the  light  of  what  office  or  function  they  perform,  and 
how  they  perform  it,  and  find  that  a  thing  is  substantially  the 
same  as  another,  if  it  performs  substantially  the  same  functions  or 
office,  in  the  same  way,  to  attain  the  same  result ;  but  the  devices 
are  substantially  different  if  they  perform  different  duties  or  in  a 
different  way,  or  produce  a  different  result.  The  substantial 
equivalent  of  a  device  is  the  same  as  the  device  itself — that  is,  if 
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the  patent  mentions  a  specified  mode  of  effecting  a  prescribed  re- 
sult, the  substitution  of  any  one  or  more  mechanical  equivalents 
for  those  specially  mentioned  will  none  the  less  work  an  infringe- 
ment. The  object  sought  by  the  modes  of  effecting  the  same, 
substantially  as  stated  in  the  patentee's  specifications,  is  covered 
by  the  patent,  and  whoever  adopts  the  patentee's  plan  and  works 
out  the  same  result  by  merely  substituting  for  one  or  more  me- 
chanical devices  their  mechanical  equivalents  or  devices,  is  just 
as  guilty  of  an  infringement  as  if  he  servilely  copied  the  pat- 
entee's device  in  all  its  parts.  Hence,  if  the  Jones  patent  is 
valid,  and  defendants  have  adopted  his  plan  for  accomplishing 
the  result  he  sought,  and  also  the  mechanical  devices  he  contrived 
therefor,  or  their  equivalent,  they  are  guilty  of  an  infringement. 
If,  on  the  other  hand,  the  result  sought  by  the  defendants  was 
different,  or  if  they  sought  the  same  result  by  an  entirely  different 
device,  or  one.  that  is  not  the  same  or  equivalent,  as  in  the  pat- 
ent, then  they  have  not  infringed. 

The  jury  will  bear  in  mind  that  plaintiff  insists  that  defendants 
have  infringed  the  first,  third,  and  sixth  claims ;  consequently,  if 
they  infringed  any  one  of  said  three  claims,  they  are  guilty,  and 
damages  should  be  assessed  accordingly.  'The  fact  that  the  de- 
fendants have  had  granted  to  them  patents  since  the  issue  of  the 
Jones  patent,  the  jury  have  a  right  to  consider  and  weigh.  The 
issue  of  a  patent  follows  the  decision  of  official  experts  specially 
appointed  and  qualified  to  examine  and  pass  on  the  claimed  w- 

'  vention  for  which  the  patent  is  sought ;  hence,  plaintiff's  patent 
is,  prima  facie,  valid.  But  the  same  official  experts  have  also 
granted  defendants'  patent,  thereby  expressing  their  opinion  that 
the  latter  did  not  interfere  with  the  former.  Their  opinion,  how- 
ever, is  not  conclusive.  The  plaintiff  has  a  right  to  rely  on  the 
presumption  springing  from  his  older  patent,  and  it  is  for  the  jury 
to  decide,  in  the  light  of  the  testimony  produced  on  the  trial, 
whether  that  presumption  as  to  validity  has  been  overthrown* 
and  also  whether  defendants'  patent  interfered  or  infringed  on 
plaintiff's  patent.  In  doing  so,  they  can  take  into  consideration 
the  fact  of  the  issue  of  defendants'  patent ;  so,  if  there  be  doubt 
or  difficulty  in  reaching  a  conclusion,  they  may  have  the  benenr 

*     of  such  official  expression. 

Of  course,  a  valid  patent  can  not  be  overthrown  by  theism0* 
a  subsequent  patent  to  another  person  for  the  same  thing'" 
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when  the  question  of  infringement  is  under  consideration,  and 
expert  testimony  is  necessary,  the  action  of  official  experts  on 
the  subject  is  entitled  to  some  consideration,  especially  where 
doubt  exists. 

The  jury  should  bear  in  mind  that  the  object  sought  by  plaintiff 
in  his  patent,  was  the  adjustability  of  the  various  parts  of  the 
bridge  structure  on  his  plan,  by  means  of  flexile  curved  splices 
and  convex  and  concave  surfaces,  respectively,  of  the  top  angle- 
block,  bridge-seats,  and  brace-ends.  Where  a  combination  is 
claimed,  the  patentee  can  not  abandon  part  of  said  combination 
and  maintain  a  claim  to  the  residue,  nor  prove  any  part  thereof 
immaterial  or  useless  without  destroying  the  whole.  For  the  l 
combination  is  an  entirety,  and  if  one  of  the  elements  is  given 
up,  the  combination  disappears.  From  what  has  been  said,  the 
jury  will  understand  that  several  propositions  are  to  be  consid- 
ered. As  to  the  validity  of  the  Jones  patent,  on  the  ground  of 
novelty,  let  it  be  borne  in  mind  that  it  is  not  necessary  that  a 
patent  for  a  combination  should  rest  on  noveljty  of  parts  or  ele- 
ments* combined,  but  on  novelty  of  the  mode  of  combining  the 
parts. 

As  to  the  infringement,  the  main  points  are  :  What  is  the  Jones 
patent?  and  next,  Did  defendants  use  any  of  the  three  plans 
named  as  new  in  the  first,  third,  and  sixth  claims  thereof?  As  to 
some  of  the  first  bridges  built  by  defendants,  the  jury  should  con- 
sider the  testimony  presented,  viz.,  that  the  plaintiff  gave  his  con- 
sent thereto  or  sold  some  of  the  parts  thereof.  As  to  those  to 
which  he  gave  his  consent,  no  damages  can  be  recovered  ;  as  to 
the  others,  if  any,  he  is  to  receive  manufacturers'  profits  thereon. 

The  jury  found  for  the  defendants. 
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James  B.  Forsyth 


vs. 


Charles  M.  Clapp.     In  Equity. 

McBurney  having  formerly  prepared  a  tube  from  fibrous  materia!  and 
India-rubber  in  a  certain  manner,  and  cut  it  into  rings  for  stuffing 
boxes,  Forsyth's  use  of  similar  tubes  upon  shafts  for  the  rolls  in  a 
wringing-machine  does  not  entitle  him  to  monopolize  them  as  his 
invention. 

He  may  have  a  patent  for  the  combination  of  such  tube  with  the  6haft, 
although  united  in  the  same  way  that  other  tubes  and  shafts  have 
been  before  united  for  the  same  purpose,  provided  new  results  are 
obtained. 

Two  old  elements  combined  in  an  old  manner,  but  producing  a  new  result, 
are  patentable. 

Moulton's  roll  for  a  wringer  consisting  of  fibrous  material,  of  which  the 
fibers  are  looped  about  a  wire  wound  closely  about  the  shaft,  and  run 
out  from  the  shaft  in  a  radial  direction,  the  whole  imbedded  in  India- 
rubber,  which  is  thereby  attached  to  the  shaft,  is  not  an  infringement 
of  the  Forsyth  patent. 

Although  a  reissued  patent  may  have  claims  so  broad  as  to  cover  a  defend- 
ant's device,  yet  the  court  will  look  beyond  the  claims,  into  the  body 
of  the  specification  of  both  the  original  and  reissued  patents,  and 
ascertain  whether  there  is  any  invention  to  support  the  claim. 

(Before  Shepley,  J.,  District  of  Massachusetts,  October,  1873.) 

Final  hearing  on  pleadings  and  proofs. 
Suit  brought  on  reissued  letters  patent  granted  James  B.  For- 
syth for  "improvement  in  rubber-rolls  for  wringers." 
The  defense  was  non-infringement. 
The  facts  are  fully  set  forth  in  the  opinion. 

William  Whiting  and  yames  E.  Maynadier,  for  comp^'nant' 

» 

B.  R.  Curtis  and  Geo.  L.  Roberts^  for  defendant. 
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Shkpley,  J. 

Without  at  this  time  stating  the 'conclusions  to  which  the  court 
arrived  in  relation  to  several  questions  presented  in  this  case,  it 
will  be  sufficient  for  the  disposition  of  the  cause  to  state  the 
decision  of  the  court  upon  the  question  of  infringement.  For  a 
proper  consideration  of  this  question,  it  is  necessary  to  con- 
sider the  state  of  the  art  at  the  time  of  the  alleged  invention  of 
Forsvth. 

Rubber-rolls  for  wringers  were  first  made  in  the  form  of  tubes 
or  hollow  cylinders,  and  expanded  onto  a  plain'  shaft.  Then 
attempts  were  made  to  secure  the  roll  more  firmly  to  the  shaft — 
first,  by  winding  the  shaft  with  wire,  and  afterward  with  twine. 
An  effort  was  made  to  secure  a  more  lasting  union  to  the  shaft, 
by  forcing  the  tube  upon  a  heated  shaft.  Next  followed  a  mode 
of  making  the  shaft  itself  of  two  or  more  parallel  rods.  "  The 
rubber- rolls,  first  made  with  a  number  of  holes  corresponding  to 
the  number  of  rods,  were  forced  onto  these  rods,  which  were 
then  connected  at  their  extremities.  Canvas  was  also  interposed 
between  the  shaft  and  the  roll,  and  cemented  to  both.  Various 
other  devices  appear  to  have  been  resorted  to  for  the  purpose  of 
fastening  more  firmly  the  tube  to  the  shaft.  The  purpose  of  all 
of  these  inventions  was  to  make  a  more  perfect  connection  of  the 
elastic  roll  with  the  metallic  shaft. 

The  difficulty  which  Forsyth  thought  he  saw,  and  which  he 
claimed  had  not  been  obviated  by  any  of  the  other  devices,  was 
not  so  much  the  separation  of  the  roll  from  the  shaft  at  the  lines 
or  points  of  connection,  as  the  tendency  of  the  strain  on  the  rolls 
when  in  use  to  a  destruction  of  the  body  of  the  roll  itself.  His 
theory  was,  that  while  the  connection  of  the  shaft  with  the  homo- 
geneous body  of  the  roll  constricted  onto  the  shaft,  was  sufficient 
for  all  practical  purposes  in  the  use  of  a  wringing-machine,  that 
the  real  difficulty  to  be  overcome  was,  that  the  particles  of  rubber 
in  contact  with  the  shaft  separate  and  tear  away  from  the  rest  of 
the  rubber  composing  the  body  of  the  roll.  He  acted  upon  the 
hypothesis  .that  while  the  various  connections  of  the  roll  with  the 
shaft  were  sufficient  to  withstand  the  strain,  a  portion  of  the  body 
of  the  roll  would  break  away  from  the  portion  retaining  its  con- 
nection wkh  the  shaft  by  a  process  of  disruption,  or  rending 
asunder  of  the  body  of  the  roll  itself.  He  commenced,  thereupon, 
vol.  vi — 34 
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a  series  of  experiments,  the  object  of  which  was  to  substitute  for 
the  homogeneous  rolls  in  use  ir  roll  with  a  tougher,  stronger,  and 
less  elastic  substance  in  the  interior  than  in  the  exterior  portion 
of  the  roll.  After  trying  various  methods  to  accomplish  this 
result  by  the  addition  of  fibrous  or  other  non-elastic  material  to 
the  stock  of  which  the  interior  of  the  roll  was  composed,  he 
finally  constructed  a  roll,  with  fibrous  material  arranged  in  the 
interior  portion  of  the  tubular  roll  in  a  manner  which,  in  an 
expression  proximately  descriptive,  he  calls  radially.  A  sheet  of 
cloth,  with  a  thin  layer  of  vulcanizable  compound  on  each  side 
of  it,  is  first  cut  into  long  strips  "  bias,"  or  diagonally  across  the 
threads  or  fibers  of  the  cloth.  Several  of  these  long  strips  are 
placed  upon  each  other  and  pressed  together,  until  the  surfaces 
of  rubber  or  vulcanizable  compound  are  cemented  and  perma- 
nently united.  The  sheet  thus  formed  is  cut  into  strips  or  hands 
of  suitable  width,  to  admit  of  their  being  easily  wound  on  a  man- 
drel, or  the  shaft  of  a  roll,  in  such  a  manner  that  the  fibers  of  tbe 
cloth  will  radiate  from  the  mandrel  or  shaft.  As  shown  by  the 
drawing  accompanying  his  specification,  it  is  obvious  that  each 
thread  would  thus  extend  from  the  interior  to  the  exterior  of  the 
fibrous  portion  of  the  roll  in  a  curved  radial  line,  the  threads 
crossing  each  other,  and  such  threads  being  nearer  together  at 
the  core  or  axis,  and  separated  farther  from  each  other  as.  the 
distance  from  the  core  or  axis  increases.  The  roll  is  then  made 
up  to  the  desired  size  by  winding  rubber  sheets  around  it,  coated 
with  cement,  when  it  is  placed  in  molds  and  subjected  to  the  vul- 
canizing process,  the  rubber  in  its  soft  and  plastic  state  filling  up 
all  the  crevices  around  and  between  the  layers,  and  incorporating 
the  parts  together.  In  this  way  it  is  claimed  that  *'  the  tenacity 
of  the  roll  and  the  degree  of  adhesion  of  the  parts  are  much 
increased,  and  the  position  of  the  fiber  is  better  adapted  to  resist 
any  tendency  of  the  roll  to  become  loose  and  turn  on  its  shaft 
when  subjected  to  a  strain." 

Charles  McBurney  had  invented  and  manufactured,  at  the  works 
of  the  Boston  Belting  Company,  a  tube  substantially,  if  not  pre- 
cisely, like  the  tube  of  Forsyth.  No  appreciable  material  dis- 
tinction can  be  discovered  between  the  modes  of  making  the 
McBurney  and  the  Forsyth  tube,  or  in  the  tubes  themselves  when 
made  on  a  mandrel.  McBurney's  tubes  and  their  mode  of  manu- 
facture are  represented  by  exhibits  10  to  14,  inclusive.    These 
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tubes  were  made  of  all  sizes,  from  three-quarters  "of  an  inch  to 
several  inches  interior  diameter,  and  from  one-half  inch  to  an 
inch  and  a  half  thickness  of  tubing,  and  sold  in  tubes  to  con- 
sumers. The  purchasers  cut  them  in  sections  or  rings  for  stuff- 
ing boxes  Such  a  tube  constricted  onto  a  shaft  would  be  For- 
syth's roll.  Forsyth  does  not  describe  any  particular  mode  of 
connecting  the  tube  with  the  shaft.  He  leaves  that  to  be  effected 
by  any  of  the  old  and  well-known  processes  in  use.  All  that  can 
with  any  show  of  reason  be  claimed  for  his  roll,  is  the  combina- 
tion of  an  old  tube  with  an  old  shaft,  in  a  mode  which  was  old,  to 
accomplish  a  new  and  useful  result. 

Treating  it  as  a  valid  patent  for  this  new  combination  of  an  old 
shaft  with  an  old  tube  by  old  means  of  connection,  for  the  pur- 
pose of  considering  the  question  of  infringement  in  the  light  of 
the  state  of  the  art  as  existing  when  he  made  his  roll,  we  now 
proceed  to  examine  the  construction  of  the  Moulton  roll  as  act- 
ually made  and  relied  upon  as  an  infringing  device. 

The  Moulton  roll,  as  manufactured  by  the  respondents,  was 
made  by  applying  transversely  to  a  sheet,  or  between  two  sheets 
of  vulcanized  rubber,  a  layer  or  range  of  strands  of  fibrous  mate- 
rial, and  cutting  this  sheet  into  ribbons  of  the  desired  width  at 
right  angles  to  the  length  of  the  strands.  These  ribbons  are 
folded  in  the  center,  and  a  metallic  wire  is  inclosed  in  the  fold 
and  wound  spirally  about  the  shaft  under  great  torsion,  from  end 
to  end  between  the  journals,  the  wire  being  fastened  to  the  shaft 
at  each  extremity.  A  cylinder,  or  sleeve  of  rubber,  is  applied 
over  the  surface,  and  the  whole  is  subjected  to  a  vulcanizing  pro- 
cess, until  the  whole  mass  of  the  roll  is  thoroughly  compacted 
together.  The  wire  is  so  tightly  wound  under  pressure  that  it,  in 
fact,  becomes  a  part  of  the  shaft.  The  fibrous  threads  are,  in 
fact,  loops  which  pass  into  one  orifice  and  out  of  another  in  the 
metallic  shaft,  their  ends  extending  strictly  radially  into  the  body 
of  the  roll. 

There  is  a  radical  and  obvious  difference  in  the  function  of  the 
fibers  in  the  two  rolls.  Their  similarity  consists  in  the  fact,  that 
the  fibers  in  one  are  arranged  in  curved,  radial,  diverging  lines, 
extending  in  a  direction  toward  the  periphery  of  the  roll,  and  in 
the  other  in  radial  lines  extending  in  the  same  direction.  In  both 
of  them,  the  effect  of  the  fibers  is  more  or  less  to  diminish  the 
elasticity  of  the  interior  portion  of  the  resilient  roil ;  but  in  the 
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Moulton  roll,  as  made  by  the  respondents,  not  to  any  material  or 
scarcely  appreciable  extent.  Their  difference  consists  in  the  func- 
tion which  they  perform.  The  inner  ends  of  the  fibers  in  the 
Forsyth  tube  touch,  or'  nearly  touch,  the  shaft.  They  do  not 
fasten  the  rubber  compound  to  the  shaft,  or  aid  in  fastening  it. 
The  ends  of  the  fibers  themselves  are  not  fastened  to  the  shaft, 
except  so  far  a,s  they  are  cemented  by  the  vulcanizable  material. 
The  vulcanizable  material  holds  the  ends  of  the  fibers  up  to  the  * 
shaft,  instead  of  the  fibers  performing  that  function  for  the  vul- 
canizable compound.  The  inner  en<Js  of  the  fibers  in  the  Forsyth 
roll  were  attached  to  the  rigid  portion  of  the  roll  resting  upon  the 
shaft,  and  the  outer  ends  extended  from  this  rigid  portion  toward 
the  circumference  of  the  roll,  thus  tending  to  secure  that  "adhe- 
sion of  the  parts"  of  the  roll  to  each  other,  at  which  he  aimed, as 
well  as  to  limit  the  mobility  of  the  rubber  into  which  they  extend. 
If  McBurney's  tube,  or  Forsyth's,  be  constricted  upon  a  shait 
which  is  too  small,  or  insufficiently  cemented,  or  connected  to 
the  shaft  by  any  of  the  then  existing  modes  of  connection  in  an 
imperfect  manner,  so  that  the  shaft  turns  in  the  tube,  that  result 
would  not  be  owing  to  the  fact  that  the  fibers  of  Forsyth  failed  to 
perform  perfectly  their  function  of  confining  the  rigid  portion  of 
the  roll  to  the  more  elastic  portion  of  it,  and  of  limiting  the  mo- 
bility of  the  rubber  in  which  they  are  buried.  So  when  the  roll 
is  subjected  to  strain  by  the  passage  of  the  sliver  of  cloth  between* 
the  rolls  of  a  wringer,  causing  the  outer  surface  to  be  compressed 
in  one  place  and  expanded  in  others,  the  fibers  in  the  jnner  por- 
tion of  the  Forsyth  roll  do. undoubtedly  tend  to  prevent  the  body 
of  the  roll  from  being  separated  from  the  shaft ;  but  they  do  not 
effect  this  result  by  reason  of  their  attachment  to  the  shaft  pre- 
serving the  connection  between  the  shaft  and  the  rubber,  but  by 
reason  of  their  acting  at  the  same  time  to  preserve  the  form  of 
the  inner  and  more  rigid  portion  of  the  tube,  and  keep  up  the 
adhesion  of  such  parts  with  the  outer  portions,  where  the  mobil- 
ity and  resiliency  are  greater.  But  perfectly  as  the  fibers  may 
perform  this  function,  a  tube  imperfectly  cemented  to  the  shaft 
may  still,  for  that  reason  alone,  turn  on  the  shaft  in  the  For- 
syth roll. 

Now,  the  loops  or  bows  in  the  Moulton  fibers  enter  the  shaft, 
and  the  ends  of  the  fibers  extend  like  "  staples"  (which  they  re- 
semble in  form)  into  the  body  of  the  roll,  for  the  purpose  of 
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securing  the   interior  of  the  resilient  body  to  the   shaft.     The 
fibrous  loop  is  to  be  taken  as  a  whole.     The  parts  of  the  fibers 
which  extend  from  the  interior  toward  the  exterior  of  the  rubber 
roll  would  not  operate  to  confine  the  rubber  to  the  shaft  without 
the  loops.     By  none  of  the  methods  in  use  at  the  date  of  For- 
syth's patent,  of  making  the  connection  between  the  shaft  and 
the  rubber,  was  the  connection  made  any  more  tenacious  by  pre- 
senting the  ends  of  the  fiber  to  the  surface  of  the  shaft.     In  some 
of  them  the  presence  of  the  ends  of  the  fibers  lessened  the  adhe- 
sion by  as  much  as  it  displaced  the  rubber.     The  principal  func- 
tion of  the  fibers  in  the  Forsyth  tube,  as  before  stated,  is  to  make 
the  inner  portion  of  the  tube  more  rigid,  and  to  tie  the  more  rigid 
to  the  more  elastic  portion  of  the  tube.     Now,  in  the  Moulton 
roll,  as  manufactured  by  the  respondents,  the  principal  function 
of  the  fibrous  loops  is  to  tie  the  rubber  to  the  shaft,  and  they  do 
not  create  any  material  rigidity  in  the  interior  portion  of  the  tube. 
The  method  of  fastening  in  the  Moulton  roll  is  an  inseparable 
part  of  the  roll  itself,  being  necessarily  constructed  and  built  up 
with  the  roll,  and  constituting  the  inner  portion  of  the  roll.     It  is 
not  adaptable  to  Forsyth's  tube,  nor  is  Forsyth's  tube  capable  of 
having  Moulton's  fastening  applied  to  it.     Because  Forsyth  bor- 
rowed from  McBurney  his  method  of  constructing  the  interior  of 
a  tube  with  fibers  of  cloth  arranged  in  radial  curves,  it  would  be 
the  height  of  injustice  to  allow  him  to  monopolize  any  use  of 
fibers  for  any  purpose  whatever  in  a  wringer-roll,  if  the  ends  of 
the  fibers  extended  in  a  radial  direction  into  the  body  of  the  roll. 
His  reissued  patent,  examined  in  the  light  of  the  invention  de- 
scribed in  the  original  patent,  if  valid,  must  be  limited  to  such  a 
mode  of  introducing  the  fibers  of  a  woven  texture  radially  into 
the  tube,  for  the  purposes  indicated,  without  regard  to  the  mode 
of  fastening  to  the  shaft. 

The  court  will  look  beyond  the  mere  form  of  words  in  the 
claim  of  a  reissued  patent  into  the  specifications,  in  both  the 
original  and  reissued  patent ;  and  even,  if  on  the  face  of  the  re- 
issued patent,  it  does  not  embrace  anything  not  described  or  sug- 
gested in  the  original,  nevertheless  the  court  will  ascertain 
whether  there  is  any  substantive  invention  adequate  to  support  a 
claim  ingeniously  worded,  not  so  much  for  the  purpose  of  de- 
scribing what  the  patentee  really  invented  as  of  grasping  within 
its  terms  some  contrivance  not  within  the  knowledge  or  contem- 
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plation  of  the  patentee,  and  for  that  reason,  not  by  reason  of  in- 
advertence or  mistake,  not  embraced  in  the  claims  of  the  original 
patent. 

Comparing  the  two  rolls,  as  we  have  done  in  some  moie  es- 
sential particulars,  and  without  recapitulating  other  points  of  dif- 
ference, enough  has  already  been  stated  to  show  that,  so  radically 
different  is  the  structure  of  the  rolls,  and  the  function  of  the 
fibrous  material,  and  its  mode  of  operation,  that  the  Moulton  roll, 
as  manufactured  by  the  respondents,  is  clearly  no  infringement 
upon  anything  secured  to  Forsyth  by  his  reissued  patent,  even 
giving  to  the  invention  claimed  in  that  patent  the  fullest  scope 
claimed  for  it  in  the  evidence  of  Forsyth  himself,  and  the  expert 
testimony  introduced  by  him. 

Bill  dismissed. 


Cornelius  Aultman 
vs. 
Henry  C.  Holley  and  Edwin  H.  Fittz.     In  Equity. 

The  reissue  granted  Sylla  &  Adams,  September  14,  1867,  No.  2,6oS,  and 
the  three  reissues  granted  C.  Aultman  &  Co.,  assignees  of  Sylla  & 
Adams,  May  17,  1859,  Nos.  723,  724, -and  726,  for  "improvement  in 
harvesters  " — all  reissues  in  division  of  the  original  patent  granted 
Sylla  &  Adams,  September  20,  1853,  and  all  extended  seven  years  from 
September  20,  1867 — are  valid. 

A  party  can^not,  by  the  surrender  of  a  patent  and  the  reissue  of  it,  obtain 
an  exclusive  right  to  devices  not  shown  or  claimed  in  the  specifica- 
tion, drawings,  or  model  of  the  original. 

The  object  of  a  reissue  is  to  permit  the  patentee  to  correct  or  perfect  a  de- 
fective or  insufficient  specification,  including  the  claim  which  the  pat- 
entee makes  to  the  devices. 

A  reissue  is  not  to  be  tested  by  the  mere  language  of  the  original  specifi- 
cation, for  it  proceeds  upon  the  ground  that  such  language  is  defective 
and  insufficient. 

The  reissue  itself  is  presumptive  evidence  of  the  facts  justifying  it. 
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In  a  reissue,  essays  eulogistic  of  the  utility  of  the  device,  and  assertions  of 
capacity,  are  immaterial  and  useless. 

If  fraudulently  inserted  to  mislead,  and  if  they  operate  to  deceive  others, 
in  regard  to  the  construction  of  the  thing  claimed,  they  may  render  a 
reissue  void  on  that  ground. 

The  reissues  of  the  Sylla  &  Adams  patent,  showing  a  finger-bar,  free  to 
vibrate  at  either  end,  to  conform  to  the  undulations  of  the  ground,  and 
the  specification  and  drawings  of  the  original  showing  only  a  finger- 
bar,  the  whole  of  which  vibrated  perpendicularly,  and  these  parts  of 
the  Patent  Office  model  being  broken  and  missing; — in  view  of  the 
necessity  of  the  feature  and  of  evidence  that,  before  the  model  was 
filed,  such  necessity  was  understood  by  the. inventors  and  acted  on, 
and  of  the  fact  that  the  Patent  Office  granted  the  reissues  after  refer- 
ring to  the  model,  on  a  question  being  raised  before  it  on  that  point: 
Held,  that  it  was  sufficiently  proved  that  the  model  showed  a  finger- 
bar  free  to  vibrate  at  either  end,  and  that  the  reissues  were  for  the  same 
invention  as  the  original  patent. 

The  Sylla  &  Adams  patents  are  not  anticipated  by  the  machines  invented 
by  Hazard  Knowles  and  Ogden  Randall,  as  what  they  did,  resulted  in 
unsuccessful  and  abandoned  experiments. 

Where  experiments  are  made/without  resulting  in  a  useful  machine,  and 
the  product  is  abandoned,  the  devices  shown  can  not  be  dug  up  after- 
ward to  defeat  the  patent  of  an  independent  and  successful  inventor. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  October,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  reissues  Nos.  723,  724,  726,  and  2,608,  of  the 
patent  originally  granted  Philo  Sylla  and  Augustus  Adams,  Sep- 
tember 20,  1853. 

On  May  7,  1859,  *ne  original  patent  was  reissued  to  C.  Ault- 
man &  Co.,  assignees,  in  six  divisions,  Nos.  721,  722,  723,  724, 
725,  and  726.  No.  722  was  afterward  again  surrendered,  and 
reissued  as  No.  2,608,  and  on  September  19,  1S67,  reissues  2,608, 
723,  724,  and  726  were  extended  for  seven  years. 

The  suit  was  defended  on  various  grounds,  stated  fully  in  the 
opinion,  but  the  principal  defense,  and  the  one  most  fully  consid- 
ered by  the  court,  was  that  the  reissues  were  not  for  the  same  in- 
vention as  the  original.  It  seems  that  the  reissues  all  describe  the 
ends  of  the  finger-bar  as  free  to  vibrate  perpendicularly,  so  as  to 
conform  to  the  undulations  of  the  ground.  The  original  specifi- 
cation and  claims  nowhere  speak  of  the  ends  vibrating,  but  do 
frequently  speak  of  the  finger-bar  as  vibrating  perpendicularly,  and 
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the  drawing  of  the  original  shows  a  construction  for  allowing  the 
whole  bar  to  rise  and  fall  perpendicularly. 

In  the  Patent  Office  model,  the  parts  showing  the  connections 
of  the  finger-bar  were  broken  and  destroyed.  It  is  moreover 
shown  that  the  patentees  were  familiar  with  the  need  of  a  bar 
that  would  rise  and  fall  at  either  end,  and  that  the  file-wrapper 
of  the  reissues  disclosed  the  fact  that  the  office,  during  the  pend- 
ency of  the  leissues,  pointed  out  to  the  applicants  the  fact  that 
the  specification  and  drawing  of  the  original  showed  no  manner 
in  which  either  end  of  the  finger-bar  would  rise  without  the 
other ;  whereupon  the  applicant  referred  to  the  model,  and  after- 
ward the  reissues  were  granted. 

The  facts  on  this  point,  with  quotations  from  the  original  pat- 
ent and  the  claims  of  the  reissues,  are  fully  given  in  the  opinion 
of  the  court. 

George  Harding,  for  complainant. 

B.  F.  Thurston  and  Henry  Baldwin,  Jr.,  for  defendants. 

Woodruff,  J. 

On  September  20,  1853,  Philo  Sylla  and  Augustus  Adams  Fe- 
ceived  letters  patent  from  the  United  States  for  an  "  improvement 
in  harvesters."  On  May  17,  1859,  on  a  surrender  of  the  said 
patent,  new  letters  were  issued  to  C.  Aultman  &  Co.,  assignees, 
intended  severally  to  cover  different  parts  of  the  same  invention, 
or  different  devices  included  in  the  original  machine.  These  re- 
issues were  numbered  respectively  721,  722,  723,  724,  725,  and 
726.  Thereafter,  reissue  No.  722  was  assigned  to  the  original 
alleged  inventors  ;  was  by  them  surrendered,  and,  on  September 
14,  1867,  new  letters  patent  were  issued  to  them,  professedly  for 
the  same  invention,  which  last-named  reissue  is  numbered  2,608. 
The  several  reissued  patents  numbered  2,608,  723,  724,  and  726, 
were,  on  September  19,  1867,  extended  for  seven  years  from  the 
expiration  of  the  original  terms,  namely,  to  September  20,  1874, 
and,  by  assignment  from  the  original  patentees,  the  title  thereto 
is  vested5  in  the  complainant  in  this  suit,  who  charges  the  defend- 
ants with  an  infringement  of  these  extended  reissued  patents. 
The  defendants  have  raised  the  preliminary  objection  that  the  suit 
is  defective  for  want  of  necessary  parties,  and,  tfn  the  merits,  they 
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insist  upon  various  objections  to  the  relief  sought,  the  chief  of'  • 
which  are  that  the  reissued  patents  are  void,  because  they  J'  are 
not  for  the  same  invention  as  the  original  patent  from  which  they 
have  sprung,  but  claim  substantial  and  material  matters  not  indi- 
cated, suggested,  or  described  in  that  original  patent;"  that,  if 
the  reissued  patents  embrace  no  devices  but  such  as  are  shown  or 
suggested  in  the  record  of  the  original,  or  if  they  can  be  sustained 
so  far  as  to  embrace  what  is  shown  in  such  original,  and  nothing 
more,  then  the  defendants'  machine  is  no  infringement;  and, 
finally,  that  the  invention  shown  or  indicated  by  the  original  pat- 
ent, its  specification  and  model,  in  any  particular  in  which  the 
defendants  can  be  deemed  to  use  any  device  or  devices  shown 
therein,  was  not  new  when  such  original  patent  was  granted. 

1.  [The  objection  that  the  suit  is  defective  for  want  of  neces- 
sary parties  is  then  considered  by  the  court,  and  overruled.] 

2.  The  claim  that  the  reissued  patents  on  which  this  suit  is 
founded  are  void,  because  they  are  not  for  the  same  invention  as 
the  original,  but  claim  substantial  matters  not  included  in  the 
former,  nor  shown,  suggested,  or  described  in  the  original  record, 
is  most  urgently  pressed,  and  is  sustained  by  very  able,  elaborate, 
and  greatly  extended  arguments,  by  the  distinguished  counsel 
representing  the  defendants  on  the  hearing.  The  legal  proposi- 
tion that  a  party  can  not,  by  the  surrender  of  a  patent  and  the 
reissue  thereof,  obtain  an  exclusive  light  to  devices  not  shown  or 
claimed  in  the  specification,  drawings,  or  model  of  the  original 
patented  invention,  is  not  disputed.  But  the  application  of  that 
rule  of  law  to  the  present  case  is  resisted,  and  the  controversy 
thereupon  embraces  the  disputed  question  of  fact,  as  to  what  was 
disclosed  by  the  record  of  the  original  patent,  including  therein 
trie  specification,  drawings,  and  model ;  and,  next,  the  question 
whether  the  reissued  patents  here  sued  upon  do  embrace  devices 
not  thus  shown. 

I  can  not  hope  to  do  more  than  to  make  these  questions,  in 
their  relation  to  the  case,  intelligible,  and  to  state  my  conclusion 
thereon.  To  follow  the  arguments  of  counsel  through  all  their 
details,  and  attempt  satisfactorily  to  answer  those  arguments, 
however  gratifying  and  possibly  useful  in  the  future  history  or 
progress  of  the  case,  as  a  vindication  of  my  conclusion,  must  be 
left  to  greater  leisure  and  to  the  duty  of  arguing  rather  than  de- 
ciding. 
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It  is  always  to  be  borne  in  mind,  in  considering  the  validity  of 
a  reissued  patent,  in  the  face  of  the  objection  before  us,  that  the 
object  of- a  reissue,  and  the  purpose  of  the  law  in  permitting  the 
surrender  of  a  patent  and  a  reissue  thereof,  are  to  correct,  or 
rather  perfect,  a  defective  or  insufficient  description  or  specifica- 
tion, including  the  claim  which  the  patentee  makes  to  the  devices 
described,  and  which  he  alleges  are  his  invention.  The  reissue 
is  therefore  not  to  be  tested  by  the  mefe  language  of  the  original 
specification,  for  the  fact  of  reissue  proceeds  upon  the  ground  that 
such  language  is  defective  or  insufficient.  So,  also,  something  is 
due  to  the  fact  of  reissue  itself,  as  presumptive  evidence  of  the 
facts  justifying  the  reissue  in  manner  and  form  in  which  it  is 
granted.  Indeed,  this  alone  has  been  held,  in  some  cases,  con- 
clusive, unless  there  be  a  clear  excess  of  authority,  or  there  ap- 
pears to  be  fraud  therein  {Allen  v.  Blunt,  3  Story,  742, 744*  and 
2  Woodbury  &  Minot,  126,  139;  Battin  v.  Taggert,  17  How. 
74)  ;  while,  on  the  other  hand,  it  is  agreed  that  the  reissued  pat- 
ent must  be  for  the  same  invention,  and  the  patentee  can  not 
thereby  secure  to  himself  a  new  or  different  subject  of  patent, 
even  though  it  be  in  truth  his  own  invention. 

In  the  original  specification  annexed  to  the  patent  granted  to 
Sylla  &  Adams,  September  20,  1873,  they  state  that  the  nature  of 
their  invention  "  consists  in  fastening  the  sickle-bar  or  stock" 
(elsewhere  and  often  called  the  "  cutter-bar"  and  "finger-bar," 
it  being  the  bar  which  supports  the  knives,  and  on  which  they 
slide,  in  cutting  grass  or  grain)  u  to  the  ends  of  two  levers,  so  as 
to  allow  it  to  vibrate  perpendicularly,  and  accommodate  the  sickle 
to  uneven  ground,  in  cutting  grass,  the  weight  of  the  sickle-bar 
being  properly  counterbalanced  by  weights  upon  the  opposite 
ends  of  the  levers,  which  levers  may  be  made  permanent  by  bolts 
or  otherwise,  when  cutting  grain,  the  sickle-bar  being  connected 
to  the  carriage-frame  by  a  strong  link,  which  is  hinged  to  the 
sickle-bar  and  to  the  carriage  near  the  crank-shaft,  so  as  to  allow 
the  bar  to  vibrate  perpendicularly  and  to  prevent  it  from  being 
traversed  longitudinally  by  the  motion  of  the  sickle."  Arid,  in 
describing  the  construction  of  the  machine,  it  is  said,  "  th*  bar 
B"  (part  of  the  frame  near  the  crank-shaft)  "being  connected  to 
the  sickle-bar  bv  the  link,     .  .     which  Ji*^ 1S 

hinged  to  both  bars  by  strong  staples,  so  as  to  allow  the  sickl^bar 
to  vibrate  perpendicularly  and  accommodate  itself to 
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uneven  ground,  in  cutting  grass,  and  to  prevent  it  from  being  tra- 
versed endways  by  the  motion  of  the  sickle     .  .     and  the 
action  of  the  grass  or  grain,  as  it  is  pressed  against  the  sides  of 
the  fingers,     .     .     .     as  it  is  severed  by  the  sickle.    .     .     .     The 
sickle-bar     ...     is  fastened  to  the  levers,     .     .     .     which  are 
hung  so  as  to  vibrate  freely,    •    .'    .     and  the  weight  of  the  sickle- 
bar  and  sickle  are  counterbalanced  to  the  extent  required,  by  the 
weights      .      .           fastened  to  the  rear  ends  of  the  levers,  when 
cutting  grass,  and,  when  cutting  grain,  the  rear  end"  may  be  fast- 
ened, so  as  to  carry  the  cutter-bar  at  a  proper  elevation.     The 
patentees  claim:    1.  "  The  weighted  levers,      .  or  their 
equivalents,  substantially  as  described,  which  carry  the  sickle-bar 
and  sickle,  and  allow  them  to  vibrate  perpendicularly  and  accom- 
modate the  sickle  to  uneven  ground,  in  cutting  grass,  which  levers 
may  be  made  permanent,  when  cutting  grain,  substantially  as  de- 
scribed and  represented."     2.  "  The  link  or  hinged  brace,   .    .    . 
or  its  equivalent,  in  combination  with  the  weighted  levers,  .     .     . 
which  brace                 .      prevents  the  sickle-bar  from  being  tra- 
versed longitudinally  by  the  action  of  the  sickle,  but  allows  it  to 
vibrate  perpendicularly  and  accommodate  itself  to  uneven  ground, 
substantially  as  described."     These  parts  of  the  specification  are 
all  that'  are  material  to  the  point  now  to  be  considered.     The 
drawings  annexed  show  a  machine,  a  frame  projecting  sidewise 
to  the  extent  of  the  swath  to  be  cut,  and  two  parallel  levers,  one 
at  each  end  of  the  finger-beam,  hinged  at  their  centers  to  the 
frame,  and  projecting  forward  to  receive  the  sickle  or  finger-bar, 
and  backward  of  the  hinges  to  receive  the  counterpoising  weights. 
The  finger-bar  appears,  in  the  drawing,  to  be  attached  to  the  ends 
of  the  levers  by  tenons,  at  the  end  of  the  former,  entering  mortises 
in  the  ends  of  the  latter,  and  the  under  sides  of  these  ends  are 
curved  upward,  to  adapt  them  to  slide  over  the  ground  when  the 
finger-bar  is  suffered  to  rest  thereon  for  mowing.     The  link  or 
coupling-arm  is  also  shown  hinged  to  the  inner  end  of  the  finger- 
bar,  and  from  it  extending  crosswise  to  the  further  corner  of  the 
main  frame,  where,  near  the    crank-shaft,  which  oscillates  the 
pitman  moving  the  knives  or  cutters,  it  is  hinged,  obviously,  so 
as  to  move  up  and  down  freely  as  the  inner  end  of  the  finger-bar 
shall  rise  and  fall,  and  so  as  to  hold  such  inner  end  of  the  finger- 
bar  in  proper  relative  position  to  the  crank-shaft  and  pitman,  for 
the  free  transverse  action  thereof  and  of  the  cutters,  whether  the 
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finger-bar  at  that  end  be  raised  or  lowered.  A  certified  copy  of 
the  model  remaining  in  the  Patent  Office  was  produced  in  evi- 
dence, that  exhibited  the  general  structure  of  the  machine  in  ad- 
mitted conformity  to  the  specification  and  drawings,  so  far  as  it 
had  been  preserved,  but  the  model*  was  in  a  very  broken  state, 
and  parts  of  it  were  wholly  missing,  and  it  is  much  to  be  regret- 
ted that  portions  were  missing,  which  showed  the  precise  charac- 
ter of  the  connection  made  between  the  sickle  or  finger-bar  and 
the  ends  of  the  levers,  which,  in  the  discussion  of  this  case,  was 
deemed  of  great  importance  by  the  counsel. 

In  their  issued  patent  number  2,608,  the  only  claim  material  to 
this  controversy,  and  the  only  claim  which  it  is  urged  that  the 
defendants  are  infringing,  is  as  follows:  1.  "  The  combination  of 
a  finger-beam  with  slotted  guard-fingers,  a  reciprocating  scolloped 
cutter,  a  double-hinge  connection  between  the  finger-beam  and 
the  main  frame,  'and  a  driving  shaft  for  the  cutting  apparatus, 
parallel,  or  nearly  so,  to  the  ground."  Whether  there  be  any 
other  objections  to  this  claim  or  not,  and  whether  the  defendants 
have  violated  this  claim  or  not,  may  pertain  to  other  points  dis- 
cussed in  this  case,  but  the  claim  itself  is  not  liable  to  the  objec- 
tion now  under  consideration.  All  of  the  elements  embraced  in 
the  combination  do  manifestly  appear  in  the  specification,  draw- 
ings, and  model  of  the  original  patent.  Finger-beam,  slotted 
guard-fingers,  reciprocating  scolloped  cutter,  and  a  driving  shaft 
parallel  with  the  ground,  are  plainly  shown.  The  finger-beam 
is,  with  equally  obvious  distinctness,  shown  and  described  as 
doubly  hinged  to  the  main  frame,  as  well  by  the  hinges  at  each 
end  of  the  link-piece  or  coupling-bar,  as  by  the  hinges  by  which 
the  levers  are  connected  to  the  main  frame.  If,  therefore,  this 
reissue  is  liable  to  the  objection  that  it  embraces  what  does  not 
appear  in  the  record  of  the  original  patent,  it  must  be  because  of 
something  inserted  in  the  descriptive  or  reciting  portions  of  the 
specification  preceding  this  claim,  with  reference  to  which  it  is 
insisted  this  claim  must  be  construed,  and  by  which  it  is  con- 
trolled. That  involves  substantially  the  same  review  of  the  speci- 
fication which  is  involved  in   the  consideration  of  one  or  more 

* 

of  the  other  reissues,  and  may  be  discussed  in  connection  with 
them. 

In  reissue  number  723,  the  patentees  declare  that  "what  is 
claimed  under  this  patent,  as  the  invention  of  Sylla  and  Adams, 
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is  the  short  finger -beam  in  combination  with  the  yielding  connec- 
tion with  the  main  frame,  or  its  equivalent,  substantially  as  herein 
set  forth."     It  is  obvious  that  to  this  claim,  as  to  the  last  named, 
the  same  observations  are  pertinent.    The  combination  is  of  the 
short  finger-bar,  which  is  the  finger-bar  shown  in  the  original, 
and  the  yielding  connection  of  the  bar  by  hinges,  before  referred 
to,  which  permits  such  motion  on  the  coupling  arm  or  link,  and 
the  hinged  attachment  to  the  main  frame,  above  described.     This 
is   a  more  limited  combination   than  the  former,  and   must  be 
deemed  to  embrace  such  coupling-arm,  and  the  hinged  levers,  or 
their  equivalent.     Unless,  therefore,  the  reference  to  the  preced- 
ing specification  by  the  words  "substantially  as  described,"  or 
the  duty  to  construe  the  claim  with  reference  to  the  preceding 
specification,  brings  this  reissue  into  reach  of  the  objection  urged, 
and  makes  it  embrace  what  is  not  shown  in  the  original,  then  this 
reissue  is  also  free  from  that  criticism. 

In  reissue  number  724,  it  is  stated  that  "what  is  claimed  under 
this  patent,  as  the  invention  of  Sylla  and  Adams,  is  the  combina^ 
tion  of  the  finger-beam  with  the  hinges  by  which  it  is  drawn, 
arranged  above  the  plane  of  the  cutter,  substantially  as  herein  set 
forth.*'  This  language  is  not  perhaps  the  best  that  might  be 
chosen  to  express  its  meaning,  but,  I  think,  it  is  sufficiently  intel- 
ligible. It  is  not  every  combination  of  the  finger-beam  with  the 
hinges  which  is  here  claimed,  nor  even  though,  in  other  respects, 
the  machine  should  be  such  as  is  described  in  the  preceding  speci- 
fication ;  it  is  only  such  combination  when  arranged  above  the 
plane  of  the  cutters,  substantially  as  previously  set  forth.  This 
seems  to  me  a  very  narrow  claim,  embracing  an  arrangement  of 
the  hinges  connecting  a  cutter-beam  to  the  main  frame  above  the 
plane  of  the  cutters.  The  description  of  a  machine  in  which  this 
is  shown  to  be  practicable  and  us.ful,  whether  the  other  parts  of 
the  raachine*be  the  invention  of  the  patenteesor  not,  does  not 
enlarge  this  claim,  but  only  serves  to  illustrate  a  mode  of  its 
application.  The  device  itself  is  single.  It  is  found  in  the  orig- 
inal model ;  it  is  shown  in  the  drawings  furnished  me  as  copies 
of  those  annexed  to  the  original  patent.  The  reissue  seems,  in 
that  respect,  free  from  the  objection  now  under  consideration. 

What  is  claimed  under  reissued  patent  number  726,  as  the  in- 
vention of  Sylla  and  Adams,  is  "  the  combination  of  a  stop  with 
the  mechanism  for  connecting  the  finger-beam  with  the  main 


542  SOUTHERN    DISTRICT    OF    NEW    YORK. 

r 

Aultman  v.  Holley. 


frame,  and  allowing  it  to  rise  and  fall,  substantially  as  herein  set 
forth."  Here,  again,  the  device  claimed  is  single,  and  was  shown 
in  the  original.  In  the  reissue,  the  machine  which  the  patentee 
describes,  in  order  to  illustrate  the  application  of  the  stop  to 
practical  use,  is  not  necessarily  the  invention  of  the  patentee. 
For  the  purpose  of  such  illustration,  any  machine  might  be  de- 
scribed, and  therefore  it  is  not  material,  so  far  as  the  validity  of 
the  patent  for  the  mere  combination  of  a  stop,  with  the  mechan- 
ism connecting  the  finger-beam  with  the  main  frame,  is  involved, 
to  inquire  whether  the  machine,  by  which  the  patentee  illustrates 
the  practical  use  of  the  stop,  was  or  was  not  correctly  and  fully 
described  in  the  original  application  for  a  patent,  or  the  specifi- 
cation thereof,  or  even  in  any  patent  whatever.  For  example,  let 
it  be  supposed  that  a  patent  for  such  n  combination  had  once  been 
granted,  and  the  patentee  had,  in  his  specification,  attempted  to 
show  its  application  to  use,  by  describing  its  construction,  loca- 
tion, and  adaptation  to  a  particular  machine,  but,  through  mis- 
take or  error,  he  had  failed  sufficiently  to  indicate  the  manner  of 
its  application,  or  made  his  description  of  the  device  otherwise 
imperfect,  I  know  of  no  rule  which,  on  obtaining  a  reissue,  would 
forbid  his  selecting  a  machine  of  a  different  construction,  and  even 
one  invented  by  and  patented  to  another  person,  and,  describing 
that,  show  also  the  application  of  his  newly  invented  combina- 
tion thereto,  as  an  illustration  of  its  practical  utility  and  the  man- 
ner of  employing  it ;  provided,  always,  that  his  description  of 
the  stop  and  its  application,  and  his  claim  thereto,  did  not  em- 
brace anything  more  than  the  combination  of  the  stop,  with  the 
mechanism  connecting  the  finger-beam  with  the  main  frame. 
He  would  not,  of  course,  thereby  acquire  the  exclusive  right  to 
the  machine  described,  nor  (if  it  had  been  patented  to  another) 
any  right  to  use  it ;  but  he  would  secure  the  exclusive  right  to  the 
stop  itself,  in  the  combination  stated.  Whether  this  reissued  pat- 
ent be  or  be  not  liable  to  any  other  criticism,  it  is  not  invalid  on 
the  ground  that  the  device  patented  was  not  shown,  suggested,  or 
indicated  in  the  original  patent. 

If,  however,  the  claims  in  either  of  these,  last  two  patents  be 
deemed  to  draw  to  themselves  the  description  of  the  machine 
described  by  the  preceding  specifications,  as  illustrations  of  their 
use  and  mode  of  operation,  then  the  observations  yet  to  be  made 
in  respect  to  reissues  2, 60S  and  723  will  apply  to  these  also. 
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Recurring  now  to  reissues  numbers  2,608  and  723,  it  remains 
to  inquire  how  far  there  is  anything  in  the  specification  preceding 
the  claims  alleged  to  be  infringed  that  makes  them  invalid,  as 
including  what  is  not  shown  in  the  original  patent.    It  has  already 
been  seen  that  the  claims  on  their  face  disclose  no  such  departure 
from   the  original  patent.     It  may  be  here  properly  suggested, 
that  exaggerated  statements  of  the  utility  and  general  capacity  of 
the  machine  described  in  the  reissues,  do  not  expose  the  reissues 
to  this  objection,  so  long  as  the  specifications  correctly  describe 
the  construction  and  manner  of  operation  of  the  thing  invented, 
and  a  practicable  mode  of  applying  it.     The  object  of  a  specifi- 
cation is  to  describe  the  thing  invented,  so  as  to  enable  a  mechanic 
of  ordinary  skill  to  construct  it  and  apply  it  to  practical,  use  ;  and 
the  claim  declares  what  the  patentee  claims  as  his  invention. 
Beyond  this,  all  essays  eulogistic  of  its  utility,  and  assertions  of 
its  capacity,  are  immaterial  and  useless.     If  fraudulently  inserted 
to  mislead,  and  if  they  operate  to  deceive  others  in  regard  to  the 
actual  construction  of  the  thing  claimed  and  the  mode  in  which 
-  it  may  be  applied  to  use,  they  may  render  a  reissue  void  on  that 
«  ground,  but  that  is  not  the  point  now  before  us ;  and  where,  not- 
withstanding such  apparent  exaggerations,  the  thing  is  coriectly 
described,  so  as  to  serve  the  above-stated  objects  of  a  specifica- 
tion, and  the  claim  is  limited  to  what  is  shown  in  the  original 
record,  the  objection  now  under  consideration  has  no  force.    These 
observations  seem  pertinent,  in  view  of  the  criticisms,  made  at 
some  length  on  the  hearing,  of  the  somewhat  extended  essays 
and  of  the  vaunted  utility  of  the  inventions,  found  in  the  specifi- 
cation. 

The  main  feature,  however,  in  which  these  reissues  were  sup- 
posed to  include  something  not  shown  in  the  original  record,  and 
the  feature  chiefly  pressed  upon  the  attention  of  the  court  is,  that 
the  specifications  represent  the  connection  between  the  finger-bar 
and  the  frame  as  such  that  the  finger-bar  can  rise  and  fall  at  either 
end,  without  the  rise  or  fall  of  the  other,  thus  practically  adapt- 
ing itself  to  undulations  of  the  ground  in  the  direction  of  its 
length.  Confessedly,  the  finger-bar,  as  described  and  shown  in 
the  specification,  drawings,  and  model  of  the  original  patent, 
could  rise  and  fall  perpendicularly,  by  the  free  play  of  the  hinges 
of  the  coupling-arm  and  of  the  hinged  levers  which  resisted  the 
backward  thrust ;  but  it  is  denied  that  such  finger-bar,  as  there 
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described,  had  any  other  motion  or  capacity  of  motion,  and  it  is 
insisted  that  neither  the  specification,  drawings,  nor  model  exhib- 
ited a  construction  which  permitted  one  end  thereof  to  rise  or  fall 
without  the  other. 

The  specification  annexed  to  the  reissues  assigns  to  the  finger- 
beam  this  capacity,  and  describes  one  mode  of  construction  which 
allows  it.  One  example  will  suffice  :  "  The  forward  ends  of  both 
the  yielding  bars  are  connected  with  the  finger-beam— one  of 
them,  at  least,  not  rigidly,~but  both  strongly— so  as  to  give  the 
requisite  support  to  the  beam,  without  preventing  it  from  sway- 
ing freely  within  certain  limits,  or  rising  and  falling  at  either  end, 
unrestrained  by  the  opposite  end.  One  mode  of  securing  the 
requisite  freedom  of  the  connection  is,  by  providing  for  play  in 
the  joint  between  the  bar"  [lever]  " k  and  the  finger-beam,  as 
ghovvn  in  iig.  7."  It  will  be  perceived  that  the  question  is  not 
whether  there  was  or  is,  according  to  the  specification,  drawings, 
or  model  of  either  patent,  an  instrument  or  device- which,  by  its 
action  on  the  finger -bar,  brought  it  to  the  ground,  or  compelled  it 
to  conform  to  the  undulations  thereof.  The  construction,  at  most, 
allowed  it  to  rest  on  the  ground,  and,  by  its  own  weight,  conform 
to  the  undulations.  We  have,  then,  at  the  outset  and  at  the  end, 
it  may  be,  of  the  discussion,  the  question  of  fact :  Do  the  specifi- 
cation, drawings,  or  model  of  the  original  patent  indicate  a  con- 
struction which  allowed,  by  not  preventing,  the  finger-bar  resting 
on  the  ground,  in  mowing,  to  sway  up  and  dowir  at  either  end 
within  certain  limits,  to  conform  to  undulations  which  tend  to 
raise  one  end  without  the  other?  It  seems  to  me  obvious,  that  a 
finger-beam  attached  at  each  end  to  a  hinged  lever  vibrating  freely 
up  and  down,  would  certainly,  when  resting  on  uneven  ground, 
sway  or  incline  to  some  extent  ponformably  to  the  undulations, 
unless  the  attachment  to  the  levers  and  the  close  working  of  the 
hinges  were  of  extraordinary  firmness  and  rigidity,  and  that  this 
would  be  suggested  at  once  to  the  ordinary  mechanic ;  and,  in 
view  of  the  great  importance  and  even  necessity  of  such  conform- 
ity to  the  surface  of  the  ground,  it  seems  improbable  that  such  a 
construction  could  be  described  without  suggesting  to  the  mind 
that  such  swaying  or  inclination  was  intended. 

It  is  certain  that  the  original  specification  is  not  very  full  or 
precise  upon  this  point.  As  above  quoted,  it  speaks  of  "  fastening 
the  sickle-bar  or  stock  to  the  end  of  two  levers,  so  as  to  allow  it 
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to  vibrate  perpendicularly,  and  accommodate  the  sickle  to  uneven 
ground ;"  and  again,  in  describing  the  construction  and  the  con- 
nection between  the  frame  and  sickle-bar  by  the  link  or  couplfng- 
arm  at  one  end  of  the  sickle-bar,  it  states  that  such  "  link  is  hinged 
to  both  bars  by  strong  staples,  so  as  to  allow  the  sickle-bar  to  vi- 
brate perpendicularly  and  accommodate  itself  to  uneven  ground, 
in  cutting  grass."     Do  those  expressions  import  an  accommoda- 
tion to  uneven  ground  by  vibrating  perpendicularly,  and  by  that 
vibration  only?  or  do  they  import  both  a  vibration  perpendicu- 
larly, and  also  an  accommodation  to  uneven  ground  generally? 
The  first  would  seem  to  satisfy  the  language,  and  yet  the  language 
is  not  such  as  to  exclude  the  latter  meaning.     The  most  that  can, 
I  think,  be  said,  is  that  this  specification  is  not  inconsistent  with 
a  construction  which  permits  the  finger-bar  to  sway  or  incline  at 
either  end.     If  such  construction  was  elsewhere  indicated,  and 
the  invention  actually  embraced  that  feature,  then  the  want  of 
clearness  in  this  specification  is  not  only  no  objection  to  the  va- 
lidity of  a  reissue,  but  it  furnished  a  just  and  proper  occasion 
therefor.     Similar  observations  are  due  to  the  drawings  annexed. 
They  do  not,  on  their  face,  very  clearly  indicate  a  loose  tenon  in 
the  mortises  shown,  and  yet  the  double  lines  may  indicate  that 
the  tenon  does  not  fill  the  mortise,  but  has  some  play  therein,  and 
the  drawings  are  not  plainly  inconsistent  therewith.     Great  im- 
portance, therefore,  necessaiily  belongs  to  the  model,  which,  in  a 
device  that,  when  reduced  to  the  small  scale  used  in  the  drawings, 
rhight  be  left  in  doubt,  would  furnish  a  distinct  exhibition  of  the 
truth.     And  here  I  repeat  the  regret  that  those  portions  of  the 
original  model  which  contain  these  points  of  connection  of  the 
finger-bar  to  the  hinged  levers  are  lost.     We  must,  therefore, 
resort  to  other  evidence,  and  to  collateral  circumstances,  to  ascer- 
tain the  fact. 

In  the  first  place,  we  have  the  great  importance  of  this  feature 
in  a  mowing-machine,  one  quite  necessary  to  its  success.  We 
have  the  before-mentioned  obvious  tendency  of  the  hinged  finger- 
bar,  when  attached  to  the  ends  of  the  lever,  moving  freely  in 
hinges,  to  sway,  when  resting  on  the  ground,  in  the  manner  in 
question,  and,  without  motion  or  play  at  the  points  of  connection,* 
to  wrench  the  parts  and  break  or  split  them.  We  have  the  testi- 
mony that,  in  the  first  experimental  use  of  the  machine,  in  1852, 
vol.  vi— 35 
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that  wrenching  or  splitting  occurred,  either  because  there  was  no 
such  motion  or  play,  or  because  it  was  not  sufficient  to  make  the 
machine  practically  useful  on  uneven  ground.  We  have  it  estab- 
lished by  evidence  which,  notwithstanding  some  discrepancy,  I 
think,  preponderates,  that,  in  the  fall  of  1852,  the  machine  which 
was  then  tried  was  altered,  so  as  to.  give  play,  or  to  give  more 
play,  in  those  points  of  connection,  for  the  express  purpose  of  en- 
abling the  finger  bar,  with  more  freedom,  to  rise  and  fall  at  either 
end,  to  accommodate  lateral  undulations.  The  importance  of 
this  feature  being  thus  practically  demonstrated  to  the  eyes  of  the 
inventors,  it  would  seem  most  natural  that  it  would  not  be  lost 
sight  of,  and  when,  in  the  following  month  of  May,  they  filed  the 
model,  those  circumstances  warrant  the  belief  that  it  would  show 
that  feature,  unless  we  assume  that  they  were  greatly  devoid  of 
ordinary  care  in  the  exhibition  of  an  essential  feature  of  the  ma- 
chine they  desired  to  patent.  If  to  these  facts  and  considerations 
even  a  little  weight  is  given  to  the  presumption  arising  from  the 
fact  of  reissue,  above  referred  to,  that  the  Patent  Office  had  before 
it  then  the  tacts  justifying  the  reissue,  we  should  feel  constrained 
to  sav  that  the  evidence  establishes  that  this  feature  of  the  inven- 
tion  was  disclosed  and  shown  in  the  original  model. 
•  But  the  foregoing  is  not  all  of  the  proof  bearing  on  this  precise 
question.  The  defendants  have  put  in  evidence  copies  of  the  files 
of  the  Patent  Office  containing  the  applications  for  the  reissues, 
the  proposed  new  specifications  and  claims,  the  marginal  criti- 
cisms made  at  the  office,  and  the  correspondence  leading  to  the 
granting  of  the  reissues.  This  was  in  1859.  From  these  it  ap- 
pears that  the  officers  observed  the  want  of  distinctness  in  the 
original  specifications  and  drawings,  and  suggested  that  it  did  not 
appear  that,  according  to  the  description  thus  given,  the  finger-bar 
would  rise  and  fall  at  one  end  without  the  other.  Whereupon 
the  .applicants,  insisting  on  the  contrary.,  referred  them  to  the 
model  itself,  then  no  doubt  complete,  and  the  result  was  the 
granting  of  the  reissues  in  the  form  in  which  they  now  appear. 
This  is  strong,  very  strong,  persuasive  evidence  of  the  correctness 
of  the  complainant's  claim  in  this  respect.  It  was  the  very  point 
in  discussion,  and  appears  to  have  been  disposed  of  on  the  fact 
that  the  model  showed  this  free  connection  of  the  finger-bar  to 
the  levers,  which  permitted  the  play  therein,  50  that  citlier  end  of 
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the  finger-bar  would  rise  and  fall  without  the  other,  u  within  cer- 
tain limits" 

Other  criticisms  of  the  reissues,  as  compared  with  the  original 
patent,  were  made  by  the  defendants'  counsel.  It  is  impossible 
for  nje  to  follow  through  all  the  details,  and  discuss  them  in  this, 
opinion.  I  have  considered  the  arguments  urged,  and,  as  I  trust, 
given  them  the  weight  to  which  they  are  entitled,  but  my  conclu- 
sion is  that  the  reissues  ought  to  be  sustained  ;  that  there  is  no  suf- 
ficient evidence  of  fraud ;  and,  as  to  the  actual  construction  of 
the  devices  claimed,  that  nothing  is  embraced  in  the  patents 
which  was  not- suggested  or  shown  in  the  original. 

3.  I  do  not  think  there  is  serious  doubt  upon  the  question  of  in- 
fringement. The  invention  of  Sylla  and  Adams  has  brought  into 
use  a  class  of  machines  which  arc  distinguished  by  the  manner 
in  which  the  short  finger-bar  is  suffered  to  rest  upon  the  ground, 
and  conform  to  the  undulations  thereof,  while  the  relation  of  the 
cutters  to  the  operating  mechanism  is  preserved  by^i  crank-shaft 
arranged  parallel  with  the  ground ^  and  a  link  or  coupling-arm 
holding  the  finger-bar  while  it  moves  forward,  supplied  with  an- 
other vibrating  arm  or  arms,  which  sustain  the  backward  thrust. 
The  attachment  of  one  end  of  the  coupling-arm  to  the  frame  at 
or  near  the  crank-shaft  causes  the  rise  and  fall  of  the  inner  end 
of  the  finger-beam  to  be  in  substantially  the  same  arc  of  a  circle 
as  the  rise  and  fall  of  the  end  of  the  pitman  hinged  to  the  sickle 
or  knife-plate.  Hence,  there  is  due  relation  between  the  motion 
df  the  pitman  and  the  motion  of  the  finger-bar,  and  the  knives 
are  therefore  moved  freely,  however  the  finger-bar  be  affected  by 
the  undulations  of  the  ground.  By  this  means,  there  is  free  action 
of  the  mechanism  moving  the  pitman,  and  free  action  of  the  knives 
in  the  finger-bar,  without  torsion  or  friction.  In-  short,  a  result  is 
produced  which,  in  other  machines,  is  effected  by  making  the 
driving  mechanism  itself  vibrate  up  and  down  around  a  gear 
center. 

The  defendants'  machine  plainly  belongs  to  the  same  class  of 
machines,  and,  although  it  differs  in  some  details,  which  I  think 
pertain  to  form  rather  than  to  the  substance  of  the  construction, 
it  embodies  the  principle  and  the  substantial  means  of  operation 
characteristic  of  the  complainant's  patented  machine.  True,  they 
have  enlarged  the  hinge  of  the  coupling-arm,  so  as,  no  doubt  by 
the  intervention  of  a  different  form  of  shoe  from  that  shown  on 
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or  formed  by  the  end  of  the  complainant's  hinged  lever,  to  aid 
more  effectively  in  sustaining  the  finger-beam  against  backward 
thrust,  and  to  dispense  with  a  hinged  lever  at  the  outer  end;  and 
the  attachment  of  the  remaining  hinged  arm,  which  serves,  like 
the  complainant's,  to  sustain  the  backward  thrust,  is  carried  diag- 
onally to  the  frame.  These  changes  may  be  improvements. 
They  render  the  machine  more  compact  and  convenient.  But 
the  essential  ingredients  of  the  combination  are  present — the  short 
finger-bar,  the  reciprocating  scolloped  cutters,  the  double-hinged 
connection  between  the  finger-beam  and  the  main  frame,  and  the 
driviug-shaft  parallel,  or  nearly  so,  to  the  ground.  It  seems  to 
me  that,  independently  of  the  doctrine  of  equivalents,  the  defend- 
ants' machine  is,  in  these  respects,  substantially  like  the  patented 
invention,  and,  if  the  changes  made  by  the  defendants  be  deemed 
improvements,  that  is  all  that  can  be  claimed  for  them.  And,  if 
the  doctrine  of  equivalents  be  applied  to  the  subject,  then  clearly 
the  substitution  of  the  hinged  arm  running  obliquely  irom  the 
inner  end  of  the  finger-beam  to  the  main  frame,  and  the  enlarged 
hinge  at  the  end  of  the  coupling-arm,  are  a  mere  substitute  for 
the  complainant's  hinged  levers,  which  sustain  the  finger-beam 
against  the  backward  thrust.  In  view  of  the  limited  claims  of 
the  reissued  patents,  the  omission  of  counterpoising  weights  can 
not  be  regarded  as  relieving  the  defendants  from  the  charge  of 
infringement.  They  are  neither  of  the  essence  of  the  invention 
nor  of  the  claims  of  the  patentees  alleged  to  be  infringed.  These 
observations  are  pertinent  to  each  of  the  reissues,  if  each  be 
deemed  to  include,  by  implication  or  reference,  the  device  spe- 
cially claimed  only  when  used  upon  a  machine  of  the  class  to 
which,  as  before  stated,  the  complainant's  patented  invention  be- 
longs. They  are,  however,  especially  applicable  to  reissues 
numbers  2,6oS  and  723. 

As  to  reissue  number  724,  which,  as  above  stated,  claims  the 
device  of  combining  the.  finger-beam  with  the  hinges  by  which  it 
is  drawn,  arranged  above  the  plane  of  the  cutters,  the  use  of  the 
same  combination  is  plainly  exhibited  in  the  defendants'  machine. 

As  to  reissue  number  726,  what  is  claimed  is  the  combination 
of  a  stop  with  the  mechanism  for  connecting  the  finger-beam 
with  the  main  frame,  and,  allowing  it  to  rise  and  fall,  substan- 
tially as  in  the  specification  set  forth.  I  think  the  combination 
used  by  the  defendants  can  not  be  held  to  infringe  this  claim.    il 
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will  be  seen  that  the  claim  is  not  broadly  for  any  stop  which  may 
prevent  the  finger-bar  from  falling  too  low  in  passing  over  ditches 
or  other  abrupt  depressions  in  the  surface  of  the  ground.  Such 
a  claim  would  doubtless  be  liable  to  two  objections :  first,  as 
being  too  broad ;  and,  second,  as  not  being  of  itself  alone  the 
subject  of  invention,  but  rather  the  suggestion  of  an  obvious 
necessity.  It  could,  in  that  aspect,  only  be  permitted  to  patent 
the  means  or  instrument  devised  to  supply  that  obvious  want,  in 
any  machine  wherein  the  finger-bar  is  permitted  to  fall  by  its  own 
gravity.  The  claim  here  avoids  the  suggestion  of  invalidity,  by 
being  confined  to  the  specific  combination  of  a  stop  with  the 
mechanism  for  connecting  the  finger-beam  to  the  main  frame. 
That  is  the  combination  shown  in  the  complainant's  patent.  The 
defendants  have  no  such  combination.  Let  the  finger-beam  be 
detached  from  the  hinge  which,  through  the  coupling-arm  and 
hinged  lever  or  brace,  connects  it  with  the  main  frame,  and  that 
coupling-arm  and  hinge  will  then  fall  indefinitely ;  no  stop  is 
combined  with  them,  which  restrains  their  motion,  and  yet  these 
are  the  mechanism  which  connects  their  finger-beam  with  the 
main  frame.  The  defendants  attach  a  flexible  chain  to  the  finger- 
beam  itself.  It  is  adjustable  by  the  driver,  so  as  to  sustain  the 
finger-beam,  when  desired.  True,  it  accomplishes  the  same  result 
as  is  effected  by  the  combination  claimed  ;  but  it  is  not  within  the 
'words  of  the  claim,  nor,  as  I  think,  an  equivalent  in  the  combina- 
tion, when  the  combination  stated  in  the  claim  is  viewed  as  a 
definite  mechanical  device. 

4.  On  the  subject  of  the  novelty  of  the  inventions  embraced 
within  the  claims  alleged  to  be  infringed,  no  discussion  wrould  be 
satisfactory  or  useful  which  did  not  take  up,  one  by  one,  the  very 
numerous  patents,  applications  for  patents,  machines,  attempted 
machines,  models,  partial  models,  and  experiments  made  or  de- 
vised or  attempted,  in  the  endeavor  to  make  a  successful  mowing- 
machine,  prior  to  the  date  of  the  inventions  in  question.  Some, 
and,  I  think,  all,  have  been  before  me  on  a  former  occasion,  and 
some  of  them  several  times.  I  have,  on  these  occasions,  given 
them  careful  consideration.  I  have  renewed  and  revised  my 
examination  of  them  in  this  case,  with  a  view  to  the  particular 
devices  here  claimed  by  the  complainant.  Nor  would  any  dis- 
cussion of  their  respective  characteristics  be  satisfactory  that  did 
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not  follow  the  argument  of  counsel  through  their  full,  minute, 
and   extended  presentation  of  these  patents,  machines,  models, 
attempts,  and  experiments,  and  professedly,  at  least,  meet  or  dis- 
cuss their  several  suggestions.     This  is  chiefly  the  duty  of  oppos- 
ing counsel ;  a  duty  which  judges  often  undertake  in  vindication 
of  their  opinion,  and  sometimes,  when  confined  to  what  is  neces- 
sary for  the  elucidation  thereof,  may  profitably  be  done.     I  fear  I 
may  have  trespassed  upon  that  limit  in  the  preceding  discussion. 
I  can  not  attempt  it  on  this  point.     As  to  two  of  the  machines  or 
supposed    machines  relied   upon — one  -alleged  to  have  been  in- 
vented by  Hazard  Knowles,  and  the  other  by  Ogden  Randall — I 
deem  it  proper  to  say,  that  there  are  several  grounds  upon  which 
I  deem  the  proofs  not  sufficient  to  invalidate  the  claims  of  the 
original  patentees,  Sylla  and  Adams,  to  be  held  the  first  inventors 
of  the  subjects  embraced  in  the  claims  alleged  tor  be  infringed  by 
the  defendants.     I   am   not  satisfied   that  the  combinations  and 
devices  so  claimed  were  included   in  those  machines.     I  deem 
whatever  was  done  by  either  of  those  parties  to  have  resulted  in 
unsuccessful  and  abandoned  experiment,  constituting  no  impedi- 
ment to  the  invention  of  Sylla  and  Adams,  or  to  the  validity  of 
their  patents.     The  suggestion,  that,  where  such  experiments  are 
made  without  resulting   in   a  useful   machine,  and  the  product 
thereof  is  abandoned  on  that  ground,  whatever  devices  it  con- 
tained become  public  property,  and  can  be  dug  up  in  after  years 
and  produced  to  defeat  the  patent  of  an  independent  and  success- 
ful inventor,  is  not,  I  think,  sound,  or  warranted  by  the  law.   And, 
finally,  I  place  no  confidence  in  the  testimony  of  the  principal 
witness  as  to  each  machine,  tending  to  show  the  nature,  charac- 
ter, and  even  limited  success  of  those  inventions.     As  to  other 
machines,  models,  and  experiments,  it  is  manifest  that  there  were 
very  many  attempts  to  produce  useful  mowing-machines;  some 
or*  an  entirely  different  class  in  respect  to  construction  and  mode 
of  operation  ;  some  successful,  but  not  embracing  the  principle 
or  plan  of  Sylla  and  Adams,  e.g.,  what  were  called  on  this  hear- 
ing the  Wheeler  type,  involved  in  the  case  of  Wheelers.  The 
Clipper  Co  ,  10  Blatchf.  C.  C.  1S1  ;    some  only  partially  suc- 
cessful ;  and  some,  of  various  different  kinds,  failures.     But  I  am 
not  satisfied  that,  by  any,  Sylla  and  Adams  were  anticipated  by 
the  successful  invention  and  application  to  machines  for  mowing 


OCTOBER,    1873.  55  *     , 


Wheeler  v.  McCormick. 


or  reaping,  of  the  devices  claimed  to  be  their  invention,  and  to 
have  been  infringed  in  this  case. 

The  complainant  must  have  a  decree  in  conformity  with  this 
opinion. 


Cyrenus.  Wheeler,  Jr. 

vs. 

m  

Cyrus  H.  McCormick.     In  Equity. 

The  reissues  Nos.  875,  877,  878,  and  879,  granted  to  Cyrenus  Wheeler,  Jr., 
January  3,  i860,  and  the  reissue  No.  2,610,  granted  to  Wheeler,  May 
14,  1867,  all  as  reissues  of  the  patent  originally  granted  said  Wheeler, 
December  5,  1854;  an(*  reissue  No  2,632,  granted  .to  Wheeler,  May  28, 
1867,  as  a  reissue  of  the  patent  originally  granted  Wheeler,  February 
6,  1855,  all  of  which  patents  were  extended  for  seven  years  from  the 
expiration  of  the  original  terms,  and  all  for  improvements  in  grain 
and  grass-harvesters — are  valid. 

The  peridency  of  a  suit  .in  Illinois  against  defendant  and  another  party  is 
no  bar  to  the  present  suit,  whatever  operation  a  recovery  may  have. 

Where  a  patentee  has,  in  his  original  patent,  patented  an  aggregate  of 
several  devices,  he  may,  in  obtaining  a  separate  reissue  for  each  de- 
vice, give  the  same  identical  description  in  each  reissue,  of  all  the 
devices  in  the  original.  * 

If,  in  such  case,  the  claim  of  each  reissue  is  for  a  distinct  and'se,verable 
part  of  the  invention  described  and  shown  in  the  original  patent,  the 
reissues  are  not  open  to  the  objection  that  they  are  several  patents  for 
the  same  invention.  % 

m 

Where  one  of  such  reissues  expired,  the  others  being  extended,  if  such  ex- 
pired reissue  claimed  only  a  distinct  and  severable  device,  not  included 
in  the  claims  of  the  other  reissues,  the  fact  that  such  device  became 
public  property  gives  no  right  to  use  the  devices  claimed  in  the  other 
reissues,  even  though  the  specifications  were  alike  in  their  descriptive 
parts.  ' 

A  patent  includes  no  more  than  the  patentee  claims  therein. 

(Before  Woodruff,  J.,  Southern  District  of  New  York,  October,  1873.) 

Final  hearing  on  pleadings  and  proofs. 
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Suit  brought  on  reissued  letters  patent  Nos.  875,  877,  878,879, 
2,610,  and  2,632,  granted  Cyrenus  Wheeler,  Jr.,  for  "improve- 
ment in  grain  and  grass  harvesters." 

The  facts  in  relation  to  these  patents,  their  history,  the  specifi- 
cations of  the  original  and  of  the  reissues,  with  the  claims  of  the 
reissues,  the  drawings  of  the  original  and  the  reissues,  as  well  as 
of  several  machines  alleged  by  defendant  to  antedate  the  patents, 
are  given  in  full  in  the  statement  of  the  case  of  Cyrenus  Wheeler, 
Jr.  v.  The  Clipper  Mower  and  Reaper  Co.,  ante,  1,  to  which 
we  refer. 

The  question  of  great  importance,  not  involved  in  the  prior 
case,  u  When  several  reissues  are  taken  for  a  common  original, 
the  reissues  having  specifications  substantially  alike,  but  distirict 
and  separate  claims,  what  effect  does  the  expiration  of  one  of  the 
group  have  upon  the  others  that  are  extended?"  is  fully  discussed 
in  the  present  opinion. 


George  Harding,  for  complainant. 

Charles  JF.  Blake  and  Henry  Baldwin,  yr.,  for  defendant. 

Woodruff,  J. 

On  December  5,  1854,  the  complainant,  Cyrenus  Wheeler,  Jr., 
received  from  the  United  States  a  patent  for  an  "  improvement  in 
grass  and  grain  harvesters,"  for  which  he  had  made  application 
March  16,  1854.  On  November  7, 1859,  ne  surrendered  this  pat- 
ent, for  the  purpose  of  obtaining  reissues  thereof  in  divisions,  and' 
on  January  3,  i860;  the  patent  was  reissued  in  seven  divisions, 
numbered  875,  876,  877,  878,  879,  880,  and  881.  Of  these,  the 
reissue  numbered  S76  was  surrendered  on  April  6,  1867,  and  on 
the  14th  of  May  thereafter  was  again  reissued,  numbered  2,610. 
On  February  6,  1855,  another  patent  was  granted  to  the  com- 
plainant, for  an  "  improvement  in  grain  and  grass  harvesters, 
which  was  afterward  surrendered  and  reissued  June  5,  i860,  and 
again  surrendered,  and  on  May  28,  1867,  again  reissued,  num- 
bered 2,632.  For  the  alleged  infringements  of  the  reissued  pat" 
ents  numbered  875,  877,  878,  879,  2,610,  and  2,632,  this  suit  is 
brought,  the  same  having  been  extended. 

The  answer  sets  up  probably  as  many  grounds  of  defense  bs 
the  ingenuity  of  counsel  could  suggest.     It  denies  that  the  com- 
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plainant  invented  the  devices  originally  patented,  and  denies  that 
a  machine  constructed  in  accordance  with  his  patents  is  a  practi- 
cable machine,  or  has  any  useful  or  patentable  quality.     It  denies 
the  validity  of  the  several  reissues,  on  various  grounds ;  avers 
that  other  parties  were  at  the  time  interested  in  the  patents,  and 
that   the  complainant  surrendered  them,  and  obtained  reissues, 
without  their  authority,  consent,  or  concurrence,  and  alleges  that 
the  reissues  were  obtained  without  any  legal  or  justifiable  grounds 
therefor;  that  they  embrace  devices  not  shown  in  the  original 
patent,  specifications,  drawings,  or  models,  and  which  were  not 
of  the  complainant's  invention  ;  that  some  of  the  reissues  are  for 
the  same  devices  patented  in'others ;  and  that  one  of  the  reissues 
has  expired,  without  extension,  which  included  all  the  distinctive 
peculiarities  shown  in  the  original  patent.     It  objects  that  other 
persons  are  jointly  interested  with  the  complainant  in  the  patents, 
and  that  the  suit  is  defective  for  want  of  the  presence  of  such 
persons  as  parties.     It  denies  the  validity  of  the  extension  of  the 
patents  beyond  the  term  for  which  they  were  originally  granted. 
It  avers  the  commencement  of  a  suit  in  Illinois  by  the  complain- 
ant against  the  defendant  and  another,  for  infringing  the  same 
patents,  on  May  8,  1869,  which  is  still  pending.     It  denies  in- 
fringement by  the  defendant  at  any  time  since  January  2,  i860,  or 
that  he  has  made  or  sold  within  the  Southern  District  of  New 
York  any  infringing  machines.     The  defendant  has,  moreover, 
interposed  a  supplemental  answer,  setting  up,  as  a  partial  de- 
fense, that,  since  this  suit  was  commenced — to  wit,  on  July  3, 
1872 — the  complainant,  Wheeler,  sold,  assigned,  transferred,  and 
set  over  to  Cornelius  Aultman  all  the  right,  title,  and  interest  he, 
the  said  Wheeler,  then  had  in  the  several  letters  patent  and  patent 
interests  in  the  bill  of  complaint  mentioned,  and  therein  set  forth 
as  the  property  of  the  said  Wheeler.     This  assignment  and  trans- 
fer the  defendant  relies  upon  as  a  partial  defense,  that  is  to  say,  as 
•  a  bar  to  any  decree  for  an  accounting  to  or  with  the  complainant 
for  any  profits  arising  from  infringements  committed  after  the 
date  of  the  said  assignment,  and  as  a  bar  to  the  granting  of  any 
injunction  herein  upon  the  prayer  of  this  complainant.    Possibly, 
in  the  defendant's  answer,  some  other  grounds  of  defense  were 
suggested,  but  not  all  of  the  supposed  defenses  were  insisted  upon 
on  the  hearing. 

1.  The  objection  founded  upon  want  of  necessary  parties  rests 
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upon  two  agreements,  one  of  which  goes,  as  is  claimed,  to  the 
right  of  the  complainant  to  v  maintain  this  suit  without  joining 
other  parties.  That  agreement  was  entered  into  by  the  complain- 
ant, Wheeler,  and  others,  of  the  first  part,  and  Cornelius  Aultman 
,  and  others, "of  the  second  part,  on  December  27,  i860,  to  continue 
in  force  for  ten  years.  It  is  the  same  agreement  that  was  urged 
as  a  defense,  as  against  Aultman,  in  the  suit  of  Aultman  v.  Hoi- 
ley,  ante,  534.  I  there  held  that  the  agreement  did  not  disable- 
Aultman  to  maintain  a  suit  in  his  own  name,  upon  his  patents 
included  within  the  scope  of  that  agreement.  The  same  reasons 
apply  to  the  present  complainant.    • 

[In  respect  to  the  other  agreement  the  court  held,  that  the  com- 
plainant, if  entitled  to  a  decree,  notwithstanding  other  allegecl 
defenses,  could  not  require  the  defendant  to  account,  in  this  suit, 
for  profits  arising  and  accruing  from  infringements  prior  to  July  8, 
1868.] 

2.  Upon  the  merits,  I  shall  not  attempt  to  go  into  all  the  details 
of  the  arguments  most  minutely  and  very  ably  addressed  to  this 
case  by  the  respective  counsel.  In  one  form  or  another,  they 
have,  nearly  all  of  them,  on  a  like  question,  been  under  consid- 
eration in  other  cases  heard  and  decided  in  this  court  between 
other  parties.  See  Wheeler  v.  The  Clipper  Co.,  10  Blatchf.  C. 
C  181  ;  ante,  1  ;  Aultman  v.  Hoi  ley,  ante,  534. 

The'patentable  nature  of  the  invention  described  in  and  secured 
by  the  original  patents  granted  to  Wheeler,  December  5,  1S54, 
and  February  6,  1855,  and  the  practicability  of  the  devices  pat- 
ented, and  their  utility,  I  deem  unquestionable.  The  contrary, 
though  set  up  in  the  defendant's  answer,  is  not  insisted  upon  by 
his  counsel. 

That  the  reissues  here  in  question  are  not  invalid  on  the  ground 
that  they  include  devices  not  shown,  described,  or  indicated  in 
the  original  patents,  their  specifications,  drawings,  or  model,  has 
also  .been  heretofore  held,  and  I  find  no  reason  to  change  my 
opinion  on  that  point. 

Though  alleged  in  the  answer,  no  ground  is  shown  for  holding 
the  extension  of  the  patents  invalid  or  void. 

The  pendency  of  a  suit  in  Illinois  against  the  defendant  and 
Leander  J.  McCormick,  set  up  in  the  answer,  is  no  bar  to  this 
suit,  whatever  operation,  if  any,  a  recovery  here  may  have  upon 
a  final  recovery  there. 
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3.  The  invalidity  of  the  reissues  in  question  is  most  strenuously 
urged  by  the  Counsel  for  the  defendant,  on  the  ground  that  they 
are  several  patents  for  the  same  alleged  invention,  and  not  several 
patents  for  distinct  and  severable  parts  of  the  invention  described 
and  shown  in  the  original  patent.  This  is  most  elaborately  and 
ably  argued.  I  do  not  understand  that  the  counsel  for  the  com- 
plainant contests  the  legal  principles  urged  in  support  of  this 
branch  of  the  defense.  The  contest  is,  rather,  whether  there  is 
any  foundation  of  fact  upon  which  it  rests ;  whether,  according 
to  a  just  construction  of  the  several  reissues,  they  are  not,  in  fact, 
for  severable  parts  of  the  aggregate  invention,  included  in  the 
original  patent.  I  think  the  arguments  of  the  defendant's  coun- 
sel have  not  sufficiently  kept  in  view  this  idea  :  Where  a  patentee, 
having  patented  an  aggregate  of  several  devices,  is  permitted  to 
surrender  his  patent  and  receive  new  letters  patent  for  the  several 
devices  included  in  it,  it  does  not  follow  that  his  new  specifica- 
tions may  not  be  identical  in  their  description  of  each  and  ail  of 
the  devices  included  in  the  original  aggregate  patent.  It  is  the 
patentee's  selecting  out  of  these  devices  some  or  one,  being  sep- 
arable and  capable  of  use  as  a  distinct  device  or  devices,  and 
making  that  or  those  the  subject  of  his  specific  claim,  that  deter- 
mines what  is  covered  by  each  reissue.  The  description  of  an 
entire  machine  may  be  convenient,  and  sometimes  necessary,  in 
order  to  show  the  adaptation  of  the  separated  device  to  a  useful 
purpose,  and  illustrate,  not  its  construction  alone,  but  its  applica- 
tion, in  one  practicable  mode,  to  the  purpose  for  which  it  was 
designed.  Such  a  description  may  be  given,  but  that  does  not 
make'the  patent  cover  all  that  is  included  in  the  description. 

In  this  case,  then,  it  was  competent  for  the  patentee  to  amend 
his  original  specification,  so  as  fully  and  minutely  to  describe  all 
that  was  shown  in  the  original,  or  in  its  drawings  or  model,  and 
receive  patents  for  each  separate  device  shown  therein,  or  each 
separate  and  severable  combination  of  devices,  capable  of  dis- 
tinct use,  and,  while  such  specification  might  be  annexed,  in 
tot  id  em  verbis,  to  each  reissued  patent,  define  and  claim,  in 
each,  such  separable  and  distinct  part  of  his  original  aggregate 
invention,  the  specification  in  each  case  showing,  as  it  should, 
the  construction  of  each  separate  patented  device  or  combination 
of  devices,  so  as  to  give  the  required  information  to  the  public, 
and  illustrating  the  application  of  each  device  or  combination  to 
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actual  use,  in  the  construction  of  an  aggregate  machine.  This 
does  not  make  one  reissue  include  all  that  is  described  in  the 
specification.  All  that  is  included  in  a  specification  is  not  neces- 
sarily included  in  the  patent.  What  is  claimed  in  and  secured  by 
the  patent,  is  secured  not  only  when  used  in  the  mode  illustrated, 
by  the  description  of  other  devices  with  which  it  may  be  used,  in 
the  specification,  but  it  is  secured  against  its  use  in  connection 
with  other  devices  of  an  entirely  distinct  character. 

For  example,  in  reissue  numbered  2,610,  the  patentee  claims, 
in  combination  with  a  harvester-frame  that  is  free  to  vibrate  about 
a  gear  center,  a  laterally  projecting  finger-bar,  so  hinged  to  one 
end  or  corner  of  said  frame  as  to  permit  the  finger-bar  at  each 
end  to  follow  the  undulations  of  the  ground  over  which  it  is 
drawn.  This  claim,  read  in  connection  with  the  specification, 
refers  to  and  is  confined  to  a  special  class  of  harvesting  and 
mowing  machines,  viz.,  those  in  which  the  rise  and  fall  of  the 
finger-bar  is  effected  by  a  vibration  of  the  frame  of  the  machine 
around  the  gear  center,  and  the  hinging  of  the  finger-bar  to  one 
end  or  corner  of  that  frame,  so  that  it  may  rise  and  fall  with  it. 
It  is  the  use  of  a  laterally  projecting  finger-bar  in  connection  with 
such  a  frame,  and  hinged  thereto,  and  also  hinged  so  as  to  permit 
the  rise  and  fall  of  either  end,  which  is  the  subject  of  this  patent. 
In. comparison  with  this,  take  either  of  the  claims,  say  the  first, 
in  reissue  numbered  875 — "  in  combination  with  the  hinged-bar 
H  and  the  finger-bar,  the  intermediate  shoe  Af,  hinged  to  said 
bar  H,  substantially  in  the  manner  and  for  the  purpose  set  forth." 
Here  is  a  limited  claim  to  the  shoe,  confined  to  its  connection 
with  the  oscillating  bar  H  and  the  finger-bar,  in  the  manner 
pointed  out  in  the  specification.  It  is  clear  that  the  claim  in  No. 
2,610  might  be  infringed  without  the  employment  of  this  specific 
combination,  and  it  is  equally  clear  that  the  claim  last  above  re- 
cited would  not  be  infringed  by  the  use  of  the  shoe  Mv\  any  other 
manner  or  combination  than  with  the  oscillating  bar  U>  men- 
tioned therein.  It  is  true  that  the  devices  specified  in  each  claim 
may  be  so  used  as  to  infringe  both,  but  one  may  be  used,  and  may 
infringe  one  of  the  claims,  and  not  infringe  the  other.  As  already 
suggested,  the  fact  that  the  specification  in  each  patent  describes 
the  whole  is  not  material.  That  is  illustrated  where  there  is  but 
one  patent,  and  of  course  but  one  specification  ;  and  yet  the  pat- 
entee, by  his  several  claims,  separates  the  devices,  and,  as  may 
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lawfully  be  done,  claims  the  whole  as  an  aggregate,  and  each 
separately. 

A  like  comparison,  instituted  in  reference  to  the  other  several 
claims  in  these  reissues,  leads  to  the  same  conclusion.     In  some, 
the  several  and  separate  character  of  the  devices  is  more  plainly 
apparent  than  in  others,  but  I  think  they  are  none  of  them  liable 
to  the  objection  that  the  complainant  has  taken  more  than  one 
patent  for  the  same  device  or  combination.     In  a  certain  sense,  it 
may  be  said  that  a  patent  for  a  combination  of  several  new  devices 
includes  them  all,  but  this  does  not  forbid  the  patentee  from 
claiming  the  combination,  and  also  claiming  the  several  devices 
which  enter  into  it,  if  he  be  the  inventor  of  each,  and  they  are 
useful  by  themselves  or  in  other  combinations.     It  is  not  to  my 
mind  very  clear  that  the  complainant  might  not  have  secured  all 
to  which  he  was  entitled,  by  reissuing  his  original  patents,  and 
claiming  separately  therein  each  device  or  combination  of  devices 
which  he  has  claimed  under  several  reissues.     But  the  law  per- 
mits him  to  divide  his  patent,  and  I  find  no  sufficient  ground  for 
*  pronouncing  the  reissues  invalid. 

4.  A  ground  of  defense  depending  substantially  upon  the  point 
last  considered  arises  out  of  the  fact  alleged  in  the  answer,  that 
reissue  No.  880,  which  was  founded  upon  the  original  patent  of 
December  5,  1854,  has  not  been  extended.  The  term  of  the  orig- 
inal patent,  and  of  course f  the  term  of  this  reissue,  expired  De- 
cember 5,  1868;  whereupon  it  is  claimed  that,  inasmuch  as  the 
invention  patented  by  that  reissue  became,  on  the  expiration  of 
the  term,  public  property,  and  the  defendant  therefore  became  en- 
titled to  use  it — first,  that  the  defendant  is  not  liable  for  any  in- 
fringement since  that  time,  by  the  use  of  anything  included  in 
that  patent ;  and,  second,  that  that  reissue  does,  in  fact,  embrace 
within  it  the  devices  included  in  the  other  reissues,  and  so  the  de- 
fendant is  not  liable  at  all,  or,  if  at  all,  he  is  not  liable  unless  it 
be  for  infringements  prior  to  that  date.  In  the  first  place,  the  de~. 
fendant  is  not  sued  for  violating  any  rights  secured  to  the  com- 
plainant by  the  reissued  patent  No.  880.  In  the  next  place,  the 
whole  proposition  fails,  if  reissue  No.  880  embraces  only  a  dis- 
tinct and  separate  device,  not  included  in  the  other  reissues,  so  as 
to  be  free  from  the  objection  already  considered.  I  will  not  in- 
quire whether  that  reissue  was  invalid,  either  as  not  embracing  a 
patentable  invention,  or  because  the  device  which  was  the  special 
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subject  of  that  patent  was  not  new,  or  not  the  invention  of  the 
patentee.  Nor  will  it  be  necessary  to  inquire  whether  the  com- 
plainant is  at  liberty  to  allege  the  invalidity  of  that  patent  on  any 
ground,  in  order  to  avoid  the  conclusion  sought  to  be  drawn  from 
the  expiration  of  its  term.  I  am  of  opinion  that  nothing  fell  into 
the  public  domain  on  the  expiration  of  that  patent  except  the 
special  device  claimed  in  it,  and  that  that  patent  did  not  include 
the  devices  embraced  in  the  other  reissues  upon  which  this  suit 
is  brought. 

Bearing  in  mind  that  a  patent  includes  no  more  than  the  pat- 
entee claims  therein,  it  will  be  seen  that,  although  as  in  other 
reissues,  the  specification  gives  a  full  description  of  flie  "device 
and  of  other  devices  which  illustrate  its  application  to  use,  the 
claim  thereupon  is,  "  the  use  of  two  hinges,  substantially  as  de- 
scribed, whereby  the  finger-beam  may  be  folded  to  the  main 
frame,  in  the  manner  substantially  as  set  forth."  Waiving,  as 
before,  the  question  of  the  validity  of  this  patent,  it  is  manifest 
that  the  devices  claimed  in  the  other  reissues  do  not  necessarily 
permit  such  folding  of  the  finger-beam  to  the  frame.  They,  or 
some  of  them,  provide  for  the  rise  and  fall  of  the  finger-beam  at 
either  or  both  ends,  and  for  its  oscillation,  sons  to  elevate  or  de- 
press the  points  of  the  fingers,  but  neither  of  them  describe  a 
construction  or  use  adapted  to  this  folding  of  the  finger-bar  side- 
wise  against  the  frame.  That  is  only  described  and  provided  for 
in  the  specification  of  flu's  reissue  No.  880,  and  it  is  doubtful,  at 
least,  whether  the  machine,  as  described  and  shown  in  the  original 
patent,  hpd  any  such  capacity.  Be  that  as  it  may,  the  special 
feature  not  included  in  the  other  reissues,  and  in  nowise  essential 
to  the  operation  of  the  devices  which  arc  therein  patented,  is 
pointed  out  in  the  specification  of  reissue  No.  880,  and  it  is  the 
special  location  of  the  hinge  by  which  the  shoe  or  socket  piece  is 
hinged  to  the  oscillating  bar.  The  device  consists  in  so  extending 
the  place  of  that  hinge  sidewise  toward  the  inner  or  grain  side  of 
the  machine,  as  that  it  may  clear  the  frame,  when  turned  or 
folded.  All  the  other  functions  of  the  oscillating  bar  mentioned 
in  the  other  reissues  might  be  effective,  and  the  finger-bar  might 
rise  and  fall  at  either  or  both  ends,  in  actual  use  for  mowing,  and? 
so  far  as  desired,  in  reaping,  without  this  capacity  of  folding  to 
the  side  of  the  main  frame.  This  special  Tocation  sidewise  of  the 
frame,  admitting  of  such  folding,  is  the  specific  device  covered  or 
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sought  to  be  covered  by  this  reissue,  and  whether  such  mere  loca- 
tion involved  any  patentable  quality  or  not,  it  does  not,  in  itself, 
so  include  the  other  devices  that  the  termination  of  the  exclusive 
right  to  employ  the  specific  location  involves  also  the  right  to  use 
the  other  devices.     Such  location,  if  patentable,  might  be  sug- 
gested by  a  thi*d  person,  not  the  inventor  of  the  other  devices. 
If  he  had  the  right  to  use  such  other  devices,  he  might  employ 
them  in  his  new  location.     If  not,  his  patent  would  be  of  no 
value,  it  being  merely  an  added  improvement  to  what  was  pat- 
ented to  another.     In  short,  the  devices  included  in  the  other  re- 
issues do  not  necessarily  include  this  capacity  to  fold  the  finger-bar 
against  the  side  of  the  frame,  and  the  special  right  to  extend  the 
location  of  the  hinge,  inward,  so  as  to  clear  the  frame,  and  so 
permit  or  enable  the  finger-bar  to  be  thus  folded,  may,  as  an  im- 
provement, be  vested  in  another  inventor,  who,  nevertheless,  can 
not  use  it  on  a  machine  constructed  within  the  other  patented 
devices,  without  infringing  the  patents  therefor.     Such  a  location 
of  the  hinges,  whereby  the  hinged  finger-bar  may  be  folded  to 
the  side  of  the  frame,  may  be  applied  to  machines  not  involving 
the  use  of  the  other  patented  devices,  and  the  right  to  use  such  a 
location  may  have  become  free  to  the  public,  and  yet  without  in- 
volving the  right  to  use  such  other  devices.     For  general  illustra- 
tion, suppose  separate  patents  for  several  devices,  all  of  which 
are  useful  in  constructing  an  aggregate  machine.     The  expiration 
of  one  of  the  patents  makes  the  specific  device  therein  patented 
public  property.     But,  while  that  will  warrant  the  use  of  that 
device  in  any  other  connection,  it  will  not  warrant  a  use  thereof 
in  connection  with  the  other  patented   devices,  unless  any  use 
thereof  necessarily  involved  the  use  of  such  devices ;  nor  even 
then,  except  upon  the  ground  that  there  is  one  patentee  of  both 
or  all,  who,  in  giving  the  use  of  one  to  the  public,  necessarily 
gives  all  that  is  essentially  necessary  to  make  that  use  available. 
Not  only  so,  a  device  may  be  patentable  and  may  become  .public 
property,  either  by  expiration  of  a  patent  or  by  abandonment. to 
the  public,  which  is  useful  and  valuable,  which,  nevertheless,  can 
not  be  used  except  in  connection  or  combination  with  other  pat- 
ented devices.     In  such  cases,  it  can  not  be  used  save  by  permis- 
sion of  the  patentee  of  such  other  devices,  whether  he  be  the 
former  patentee  of  stfch   first-named  device  or  a  third  person. 
This  exhibits  the  condition  of  the  device  patented  in  the  reissue 
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No.  880,  even  if  it  were  conceded  that  it  could  not  be  used  other- 
wise than  in  connection  or  combination  with,  devices  included  in 
the  other  reissues,  while,  if  it  is  susceptible  of  use  in  connection 
with  other  modes  of  hinging  the  cutter-bar,  which  would  not  in- 
clude the  devices  claimed  in  such  reissues,  the  result  more  con- 
clusively follows  that  the  expiration  of  that  patent  forms  no  justi- 
fication for  infringing  the  other  reissued  and  extended  patents. 

5.  The  question  of  the  novelty  of  the  invention  claimed  by  the 
complainant,  and  whether  he  was  the  first  inventor,  was  very 
elaborately  discussed  in  this  court  by  the  counsel  defending  the  case 
of  Wheeler  v.  The  Clipper  Co.,  10  Blatchf.  C.  C.  181  ;  ante,  1, 
upon  the  same  proofs  which  are  presented  in  this  bearing  on  those 
questions.     The  influence  of  the  same  prior  patents,  applications 
for  patents,  inventions,   attempted  inventions,  experiments  and 
failures,  upon  the  inventions  of  others,  was  discussed  in  that  case, 
and  also  in  the  case  of  Aultman  v.  Holley,  ante,  534,  and  to  some 
extent  also  in  Kirby  v.  The  Dodge  and  Stevenson  Co.,  10  Blatch. 
C.  C.  307 ;  ante,  156.      Those  questions  have  again  been  most 
elaborately  reviewed  on  some  alleged  new  aspects  of  the  ques- 
tions considered,  and  I  have  endeavored  to  give  to  the  views  of 
counsel  not  only  a  patient,  but  a  careful  attention,  and  I  am  con- 
strained to  the  same  conclusion,  in  this  case,  as  is  stated  in  the 
former  cases,  and  what  is  stated  on  the  subject,  without  a  discus- 
sion of  each    patent,   invention,    and    experiment   in  detail,  in 

Wheeler  v.  The  Clipper  Co.  and  Aultman  v.  Holley,  must  be 
taken  as  my  opinion  in  this  case. 

6.  As  to  infringement  by  the  defendant,  the  resistance  of  the 
charge  depends  very  largely  upon  an  impeachment  of  the  com- 
plainant's title  as  inventor  of  the  several  devices  employed  by  the 
defendant.     So  far  as  the  denial  of  any  infringement  of  the  com- 
plainant's exclusive  rights  depends  upon  that  impeachment?  NV"al 
has  already  above  been  said  sufficiently  overrules  it.     In  rda*l0n 
to  the  specific  claims  infringed,  much  that  was  said  in  theC^P?6 

case  is  applicable  to  the  defendant's  machine.     The  infringerne 

tV\c 
seems  to  me  very  clear.     It  includes,  and,  in  substance,  u^eS 

devices  embraced  in  the  third  and  fourth  claims  of  reissue  Iltl 

ber  875,  and,  probably,  at  least  one  other,  but  only  the  inf*~/^r 

ment  of  the  third  and  fourth  was  urged  by  the  counsel  fty  /L 

complainant ;   also,  what  is  embraced   in  the  claims  in  iy 

number  877,  the  claims  in  reissues  numbers  878,  879,  and  A* 
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and  the  first,  fourth,  fifth,  sixth,  and  eighth  claims  in  reissue  num- 
ber 2,632.    The  testimony  of  the  expert,  Mr.  Renwick,  is  full  and 
explicit,  that  the  defendant's  machine  contains  all  these  devices 
or  combinations.     My  conclusion  upon  all  the  proofs  is  in  con- 
formity with  his  testimony  to  that  effect.     The  witness  also  testi- 
fies that  the  defendant's  machine  contains  also  substantially  the 
same  combination  described  in  reissue  number  2,632,  and  referred 
to  in  the  third  claim  thereof;  but,  as  the  counsel  for  the  complain- 
ant, in  his  printed  argument  submitted,  expressly  states  that  the 
claims  in  this  patent,  alleged  to  be  infringed,  are  the  first,  fourth, 
fifth,  sixth,  and  eighth,  I  confine  the  decision  to  those  claims. 

Without  further  detailed  discussion  of  the  numerous  points  and 

arguments  most  ably  presented  by  the  counsel  in  this  case,  I  must 

content  myself  with  saying,  that,  after  a  Laborious  examination  of 

the  case,  I  am  of  opinion  that  the  complainant  is  entitled  to  a 

decree  in  conformity  with  the  foregoing  opinion,  declaring  the 

infringement  and  directing  an  account  of  profits,  but,  for  reasons 

above  stated,  that  account  must  begin  with  July  8,  1868,  and 

inasmuch  as  the  complainant  has,  since  the  filing  of  the  bill  in 

this  case,  and  on  July  3,  1S72,  assigned  and  transferred  all  his 

right,  title,  and  interest  in  these  patents  to  Cornelius  Aultman,  as 

alleged  in  the  defendant's  supplemental  answer,  the  account  must 

terminate  with  the  last-named  date,  after  which  the  complainant 

has  no  interest  in  the  profits  of  the  defendant's  infringement,  and 

no  interest  to  be  protected  by  injunction.     The  usual  reference 

will  be  made  to  take  such  account,  and  the  amount  reported  must 

be  decreed  to  the  complainant,  with  costs. 

vol.  vi1— 36 
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1  Manufacturing  Co. 


James  S.  Marsh 


The  Dodge  and  Stevenson  Manufacturing  Company. 
In  Equity. 

A  claim  to  a  result  is  not  in  itself  patentable. 

A.  claim  can  not  be  sustained  which  covers  every  mode  or  means  by  which 

certain  advantages  can  be  secured  in  a  harvester. 
The  mere  location  of  an  old  apparatus  on  a  machine  is  not  patentable. 
If  such  new  location  produced  a  new  combination  of  devices,  producing  a 

new  result,  it  is  patentable. 
If  such  change  of  location  requires  new  devices,  and  a  new  and  useful 

result  is  produced,  then  the  location  in  combination  with  the  devices- 

the  means  by  which  the  result  is  produced,  not  the  result  itself— u 

patentable. 
In  these  cases  there  Is  no  infringement,  unless  the  devices,  by  wh'ch,he 

result  is  produced,  are  used. 
The  revolving-rake   made   by  the   Dodge- Steven  son   Company  dc*>  not 

infringe  the  Marsh  patent.. 

[Before  Woodruff,  J.,  Northern  District  of  New  York,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  reissued  letters  patent,  granted  James  S.  Mars™' 
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for  "  improvement  in  harvesters,"  September  1 1,  1866,  No.  2,354. 
as  a  reissue  of  the  patent  granted  him  February  10,  1863. 

The  first  engraving  shows  the  machine  as  patented  by  Marsh. 
The  second  shows  the  machine  as  afterward  improved  by  him, 
and  described  in  a  later  patent. 


The  claims  of  the  Marsh  patent,  as  well  as  the  circumstances 
of  the  case,  are  stated  in  the  opinion. 

Ja$.  O.  Parker  and  D.  Wright,  for  complainant. 

Geo.  Harding,  for  defendant-  * 

Woodruff,  J. 

Upon  a  careful  and  protracted  examination  of  the  evidence, 
and  consideration  of  the  views  exhibited  in  the  elaborate  printed  ■ 
arguments  of  the  counsel  for  the  respective  parties,  my  conclu- 
sion is,  that  the  defendants  do  not  infringe  the  patent  of  the  com- 
plainant for  a  raking  and  reeling  apparatus  for  a  reaping-machine 
in  any  feature  which  was  new,  and  which  the  patent,  properly 
construed,  legally  secures  to  the  patentee. 

The  claims  which  it  is  alleged  that  the  defendant  impinges 
are  the  first,  second,  third,  fourth,  seventh,  seventeenth,  and  eigh- 
teenth. 

"  1.  The  combined  raking  and  reeling  apparatus  which  rotates 
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around  a  vertical  shaft,  when  its  arms  adjust  themselves  succes- 
sively from  a  horizontal  to  a  vertical  position,  and  when  the  com- 
bined apparatus  is  so  located  that  its  arms  swing  on  hinges, 
which  are  below  the  highest  point  of  the  drive-wheel,  and  the 
extent  of  the  sweep  of  any  one  of  the  arms  does  not  interfere 
with  a  driver  seated  upon  any  part  of  the  draft-frame,  which  is 
outside  of  the  drive-wheel,  substantially  as  described. 

"  2.  The  construction  and  adaptation  of  a  combined  rake  and 
reel,  which  revolves  entirely  around  a  vertical  center,  so  that  it 
may  be  applied  to  the  harvester  at  a  point  which  is  on  the  inner 
side  of  the  drive-wheel,  and  below  the  highest  point  of  said  wheel, 
substantially  as  described. 

"  3.  Locating  the  hinges  of  the  respective  arms  of  the  com- 
bined rake  and  reel  around  a  center,  which  is  on  the  inner  side 
of  the  drive-wheel  and  below  the  top  of  said  wheel,  substantially 
as  described. 

"4.  Attaching  each  of  the  respective  arms  of  the  combined 
rake  and  reel  to  a  hinge  or  pivot,  which  is  on  the  inner  side  of 
the  drive-wheel  and  below  the  top  of  the  same,  substantially  as 
described. 

u  7.  The  construction  of  the  crown-wheel  with  boxes  for  a 
series  of  rake  and  reel  arms,  in  the  manner  described  and  shown. 

u  17.  So  arranging  a  revolving,  raking,  and  reeling  device, 
having  two  or  more  arms,  including  the  rake  as  one  arm,  that 
the  driver  can  sit  on  the  machine  and  drive  the  team,  the  shaft  of 
the  rake  and  reel  being  at  or  nearly  at  right  angles  with  the 
grain-platform,  and  the  arms  of  the  rake  and  reel  not  sweeping 
over  the  frame  on  which  the  driver  is  located,  so  as  to  interfere 
with  the  driver  on  his  seat,  substantially  as  described. 

u  18.  The  combination  of  a  central  shaft,  a  revolving  hub  or 
crown-wheel,  a  cam  and  hinged  rake  and  reel  arm,  which  are 
bent  or  curved  near  the  hinging  ends,  as  described,  whereby  the 
rake  and  reel  arms,  although  hinged  in  rear  of  the  cutting  appa- 
ratus, are  capable  of  reeling  in  and  raking  off  grain  at  the  inner 
front  corner  of  the  platform,  as  well  as  at  the  outer  front  corner 
thereof,  and  whereby,  also,  these  arms  are  caused  to  incline  over 
toward  the  grain  side  of  the  platform,  when  they  rise  to  their 
greatest  altitude,  substantially  as  described." 
\  Examination  of  these  claims  at  once  suggests,  not  only  that 
■  they  are  largely  repetitions,  but  that,  if  accepted  in  their  broad 
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generality,  they  are  liable  to  two  criticisms.  They  are  very 
largely  claims  to  a  result  which  is  not,  per  se,  patentable ;  or, 
secondly,  they  are,  most  of  them,  in  their  terms,  broad  enough 
to  cover  any  and  every  mode  or  means  by  which  certain  specified 
advantages,  or  alleged  advantages,  in  the  construction  of  a  com- 
bined raker  and  reeler  can  be  secured,  which  is  too  broad  to  be 
sustained.  If  this  construction  of  the  claims  is  to  be  avoided,  it 
must  be  'by  construing  the  claims  in  the  light  of  the  previous 
specification,  and  modified  by  the  words  in  each  claim,  "sub- 
stantially as  described." 

By  this  view  of  these  claims,  they  must  be  held  to  be  either  for      f 
the  specific  combination  of  the  devices  employed,  described  in 
the  specification,  or  for  the  location  of  the  devices  in  the  place 
designated,  with  such  changes,  if  any,  as  were  devised  to  adapt 
the  apparatus  to  that  location. 

In  view  of  the  disclaimers  contained  in  the  specification,  and 
the  description  and  office  of  the  devices  therein  described,  I  am 
of  opinion  that  one  or  both  of  the  constructions  last  named  is  all 
that  can  be  asserted  in  support  of  the  claims,  considered  apart 
from  the  evidence,  and  upon  the  face  of  the  patent  itself.  And 
when  the  evidence  showing  the  state  of  the  art  is  considered,  in 
connection  with  the  specification  and  its  admissions,  these  restric- 
tions of  the  several  claims  seem  to  me  inevitable,  if  they  can  be 
sustained  at  all. 

The  testimony  and  the  language  of  the  claims,  and  especially 
the  argument  of  the  counsel  for  the  complainant,  show  that  the 
chief  feature  in  the  alleged  invention  of  the  patentee  is  the  loca- 
tion of  the  apparatus.  The  counsel  for  the  parties  do  not  agree 
as  to  the  construction  of  the  patent  in  this  respect.  The  counsel 
for  the  defendants  insists  that  the  patentee  is  restricted  to  a  loca- 
tion below  the  top  of  the  driving  wheel  of  the  principal  machine, 
"and  within  the  limits  of  the  circumference  of  that  wheel ;  and  in 
behalf  of  the  defendants,  it  is  insisted  that  the  patent  includes 
any  location  which  is  nearer  the  ground  than  a  horizontal  plane 
passing  through  the  top  of  such  driving-wheel. 

But  in  either  view,  location  is  a  chief  feature  in  the  complain- 
ant's claims.  This,  of  course,  suggests  the  question  :  Is  the  mere 
location  of  devices,  such  devices  not  being  new,  patentable?  To 
this  the  answer  must  be  that  it  is  not.  If  the  result  is  the  same? 
and  nothing  new  is  required  to  adapt  an  apparatus  to  operate  in 
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its  new  location,  nothing  has  been  done  which  can  be  called 
invention.  If  such  change  of  location  produced  a  new  combi- 
nation of  devices,  producing  a  new  result,  then,  indeed,  some- 
thing patentable  may  have  been  devised ;  but  mere  change  of 
location  is  not  invention. 

On  the  other  hand,  where  change  of  location  involves  the  em- 
ployment of  new  devices  to  adapt^an  apparatus  for  use  in  the  new 
position,  and  a  beneficial  result  is  produced,  then  this  location,  in 
its  connection  with  such  new  devices — that  is,  the  means  by  which 
the  result  is  produced,  and  not  the  result  itself— is  patentable. 
And  where  such  change  of  location  brings  into  existence  a  new 
combination  of  devices,  operating  by  reason  of  such  new  combi- 
nation to  produce  a  new  and  useful  result,  such  new  combination 
is  patentable. 

But  in  the  former  case  there  is  no  infringement,  unless  the  new 
devices,  or  their  equivalent,  are  used  ;  and  in  the  latter  there  is  no 
infringement,  unless  all  the  material  parts  of  the  combination  are 
used,  or  their  equivalents. 

In  the  present  case  the  complainant's  specification  itself  declares 
that  a  continuously  revolving  rake  and  reel  is  not  new;  that  a 
continuously  revolving  rake  and  reel,  mounted  on  an  auxiliary 
frame  within  the  draft-frame,  or  upon  the  rear  right-hand  corner 
of  the  platform,  are  not  new,  though  revolving  around  a  vertical 
center ;  that  a  continuously  revolving  rake  and  reel  on  such  aux- 
iliary frame  within  the  draft-frame,  having  its  arms  separately 
hinged,  is  not  new  ;  that  rake  and  reel  arms  which,  during  their 
united  revolution  around  a  vertical  shaft,  are  turned  up  by  seg- 
ments, are  not  new,  but  have  been  mounted  on  a  standard  or  post 
of  the  platform.  This  latter  statement  describes  with  great  accu- 
racy, though  in  general  terms,  the  defendant's  apparatus  now 
claimed  to  infringe  the  complainant's  patent.  It  also  declares 
that  a  pair  of  arms  has  been  formed  by  uniting  the  two  parts 
which  form  the  pair  in  such  a  manner  that  these  parts  form  a 
stiff  and  non-adjustable  right  angle,  and  that  a  countinuously  re- 
volving combined  rake  and  reel  has  been  combined  with  a  drivers 
seat  so  that  the  driver  would  ride  on  the  machine. 

It  further  declares  that  the  patentee  does  not  claim  a  single 
rake-arm  revolving  around  a  center,  nor  broadly  a  rake  and  reel 
combined,  which  is  composed  of  a  series  of  rake  and  reel  bars 
arranged  around  a  center,  nor  a  series  of  such  arms  hinged  inde- 
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pendently  to  the  hub,  nor  a  series  of  such  arms  hinged  to  a  hori- 
zontal shaft,  in  which  particulars  he  again  describes  the  series  of 
arms  and  rake  used  by  the  defendants,  which  are  not  only  hinged 
independently  of  each  other,  and  without  any  linked  connection 
in  pairs,  but  their  relation  to  each  other 'is  non -adjustable.  And, 
finally,  he  does  not  claim  all  cams  in  connection  with  such  arms 
for  producing  or  controlling  their  motion.  * 

I  find  from  the  evidence  a  prior  revolving- rake  combined  with 
reel-bars  revolving  around  a  vertical  shaft  hinged  at  the  center, 
turned  by  a  crown-wheel,  acted  on  by  a  bevel-wheel  connected 
with  the  main  axle  of  the  driving-wheel,  and  having  the  rake 
and  reel  arms  in  pairs,  connected  or  linked  crosswise  together,  so 
that  each  linked  pair  formed  a  right  angle,  or  nearly  so,  and  so 
that  when  the  rake-head  or  reel-bar  of  one  pair  is  horizontal,  the 
other  or  fellow  thereto  is  vertical,  or  nearly  so,  and  in  the  con- 
struction or  arrangement  of  which  an  elliptical  curve  or  segment 
was  placed  around  and  partially  over  the  crown-wheel,  so  that  in 
the  revolution  of  the  arms  they  are  successively  lowered  and  held 
down  by  the  linked  connection,  to  perform  the  office  of  reeling 
and  raking  from  the  platform,  and  then  raised  to  nearly  a  vertical 
position  until  again  lowered  to  perform  their  office. 

All  this  appears  in  the  machine  of  Whitenack,  of  which  a 
model  is  produced,  and  which  was  in  actual  public  use  prior  to 
the  alleged  invention  by  the  complainant. 

I  find  also  what,  after  the  concession  in  the  complainant's  speci- 
fication, might  have  been  assumed  without  further  proof,  that  the 
elevation  of  the  arms,  as  they  left  the  platform  in  their  ascending 
revolution,  enabled  the  driver  to  sit  in  his  proper  seat  on  the  main 
frame  while  the  apparatus  was  in  motion. 

Hinging  the  arms  of  a  revolving  rake  and  reel  at  the  center  of 
their  motion  had  been  done  before  in  other  machines ;  rafsing 
them  in  the  course  of  their  revolution  bv  means  of  a  cam  or  an 

as 

equivalent  to  the  cam,  also  appears  in  Mears'  machine,  in  which 
the  revolving  raking  device  was  located  on  the  platform,  below 
the  plane  of  the  top  of  the  driving-wheel,  and  the  like  device  ap- 
pears in  McClintock  Young's  machine.  Both  of  these  had  the 
arms  hinged  at  the  center  of  motion,  were  revolved  by  means  of 
a  crown-wheel  and  beveled,  gear-wheel,  not,  as  in  the  complain- 
ant's machine,  attached  to  or  operated  directly  by  the  revolving 
axle  of  the  driving-wheel,  but  medialely  through  a  flexible  con- 
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nection  therewith.  In  these  respects  the  defendants'  apparatus 
more  nearly  resembles  them  than  it  does  the  complainant's;  and 
what  are  called  boxes,  constituting  hinges  in  which  the  arms  were 
pivoted  or  hinged  to  the  crown-wheel — referred  to  in  the  seventh 
claim — were  neither  new  in  themselves  nor  as  hinges  for  the  arms 
of  a  revolving  rake  and  reel. 

Under  these  circumstances,  little  remained  which  the  complain- 
ant could  claim  as  new,  except  the  location  and  such  specific 
devices  as  adapted  the  apparatus  to  operate  in  its  new  location, 
or  such  combination  as  resulted  from  the  change  of  location,  if 
any  new  combination  was  produced,  and  new  location,  or  the 
result  of  the  new  location,  was  mainly  urged  by  the  counsel  for 
the  complainant  on  the  hearing. 

The  location  described  by  the  complainant  is  upon  the  main 
frame  and  upon  the  grain  side  thereof,  over  the  axle-box  of  the 
3nving-wrreel.  The  new  devices  which  he  seems  to  have  em- 
.  ployed  to  operate  the  apparatus  in  its  new  location,  so  far  as  any 
of  the  parts  were  new,  w^rje.  bepdjng  the  revolving  arms;  and, 
what  he  states  as  his  preference,  casting  the  inner  segment  or 
axle-box  of  the  driving-wheel  and  the  upright  vertical  shaft  upon 
which  the  crown-wheel  (to  which  the  arms  are  hinged)  revolves 
in  one  piece ;  and,  viewed  as  a  combination,  these  features  are 
included  with  the  other  parts  of  the  apparatus  already  referred  to. 

It  is  true  that  the  patentee,  in  his  specification,  says:  "I  have 
laid  importance  to  the  location  of  the  rake  and  reel  directly  over 
the  axle  of  the  drive-wheel ;  and,  while  I  regard  this  an  impor- 
tant feature  of  my  invention,  I  do  not  wish  to  limit  myself  to  this 
location,  where  my  other  improvements  in  the  combined  rake  and 
reel  are  found  useful  in  other  locations." 

This  language  must  be  construed  with  reference  to  the  entire 
specification  and  to  ihe  state  of  the  art  already  adverted  to. 

Apart  from  the  change  of  location  specifically  named,  and  the 
devices  to  operate  the  apparatus  there,  there  were  no  improve- 
ments which  were  new.  He  points  out  in  his  specification  no 
mode  of  operating  the  machinery  in  any  other  location.  By 
elongation  of  the  axle  of  the  driving-wheel  it  would  project  the 
bevel-wheel  and  the  crown-wheel  to  a  greater  lateral  distance 
from  the  side  of  the  driving-wheel,  so  that  the  latter  would  not  be 
directly  over  the  axle  ;  or,  by  placing  it  on  either  side,  forward  or 
back  of  the  axle,  but  adjacent  to  the  bevel-wheel  on  the  axle,  it 
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would  still  be  operated  by  it,  and  yet  not  be  directly  over  such 
axle. 

That  the  specification  contemplated  a  location  upon  or  firmly 
attached  to  the  frame  of  the  principal  machine,  and  contemplated 
no  other  location,  is,  I  think,  clear,  from  the  specification  and  from 
other  considerations. 

Within  that  range,  although  the  patentee  pointed  out  no  mode 
of  operating  it  except  where  he  placed  it,  he  may  have  contem- 
plated location,  not  "directly  over  the  axle  of  the  drive-wheel,"  as 
I  have  above  suggested.  Still  more  clear  it  is  that  he  did  not 
conceive  or  contemplate,  as  within  the  purview  of  either  his 
specification  or  claims,  a  location  on  the  grain  platform.  That 
location  he,  in  terms,  condemns  as  of  doubtful  practicability,  and 
in  nowise  suggests  the  possibility  of  placing  his  alleged  invention 
there.  Such  rigid  attachment  to  the  main  frame  was  alone  con- 
templated, as  I  think,  is  clear.  The  details  of  the  specification 
show  it,  wherein  he  proposes  and  prefers  to  cast  the  segment  or 
axle-box  of  the  driving-wheel  and  the  vertical  shaft  of  the  crown- 
wheel in  one  piece ;  not  that  it  must  be  so  cast,  but  when  the  lo- 
cation is  directly  over  the  axle,  he  prefers  it,  though  when  placed 
elsewhere  within  the  reach  of  the  bevel-wheel  it  may  not  be  pos- 
sible. 

The  cam,  which  is  to  raise  the  arms  in  their  revolution,  "  may 
be  bolted  firmly  to  the  inner  side  timber  or  part  of  the  draft- 
frame,  as  represented  in  fig.  1,"  and  no  other  mode  of  securing 
it  is  pointed  out  or  suggested.  If  it  be  said  that  this  secures  him 
against  the  use  of  any  equivalent  mode  of  securing  it,  it  never- 
theless indicates  its  firm  attachment  to  the  main  frame. 

His  further  language  is  still  more  specific,  and  altogether  une- 
quivocal. "I  also  think  I  have  made  an  important  improvement 
in  being  able  to  adjust  the  combined  rake  and  reel  by  the  same 
means  which  adjust  the  cutting  apparatus.  This  end  I  have  at- 
tained by  having  the  rake  and  reel  a  fixture  with  the  draft-frame, 
and  locating  it  with  reference  to  the  drive-wheel,  as  shown." 

It  was  hardly  possible  for  him  to  be  more  explicit  on  this  point. 
The  alleged  invention  of  the  complainant  was  made  for  a  one- 
wheeled  machine.  The  machine  which  he  described  was  a  one- 
wheeled  machine.  Such  a  machine  necessarily  had  its  platform 
rigidly  attached  to  the  frame  of  the  machine.  This,  it  is  true, 
would  not  be  a  conclusive  fact  if  an  infringer  could  have  placed 
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the  same  apparatus  on  the  side  of,  or  attached  it  as  a  fixture  to, 
the  draft-frame  of  a  two-wheeled  machine,  and  that  would  be 
possible  if  the  platform  was  rigidly  attached  thereto.  But  it  is, 
nevertheless,  a  fact  of  some  significance,  where  the  patentee 
claims  that  the  defendants  infringe  by  the  location  of  an  apparatus, 
embracing  similar  features  not  new,  on  the  platform  of  a  machine, 
such  platform  being  flexibly  connected  with  the  principal  machine 
and  the  location  being  where  the  use  of  the  apparatus,  arranged 
as  the  patentee  describes  it,  is  impracticable. 

If  attention  be  paid  to  what  may  be  claimed  to  be  the  specific 
devices  by  which  the  patentee  adapted  the  apparatus  to  the  loca- 
tion described,  or  to  what  may  be  claimed  to  constitute  in  -that 
location  a  new  combination  (if,  in  fact,  there  was  any  new  com- 
bination), I  must  find  that  the  defendants  have  not  used  them,  or 
any  of  them,  in  the  designated  location  ;  nor,  in  fact,  have  they 
used  any  of  which  the  complainant  had  acquired  any  monopoly 
or  exclusive  right,  either  by  the  evidence  or  by  the  declaration  of 
the  patentee  in  the  specification.  Some  are  shown  to  be  old,  both 
as  separate  devices  and  in  combination.  Others  are  unlike  the 
complainant's  in  their  structure  and  mechanical  operation. 

There  are  many  other  particulars  embraced  in  the  argument  in 
behalf  of  the  defendants,  upon  which,  though  I  do  not  disaffirm 
them,  I  express  no  opinion.  What  I  have  said  seems  to  me  to 
render  it  necessary  to  add  that  the  defendants  infringe  no  right 
secured  to  the  complainant. 

To  hold  otherwise  would  be  to  give  the  patent  a  construction 
which  would  render  the  patent  itself  invalid,  or,  on  the  othet 
hand,  to  give  it  an  interpretation,  which,  in  view  of  the  language 
of  the  specification,  the  state  of  the  art,  and  the  evidence  in  the 
case,  it  does  not  bear. 

I  add,  moreover,  without  going  into  the  details  of  the  testimony 
and  proofs,  that  the  defendants  have  used  nothing  which  they  were 
not  at  liberty  to  use.  In  some  of  the  details,  their  specific  devices 
may,  where  they  differ  from  the  complainant's,  be  new.  They 
have  adapted  known  devices  for  raking  and  reeling,  to  use,  in  a 
location  upon  the  platform  of  a  reaper  attached  by  flexible  con- 
nection to  the  frame  of  the  main  machine.  If,  in  adapting  the 
combined  raker  an<J  reaper  to  the  location  described  in  his  pat- 
ent, the  complainant  Marsh  made  any  patentable  invention,  if  he 
did  anything  more  than  yield  to  those  mechanical  changes  which 
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mere  judgment  or  mechanical  necessity  imposed,  the  defendants,     » 
in  adapting  their  apparatus  to  use  upon  the  platform  of  a  two-     I 
wheeled  machine,  flexibly  connected  therewith,  used  no.device  of 
which  the  complainant  had  an  exclusive  monopoly. 

It  will  be  seen  that  the  patentee  neither  claims  nor  has  any 
exclusive  right  to  four  arms,  as  well  because  his  claims  are  not  to 
four  or  any  other  specific  number,  but  to  d  rake  and  reel  arm,  and 
to  two  or  more  arms,  as  because  one,  two,  and  four  had  been  pre- 
viously used,  and  the  proof  shows  that  increasing  or  diminishing 
the  number  is  a  mere  matter  of  judgment,  not  requiring  inven- 
tion. So,  also,  it  should  be  observed,  that,  except  in  the  seventh 
claim,  the  patentee  makes  no  claim  to  any  of  the  separate  distinct 
devices  used  as  new. 

The  defendants  do  not  use  the  location  designated.  They  do 
not  use  the  same  device  for  guiding  the  arms  and  bringing  the 
rake  and  reel  down  to  the  platform,  but  a  device  much  more 
nearly  resembling  that  shown  in  the  Mears  machine.  They  do 
not  use  arms  linked  in  pairs,  and  if  the  arms  can  be  said  to  be 
arranged  so  that,  when  in  motion,  they  assume  a  similar  relation 
to  each  other  at  any  like  angle,  that  relation  is  fixed  or  unchang- 
ing, and  non-adjustable.  The  complainant's  arrangement  for . 
operating  the  apparatus  would  be  impossible  applied  to  the  de- 
fendants' machine,  with  its  platform  flexibly  connected  to  the 
main  frame.  The  mode  of  hinging  the  arms  to  the  crown-wheel 
is  not  identical  with  that  of  the  complainant's  mentioned  in  the 
seventh  claim,  and  if  it  could  be  considered  equivalent,  it  differs 
more  than  the  complainant's  differs  from  what,  as  before  observed, 
was  already  in  use.  So  that,  in  no  view  of  the  subject,  can  the 
defendants  be  held  infringers  of  the  complainant's  patent,  even  if 
it  be  held  to  cover  a  specific  combination,  or  to  embrace  a  new 
location,  with  specific  devices  to  adapt  the  apparatus  to  operate 
therein. 

The  bill  of  complaint  must  be  dismissed,  with  costs. 
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Frank  Sturges  et  al. 

vs. 

Isaac  Van  Hagen.     In  Equity. 

Letters  patent  granted  Isaac  Van  Hagen,  April  25, 1 871, .for  "improvement 
in  machines  for  punching  and  stamping  metal,"  held  to  be  null  and 
void,  and  ordered  to  be  canceled  and  returned  to  the  Secretary  of  the 
Interior. 

Form  of  decree  in  declaring  a  patent  void,  and  ordering  the  same  can- 
celed, under  section  58  of  the  act  of  July  8,  1870. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  October,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  under  section  58,  act  of  July  8,  1870,  by  Frank 
Sturges,  Oliver  H.  Lee,  and  William  S.  Potwin,  assignees  of 
Frederick  M.  Huntington,  of  his  interest  in  the  patent  granted 
him  September  3,  1872,  for  "improvement  in  machines  for 
punching  and  stamping  metals,"  No.  131,004,  against  Isaac  Van 
Hagen,  the  patentee  and  owner  of  the  patent  granted  him  June 
26,  1871,  for  "improvement  in  machines  for  pressing  and  stamp- 
ing sheet-metal,"  No.  114,068,  to  set  aside  the  said  patent  granted 
Van  Hagen. 

Van  Hagen  and  Huntington  had  been  employed  at  the  same 
time  in  the  shop  of  Sturges  &  Co.,  and  both  claimed  to  have 
then  made  the  invention.  Van  Hagen  applied  for  a  patent,  and 
received  it  in  June,  1871.  Afterward,  Huntington  applied  for  a 
patent  on  the  same  machine,  was  put  into  interference  with  Van 
Hagen,  and  was  finally  declared  by  the  Patent  Office  the  first 
inventor,  and  a  patent  issued  to  him  September  3,  1872.  The 
facts  in  relation  to  the  interference  are  stated  in  the  opinion  of 
the  commissioner,  in  the  case  of  Huntington  v.  Van  Hagi*\ 
Official  Gazette,  vol.  2,  p.  116. 

After  the  grant  of  the  patent  to  Huntington,  it  was  assigned  to 
Sturges  &  Co.,  who  brought  suit  to  set  aside  the  patent  of  Van 
Hagen. 
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The  following  is  the  decree  of  the  court : 

This  cause  having  come  on  to  be  heard  upon  the  bill  of  com- 
plaint, answer,  and  replication  herein,  and  the  proofs,  document- 
ary and  written,  taken  and  filed  in  said  cause,  now,  therefore,  on 
consideration  thereof,  and  on  motion  of  N.  C.  Gridley,  counsel 
for  complainant,  it  is  ordered,  adjudged,  and  decreed,  and  the 
court  doth  hereby  order,  adjudge,  and  decree,  that  the  letters  patent 
of  the  United  States  of  America,  No.  1 14,068,  bearing  date  April 
25,  a.  d.  1 87 1,  and  issued  to  the  said  defendant,  Isaac  Van  Hagen, 
be,  and  the  same  is  hereby  revoked,  vacated,  and  declared  null 
and  void,  and  of  no  effect,  and  that  the  said  defendant,  Isaac  Van 
Hagen,  be,  and  is  hereby  divested  of  all  right  and  interest  he  had, 
under  and  by  virtue  of  said  letters  patent,  in  and  to  the  "  improve- 
ment in  machines  for  punching  and   stamping  metal,"  therein 
described. 

And  it  appearing  to  the  court,  from  admissions  of  the  parties 
made  on  the  hearing,  that  said  defendant  is  the  sole  owner  of 
said  patent,  it  is  further  ordered,  adjudged,  and  decreed  that  the 
said  defendant,  Isaac  Van  Hagen,  do,  within  sixty  days  from  the 
date  hereof,  surrender  and  deliver  up  to  the  clerk  of  this  court 
the  said  letters  patent  No.  114,068.  And  thereupon  the  said 
clerk  shall  write  with  ink  across  the  face  of  said  letters  patent  the 
words,  u  Revoked,  vacated,  and  declared  null  and  void  by  the 
Circuit  Court  of  the  United  States  of  America  for  the  Northern 
District  of  Illinois,"  and  shall  then  transmit  the  said  letters  patent, 
*o  canceled,  properly  enveloped,  to  the  "  Secretary  of  the  Inte- 
rior of  the  United  States  of  America,  Washington,  D.  C."  And 
it  is  further  ordered,  adjudged,  and  decreed  that  the  record  of  the 
said  letters  patent  No.  1 14,068  be  canceled,  quashed,  and  annulled. 

And  it  is  further  ordered  that  the  clerk  of  this  court,  after  the 
expiration  of  sixty  days  from  the  date  hereof,  do  transmit  to  the 
Secretary  of  the  Interior,  Washington,  D.  C,  a  certified  copy  of 
this  decree. 

And  it  is  further  ordered,  adjudged,  and  decreed  that  the  said 
complainants  do  recover  of  the  defendant  their  costs  and  disburse- 
ments in  this  suit  to  be  taxed.    / 
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Eliza  Wells,  Administratrix, 

vs. 
Ira  Gill  et  al.     In  Equity. 

■ 

If  the  reissued  patent  does  not,  upon  the  face  of  the  patent,  embrace  any- 
thing not  substantially  described  or  suggested  in  the  original,  the 
reissue  is  valid. 

Reissued  patent,  No.  2,942,  to  Eliza  Wells,  dated  May  19,  1868,  declared 
valid. 

(Before  Shepley,  J.,  District  of  Massachusetts,  November,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  reissued  patent,  No.  2,942,  to  Eliza  Wells, 
dated  May  19,  1868. 

The  history  of  this  patent,  the  claims  of  the  original  and  of 
the  reissue,  together  with  an  engraving  of  the  Wells  machine, 
will  be  found  in  Wells  v.*  yacques,  5  Fisher,  137. 

Edward  N.  Dickerson,  for  complainant. 

H.  JR.  French  and  A.  L.  Soule,  for  defendant. 

Shepley,  J. 

Upon  a  full  hearing  of  this  case,  and  of  the  arguments  of  coun- 
sel, it  is  considered  and  adjudged  by  the  court,  that  the  reissued 
patent  introduced  in  evidence  in  this  cause,  does  not,  upon  the 
face  of  the  patent,  embrace  anything  not  substantially  described 
or  suggested  in  the  original  patent  to  Henry  A.  Wells ;  and  upon 
a  careful  revision  of  the  evidence,  the  court  is  of  opinion,  and 
accordingly  decides,  that  Henry  A.  Wells  was  the  original  and 
first  inventor  of  the  several  combinations  claimed  in  the  reissued 
patent,  and  that  the  same  is  a  good  and  valid  patent ;  and  the 
court  is  of  opinion  that  the  differences  between  the  machine  of 
the  defendants  and  that  of  the  complainant  are  formal  mereiy, 
and  not  substantial,  excepting  that  the  defendants  have  introduced 
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into  their  machine  certain  modifications  of  the  exhaust  current 
and  of  the  combined  action  of  the  exhaust  current  with  the  cur- 
rent produced  by  the  revolution  of  the  brush  or  picker,  which 
modifications  are  to  be  viewed  only  as  additions  to,  or  improve- 
ments upon,  the  devices  embraced  in  the  reissued  Wells  patent. 
The  judgment  of  the  court  is,  that  the  defendants  did  infringe,  as 
charged  in  the  complainant's  bill  in  this  case,  and  for  an  injunc- 
tion and  account,  according  to  the  prayer  of  the  bill. 


Benjamin  F.  Greely,  Complainant.     In  Equity. 

The  device  for  which  a  patent  is  sought  by  complainant  is  not  novel. 

# 

It  possesses  the. same  elements,  operating  in  the  same  way,  to  produce  the 
same  result,  as  the  device  shown  in  the  English  patent,  granted  R.  A. 
Brooman,  in  1861,  which  is  cited  as  a  reference  in  the  record  of  the 
case,  in  the  Patent  Office. 

Form  of  bill  ancj  proceedings  in  a  suit  in  equity  for  the  grant  of  a  patent 
under  section  52  of  the  act  of  July  8,  1870- 

(Before  Shbpley,  J.,  District  of  Massachusetts,  November,  1873.) 

# 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  under  section  52  of  the  act  of  July  8,  1870,  for  the 
grant  of  a  patent,  the  same  having  been  refused  by  the  Commis- 
sioner of  Patents. 

Greely  filed  his  application  for  a  patent  September  13,  1869, 
for  "an  improvement  in  metallic  button-holes  and  links."  His 
application  was  finally  rejected  by  the  examiner,  February  28, 
1870.  He  then  appealed  to  the  board  of  examiners-in-chief,  and 
was  rejected  April  27,  1870.  He  thereupon  appealed  to  the 
commissioner,  and  was  rejected,  September  17,  1871.  He  then 
appealed  to  the  Supreme  Court  of  the  District  of  Columbia,  and 
was  there  rejected,  May  3,  1871.  In  August,  1873,  he  filed  in 
the  Circuit  Court  of  the  United  States,  for  the  District  of  Massa- 
chusetts, the  following  bill  in  equity : 
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"bill  of  complaint. 

"To  the  Honorable  the  Justices  of  the  Circuit  Court  of  the  United 
States  for  the  First  Circuit,  within  and  for  the  District  of  Massachusetts, 
sitting  in  equity: 

"Benjamin  J.  Greelv,  of  Boston,  in  said  district,  and  a  citizen  of  the 
United  States,  complains  and  says  : 

"That  he  is  the  original  and  first  inventor  of  a  certain  new  and  useful 
metallic  button-hole  and  link  combined,  and  of  a  certain  new  and  useful 
combination  of  this  combined  button-hole  and  link,  with  a  piece  of  web- 
bing having  a  button-hole  in  or  attached  to  its  free  end,  and  a  slide,  all  as 
fully  set  forth  and  described  in  the  application  for  letters  patent,  both  pres- 
ently referred  to,  a  certified  copy  of  which  is  now  in  court,  produced  and 
shown  to  your  honors. 

"That,  being  such  inventor,  he  duly  made  application  to  the  govern- 
ment of  the  United  States  for  letters  patent  therefor;  that  his  said  appli- 
cation Was  duly  filed  in  the  Patent  Office  of  the  United  States,  September 
13,  1869;  that  his  said  application  was  rejected  finally  by  the  examiner  in 
charge,  February  28,  1870;  whereupon  your  orator  duly  appealed  to  the 
board  of  examiners-in-chief;  but  his  said  application  was  rejected  by  the 
said  board  of  examiners-in-chief,  April  27,  1870;  whereupon  your  orator 
duly  brought  his  application  before  the  Commmissionerof  Patents  in  per- 
son, but  it  was  rejected  by  the  Commissioner  of  Patents  in  person,  Sep- 
tember 17,  1871;  whereupon  your  orator  took  an  appeal  to  the  Supreme 
Court  of  the  District  of  Columbia  sitting  in  banc;  and  that  your  orator 
was  refused  a  patent  on  his  said  application  by  the  Supreme  Court  of  the 
District  of  Columbia,  upon  appeal  from  the  commissioner,  on  May  3, 
1871 ;  all  which,  by  a  certified  copy  of  the  file-wrapper  and  contents,  and 
drawing  in  the  matter  of  the  said  application,  now  in  court  produced  and 
shown  to  your  honors,  will  more  fully  appear. 

"  And  vour  orator  further  shows  unto  vour  honors  that  he  is  entitled  to 

v  ■■  — 

a  remedy  by  a  bill  in  equity  brought  before  this  honorable  court,  by  force 
of  the  statute  in  such  case  made  and  provided. 

"  Wherefore  he  brings  this  his  bill  in  equity,  and  humbly  prays  your 
honors  to  adjudge  that  he  is  entitled,  according  to  law,  to  receive  a  patent 
for  his  invention,  as  specified  in  his  claim,  or  for  such  part  thereof  as  upon 
consideration  may  be  found  patentable,  and  for  such  other  and  further  re- 
lief in  the  premises  as  the  nature  of  the  case  may  require,  and  to  your 
honors  may  seem  meet.     And  your  orator  will  ever  pray. 

(Signed,)  "  Benjamin  J.  Grkklt." 

A  copy  of  the  bill  was  served  on  the  Commissioner  of  Patents 
by  mail,  who  accepted  service  of  the  same,  as  follows: 

"To  the  Honorable  the  Justices  of  the  United  States  Circuit  Court  for 
the  District  of  Massachusetts,  sitting  in  equity: 

"I  hereby  acknowledge  due  service  upon  me  of  a  copy  of  the  bill  in 
equity  of  Benjamin  J.  Greely,  of  Boston,  in  the  District  of  "Massachusetts, 
filed  in  the  Circuit  Court  of  the  United  States  for  said  district,  August  27, 
1873;  said  copy  being  duly  certified  by  Edwin  T.  Nash,  deputy  clerk  of 
the  said  court,  under  the  seal  of  the  said  court. 

"In  testimony  whereof,  I  have  hereunto  set  my  hand  and  caused  the 
seal  of  the  Patent  Office  to  be  hereunto  affixed,  this  2d  day  of  September, 
in  the  year  of  our  Lord  1873,  and  the  independence  of  the  United  States 
the  ninetv-eighth. 

£seal.]  "M.  D.  Leggett, 

"Commissioner  of  Patents" 
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The  following  letter  was  at  the  same  time  sent  to  the  court  by 
order  of  the  commissioner : 

"  U.  S  Patent  Office,  Washington,  D.  C.,  September  30,  1873. 

'*  Dear  Sir  : — I  am  an  officer  of  this  bureau,  deputed  by  the  Commis- 
sioner of  Patents  to  attend  to  cases  appealed  from  the  Patent  Office,  and 
have  received  a  copy  of  a  bill  of  complaint  filed  in  the  clerk's  office  of  the 
Circuit  Court  of  the  United  States  for  the  First  Circuit  and  District  of 
Massachusetts,  under  section  52  of  the  patent  act,  by  J.  E.  Maynadier,  at- 
torney for  Benjamin  J  Greely,  in  the  matter  of  his  application  forpatent 
for  improved  button -hole  and  link. 

"  Patent  cases  appealed  from  the  office,  being  sui  generis  and  ex  parte, 
the  United  States  Court  in  this  city  has  provided  by  rule  that  the  commis- 
sioner may  appear  by  attorney,  in  order  to  aid  the  court  in  obtaining  a 
full,  clear,  and  correct  knowledge  of  the  matters  before  it  for  adjudication. 
The  commissioner  has  also  been  represented  in  other  United  States  courts 
for  the  same  purpose.  It  may  be  desirable,  with  the  permission  of  the 
court,  that  I  should  file  a  brief  or  appear  in  person  in  'the  above-named 
case.  Will  you  be  so  good  as  to  inform  me,  if  you  can,  of  the  time  of 
hearing?  rf 

"Address  the  commissioner. 

44  Very  respectfully  yours, 

44  Marcus  S.  Hopkins,  Examiner. 
"  Clerk  United  States  Circuit  Court,  District  of  Massachusetts." 

By  direction  of  the  circuit  court,  the  clerk  wrote  to  the  com- 
missioner, under  date  of  October  20,  1S73,  acknowledging  the 
receipt  of  the  foregoing  letter,  and  stating  that  the  court  would 
be  pleased  to  receive  whatever  aid  the  commissioner  was  able  to 
give  in  the  determination  of  the  cause  under  consideration, 
either  by  oral  argument  from  the  commissioner  in  person,  or  such 
a  representative  as  he  might  designate  for  that  purpose,  or  the 
court  would  receive  a  brief.  This  course  of  proceeding  applied 
also  to  any  future  applications  of  like  nature  which  might  be  made 
to  the  circuit  court  of  this  district. 

This  letter  to  the  commissioner  was  replied  to  as  follows : 

44  U.  S.  Patent  Office,  Washington,  D.  C,  October  22,  1873. 

"  Sir  : — I  am  directed  by  the  Commissioner  of  Patents  to  acknowledge 
the  receipt  of  yours  of  the  20th  inst.,  referring  to  the  case  of  Benjamin 
J.«Greely,  set  for  hearing  November  3d. 

44 1  shall  endeavor  to  prepare  and  file  a  brief  before  that  time,  should 
other  engagements  permit.  In  case  I  should  not,  however,  the  commis- 
sioner does  not  desire  that  the  case  should  be  delayed  on  that  account. 

44  Very  respectfully, 
*  l4  Marcus  S.  Hopkins,  Examiner. 

44  Clerk  United  States  Circuit  Court,  Boston,  Mass. 

To  support  his  bill,  complainant  filed,  about  October  10th,  the 
.  following  affidavit : 
vol.  vi — 37 
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"Benjamin  J.  Greelv,  being  duly  sworn,  doth  depose  and  say: 

14 1  am  the  complainant  above  named.  I  have  been  engaged  in  the 
manufacture  of  susperfders  since  1858,  and,  during  fully  one-half  of  that 
time,  that  has  been  my  sole  business.  I  have  obtained,  I  bfelieve,  ten  pat- 
ents during  that  time,  of  which  five  at  least  were  for  suspenders 

44  In  my  opinion,  I  never  invented  anything  for  which  I  was  more  clearly 
entitled  to  a  patent  than  the  metallic  button-hole  and  link  mentioned  in 
my  bill  of  complaint,  samples  of  which  are  hereto  annexed,  marked  ex- 
hibit A  * 

44  The  only  references  given  by  the  Patent  Office  as  anticipating  my 
invention  were  the  patents  to  L.  A.  Kettle,  dated  August  24,  1869,  and  to 
J.  K.  Little,  dated  September  21,  1869;  and  third,  the  English  patent  to 
Brooman,  No.  1,824,  for  i860,     t  ^ 

44  The  first  two  references  are  wholly  different  from  my  device,  so  much 
so  that  they  were  abandoned  by  the  Patent  Office ;  and  mv  case  was  finally 
rejected  on  reference  to  the  English  patent  alone.  But  I  "file  herewith  cer- 
tified copies  of  all  the  references. 

44  It  will  be  seen  that  the  Brooman  device  is  a  metallic  link  and  button-hole 
combined,  as  decided  by  the  commissioner.  See  Decisions  of  Commissioner 
of  Patents  for  1870,  page  ic6.  I  would  here  remark  that  the  commissioner 
inadvertently  quoted  my  claim  as  at  first  made,  and  made  no  mention  of 
the  narrower  claim  made  by  the  amendment  of  February  17,  1870,  filed  in 
the  office  February  23,  1S70.  Had  he  not  overlooked  thfs  amended  claim, 
which  was  the  claim  he  rejected,  I  believe  that  his  decision  must  have  been 
different. 

44  The  Brooman  device  may  be  regarded,  for  the  sake  of  analysis,  as 
composed  of  the  four  pieces,  a,  bt  c,  d,  in  the  diagram  No.  1.  But,  on 
applying  the  same  analysis  to  my  device,  it  will  be  found  that  the  only 
thing  it  has  in  common  with  Brooman's  are  the  pieces  £  and  d.  The  piece 
a  in  my  device,  diagram  No.  2,  which  shows  my  device,  as  well  as  Broom- 
an's,  differs  wholly  from  the  piece  a  in  Brooman's  device,  for  in  the  latter 
that  piece  a  corresponds  in  function  to  the  piece  g  in  my  device;  that  is  to 
say,  the  web  lies  around  4he  piece  a  in  Brooman's  device,  and  around  the 
piece  g\n  my  device.  The  pieces  b  and  d  are  the  same  in  form  in  my  de- 
vice as  in  Brooman's,  but  wholly  different  in  function.  Brooman's  piece  c 
is  not  found  in  my  device;  and  my  pieces  e^fyg,  and  h  are  neither  of  them 
fouud  in  Brooman's  device,  unless  they  be  regarded  as  substantially  the 
same  pieces  as  the  pieces  a,  by  c,  and  d of  Brooman;  but  if  so  regarded, 
then  Brooman  lacks  the  pieces  a,  b,  and  d  of  my  device  as  illustrated  in 
diagram  No.  3,  which  shows  the  two  devices  superposed  so  as  to  bring 
Brooman's  link  coincident  with  mine. 

44  These  differences,  of  themselves,  necessarily  show  a  substantial  differ- 
ence between,  the  two  devices,  in  my  opinion  But  the  differences  in  oper- 
ation are  equally  clear,  and  even  more  substantial.  Brooman's  device  can 
be  used  only  with  very  limited  sizes  of  buttons,  the  size  of" the  device 
remaining  the  same;  for  the  button  must  necessarily  be  of  a  diameter 
nearly  twice  the  length  of  the  dotted  line  x  x  in  diagram  No  1 ;  while  any 
button  can  be  used  with  my  device  whose  diameter  is  equal  to  the  dotted 
lineyy  in  diagram  No.  2.  On  the  other  hand,  the  larger  the  diameter  of 
the  button,  the  greater  the  length  of  Brooman's  link,  as  in  using  his  device 
the  button  is  necessarily  inserted  edgewise  through  the  link,  and  directly 
between  the  piece  d  and  the  web  lying  around  the  piece  a;  while,  in  my 
device,  there  is  no  connection  whatever  between  the  length  of  the  link 
and  the  size  of  the  button  used.  I  can,  use  very  narrow  web  with  l»nJe 
buttons,  which  Brooman  can  not.  The  button  is  very  much  more  securely 
held  by  my  device  than  by  Brooman's.  In  fact,  I  have  no  doubt  but  that 
Brooman's  device  is  entirely  unpractical,  so  far  as  its  use  with  common 
buttons  is  concerned;  and  entirely  useless,  unless  a  special  metallic  stud 
be  used  with  it;  and  then  only  where  there  is  a  constant  pull. 
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"  I  produce  herewith  samples  of  Brooman's  device,  and  of  my  suspender 
strap  claimed  in  my  first  claim,  marked  exhibits  B  and  C. 

"My  reasons  for  my  delay  in  bringing  this  bill  of  complaint  are,  that  I 
was  very  much  discouraged  by  the  uniformly  adverse  results  of  all  my 
efforts  to  obtain  a  patent;  so  much  so  that,  although  I  was  absolutely  cer- 
tain, in  spite  of  all  the  rejections,  that  I  was  entitled  to  a  patent,  yet  I 
began  to  doubt  whether  it  would  be  wise  to  expend  any  more  money  in  the 
effort  to  obtain  one.  At  that  time,  also,  I  was  out  of  the  suspender  busi- 
ness, having  engaged  in  the  manufacture  of  perfumery  early  in  the  year 
1S70,  and  continued  that  manufacture  till  into  the  spring  of  1872.  More- 
over, I  had  not  then  practically  demonstrated  the  great  value  of  my  inven- 
tion, although  I  had  great  faith  in  it.  I  did  not  resume  the  suspender 
business  until  the  summer  of  1872,  and  since  that  time  I  have  learned  to 
appreciate  more  and  more  fully  the  value  and  importance  of  my  inven- 
tion; and  have  been  convinced  that  I  am  fully  justified  in  going  to  the 
necessary  expense  of  establishing  what  1  believe  to  be  clearly  my  right. 

"The  diagrams  are  on  paper,  marked  exhibit  diagrams. 

(Signed,)  "  B.  J.  Greely." 

"  District  of  Massachusetts,  Suffolk,  ss. 
"  Sworn  to  and  subscribed  before  me,  October  10,  1873. 

[seal.]  *  (Signed,)  "Samuel  W.  Clifford, 

"  Notary  Public" 

To  this  was  attached  the  specification  as  last  amended  before 
the  principal  examiner,  and  on  which  amendment  it  was  ap- 
pealed. 

The  case  was  fully  argued  by  counsel  for  complainant  and  for 
the  Patent  Office  upon  the  record  thus  made  up. 

y.  E.  Maynadier,  for  complainant. 

Marcus  S.  Hopkins^  for  the  Commissioner  of  Patents,  amicus 
curt<z. 

Shepley,  J. 

This  is  an  application  for  a  patent  for  an  alleged  improvement 
in  suspender-straps.  The  application  was  filed  in  the  Patent  Of- 
fice, September  13,  1869,  with  two  claims,  which  were  rejected. 
On  December  16th  they  were  withdrawn,  and  two  others  pre- 
sented in  lieu  of  them.  These  were  rejected  and  withdrawn,  and 
on  February  23,  1870,  the  present  claims  were  presented.  These 
claims  were  rejected  by  the  examiner,  February  28th  ;  and,  on 
appeal,  by  the  board  of  examiners,  April  27th  ;  and  by  the  com- 
missioner, on  appeal  from  the  board,  September  17,  1870;  and 
by  the  Supreme  Court  of  the  District  of  Columbia,  on  appeal 
from  the  Commissioner,  May  3,  1871. 

The  bill  in  equity  in  .this  case  is  filed  under  the  provisions  of 
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section  52  of  the  act  of  July  8,  1870,  and  is  virtually  an  appeal 
from  the  decree  of  the  Supreme  Court  of  the  District  of  Colum- 
bia rejecting  the  application  for  the  patent. 

The  applicant  claims,  in  the  second  and  most  material  and  im- 
portant claim  to  be  considered  in  his  application,  "  the  metallic 
button-hole  and  link  combined^  above  described,  consisting  of  a 
single  piece  of  metal,  shaped  as  shown,  so  that  the  button  used 
may  be  of  a  diameter  greater  than  the  width  of  the  device." 

The  first  claim,  which  is  for  a  combination  of  the  combined 
button-hole  and  link,  with  a  piece  of  webbing  with  a  button-hole 
at  its  free  end  and  a  slide,  must  stand  or  fall  with  the  second 
claim.  The  question  presented  is :  Whether  the  references  cited 
in  the  record  anticipate  the  complainant's  alleged  invention  of 
the  metallic  button -hole  and  link  combined,  as  described  and 
claimed  in  the  second  claim. 

The  English  patent  of  R.  A.  Brooman,  granted  in  1861,  and 
cited  in  the  references  on  the  record,  is  for  a  combined  link  and 
button-hole.  It  has,  first,  a  link  for  the  purpose  of  attachment 
to  the  web  ;  second,  an  enlarged  body  of  the  device  to  admit  the 
insertion  of  the  button  ;  third,  a  loop  at  the  bottom  for  retaining 
the  button.  This  loop  at  the  bottom  also  performs  the  function 
of  admitting  the  button  to  pass  more  easily  through  the  enlarged 
opening  made  to  receive  the  button,  by  receiving  the  shank  of  the 
button  as  the  button  is  being  passed  through  the  opening. 

The  device  of  Greely  has,  first,  a  link  for  attachment  to  the 
web  ;  second,  an  enlarged  body  of  the  device  for  the  insertion  of 
the  button  ;  third,  the  loop  at  the  bottom  for  retaining  the  button. 
Each  one  of  these  stands  in  the  same  relation  to  the  others,  and 
perfoims  the  same  function  in  Greely's  as  in  Brooman's  device. 
The  same  elements  enter  in  the  same  relations  into  the  same  com- 
bination, and  they  operate  in  the  same  way,  separately  and  as  a 
combined  device.  In  Greely's  device  the  opening  to  receive  the 
button  has  its  greatest  diameter  in  a  direction  at  right  angles  with 
the  link,  while  in  Brooman's  the  longest  diameter  is  in  a  direction 
parallel  with*  the  link,  so  as  to  admit  the  button-hole  in  a  direc- 
tion at  right  angles  with  the  direction  in  which  it  is  admitted  in 
Brooman's.  To  accommodate  this  change  of  direction,  loops  are 
also  made  on  each  side  of  the  opening,  as  well  as  on  the  bottom, 
to  receive  the  shank  of  the  button  as  it  is  being  passed  through 
the  metallic  loop.     This  adds  much  to  the  convenience  of  the 
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device,  and  works  better  in  use  and  receives  a  button  sideways. 
It  is  contended  that  it  is  impossible  to  use  a  button  with  Broom- 
an's  device  whose  diameter  is  greater  than  the  width  of  the  device, 
and  no  change  in  the  relative  proportion  of  the  parts  will  make 
it  possible.  Width  is  used  by  the  claimant  to  express  the  shorter 
diameter  of  the  device  as  a  whole,  and  not  the  shorter  diameter 
of  the  operative  part.  It  is  easy  to  see  that  Brooman's  device 
may  be  elongated,  so  as  to  receive  sideways  a  button  of  greater 
diameter  than  the  width  of  Brooman's  device.  Neither  of  them 
will  admit  a  button  of  greater  diameter  than  the  length  of  the 
opening.  In  its  relation  to  the  button,  the  parts  of  the  device  in- 
tended to  receive  the  button  are  to  be  considered,  and  in  each  of 
them  the  opening  made  to  admit  the  button  is  longer  than  the 
diameter  of  the  button  in  the  line  of  the  plane  through  which  the 
button  enters,  and  less  than  the  diameter  of  the  button  measuring 
at  right  angles  with  that  line.  The  difference  between  the  two 
devices  are  merely  structural  changes.  Such  structural  changes 
of  form  and  proportions,  although  they  improve  the  operation, 
without  changing  the  mode  of  operation,  and  produce  a  much 
better  result,  although  one  of  the  same  kind,  are  only  different 
and  better  forms  of  embodying  the  same  idea,  and  illustrate  the 
difference  between  mechanical  skill  and  inventive  genius. 

As  compared  with  Brooman's  invention,  the  complainant's  de- 
vice, as  a  combined  device,  is  not  a  novel  one,  but  possesses  the 
same  elements,  operating  in  the  same  way,  to  produce  the  same 
result,  and  is  not  patentable. 


Bill  dismissed. 
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The  Union  Paper-Bag  Machine  Company 

vs. 
G.  L.  Newell  and  G.  H.  Mallory.     In  Equity. 

The  first  claim  of  the  patent  granted  B.  S.  Binney,  as  assignee  of  E.  W. 
Goodale,  September  12,  1865,  which  is  "making  the  side-cutters  with 
curved  ends,  substantially  as  and  for  the  purposes  set  forth,"  is  in- 
fringed by  a  machine  in  which  the  same  effect  js  produced  by  knives 
that  are  curved,  but  of  a  form  different  from  that  described  in  the 
specification. 

The  patentee  being  the  first  to  use  a  curved  knife,  instead  of  one  at  an 
angle,  and  his  claim  being  for  a  curved  knife  broadly,  any  curve  which 
will  produce  the  same  effect  is  his,  although  regular,  while  his  patent 
describes  an  irregular  curve. 

The  act  of  1870,  though  repealing  the  act  of  1836,  etill  preserved  unim- 
paired all  rights  acquired  under  that  act. 

The  owners  of  patents  granted  before  the  act  of  1870,  may  maintain  suits 
for  infringements  perpetrated  afterward. 

The  remedial  provisions  of  the  act  of  July  8,  1S70,  apply  to  all  actions 
commenced  after  that  date,  though  for  causes  accruing  before. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  1873.) 

Motion  for  preliminary  injunction. 

Suit  brought  on  letters  patent  granted  Benjamin  S.  Binney, 
assignee  of  E.  W.  Goodale,  September  12,  1865,  for  "machine 
for  making  paper  bags,"  and  afterward  assigned  to  complainants. 

The  facts  are  fully  stated  in  the  opinion. 

Geo.  Harding,  Samuel  S.  Fisher,  and  Samuel  u  i.  Duncan, 

for  complainant. 

0 

m 

Marcus  P.  Norton,  for  defendants. 

Blatchford,  J. 

This  is  an  application  for  a  preliminary  injunction,  to  restrain 
the  defendants  from  infringing  letters-  patent  granted  September 
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12,  1865,  to  Benjamin  S.  Binney,  assignee  of  E.  W.  Goodale,  the 
inventor,  for  a  "machine  for  making  paper  bags."  As  the  claim 
of  infringement  on  this  application  is  confined  to  the  first  claim 
of  the  patent,  only  such  parts  of  the  specification  need  be  referred 
to  as  relate  to  that  claim.     The  specification  says : 

44  This  invention  consists,  first,  in  giving  to  the  side-cutters  an 
irregular  curve  at  or  near  their  inside  ends,  in  such  a  manner  that 
the  form  of  the  paper  cut  by  their  action,  and  the  corners  pro- 
duced by  folding  said  paper  are  of  such  a  shape  that  the  paste 
shall  come  upon  the  paper  where  it  is  single,  and  thus  be  en- 
abled to  hold  better  than  it  does  when  it  is  applied  in  the  ordinary 
way." 

It  designates  as  "side-cutters"  the  cutters  "which  serve  to  cut 
the  paper  so  that  the  sides  may  fold  and  make  the  seam  in  the 
center  of  the  bag."  It  says  that  "  these  cutters  or  knives  are  bent 
in  an  irregular  curve  near  their  inner  ends,  so  that  the  paper  cut 
by  their  action,  and  the  corners  produced  by  folding  said  paper, 
are  such  that  the  paste  shall  come  upon  the  paper  where  it  is  sin- 
gle, and  that  it  will  hold  better  than  it  does  when  applied  to  the 
paper  in  the  usual  manner." 

One  of  the  figures  in  the  drawings  contains  lines  which  are 
said,  by  the  specification,  to  designate  the  cuts  made  by  the  side- 
cuttei^.     The  first  claim  is  in  these  words : 

44  Making  the  side-cutters  B.  with  curved  ends,  substantially  as 
and  for  the  purpose  set  forth." 

In  the  defendants'  machine,  there  are  cutters  which  serve  to  cut 
the  paper  so  that  the  sides  may  fold  and  make  the  seam  in  the 
center  of  the  bag.  They  are  side-cutters.  They  make  a  cut  of 
a  definite  length  from  the  outside  edge  of  the  paper  inward  to- 
ward the  center,  so  as  to  leave  flaps  or  side-pieces,  which  are 
then  to  be  folded  over  from  each  side  toward  the  center,  overlap- 
ping each  other  at  the  center,  and  making  a  seam  in  the  center. 
The  defendants'  side-cutters  are  not  straight  or  unbent  in  their 
whole  length,  nor  are  they  bent  at  an  angle  near  their  inner  ends  ; 
but  they  are  bent  in  a  curve  near  their  inner  ends.  The  effect  of 
this  curve  is  that,  when  the  side-pieces  are  folded  over,  the  cen- 
tral end-piece,  of  a  single  thickness  of  paper,  may  be  pasted 
down  without  folding  over,  in  addition  to  such  single  thickness, 
any  part  of  the  double  thickness  formed  by  folding  the  sides,  and 
yet  the  corners  will  be  perfectly  close  and  tight.     This  result  is 
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due  to  the  curve  near  the  inner  ends  of  the  side-cutters,  in  contra- 
distinction to  an  angle  there.  Where  the  cutters  have  an  angle 
there,  and  the  central  end-piece,  of  a  single  thickness,  is  pasted 
down  without  folding  over,  in  addition,  any  part  of  the  double 
thickness,  there  are  holes  or  openings  at  the  corners,  and,  to  make 
tight  corners,  it  is  necessary  to  fold  down  part  of  the  double 
thickness,  and  then  the  paste  can  only  come  upon  the  inner  one 
of  the  two  thicknesses,  while  the  outer  one,  not  being  held  to  the 
inner  one,  tends  to  draw  the  inner  one  away  from  the  surface  to 
which  it  is  pasted.  This  is  precisely  what  is  done  by  the  pat- 
entee's arrangement,  and  what  he  describes  in  the  specification  as 
the  result  of  his  arrangement,  when  he  says  that  the  form  of  the 
paper  cut  by  the  curved  side-cutters  and  the  corners  produced  by 
folding  said  paper,  are  of  such  a  shape  that  the  paste  shall  come 
upon  the  paper  where  it  is  single,  and  thus  hold  better  than  when 
applied  to  the  paper  in  the  usual  way.  The  language  of  the 
specification  is  not  very  artistic,  and  the  idea  sought  to  be  con- 
veyed is  not  as  well  expressed  as  it  might  be  ;  but  the  meaning 
can  not  be  mistaken,  when  read  in  view  of  the  state  of  the  art  by 
a  person  skilled  therein. 

It  is  to  be  noted  that  the  body  of  the  specification  speaks  of  the 
curve  near  the  inner  ends  of  the  side-cutters,  as  being  an  irregular 
curve,  and  that  the  claim  drops  the  word  "  irregular,"  and  claims 
making  the  side-cutters  "with  curved  ends,  substantially  as  and 
for  the  purpose  set  forth."  It  is  contended  by  the  defendants  that 
the  drawing  of  the  patent  showrs  the  cut  made  by  the  side-cutters 
as  being,  for  its  whole  length,  of  a  form  of  curve  which  may 
properly  be  called  irregular,  as  a  whole,  and  that  the  defendants' 
side-cutter  is  straight  for  most  of  its  length,  and  of  a  regular 
curve  near  its  inner  end.  But  this  is  immaterial.  It  is  not  shown 
that  any  side-cutter  with  a  curved  inner  end,  for  the  same  pur- 
pose, existed  before.  That  being  so,  any  degree  of  curve  to  the 
inner  end  of  the  cutter,  which  will  produce  the  result  described, 
is  within  the  claim,  and  must  be  regarded  as  an  irregular  curve, 
whatever  the  word  "irregular"  may  mean.  Nothing  but  a  curve 
will  produce  the  effect*  An  angle  will  not.  The  patentee  was 
the  first  to  use  the  curve.  The  form  of  curve  represented  in  his 
drawings  will  produce  the  effect.  His  claim  speaks  merely  of 
"curved"  ends.  Hence,  any  curved  end  which  will  produce  the 
result,  is  his  curved  end. 
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It  is  contended  for  the  defendants  that,  as  the  patent  sued  on 
was  issued  under  the  authority  of  the  act  of  July  4,  1836  (5  U.  S. 
Stat,  at  Large,  117),  and  as  that  act  is  repealed  by  section  111  of 
the  act  of  July  8,  1870  (16  lb.  216),  such  repeal  vacated  and  made 
void  the  .said  patent ;  and  that,  if  this  is  not  so,  yet  no  suit  can  be 
maintained  upon  said  patent  for  any  cause  of  action  which  ac- 
crued after  July  8,  1870,  as  did  Xhe  cause  of  action  in  this  suit. 
Section  111  of  the  act  of  1870,  which  repeals  the  act  of  1836, 
contains  the  proviso,  that  "  the  repeal  hereby  enacted  shall  not 
affect,  impair,  or  take  away  any  right  existing  under"  the  repealed 
act ;  "  but  all  actions  and  causes  of  actions,  both  in  law  and  in 
equity,  which  have  arisen  under"  said  act,  "may  be  commenced 
and  prosecuted,  and,  if  already  commenced,  may  be  prosecuted 
to  final  judgment  and  execution  in  the  same  manner  as  though 
this  act  had  not  been  passed,  excepting  that  the  remedial  provis- 
ions of  this  act  shall  be  applicable  to  all  suits  and  proceedings 
hereafter  commenced." 

The  rights  created  by,  and  arising  under,  a  patent  granted  un- 
der the  act  of  1836,  are  rights  existing  under  that  act.  The 
proviso  declares  that  the  repeal  of  that  act  shall  not  affect,  im- 
pair, or  take  away  such  rights.  A  right  granted  by  the  patent  in 
suit  is  the  exclusive  right  to  make  and  use,  and  vend  to  others  to 
be  used,  the  inventions  claimed  in  the  patent.  Such  right  was  a 
right  existing  under  the  act  of  1836  on  July  8,  1870.  The  right 
to  sue  after  the  latter  date  for  infringements  of  the  patent  com- 
mitted after  that  date,  may,  in  one  sense,  be  said  not  to  have  been 
a  right  existing  on  July  8,  1870,  because  the  cause  of  action  had 
not  then  arisen.  But  the  grant  held  under  the  patent  was  a  right, 
and  a  vested  right.  Such  grant,  it  was  intended,  should  continue 
till  it  should  expire  by  its  limitation.  This  is  apparent  from  the 
provisions  of  sections  63,  64,  65,  and  66  of  the  act  of  1870,  which 
enact  that  patents  granted  prior  to  March  2,  1861  (and  which 
were  patents  for  fourteen  years),  may  be  extended  for  seven  years 
beyond  the  original  terms  of  their  limitation. 

It  is  further  urged  that  the  wording  of  the  proviso  to  section 
in  of  the  act  of  1870  is  such  that  the  only  right  saved  is  the 
right  to  prosecute  actions  and  causes  of  action  which  arose  prior 
to  July  8,  1870,  on  patents  theretofore  granted.  No  reason  is  as- 
signed why,  if  such  prosecutions  are  allowed,  they  should  not  also 
be  allowed  in  respect  of  causes  of  action  arising  on  or  after  July 
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8,  1870,  on. such  patents.     But  the  point  taken  is  rested  solely  on 
the  fact  that  the  enactment  in  reference  to  prosecutions  is  intro- 
duced by  the  word  u  but ;"  and  it  is  maintained  that  the  effect  of 
the  use  of  that  word  is  that  the  rights  declared  in  the  preceding 
part  of  the  proviso  to  be  not  affected,  are  limited  to  the  actions 
and  causes  of  action  afterward  specified — that  is,  to  such  as  arose 
before  July  8,  1870.     No  such  effect,  however,  can  properly  be 
given  to  the  use  of  the  word  u  but."     The  first  part  of  the  pro- 
viso, as  already  stated,  has  the  effect  to  keep  in  life  the  patent  and 
its  grant.     But  actions  had  been  brought  and  were  pending  on 
existing  patents,  and  causes  of  action  had  arisen  on  existing  pat- 
ents, which  had  not  been  sued  on,  and  the  provisions  of  all  prior 
existing  acts  in  regard  to  suits  on  patents  were  being  repealed. 
Hence  the  necessity  of  providing  that  such  actions  and  causes  of  . 
action  might  be  prosecuted  in  the  same  manner  as  though  the  act. 
of  1S70  had  not  been  passed.     But  the  proviso  goes  on  to  declare 
that  the  remedial  provisions  of  the  act  of  1870  shall  apply  to  all 
suits  thereafter  commenced  for  causes  of  action  existing  on  July 
8,  1S70,  under  patents  previously  granted.     It  leaves  existing  suits 
to  be  conducted  according  to  the  remedial  provisions  prescribed 
by  the  prior  acts.     There  remain,  however,  suits  to  be  brought  on 
causes  of  action  arising  on  or  after  July  8,  1870,  on  patents  there- 
tofore granted.     The  proviso  does  not  apply  to  the  manner  of 
conducting  such  suits.     The  existing  patents  and  the  grants  of 
right  in  them,  being  saved  by  the  proviso,  a  reference  to  prior 
sections  of  the  act  shows  that  those  sections  apply  to  then  existing 
patents,  and  to  suits  to  be  brought  thereon,  for  causes  of  action  to 
arise  on  or  after  July  S,  1870,  as  well  as  to  patents  to  be  issued 
under  the  act  of  1870  and  to  suits  to  be  brought  thereon.     Thus 
section  53,  in  regard  to  reissues,  embraces  reissues  of  existing 
patents.     If  not,  as  all  prior  acts  are  repealed,  there  could  be  no 
reissues  of  such  patents.     The  same  is  true  of  section  54,  in  re- 
gard to  disclaimers,  and  of  sections  55,  56,  58,  59,  60,  61,  and  62^ 
in  regard  to  suits.     Full  authority  is  given  by  the  latter  sections 
for  bringing  this  suit. 

As  to  the  alleged  license  set  up  by  the  defendants,  it  was  fully 
considered  and  passed  upon  in  a  former  suit  in  this  court,  between 
the  parties  to  this  suit,  where  it  was  held,  on  final  hearing,  that 
such  license  had  no  valid  existence,  as  a  license,  in  the  hands  of 
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the  defendants,  as  against  the  Union  Paper-Bag  Machine  Com- 
pany and  persons  holding  under  them. 

Nothing  is  shown  to  affect  the  novelty  of  the  first  claim  of  the 
patent  sued  on ;  the  infringement  is  clear,  and  the  case,  on  all 
points,  is  one  entirely  free  from  doubt. 

The  injunction  asked  for  must  therefore  be  granted. 


H.  H.  Evarts  et  al. 

vs. 

David  M.  Ford.     In  Equity. 

The  third  claim  of  the  patent  granted' H.  H.  Evarts,  October  i,  1854,  for 
improvement  in  shingle-machines,"  which  is,  "presenting  the  sides  of 
the  fibers  of  the  wood  to  the  action  of  the  saws  in  the  sawing  of  shin- 
gles or  equivalent  articles,  for  the  purpose  of  giving  them  smoother 
surfaces  than  can  be  produced  by  the  usual  mode  of  sawing,"  if  con- 
strued literally,  asserts  a  right  to  a  result,  and  can  not  be  sustained. 

Construed  as  a  claim  for  the  mechanism  by  which  the  result  is  effected, 
it  may  be  sustained. 

A  patent  for  a  machine  in  which  a  shingle-bolt  is  fastened  automatically 
by  dogged  teeth  upon  a  rotating  carriage,  which  presents  it  sidewise 
to  the  saw,  is  not  infringed  by  a  machine  in  which  the  bolt  is  by  hand 
fastened  to  a  reciprocating  carriage,  and  by  hand  shoved  to  the  saw 
and  withdrawn. 

Evarts  having  failed  to  patent  his  hand-machine,  made  while  experiment- 
ing and  before  taking  out  his  patent  on  his  perfected  machine,  and 
having  failed  to  mention  or  describe  it  in  the  specification  of  the  pat- 
ent he  did  take  out,  is  held  to  have  abandoned  it  to  the  public 

The  opinion  of  the  Commissioner  of  Patents,  granting  an  extension,  is 
entitled  to  great  weight  on  the  question  of  novelty. 

(Before  Blodgett,  J-,  Northern  District  of  Illinois,  November,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  granted  H.  H.  Evarts,  October 
1,  1854,  for  "improvement  in  shingle-machines,"  and  extended 
for  seven  years  from  October  1,  1868. 
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The  engraving  shows  a  plan  view  of  the  machine,  as  described 
in  his  patent,  and  represents  one-half  only,  the  other  half  being 
exactly  the  same. 


It  is  an  ingenious  and  complete  machine  for  sawing  shingles 
from  the  block.  A  block,  Y  (in  the  engraving  represented  in 
broken  lines),  is  placed  on  each  table,  P,P";  is  seized  by  dogs, 
actuated  by  H,  and  teeth  f,  and  carried  by  the  saws  A,  as  the 
cogged  rim  ^*"  revolves.  The  tables  P,  P'  are  so  inclined  in  re- 
spect to  saws  as  to  give  the  required  taper  to  the  shingle.  The 
lever  cams  H  are  rocked  on  fulcrums  in  the  rim  £>,  by  cams 
«',  «',  so  that  two  at  a  time  of  the  dogs  i  shall  pierce  the  block 
as  it  arrives  near  the  saw,  oj-  at  2",  by  which  time  the  other  two 
dogs  *',  which  hold  the  block  thus  far,  are  withdrawn;  thus  but 
two  dogs,  together -with  the  teeth  ?,  carry  a  block  around.  It 
must  be  observed  that,  to  give  the  proper  taper,  the  beds  P,  P 
slope  inward  and  downward  from  the  saws  the  angle  required. 
As  the  block  always  bears  against  this  bed  as  it  meets  the  saws, 
the  taper  necessarily  results.  The  block  is  sawed  alternately  from 
end  to  end,  giving  the  thin  and  thick  ends  of  shingles,  alternately 
from  each  end  of  the  block.  As  soon  as  one  shingle  is  cleared, 
it  drops,  and  the  dogs  i,  now  holding  the  block,  are  withdrawn 
(by  cams  n',  «"),  and  the  block  drops  a  distance  equal  to  the 
thickness  of  the  shingle  just  formed  on  the  bed  Zf,  and  is  in  the 
exact  position  to  meet  the  next  saw,  just  before  clearing  which, 
two  dogs,  /,  quickly  clamp  it,  and  hold  it  until  past  this  saw. 

Thus  it  may  be  seen  that  a  block  placed  on  one  of  the  tables. 
and  the  machinery  being  in  motion,  the  machine  will  convert  it 
into  shingles  without  further  manual  assistance. 

The  claims  of  the  patent  are — 

"I.  Plat 
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saws  O,  O  (or  a  single  saw),  in  such  a  manner  that  the  blocks  will  be  car- 
ried continuously  forward,  and  be  automatically  operated  upon  to  convert 
them  into  shingles,  substantially  as  herein  set  forth. 

"  2.  I  also  claim  the  arrangement  of  the  weighted  levers  H^  H,  the  fast- 
ening teeth  1,  1,  and  the  inclined  planes  /,  /,  with  each  other,  and  with  the 
inclined  tables  p,  /,  and  the  outer  series  of  teeth  in  the  ledge  r,  substan- 
tially as  herein  set  forth. 

"3.  I  also  claim  presenting  the  sides  of  the  fibers  of  the  wood  to  the 
action  of  the  saws  in  the  sawing  of  shingles  or  equivalent  articles,  for  the 
purpose  of  giving  them,  smoother  surfaces  than  can  be  produced  by  the 
usual  mode  of  sawing,  substantially  as  herein  set  forth.' 


*t 


It  seems  that,  while  experimenting  on  his  machinery  for  sawing 
shingles,  Evarts  invented  and  put  into  use  a  machine  known  as 
his  "  hand-machine,"  which  accomplished  the  results  described 
in  his  patent  which  he  afterward  obtained  on  his  automatic  ma- 
chine, but  which  did  not  contain  the  devices  just  as  claimed  in 
the  patent,  though  undoubtedly  the  invention  of  the  patentee. 
This  hand-machine  the  defendants  were  using.  They  contended 
that  it  did  not  infringe  complainants'  patent,  and  that  it  was 
abandoned  to  the  public. 

L.  L.  Coburn,  for  complainants. 
West  <&  Bond,  for  defendant. 

Blodgett,  J. 

This  suit  is  brought  to  recover  damages  for  an  alleged  infringe- 
ment of  a  patent  for  an  improvement  in  shingle-machines,  issued 
to  H.  H.  Evarts,  dated  October  1,  1854,  anc*  extended  for  a  term 
of  seven  years  from  October  1,  1868. 

The  title  to  the  patent  is  admitted  to  be  in  the  complainants ; 
and  it  is  admitted  that  the  defendant  has  manufactured  shingle- 
machines  since,  the  extension  of  the  patent,  which  complainants 
claim  infringe  their  patent.  With  these  admissions,  the  only  ques- 
tions made  upon  the  argument  of  the  case  are  :  First.  Is  the  com- 
plainants' patent  void  for  want  of  novelty?  Second.  Is  the  ma-« 
chine  made  by  the  defendant  substantially  embraced  in  the  patent 
(issued  to  the  complainant  Evarts)  ? 

The  claims  in  the  patent  are  as  follows : 

"  1.  Placing  the  blocks  to  be  sawed  into  shingles  in  a  rotating 
carriage,  which  is  combined  with  the  inclined  tables  p,  p  (or  a 
single  table),  with  saws  O,  O  (or  a  single  saw),  in  such  a  manner 
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that  the  blocks  will  be  carried  continuously  forward  and  be  auto- 
matically operated  upon  to  convert  them  into  shingles,  substan- 
tially as  herein  set  forth." 

This  claim  includes  and  covers,  then,  this  rotating  carriage, 
with  the  saws  which  are  shown,  and  the  inclined  tables,  the  func- 
tion of  which  is  to  give  the  slant  or  pitch  to  the  blocks,  so  as  to 
saw  alternately  butts  and  points. 

The  second  claim  is : 

"  2.  I  also  claim  the  arrangement  of  the  weighted  levers  //,  Hy 
the  fastening  teeth  /,  /,  and  the  inclined  planes  /,  /,  with  each 
other,  and  with  the  inclined  tables  /,  /,  and  the  outer  series  of 
teeth  in  the  ledge  r,  substantially  as  herein  set  forth." 

These  two  claims  refer,  it  would  seem,  clearlv  to  the  elements 
contained  in  the  rotating  carriage,  and  to  nothing  else. 

"  3.  I  also  claim  presenting  the  sides  of  the  fibers  of  the  wood 
to  the  action  of  the  saws  in  the  sawing  of  shingles  or  equivalent 
articles,  for  the  purpose  of  giving  them  smoother  surfaces  than 
can  be  produced  by  the  usual  mode  of  sawing,  substantially  as 
herein  set  forth." 

It  would  seem,  from  the  evidence  in  the  case,  that  up  to  the 
time  that  the  patentee  commenced  his  experiments,  nearly  or  quite 
all  the  shingles  used  in  this  country  were  made  by  the  process  of 
riving  and  shaving ;  and  although  several  inventors  had  devised 
machines  for  sawing  shingles,  none  of  them  had  been  able  to 
produce  sawed  shingles  which  were  acceptable  in  the  market,  or 
which  could  be  made  to  supersede  the  shaved  shingles  in  use. 
The  leading  characteristic  of  the  complainants'  machine  consists 
in  presenting  the  side  of  the  fiber  of  the  block  to  be  cut  into 
shingles  to  the  saw,  instead  of  the  end. 

After  a  series  of  experiments  involving  this  principle,  Mr.  Ev- 
arts  made  and  put  in  use  a  machine  substantially  like  that  now- 
made  by  the  defendant,  and  which  is  popularly  known  to  the 
trade  as  the'-'Evarts  Hand-machine,",  of  which  exhibit  C  is  a 
model.  Upon  this  machine  he  took  out  no  patent,  unless  it 
be,  as  it  is  now  contended,  covered  by  his  patent  of  October  1, 

i854- 
After  making  this  machine  and  introducing  it  to  the  public, 

and  also  introducing  its  products  into  the  market  to  a  considera- 
ble extent,  Mr.  Evarts  made  what  he  deemed  his  perfected  ma- 
chine, upon  which  he  obtained  the  patent  set  forth  in  the  bill. 


NOVEMBER,    1873.  59I 


Evarts  v.  Ford. 


It  is  evident  from  his  conduct,  and  the  specification  of  his  pat- 
ent and  the  claims,  that  Mr.  Evarts  considered  all  he  had  accom- 
plished up  to  this  point  as  mere  experiments. 

He  says  in  his  specification  : 

44  The  first  general  feature  of  my  invention  consists  in  a  rotating 
carriage,  arranged  in  connection  with  tables  inclined  in  opposite 
directions,  and  with  circular  saws,  in  such  a  manner  that  the 
bolts  of  wood  placed  in  said  carriage  will,  one  after  the  other, 
be  continually  operated  upon,  cutting  the  thick  end  of  the  shin- 
gle first  from  one  end  of  a  bolt,  and  the  thick  end  of  the  next 
in  succession  from  the  opposite  end  of  said  bolt,  and  thus  alter- 
nate until  the  bolt  is  sawed  down  as  thin  as  it  can  be  safely 
operated  upon. 

44  The  second  feature  of  my  invention  consists  in  presenting  the 
side  of  a  bolt  of  wood  to  the  saws,  instead  of  the  end  thereof,  for 
the  purpose  of  producing  thereby  shingles  with  much  smoother 
surfaces  than  can  be  produced  by  advancing  the  end  of  the  bolt 
to  the  saw  in  the  usual  manner." 

In  his  experiments,  Mr.  Evarts  first  fastened  the  shingle-bolt  to 
a  long  lever  or  beam,  vibrating  upon  its  center  like  a  walking 
beam,  so  that  the  bolt  could  be  brought  down  in  contact  with  a 
vertical  circular  saw,  so  as  to  present  the  side  of  the  bolt  to  a 
saw.  By  this  experiment,  he  satisfied  himself  that  he  could  pro- 
duce smooth-sawed  shingles  by  that  method  of  sawing.  He  then 
produced  the  hand-machine.  He  also  met  with  serious  difficulty 
by  the  kinking,  buckling,  or  sagging  of  his  saw,  and  to  overcome 
these  difficulties  he  improved  the  saw,  so  that  its  center  was 
strengthened  by  a  reinforcing  plate,  and  the  saw-plate  beveled 
toward  the  outer  edge,  whereby  it  was  made  stronger,  and  its 
buckling,  kinking,  and  sagging  prevented. 

He  finally  produced  the  rotating  machine,  which  he  patented, 
evidently  deeming  that  the  crowning  embodiment  of  his  inven- 
tion. 

The  evidence  shows  that,  while  making  these  experiments,  Mr. 
Evarts  was  embarrassed  by  want  of  means,  and  that  he  was  in 
fact  obliged  to  dispose  of  a  large  interest  in  his  patent  to  get  the 
means  with  which  to  construct  his  first  machine,  and  demonstrate 
its  utility,  by  the  manufacture  of  shingles,  and  placing  them  upon 
the  market  in  competition  with  shaved  shingles. 

After  obtaining  his  patent,  Mr.  Evarts  continued  to  manufac- 
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ture  machines  and  shingles  until  side -sawn  shingles  have  nearly 
or  quite  superseded  the  shaved  shingles  in  the  market ;  but  what 
seems  remarkable  in  the  history  of  the  invention  is  the  fact,  well 
established  by  the  evidence  in  this  case,  that  the  hand-machine — 
the  second  step  apparently  of  the  inventor  toward  his  perfected 
and  patented  machine — is  the  machine  which  is  most  in  use,  and 
probably  of  the  most  practical  utility  at  this  time  in  the  manufac- 
ture of  shingles. 

This  machine  the  defendant  makes  and  sells ;  and  while  he,  in 
effect,  admits  that  Mr.  Evarts  was  the  inventor,  he  denies  that  he 
has  so  secured  his  invention  by  his  letters  patent  as  to  have  the 
exclusive  right  of  manufacture.  And  the  question  to  be  decided 
in  this  case  is,  whether  this  hand-machine  is  covered  by  the  pat- 
ent ;  in  other  words,  after  constructing  the  machine,  in  which  he 
fastened  the  shingle-block  vertically  to  the  end  of  a  lever,  and 
brought  it  down  in  contact  with  a  circular  saw,  which  revolved 
vertically,  and  became  satisfied  that  the  side-cut  with  a  circular 
saw  would  produce  a  shingle  nearly,  if  not  quite,  as  smooth  as  a 
shaved  shingle,  Mr.  Evarts  then  set  about  devising  a  more  com- 
pact and  easily  managed  machine  for  the  purpose  of  applying  the 
principle  of  side -cutting ;  and  his  first  effort  in  that  direction  was 
this  machine,  which  is  now  manufactured  by  the  defendant,  and 
upon  which,  as  a  specific  machine,  he  never  obtained  a  patent 

The  first  and  second  claims  of  the  patent  have  special  refer- 
ence to  the  rotating  machine,  and  if  the  defendant's  machine  is 
found  at  all  in  the  patent,  it  must  be  in  the  third  claim,  which  is 
as  follows : 

u  I  also  claim  presenting  the  sides  of  the  fibers  of  the  wood  to 
the  action  of  the  saws,  in  the  sawing  of  shingles  or  equivalent 
articles,  for  the  purpose  of  giving  them  smoother  surfaces  than 
can  be  produced  by  the  usual  mode  of  sawing,  substantially  as 
herein  set  forth." 

This  claim,  if  literally  construed,  calls  for  a  result  which  can 
not  be  allowed  under  the  patent  law  ;  but  I  think  a  fair  and  lib- 
eral interpretation  should  be  given,  and  I  construe  this  as  a  claim 
for  the  mechanism  by  which  the  result  is  attained ;  or,  in  other 
words,  the  mechanism  by  which  the  sides  of  the  fibers  of  the 
block  are  presented  to  the  saw,  as  set  forth  in  the  specifications. 
I  say  this,  because  the  idea  of  sawing  shingles  lengthwise  of  the 
grain  or  fiber,  in  order  to  make  a  smoother  cut,  was  not  new  or 
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original  with  Mr.  Evarts.  He  may  have  made  the  first  and  best 
machine  for  making  sawed  shingles,  by  cutting  them  with  the 
fiber ;  but  he  was  not  the  first  to  put  forward  the  idea  of  side- 
sawing.  His  machine  seems  to  have  depended  for  its  success 
upon  other  elements  than  the  side-cutting  alone. 

Simon  Wood,  in  1829;  William  Bell,  in  1S38,  and  Manasseh 
Andrews,  in  1839,  had  already  made  machines  which  cut  length- 
wise of  the  grain,  and  were  applied  to  the  sawing  of  shingles,  or 
x>f  staves,  or  kindred  articles  ;  and  a  machine  was  also  constructed 
in  Maine,  which  is  testified  to  by  the  witness  William  Smith,  but 
the  form  of  which  is  not  exhibited,  showing  that  the  same  idea 
was  applied  in  the  mechanism  for  a  shingle-machine  used  in 
Maine,  in  1834.  So  that  producing  a  smooth  surface  by  a  side- 
cut  was  not  a  new  idea,  upon  which,  as  a  result,  Mr.  Evarts  could 
have  obtained  a  patent. 

The  important  question,  then,  is:  Do  we  find  in  the  hand- 
machine  the  particular  mechanism,  or  device,  by  which  this  side 
presentation  is  accomplished*,  as  u set  forth"  in  the  patent?  In 
the  patent,  this  result  is  accomplished  by  placing  the  blocks  in 
th^  rotating  carriage,  where  they  are  automatically  griped  or 
dogged,  and  carried  forward  by  the  motion  of  the  carriage  to 
the  saw.  The  mechanism  which  does  this  work,  is  the  rotating 
carriage  and  the  dogging-teeth  r.  and  /.  In  the  hand-machine, 
the  side  presentation  is  accomplished  by  means  of  a  reciprocating 
carriage,  into  which  the  block  is  fastened,  and  the  carriage  is 
then  shoved,  or  pushed  forward,  by  the  hand  of  the  operator, 
along  a  tramway,  so  as  to  bring  the  side  of  the  block  in  contact 
with  the  saw.  The  dogging  or  fastening  of  the  blocks  in  the 
carriage  or  frame  is  done  by  the  operator,  and  not  automatically 
by  the  machine  itself,  and  the  movement  of  the  block  against  the 
saw  is  here  made  by  the  hand  of  the  operator. 

These  two  mechanisms,  to  my  mind,  have  nothing  in  common, 
except  it  be  the  result,  which  can  not  be  patented.  The  two  de- 
vices seem  to  me  to  be  radically  different.  In  the  patent  the 
block  travels  on  the  radius  of  a  circle  and  approaches  the  saw, 
and  is  operated  upon  it,  not  exactly  sidewise,  but  by  a  partial  end 
and  partial  side  presentation — a  sort  of  diagonal  or  quartering 
cut.  This  is  a  necessary  incident  of  the  rotating  machine,  and 
the  degree  of  quartering  or  end  cut  in  the  rotating  machine,  which 
vol.  vi — 38 


594  NORTHERN    DISTRICT    OF   ILLINOIS. 


Evarts  v.  Ford. 


must  be  given  to  the  block,  depends,  of  course,  upon  the  length 
of  the  radius.  The  rotating  carriage  differs  from  the  recipro- 
cating carriage  as  essentially  as  the  rotating  or  circular  saw  differs 
from  the  reciprocating  saw. 

When  a  shingle  has  been  cut  in  the  hand-machine,  the  carriage 
must  be  brought  back  over  the  saw  and  the  block  dropped  upon 
the  tilting  table  ;  the  table  tilted  to  give  a  slant  to  the  next  shingle 
and  the  block  redogged,  then  it  is  ready  to  cut  another  shingle. 
All  this  is  avoided  in  the  rotating  machine. 

My  conclusion,  then,  is  that  the  two  devices  are  essentially  dif- 
ferent in  their  mode  of  operation.  I  have,  I  must  be  permitted 
to  say,  reluctantly  come  to  the  conclusion  that  the  third  claim  of 
the  patent  does  not,  by  any  fair  construction  or  interpretation,  in- 
clude the  mechanism  made  by  the  defendant.  I  say  I  come 
reluctantly  to  this  conclusion,  because  the  evidence  before  me 
shows  to  my  satisfaction  that  this  hand-machine  is  of  great  prac- 
tical value — that  it  was  the  actual  invention  of  Mr.  Evarts,  and 
that  it  has  worked  a  revolution  in  the  manufacture  of  shingles ; 
but  he  can  take  no  more  by  his  patent  than  he  has  claimed,  and 
as  it  is  not  claimed  or  described  by  apt  words  in  the  patent,  he 
must  be  held  to  have  abandoned  it  to  the  public. 

As  I  stated  just  now,  I  have  no  doubt  from  the  proofs  that  Mr. 
Evarts  made  what  was  really  the  first  practical  machine  for 
making  smooth-sawed  shingles,  which  could  and  did  compete 
successfully  in  the  market  with  the  shavea*  article ;  but  I  think 
his  success  largely  attributable  to  other  elements  of  his  machine, 
as  well  as  to  the  side-cutting.  Others  had  cut  with  the  grain,  but 
their  machines  were  not  generally  acceptable  to  the  public.  To 
my  mind  his  improved  saw  and  his  simple  device  of  the  tilting 
and  inclined  tables  had  much  to  do  with  his  success,  and  made 
his  machine,  as  a  whole,  practicable,  and  enabled  him  to  make 
cheap  and  valuable  shingles.  Yet  the  saw,  in  its  improved  form, 
is  not  noticed  in  his  specification,  either  as  an  original  invention 
or  as  an  improvement,  in  combination  with  the  other  parts  of  the 
machine.  If  he  can  now  claim  the  hand-machine,  as  covered  by 
his  patent,  why  may  he  not  also  come  back  hereafter  and  claim 
the  beveled  saw  ?  or,  if  some  person  shall  see  fit  to  saw  shingles 
by  the  old  walking-beam  or  tilting  lever,  why  may  he  not  also 
claim  that  his  patent  covers  the  use  of  that,  as  it  is  one  of  the 
steps  by  which  he  accomplished  his  result  in  the  rotating  ma- 
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chine.  I  mention  this  only  by  way  of*illustration.  Mr.  Evarts 
used  all  these  in  his  experiments,  but  abandoned  them,  or  at  least 
must  be  held  to  have  abandoned  them,  when  he  had  devised  what 
he  deemed  to  be  his  fully  matured  machine.  If  he  had  wished  to 
cover  his  initial  steps  by  patents,  he  could  have  done  so  after  the 
example  of  many  other  inventors ;  but  not  having  done  so,  these 
must  be  deemed  to  have  been  surrendered  to  the  public,  although 
probably  more  valuable  now  than  the  elaborate  machine  which 
he  patented.     The  bill  is  therefore  dismissed. 

I  should  say,  in  addition,  gentlemen,  that  this  case  was  heard 
mainly  upon  the  evidence  on  the  application  for  the  extension  of 
the  patent  before  the  commissioner  ;  and  much  stress  is  laid  upon 
the  opinion  of  Judge  Foote,  who  granted  the  extension.  I  have 
not  considered  that  opinion  as  binding,  because  there  it  was  not 
a  question  of  infringement ;  but  the  question  was,  whether  this 
was  a  patentable  device  under  the  state  of  the  art  as  it  then  stood. 
Of  course,  the  opinion  of  the  commissioner  is  entitled  to  great 
weight  upon  that  question  as  it  was  presented  ;  but  upon  the  ques- 
tion of  infringement  I  do  not  consider  that  it  should  have  any 
special  weight,  because  the  point  of  infringement  was  not  before 
the  commissioner. 


Alonzo  L.  Gear 


vs. 


F.  M.  Holmes  et  al.     In  Equity. 

Effect  of  words  "  to  be  held  to  the  full  end  of  the  term  for  which  said  let- 
ters patent  are  or  may  be  granted, "  when  used  in  the  habendum  of  the 
deed,  reconsidered. 

Where  the  assignor,  from  whom  complainant  derived  title,  had  never  done 
anything  with  the  patent,  in  the  state  where  the  suit  is  pending,  during 
its  extended  term,  and  defendants  bought  their  machines  in  ignorance 
of  his  rights,  and  the  existence  of  the  machines  now  set  up  as  prior 
to  -the  patent  was  the  subject  of  different  issues  from  those  in  the 
former  6uit  on  the  patent,  in  which  its  validity  was  sustained :  Held, 
that  the  court  would  not,  upon  preliminary  motion,  enjoin  the  defend- 
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ants  from  using  the  machines,  but  that  the  court  would  have  acted 
differently  if  it  had  appeared  that  the  defendants  were  not  responsible. 

Held,  also,  that  if  the  court  were  sitting  in  any  other  state,  it  would  grant 
an  injunction  against  users  of  the  machines  there,  as  the  assignor's 
neglect  would  not  affect  complainant's  rights  in  a  state  where  com- 
plainant's title  was  not  derived  through  him. 

(Before  Shepley,  J.,  District  of  Massachusetts,  December,  1873.) 

Motion  for  provisional  injunction. 

Suit  brought  upon  letters  patent  for  "  a  machine  for  turning 
and  cutting  irregular  forms,"  granted  Nathaniel  Gear,  November 
8,  1853,  and  extended  seven  years  from  the  expiration  of  the 
original  term.  The  same  patent  was  sued  upon  in  the  case  of 
Gear  v.  Grosvenor,  reported  in  this  volume,  p.  314. 

The  complainants  in  that  suit  had  received  an  assignment  from 
Nathaniel  Gear,  the  patentee,  in  1867,  of  all  his  right  in  the  ex- 
tension of  the  patent.  Subsequently  to  the  decision  above  referred 
to,  the  decision  of  the  Supreme  Court  in  the  late  case  of  the 
Nicolson  Pavement  Company  v.  yenkins  was  brought  to  the 
attention  of  this  court,  and  inasmuch  as  the  Supreme  Court  there 
held  that  the  conveyance  by  an  inventor  of  all  his  right  in  the 
invention  to  be  held  "  to  the  full  end  of  the  term  for  which  said 
letters  patent  are  or  may  be  granted,"  carried  the  extension  to  his 
assignee,  this  court,  upon  a  rehearing  of  the  case,  held  that  a 
conveyance  made  by  Nathaniel  Gear,  of  his  right  in  the  invention 
in  Massachusetts,  to  one  T.  D.  Scott,  in  1853,  carried  the  exten- 
sion of  his  patent  to  him,  and  that  therefore  the  former  decision 
for  the  plaintiffs  should  be  reversed,  and  from  this  decree  plaint- 
iffs appe'aled  to  the  Supreme  Court. 

In  the  suits  now  before  the  court,  the  plaintiff  shewed  that  he 
had  bought  the  title  of  T.  D.  Scott,  and  that  the  patent  had  been 
sustained  by  a  decision  ofthe  United  States  Circuit  Court  in  Vir- 
ginia. The  defendants  introduced  affidavits  of  various  persons 
to  prove  foUr  defenses:  1.  That  Nathaniel  Gear  was  not  the  in- 
ventor, but  fraudulently  took  the  invention  from  one  Ball,  who 
did  work  for  him  on  machines ;  2.  That  a  similar  machine  was 
in  use  in  Cincinnati  in  1852,  which  was  made  by  Steptoe  &  Mc- 
Farkm,  manufacturers  of  machinery  there ;  3.  That  a  similar 
machine  was  in  use  in  Connecticut  in  1852 ;  ^  That  a  similar 
machine  was  in  use  in  Zanesville,  Ohio,  between  184S  and  1851. 
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The  defendants  had  also  filed  twelve  affidavits  in  former  suits, 
to  the  effect  that  a  similar  machine  was  in  use  in  a  certain  build- 
ing in  Philadelphia,  by  Hart,  Ware  &  Co.,  in  1851,  but  this  de- 
fense was  abandoned  when  the  complainant  showed  that  they  did 
not  occupy  that   building   until   1852.     The  defendants  further 
showed  that  the  complainant  had  sold  a  large  number  of  these 
machines  in  Massachusetts  before  he  acquired  Scott's  title,  which 
the  complainant  showed  that  he  did,  supposing  he  owned  the  title 
under  N.  Gear's  assignment  to  him  in  1867.     The  defendants  fur- 
ther showed  that  Scott  had  never  exercised  any  rights  under  the 
extension  of  the  patent  in  Massachusetts,  and  that  they  had  bought 
their  machines  in  ignorance  of  the  existence  of  the  patent. 

T.  JL.  Livermore^  for  complainant. 

Chauncey  Smith  and  D.  H,  Rice,  for  defendants. 

Shepley,  J. 

Shepley,  J.,  said  that  he  never  before  had  had  any  evidence, 
other  than  the  patent  itself,  that  Nathaniel  Gear  invented  the  pat- 
ented machine  ;  but  that  the  affidavit  of  Ball  and  others  satisfied 
him  now  that  Nathaniel  Gear  did  invent  it,  notwithstanding  any- 
thing he  himself  might  now  say ;  but  that  whether  he  was  the 
first  inventor,  he  did  not  now  decide.  Upon  this  point,  he  said 
that  he  did  not  believe  that  the  Cincinnati  machine  existed,  for 
the  reason  that  the  evidence  was  that,  in  1859,  tne  owners  of  the 
patent  had  exhibited  the  patented  machine  jn  Cincinnati,  and 
invited  the  wood-workers  there  to  buy  it ;  that  at  this  time  Step- 
toe  &  McFarlan  exhibited  a  machine  of  their  manufacture,  of 
another  kind,  for  the  same  work,  and  that  the  two  machines 
were  run  in  competition  beside  each  other,  in  the  presence  of  a 
large  number  of  furniture  manufacturers  and  wood-workers  of 
Cincinnati,  and  that  the  result  of  it  was  that  they  all  purchased 
the  patented  machine  ;  and  that  he  did  not  believe  that  Steptoe  & 
McFarlan  would  have  permitted  themselves  to  be  thus  outsold  in 
their  own  market  if  they,  in  fact,  had  made  a  machine  like  the 
patented  one,  before  Nathaniel  Gear  got  the  patent  for  it. 

The  affidavits  had  raised  fair  issues  in  his  mind  as  to  whether 
the  Zanesville  and  Connecticut  machines  did  really  exist  before 
the  patent  was  granted,  and  that  he  thought  these  were  issues 
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which  required  a  full  investigation  on  a  final  hearing.     He  fur- 
ther said  that  in  the  former  case  of  Gear  et  al.  v.  Grosvenor  et 
al.,  believing  that  the  law  should  be  construed  as  designing  that 
extensions  of  patents  were  to  inure  to  the  benefit  of  the  inventor, 
and  not  his  assignees,  and  that  therefore  his  assignments,  made 
during  the  original  term  of  the  patent,  ought  to  be  construed  with 
all  the  strictness  applicable  to  the  construction  of  deeds,  so  as,  it 
possible,  to  exclude  the  extension  from  the  subject-matter  con- 
veyed, he  had  held  that   the  conveyances  of  Nathaniel  Gear, 
during  the  original  term  of  the  patent  relied  upon  by  the  defend- 
ants, did   not  carry  the  extension  in  Massachusetts,  and  that, 
therefore,   it   remained   his,  and  was  conveyed  by  him   to  the 
plaintiff'  in   1867;    but  that,  subsequently,  the  case  of  the  JVic- 
olson  Pavement  Company  v.  Jenkins  had  been  brought  to  his 
notice  by  the  defendants,  and  that  the  Supreme  Court  had  chosen 
in  that  case  to  take  the  ground,  that  assignments  of  inventions  by- 
inventors  should  be  construed  in  the  loosest  way,  and,  disregard- 
ing what  it  termed  the  technicalities  applicable  to  the  construction 
of  deeds,  had  held  that  such  assignments  were  to  be  construed  in 
the  same  way  as  common  contracts,  and  that  the  use  of  the  word 
"  invention,"  in  conjunction  with  the  habendum, kt  to  be  held  to  the 
full  end  of  the  term  for  which  said  letters  patent  are  or  may  be 
granted,"  would  carry  the  extension  ;  that  he  was  bound  to  follow 
this  decision.    And  that  inasmuch  as  the  assignment  of  Nathaniel 
Gear  to  Scott,  in  1853,  which,  though  in  the  record,  had  not  been 
so  brought  to  his  notice  as  to  receive. his  consideration,  was  now 
brought  to  his  notice,  he  was  obliged  to  hold  that  the  use  of  the 
word  u  invention"  in  it  carried  the  extension  of  the  patent  in  Massa- 
chusetts to  Scott ;  that  the  plaintiff  now  relied  upon  the  title  which 
he  had  obtained  from  Scott's  administrator  among  others,  and  for 
the  purposes  of  this  hearing  must  be  held  to  rely  on  Scott's  title, 
and  therefore  was  subject  to  all  the  equities  that  might  have  been 
set  up  against  Scott  himself,  if  he  were  plaintiff;  that  upon  this 
state  of  the  law,  inasmuch  as  Scott  had  never  done  anything 
with  the  patent  in  Massachusetts  during  its  extended  term,  and 
these  defendants  had  bought  their  machines  in  ignorance  of  his 
rights,  through  his  neglect  to  make  them  known,  and  the  exist- 
ence of  the  machines,  now  set  up  as  prior  to  the  patent,  was  the 
subject  of  different  issues  from  those  in  the  former  suit  on  the 
patent,  where  other  machines  were  set  up  as  prior  to  the  patent, 
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and  its  validity  was  sustained,  the  court  would  not  enjoin  these 
defendants  from  using  the  machines  before  the  issues  raised  had 
been  tried  on  a  final  hearing ;  that  the  court  would  have  acted 
differently,  if  it  had  been  shown  that  these  defendants  were  not 
responsible,  and  able  to  pay  damages  which  plaintiff  might  re- 
cover against  them  on  the  final  hearing ;  but  that  as  it  was  not 
suggested  that  they  were  not  responsible,  no  irreparable  injury 
would  result  to  the  plaintiff  by  the  use  of  the  machines  during 
the  pendency  of  the  suit.  But  that  if  the  court  were  sitting  in 
any  other  state,  it  would  grant  injunctions  against  users  of  the 
machines  there,  because  Scott's  neglect  would  not  affect  the 
plaintiff's  rights  in  states  in  which  the  title  was  not  derived 
from  him ;  and  further,  that  the  court  would  grant  injunctions 
against  any  manufacturers  of  the  machines,  in  this  or  other 
states,  in  suits  by  this  plaintiff  against  them. 


Andrew  H.  Hammond  et  al. 


vs. 
The  Mason  and  Hamlin  Organ  Company.     In  Eqjjity. 

Where  a  patentee  applied  for  a  patent  on  a  new  combination  of  parts, 
which  parts  had  before  been  patented  by  him,  and,  at  the  time  of  such 
,  application,  granted  the  defendants  the  exclusive  right  to  make,  use, 
and  vend  under  the  patent  for  the  parts  as  such ;  also,  by  another  coil- 
tract,  the  right  to  make,  use,  and  sell  the  parts  in  the  particular  com- 
bination described  in  said  application,  without  limitation  of  time;  and 
a  patent  for  the  combination  not  having  been  granted,  the  assignees 
of  the  extended  term  of  the  patent  for  the  parts  bring  suit  against  de- 
fendants for  the  use  of  these  parts  in  said  combination :  Held,  that 
defendants'  contract  with  the  inventor  at  the  time  of  his  application 
for  a  patent  on  the  combination,  secured  them  the  right  to  make,  use,- 
and  sell  this  specific  combination,  without  reference  to  their  license 
under  the  patent  for  the  parts ;  that  as  they  use  only  this  specific  com- 
bination, they  are  not  liable  to  complainants,  and  it  is  unnecessary  for 
the  court  to  discuss  the  effect  of  the  licenses  under  the  original  term 
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upon  the  extended  term.     Defendants'  right  under  the  contract  was 
independent  of  the  existence  or  duration  of  their  licenses. 

(Before  Shkpley,  J.,  District  of  Massachusetts,  December,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "  improvement  in  melo- 
deons  or  reed  instruments,"  granted  Lafayette  Louis,  November 
18,  1856 ;  extended  and  reissued  to  £1  Dora  Louis,  as  his  admin- 
istratrix, July.  25,  1871,  and  afterward  assigned  to  complainants. 
The  material  facts  and  issues  are  sufficiently  set  forth  in  the  opin- 
ion of  the  court. 

J5.  B.  Valentine,  for  complainants. 

Whitney  <&  Betts,  for  defendants. 

Shepley,  J. 

This  is  a  bill  in  equity  by  the  .complainants,  as  assignees  and 
owners  of  the  letters  patent  reissued  to  El  Dora  Louis,  as  admin- 
istratrix of  Lafayette  Louis,  on  July  25, 1871,  for  an  improvement 
in  melodeons  or  reed  instruments,  consisting  of  the  application 
of  mechanism  to  produce  a  "tremolo"  in  the  musical  note  on 
said  instruments.  The  original  patent  to  Lafayette  Louis  was 
issued  November  *8,  1856. 

Defendants,  by  their  plea,  admit  that  they  manufacture  and  sell, 
in  connection  with  their  own  organs,  tremolo  attachments,  made 
precisely  in  accordance  with  the  specification,  drawing,  and  model 
of  an  application  for  letters  patent,  dated  September  25,  1868, 
made  by  Lafayette  Louis,  the  assignor  of  the  complainants. 
The  plea  admits,  for  the  purposes  of  this  hearing,  that  this 
mechanism  embodies  the  invention  described  in  the  patent  of 
said  Louis,  on  which  this  bill  in  equity  is  brought.  The  plea  sets 
up  a  justification  in  using  these  mechanisms  under  a  license  under 
the  original  patent  granted  by  Louis  to  Mason  &  Hamlin,  the 
assignors  of  these  defendants,  and  also  under  a  series  of  contracts 
between  Louis  and  the  defendants  themselves,  relating  to  the  spe- 
cific device  used  by  them. 

It  is  not  necessary  to  consider  the  questions  discussed  at  the  bar 
in  relation  to  the  license  set  up  in  the  plea  under  the  original  pat- 
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ent,  as  we  are  satisfied  that  the  defendants  are  protected  under 
their  agreements  with  Louis,  dated  September  25,  1868. 

It  appears  that  Louis,  prior  to  September  25,  1868,  made  an 
invention  of  a  combination  of  the  fan-tremolo  with  a  rotary  wind- 
wheel,  and  applied  for  a  patent  for  this  combination.  On  the 
same  day  he  entered  into  three  contracts  with  these  defendants. 
The  first  was  an  absolute  conveyance  to  the  defendants  of  all  his 
u  right,  title,  and  interest  in  and  to  said  invention  and  letters  pat- 
ent which  may  issue  therefor,"  and  authorized  the  Commissioner 
of  Patents  to  issue  said  patent  to  the  Mason  &  Hamlin  Organ 
Company,  as  the  assignees  of  all  his  right,  title,  and  interest  in 
and  to  said  invention  and  letters  patent.  The  second  agreement 
grants  to  the  defendants  the  right  to  make,  use,  and  sell  the  in- 
vention above  named,  and  assigned  to  them,  as  above  stated,  in 
connection  with  so  much  of  the  inventions  secured  by  the  letters 
patent  of  November  16,  1856  (on  which  this  suit  is  brought),  and 
by  a  patent  of  June  10, 1862,  "  as  is  contained  in  the  said  mechan- 
ism." The  defendants  agree  to  pay  a  royalty  for  each  and  every 
tremolo  mechanism,  substantially  the  same  as  that  described  and 
shown  in  the  said  application  and  accompanying  specifications, 
drawing,  and  model,  until  the  expiration  of  the  term  for  which 
the' said  letters  patent  shall  be  granted,  referring  to  the  letters  pat- 
ent for  which  application  was  on  that  day  made.  This  contract 
provided  for  one  contingency — that  was  the  granting  of  letters 
patent  on  the  application  then  made.  The  invention  and  the 
right  to  use  the  specific  mechanism  had  been  conveyed  to  the  de- 
fendants. If,  by  the  granting  of  letters  patent  to  them,  as  as- 
signees of  Louis,  they  should  obtain  the  exclusive  right  to  use  the 
invention,  then,  in  such  case,  they  were  to  pay  Louis  a  royalty  of 
one  dollar  for  each  tremolo  manufactured  by  them  during  the 
term  of  the  patent.  The  contingency  contemplated  did  not  hap- 
pen. Letters  patent  were  not  granted  for  the  combination  applied 
for.  The  third  agreement  provided  for  another  contingency, 
namely,  the  failure  of  the  defendants  to  obtain  a  patent  for  the 
invention  of  1868,  which  is  the  case  as  it  now  exists.  This 
agreement  provided  "  that,  whereas,  the  said  Louis  has  invented 
an  improvement  in  keyed  reed  musical  instruments,  and  has  this 
day  executed  his  application  for  the  grant  of  letters  patent  of  the 
United  States  to  secure  the  same,  and  has  also  made  and  executed 
an  assignment  thereof  to  the  said  Mason  &  Hamlin  Organ  Com- 
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pany,  and  a  license  to  make,  use,  and  sell  the  mechanism  de- 
scribed in  the  specifications,  drawings,  and  model  accompanying 
the  said  application,  under  letters  patent  originally  issued  as  No. 
16,094,  and  dated  November  18,  1856,  and  subsequently  reissued 
as  No.  2,498,  dated  February  26,  1867,  and  again  reissued  as  No. 
2,944,  dated  May  26,  1868,  and  also  under  letters  patent  numbered 
35,528,  and  dated  June  10,  1862:  now,  therefore,  in  consideration 
of  one  dollar  to  him  paid,  and  for  other  good  and  valuable  con- 
sideration, the  said  Louis  hereby  covenants  and  agrees  with  the 
said  company  that,  if  the  said  company  fail  to  procure  said  letters 
patent,  for  which  application  has  been  executed  as  aforesaid,  then 
he,  the  said  Louis,  will,  and  does  hereby  grant  unto  the  said  Ma- 
son &  Hamlin  Organ  Company  the  exclusive  right,  under  the  said 
letters  patent,  already  granted,  and  under  any  and  all  reissues 
thereof,  to  make,  use,  and  sell  the  specific  mechanism  described 
and  set  forth  in  the  said  executed  application,  and  the  specifica- 
tion, drawings,  and  model  accompanying  the  same." 

Taking  into  consideration  the  three  contracts,  it  is  plain  that 
Louis  had  invented  a  new  combination  of  the  old  parts  patented 
by  him.  He  applied  ipr  letters  patent  for  this  new  combination. 
He  conveyed  to  defendants  for  a  valuable  consideration,  and  un- 
conditionally, the  invention,  and  the  right  to  make,  use,  and  sell 
the  specific  mechanism  described  in  the  application,  including 
the  old  parts,  as  well  as  the  new  combination.  If  the  defendants 
succeeded  in  obtaining  a  patent  for  the  new  combination,  they 
were  to  pay  a  royalty  in  addition  to  the  consideration  they  had 
already  paid  for  the  invention.  But  if  no  letters  patent  could  be 
obtained,  the  defendants  were  none  the  less  the  owners  of  the 
right  to  make,  use,  and  sell  the  "  invention,"  and  "the  mechanism 
it  contains,"  and  u  the  specific  mechanism"  described  in  the  appli- 
cation. Independent  of  the  granting,  reissuing,  or  extension  of 
any  letters  patent,  without  limitation  of  time,  they  had  purchased 
and  taken  a  conveyance  of  the  right  to  make,  use,  and  sell  those 
specific  devices  in  that  specific  combination.  This  is  what  they 
do  use,  and  this  only,  and  this  they  have  a  right  to  use.  Their 
right  is  not  limited  to  the  term  of  the  original  patents,  embracing 
the  parts  of  the  combination.  It  is  true  that  the  third  contract, 
in  case  of  failure  to  obtain  a  patent  for  the  new  combination, 
grants  to  the  defendants  the  exclusive  right,  under  the  patents 
already  granted  for  the  parts,  to  make,  use,  and  sell  the  specific 
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mechanism  described  in  the  application  for  letters  patent  for  the 
new  combination.  But  they  had  the  right  to  use  this  specific 
mechanism.  The  license  under  the  old  patents  was  only  in- 
tended to  make  this  right  exclusive.  Their  exclusive  right  under 
them  might  end  with  the  expiration  of  the  term  of  the  old  pat- 
ents, but  their  right  was  independent  of  their  existence,  or  dura- 
tion. 


Bill  dismissed. 


Charles  L.  Potter 

vs. 

Oscar  L.  Thayer  et  al.     In  Eqijity. 

Patent  for  improvement  in  devices  for  attaching  the  shanks  to  mineral  and 
composition  buttons,  granted  Charles  L.  Potter,  December  13,  1870, 
construed. 

The  object  of  Potter's  invention  was  to  obviate  the  difficulty  which  had 
been  experienced  in  attaching  shanks  to  the  heads,  so  as  to  prevent 
their  becoming  loosened  by  the  operation  of  screwing  in  and  out  the 
button. 

If  the  difficulty  to  be  obviated  was,  that  the  circular  disk  attached  to  the 
shank  became  loosened  and  turned  in  the  circular  hole  in  the  opera- 
tion of  screwing,  it  required  no  invention  to  substitute  a  form  of  disk 
not  circular  for  the  old  circular  disk. 

Potter's  invention  consisted  in  making  a  hole  of  a  shape  that  could  be 
more  cheaply  and  easily  cut  than  the  square,  triangular,  or  polygonal 
hole,  and  would  at  the  same  time  prevent  the  loosening  of  the  disk. 

Defendants'  device,  using  a  disk  with  a  serrated  edge,  held  not  to  infringe. 
(Before  Shepley,  J.,  District  of  Massachusetts,  December,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  upon  letters  patent  for  "improvement  in  devices 
for  attaching  the  shanks  to  mineral  and  composition  buttons," 
granted  Charles  L.  Potter,  December  13,  1870. 

The  claim  of  the  patent  was  as  follows,  viz  : 
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"  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is 
that  improvement  in  the  means  for  fastening  shanks  to  mineral  and  other 
like  buttons,  which  consists  in  combining  a  cross-bar  b  with  a  base-plate  a, 
to  which  latter  the  shank  is  attached,  both  cross-bar  and  plate  being 
secured  to  the  button-head,  substantially  as  described." 

Defendants'  device  is  sufficiently  described  in  the  opinion  of 
the  court. 

JB.  J7,  Thurston  and  W.   W.  Swan,  for  complainant. 
C.  D.  Wright  and  y.  2?.  Maynadier,  for  defendants. 

Shepley,  J. 

Complainant  is  the  patentee  of  an  improvement  in  devices  for 
attaching  the  shanks  to  mineral  and  composition  buttons.  Oscar 
L.  Thayer,  one  of  the  respondents,  has  also  taken  out  a  patent, 
of  a  subsequent  date,  for  an  improvement  in  shirt-studs,  which 
related  to  the  method  of  securing  the  helical  screw  more  firmly 
to  the  button  of  a  shirt  stud,  by  means  of  teeth  formed  on  the 
edge  of  the  cup,  which  is  sunk  into  the  button.  The  method 
first  adopted  of  securing  the  helix  of  wire  to  a  shirt-stud,  or  but- 
ton, was  to  solder  the  wire  to  a  small  disk  of  metal.  This  disk 
was  then  dipped  in  cement,  and  pressed  closely  into  the  hole 
sunk  in  the  stud.  The  hardening:  of  the  cement  held  the  disk 
firmly  in  the  hole.  Afterward,  the  use  of  cement  was  dispensed 
with,  and  the  metal  disk  was  made  cup-shaped.  The  wire  was 
soldered  to  the  convex  side  of  the  cup-shaped  disk.  The  cup 
was  then  placed  in  the  hole  in  the  stud,  and  a  small  tool  was 
used  to  flatten  the  cup,  and  cause  its  edges  to  force  themselves 
into  the  material  of  the  stud. 

Defendant  makes  his  disk  and  places  it  in  the  hole  in  the  same 
way,  and  flattens  it  with  the  same  tool,  the  only  difference  being 
that  the  edge  of  his  disk  is  roughened  or  serrated,  to  overcome 
the  liability  of  the  disk  to  be  turned  in  the  hpie,  by  the  action  of 
screwing  the  helical  shank  into  the  hole  in  the  shirt.  The  com 
plainant  makes  use  of  the  same  device  of  a  disk  soldered  to  the 
shank,  to  be  inserted  in  the  same  way  into  a  circular  cavity  m 
the  bottom  of  the  button,  and  held  by  cement,  or  burnished  down 
at  the  edge  ;  but,  in  addition  thereto,  he  employs  a  metallic  cross- 
bar, which  is  soldered  to  the  plate  or  shank,  and  is  let  into  chan- 
nels cut  in  the  bottom  of  the  button,  radial  to  the  shank.    The 
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ends  of  the  cross-bar  are  also  begt  to  enter  holes  drilled  in  the 
button-head,  at  the  ends  of  such  channels.  The  object  of  the 
complainant's  invention  was  to  obviate  the  difficulty,  which  had 
been  experienced  in  attaching  such  shanks  to  the  head,  so  as  to 
prevent  them  from  becoming  loosened,  by  the  operation  of  screw- 
ing in  and  out  the  button.  Complainant  contends  that  defendants' 
serrated  disk  is  the  equivalent  of  his  combined  base-plate,  or  disk, 
and  cross-bar.  His  position  substantially  is,  that  any  projection 
from  the  periphery  of  the  disk  would  be  an  equivalent  of  his 
cross-bar.  If  his  patent  were  to  receive  a  construction  as  broad 
as  contended  for,  it  could  not  be  sustained,  for  it  would  then  be  a 
patent  for  substituting  for  a  circular  disk  that  turned  in  a  circular 
hole,  a  form  of  disk  and  hole  other  than  circular.  If  the  diffi- 
culty to  be  obviated  was,  that  the  circular  disk  attached  to  the 
shank  became  loosened  and  turned  in  the  circular  hole,  in  the 
operation  of  screwing  in  and  out  the  button,  it  required  no  inven- 
tion to  substitute  for  the  circular  disk  a  square  or  triangular  one, 
or  one  of  any  form  not  circular.  This  is  what  Thayer  has  done, 
and  it  is  very  difficult  to  see  sufficient  invention  to  support  his 
patent  for  a  mere  substitution  of  a  serrated  edge,  which  is  forced 
into  cavities  which  it  makes  in  the  button,  or  cavities  made  to 
receive  it,  for  the  circular  edge  which  had  been  before  used.  It 
required  no  invention  in  the  complainant  merely  to  substitute  a 
form  of  disk  not  circular  for  the  old  circular  disk.  This  is  what 
is  done  whenever  a  mechanic  uses  a  spline  or  fin  to  prevent  one 
thing  from  turning  upon  another.  The  complainant  did  not  do 
this  merely. 

With  reference  to  the  materials  to  which  his  shank  is  intended 
to  be  applied — "mineral  and  composition  buttons" — he  found 
that  there  were  practical  difficulties  in  making  the  hole  in  the 
stud  square  or  triangular  or  polygonal,  as  the  hole  could  only  be 
made  cheaply  by  boring.  But,  by  the  tools  in  common  use,  a  slot 
could  be  sawed  or  cut  across  the  hole,  and,  if  necessary,  other 
holes  bored  at  the  extremity  of  the  slot,  to  receive  the  bent  ends 
of  the  cross-bar,  which  fitted  into  the  slot.  For  this  combination 
his  patent  can  be  supported,  but  his  claim  can  not  be  sustained 
upon  a  construction  broad  enough  to  cover  any  form  of  disk  which 
is  not  circular.  As  it  required  no  invention  in  the  state  of  the  art, 
as  it  existed  at  the  date  of  the  complainant's  invention,  \o  substi- 
tute a  disk  with  a  serrated  edge  for  the  pld  disk  with  a  circular 
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edge,  and  as  this  is  all  that  the  defendants  have  done,  they  can  not 
be  considered  as  infringing  upon  his  patent,  which  is  for  the  com- 
bined cross-bar  and  disk,  both  disk  and  cross-bar  being  arranged 
as  described  in  his  patent. 

Bill  dismissed. 


Cyril  C.  Child 

vs. 

Boston   and  Fairhaven  Iron  Works  Company.    In 

Eqjjity. 

The  claim  of  defendants'  foreman  to  the  invention  of  complainant's  device 
is  only  one  more  of  the  too  frequent  instances  in  which  a  person  en- 
gaged as  a  mechanic  or  constructor,  in  embodying  the  inventor's  idea, 
in  a  material  form,  attempts  to  prove  that  he  was  the  first  inventor, 
because  he  made  or  aided  in  making  the  first  machine. 

The  three  elements  are  found  in  the  machine  for  forging  and  tempering 
file-blanks,  patented  by  George  Tomlinson,  under  English  patent  of 
June  14,  1864,  which,  considered  separately  and  apart  from  the  organ- 
ization in  which  they  are  incorporated,  the  results  of  the  organization 
and  the  mode  of  operation  in  the  combination  would  seem  to  be  the 
equivalent  for  the  vibrating  levers,  the  extensible  sleeves,  and  the  re- 
ciprocating type-bed  in  complainant's  combination. 

Old  elements,  placed  in  new  and  different  organizations,  producing  in  such 
new  organizations  new  results,  or  the  same  results,  by  a  new  and  dif- 
ferent mode  of  operation,  do  not  prevent  such  newly  organized  ma- 
chines from  being  patentable. 

In  the  operation  of  the  Tomlinson  file-machine,  the  gauge-bar  is  not 
moved  forward  or  retracted  by  the  extensible  vibrating  levers  in  the 
same  manner  as  the  type-bed  is  in  complainant's  press. 

The  organization  of  the  file-machine,  perfectly  adapted  to  its  purpose  and 
object  of  presenting  the  blanks  of  metal  in  a  proper  position  and  at  a 
suitable  time  to  the  rolls,  without  reference  to  regularity  or  uniformity 
of  movement  during  its  travel,  provided  the  gauge  presented  the 
blank  at  the  proper  time  to  the  rolls,  would  be  un suited  to  the  opera- 
tion of  a  printing-press,  where  a  regular  movement  of  the  type-bed 
during  its  progress  is  indispensable. 

An  arrangement  like  that  in  the  file-machine,  by  which  the  motion  of  the 
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gauge  backward  and  forward  is  controlled  by  the  motion  of  the  lower 
roll,  and  works  in  accordance  with  it,  would  be  impracticable  in  a 
printing  machine  of  the  class  to  which  complainant's  belongs. 

Complainant's  combination  was  patentable,  notwithstanding  the  use  of  its 
elements  with  a  different  operation  and  different  results,  in  an  earlier, 
though  different  organisation. 

In  the  application  of  the  extensible  lever  to  the  printing-press,  a  different 
operation  produces  a  different  result  from  that  in  case  of  the  link 
motion,  though,  in  many  organizations  of  machinery,  the  one  might 
be  a  mere  mechanical  equivalent  for  the  other. 

There  are  advantages  resulting  from  the  substitution  of  one  of  these  com- 
binations for  the  other,  which  are,  in  reference  to  the  object  and  pur- 
poses of  the  organization,  differences  of  operation — not  of  degree, 
but  of  kind. 

(Before  Shepley,  J.,  District  of  Massachusetts,  December,  1873.) 

Final  hearing  on  pleadings  and  proofs. 

Suit  brought  on  letters  patent  for  "improvement  in  printing- 
presses,"  granted  Charles  Montague,  December  21,  1869. 


No.  1. 
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Fig.  i  in  the  accompanying  engravings  represents  a  side  eleva- 
tion of  Montague's  machine,  as  shown  in  his  patent.  Fig.  2 
represents  an  end  elevation  ;  and  fig.  3  a  transverse  section, 
taken  through  the  line  X  X  of  fig.  2. 


The  following  description  is  taken  from  the  specification  : 

"A  represents  the  side  frames  of  the  machine,  connected  together  by 
girts  A',  and  B  is  the  type-bed,  mounted  upon  suitable  slides,  B  . 

"C  is  a  vibrating  lever,  made  in  two  parts,  and  attached  to  a  rocker- 
shaft,  D,  hung  in  bearings  near  the  bottom  of  the  frame,  paid  lever  being 
provided  with  an  extension  arm,  C,  fitted  to  slide  in  the  part  C,  the  upper 
end  of  said  arm  being  attached  to  the  bed  by  the  pin  a. 

"The  lever  C  is  also  provided  with  a  slot  or  groove,  b,  in  which  the 
block  c  is  fitted,  so  as  to  slide  freely  therein,  said  block  being  fitted  to  the 
wrist-pin  on  the  crank  E,  mounted  upon  the  inner  end  of  the  shaft  P,  ar- 
ranged to  rotate  in  suitable  bearings  provided  for  the  purpose. 

"G  is  a  spur  gear-wheel,  mounted  on  the  outer  end  of  the  shaft  F,  and 
is  acted  upon  by  the  pinion  F',  by  which  the  machine  is  driven. 

"//  is  an  intermediate  gear,  which  serves  to  transmit  motion  from  the 
driving  pinion  to  the  large  gear  H1,  mounted  upon  a  stud,  set  in  the  inner 
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No.  3. 


side  of  a  stand,  bolted  to  the  frame  in  such  a  manner  as  to  leave  a  free 
space,  in  which  the  gear  may  revolve,  and  carries  the  wrist-pin  dt  project- 
ing inwardly  from  the. inner  face  of  the  said  gear-wheel,  and  fitting  into 
the  slot  e,  made  in  the  gear-wheel  /. 

"The  gear  /is  mounted  on  the  shaft  f  of  the  cylinder  y»  the  two  gears 
being  so  arranged  as  to  revolve  side  by  side,  but  in  paths  eccentric  to  each 
other,  the  gear  /,  and  consequently  the  cylinder  j,  being  driven  by  the 
action  of  the  pin  d  in  the  slot  *,  the  form  of  the  slot  e,  and  the  amount  of 
eccentricity  between  the  two  gears  H'  and  /",  being  such  as  required  to  give 
to  the  cylinder  J  a  motion  that  shall  exactly  coincide  with  the  motion  of 
the  bed  B,  during  the  whole  time  of  taking  the  impression. 

"The  impression  cylinder  y  is  of  the  kind  usually  termed  a  "drum- 
cylinder,"  and  has  a  portion  of  its  circumference  cut  away,  or  reduced  to 
smaller  diameter,  in  the  usual  manner,  and  is  mounted  in  bearings  in  the 
radius  arms  or  levers  g9  g,  which  are  pivoted  to  the  frames  by  the  pins 
Ay  Ay  nearly  in  a  horizontal  position. 

"/,  /  are  two  bars  or  rods,  attached  by  their  upper  ends  to  the  movable 
ends  of  the  levers  g,  and  fitted  to  move  in  the  slides  j  (attached  to  the 
frames),  and  provided  with  pins  k  at  their  lower  ends,  which  fit  into  the 
cam-slots  /,  in  the  vibrating  levers  m  and  m'. 

"The  levers  m  and  m'  are  pivoted  to  the  frame,  and  are  connected  to- 
gether by  the  links  n  and  »',  and  the  lever  o  pivoted  to  the  rear  girt  by  the 
pin^. 

"The  lever  m  is  provided  with  a  horizontal  arm,  m9,  arranged  so  as  to 
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be  accessible  to  the  operator,  by  depressing  which  he  can  raise  the  impres- 
sion-cylinder at  any  moment,  and  prevent  the  sheet  from  being  printed. 

"The  lever  mx  is  provided  with  an  arm,  «■',  extending  downward  from 
its  fulcrum-pin,  against  which  the  cam  q  acts,  to  reverse  the  motion  of  the 
levers  m  and  m\  to  move  the  impression-cylinder  down  again  into  the 
proper  position  to  give  an  impression. 

44  L  is  the  feed-table,  and  M  is  a  crank,  by  means  of  which  the  machine 
is  operated. 

44  The  operation  of  my  machine  is  as  follows-: 

"The  sheets  are  placed  upon  the  inclined  feed-table  L.y  and  fed  to  the 
machine  in  the  usual  manner.  The  machine  being  6et  in  motion  by  operat- 
ing the  crank  M,  the  bed  B  is  made  to  reciprocate  upon  its  slides,  and,  by 
means  of  the  gearing,  rotating  in  eccentric  paths,  and  connected  by  pin  d 
and  slote,  the  impression-cylinder  is  made  to  revolve  in  exact  correspond- 
ence with  the  bed,  and  at  the  proper  time  in  the  revolution  of  the  impres- 
sion-cylinder, the  arm  u  comes  in  contact  with  the  pin  z>,  and  gives  a 
semi-revolution  to  the  nipper- shaft  5,  and  causes  the  nippers  to  catch  the 
sheet,  the  spring  u  serving  to  hold  the  nippers  firmly  onto  the  sheet,  when 
they  have  taken  hold  of  it. 

14  Just  at  this  point  the  bed  has  completed  its  motion  in  one  direction, 
and,  by  passing  under  the  full  or  impression  side  of  the  cylinder  y,  has 
given  an  impression  to  the  sheet  carried  by  it,  which  has  been  released 
and  caught  by  the  take-off  cylinder  JC. 

44  By  the  continuation  of  the  motion  of  the  crank-shaft,  the  bed  is  moved 
on  its  return  stroke,  passing  under  the  side  of  the  cylinder  that  is  cut  away 
or  reduced  in  diameter,  so  that  the  type  will  not  come  in  contact  with  the 
cylinder. 

44  As  the  machine  continues  to  revolve,  the  sheet  is  carried  around  with 
the  impression-cylinder,  and  carried  between  the  cylinder  and  bed,  and 
receives  an  impression,  and  when  the  impression-cylinder  has  arrived  at 
the  position  shown  in  fig.  4,  the  nippers  /  /  release  the  sheet  just  in  time 
to  allow  the  nippers  a1  a1,  attached  to  the  take-off  cylinder,  to  take  it  as 
they  close  upon  it  by  the  action  of  the  spring-hook  c\  upon  the  arms  y, 
on  the  end  of  the  nipper-shaft  w,  the  spring-hook  cl  being  thrown  into 
such  a  position  by  the  action  of  the  pin  d\  (inserted  in  the  end  of  the  cyl- 
inder 50,  that  the  arm  bx  will  come  in  contact  with  it,  and  cause  the  nip- 
pers to  make  a  semi-revolution,  the  combined  action  of  the  spring-hook  cl 
and  the  spring  ^  serving  to  effect  the  closing  of  the  nippers,  and  the  com- 
bined action  of  the  pin  <r  and  the  spring  ^  serving  to  open  the  nippers  at 
the  proper  time,  just  after  the  sheet  has  been  carried  under  the  friction-roll 
/",  which  conveys  it  to  the  fly,  not  shown  in  the  drawings." 


The  claim  upon  which  the  issue  was  made  is  quoted,  and  the 
material  facts  set  forth  in  the  opinion  of  the  court.  The  issue 
was  mainly  upon  the  novelty  of  the  invention  claimed  in  com- 
plainant's patent. 

JS.  P.  Brawn ,  for  complainant. 

7!  M.  Stetson,  for  defendant. 

Sheplky,  J. 

Letters  patent,  No.  98,087,  were  granted  December  21, 1869,  to 
Charles  Montague,  assignor  to  Cyri}  C.  Chile},  for  improvement 
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in  printing-presses.  This  invention  consisted  :  "  1.  In  the  use  of 
a  vibrating  lever  for  moving  the  type-bed,  constructed  in  two  parts, 
one  of  which  is  made  to  slide  out  and  in  to  the  other,  somewhat 
like  the  joints  of  a  telescope,  so  that  the  upper  end  of  the  lever 
may  be  attached  directly  to  the  under  side  of  the  bed  (dispensing 
with  the  use  of  a  link),  and  move  in  a  direct  line  with  the  bed, 
the  upper  portion  of  said  lever  moving  out  of  or  into  the  lower 
portion,  as  the  distance  of  the  fulcrum  of  said  lever  to  the  point 
of  attachment  to  the  bed  is  greater  or  less  in  the  different  parts 
of  the  movement  of  the  bed."  The  plaintiff's  claim  is  for  the 
extensible  vibrating  lever,  in  combination  with  a  reciprocating 
type-bed,  substantially  as  described. 

Defendants  admit  the  manufacture  and  sale  of  printing-presses 
containing  the  extensible  vibrating  lever,  in  combination  with  a 
reciprocating  type-bed,  as  described  in  complainant's  patent. 

The  answer  sets  up,  in  defense,  that  Montague  was  not  the 
original  and  first  inventor,  and  also  that  the  invention  set  forth 
in  the  plaintiff's  patent  had  freen  in  public  use  for  more  than  two 
years  before  the  application  of  Montague.  To  sustain  the  de- 
fense of  prior  knowledge  and  use,  respondents  undertake  to  prove 
that  one  B.  F.  Leonard  was  the  inventor.  Leonard  was  in  the 
employ  of  the  respondents  as  their  superintendent  at  the  time 
that  they  constructed  for  Montague  the  first  printing-press  known 
by  the  name  of  the  "extension  press,"  which  embodied  the  in- 
vention of  the  extending  vibrating  lever,  in  combination  with  the 
reciprocating  type-bed.  This  press  was  made  for  Byington  & 
Co.,  and  was  used  in  printing  the  Norwalk  Gazette  in  the  sum- 
mer of  1867,  and  it  is  clear,  from  the  evidence  in  the  record, 
that  Montague  had  conceived  the  idea  of  substituting  the  exten- 
sible vibrating  lever  for  the  lever  and  link  connection,  previously 
used  as  early  as  1865,  and  ha'd  made  drawings  in  that  year  clearly 
describing  the  invention,  although,  from  the  opposition  he  en- 
countered from  respondents,  who  were  then  building  his  presses 
under  contract  with  him,  he  did  not  embody  his  invention  in  a 
practical,  working  machine,  until  the  press  was  made  for  Bying- 
ton &  Co.,  in  1867.  Leonard  never  seems  to  have  claimed  to 
have  been  the  inventor  of  the  improvement  until  January,  1869, 
when  he  represented  in  his  caveat  that  he  had  made  certain  im- 
provements in  mechanism  for  operating  the  platen  of  a  printing- 
press,  and  that  he  was  then  engaged  in  making  experiments  for 
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the  purpose  of  perfecting  the  same.  This  caveat  he  prepared 
and  made  over  to,  but  never  filed  in,  the  Patent  Office.  This 
was  more  than  three  years  after  Montague  had  exhibited  to  two 
or  three  persons  his  drawings,  representing  his  improvements, 
and  a  year  and  a  half  after  the  respondents  had  made  for  Mon- 
tague the  Byington  press.  The  testimony  is  conclusive,  that  this 
is  only  one  more  of  the  too  frequent  instances  in  which  a  person 
engaged  as  a  mechanic  or  constructor,  in  embodying  the  invent- 
or's idea  in  a  material  form,  attempts  to  prove  that  he  was  the 
first  inventor,  because  he  made,  or  aided  in  making,  the  first 
machine. 

In  the  issue  of  novelty,  a  much  more  difficult  question  is  pre- 
sented on  a  comparison  of  the  patented  combination  in  com- 
plainant's printing-press  with  the  mechanism  in  the  machines 
of  Mr.  Henry  Waters,  for  rolling  bayonets,  and  a  similar  ma- 
chine for  rolling  file-blanks.  This  is  the  machine  referred  to  in 
the  answer,  for  which  letters  patent  in  Great  Britain  were  sealed 
June  14,  1864,  to  George  Tomlinson  Bonsfield,  for  an  invention, 
consisting  of  an  improvement  in  apparatus  for  forging  and  tem- 
pering bayonet-blades,  files,  and  other  articles,  on  a  communi- 
cation from  abroad  of  Henrv  Waters,  of  Massachusetts.  This 
contrivance  of  Mr.  Waters  had  two  extensible  vibrating  levers 
in  combination  with  a  reciprocating  sliding-gauge ;  the  recipro- 
cating sliding-gauge  moved  backward  and  forward  in  right  lines 
upon  ways;  the  swinging  levers  worked  upon  a  rock-shaft,  so 
that  the  ends  of  the  levers  described  a  curved  line.  Pieces  were 
pivoted  to  the  sliding-gauge  so  as  to  turn  on  that  pivot,  their 
opposite  ends  fitting  upon  the  ends  of  the  swinging  levers  after 
the  manner  of  a  sleeve,  sliding  away  from  and  toward  the  axis 
of  the  levers  upon  the  levers  proper,  and  all  so  connected  together 
as  to  allow  the  sliding-gauge  to  move  in  right  lines,  while  the 
levers  proper  moved  in  curved  lines.  This  form  of  the  file  ma- 
chine, with  the  extensible  levers,  was  used  by  Mr.  Waters,  at 
Ballardvale,  as  early  as  January,  1866,  and  was  described  in  the 
English  patent.  Mr.  Waters  says  he  does  not  know  who  in- 
vented the  extensible  lever;  that  he  put  it  into  his  machine, 
and  knows  that  it  was  useful,  but  does  not  know  that  it  was 
new  with  him.  He  says:  "I  am  inclined  to  think  it  was  not, 
because  I  have  no  recollection  of  any  particular  effort  about  it. 
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This   combination   certainly  comes  very   near  anticipating   the 
plaintiff's  invention. 

The  three  elements,  considered  separately  arid  apart  from  the 
organization  in  which  they  are  incorporated,  the  results  of  the 
organization,  and  the  mode  of  operation  in  the  combination, 
would  seem  to  be  the  equivalents  for  the  vibrating  levers,  the  ex- 
tensible sleeves,  and  the  reciprocating  platen  or  type-bed  in  com- 
plainant's combination.  Nevertheless,  old  elements  placed  in 
new  and  different  organizations,  producing  in  such  new  organi- 
zations different  results,  or  the  same  results  by  a  new  and  different 
mode  of  operation,  do  not  prevent  such  newly  organized  mechan- 
ism from  being  patentable.  It  becomes  necessary,  therefore,  to 
compare  the  respective  organizations  into  which  these  elements 
were  incorporated,  and  the  respective  modes  of  operation,  and 
the  results  of  the  operation  in  the  two  machines. 

Exhibit  I  is  a  model  of  the  machine  for  rolling  file-blanks.  In 
this  machine  the  forward  movement  of  the  gauge-bar  is  effected 
by  means  of  a  spring,  and  the  backward  movement  by  means  of 
a  projection  on  the  lower  roller  called  by  the  witnesses  a  seg- 
mental die.     Waters  himself  describes  how  this  is  effected : 

"  The  gauge  is  carried  backward  by  a  die  on  the  bottom  roll  in 
its  revolution,  or  by  some  part  of  the  roll,  which  is  connected 
with  the  die,  and  the  gauge  swings  backward  the  lever,  at  the 
same  time  raising  the  weight  or  cramping  the  spring,  according 
as  the  machine  is  organized.  The  gauge  is  carried  forward  by 
the  spring,  which  was  cramped  in  the  backward  movement  of  the 
gauge,  the  spring  actuating  the  lever,  and  the  lever  the  gauge,  or 
when  the  machine  is  organized  with  a  weight,  in  place  of  a  spring, 
the  lever  is  carried  forward  by  the  weight  and  the  gauge  by  the 
lever.  But  it  should  be  understood  that  the  motion  of  the  lever 
forward,  and  consequently  the  motion  of  the  gauge  forward,  is 
controlled  by  a  cam  upon  the  lower  roller,  and  altogether  in  the 
operation  of  the  machine  the  motion  of  the  gauge  backward  and 
forward  is  controlled  by  the  motion  of  the  lower  roll,  and  works 
in  accordance  with  it." 

It  is  noticeable  here  that,  in  the  operation  of  the  file-machine, 
the  gauge-bar  is  not  moved  forward  or  retracted  by  the  extensible 
vibrating  levers,  in  the  same  manner  as  the  type-bed  is,  in  the 
complainant's  press.  In  the  file-machine,  the  gauge  is  carried 
back  by  the  die  on  the  bottom  roll,  and  the  gauge,  instead  of  being 
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moved  back  by  the  lever,  swings  the  lever  backward,  and  thereby 
cramps  a  spring,  which,  when  the  gauge-bar  is  released  by  the 
revolution  of  the  segmental  die,  actuates  the  lever,  and,  through 
the  lever,  the  gauge  in  its  forward  movement.     This  organization, 
perfectly  adapted   to  its   purpose  and  object  of  presenting  the 
blanks  of  metal  in  a  proper  position  and  at  a  suitable  time  to  the 
rolls,  without  reference  to  regularity  or  uniformity  of  movement 
during  its  travel,  provided  the  gauge  presented  the  blank  at  the 
proper  time  to  the  rolls,  would  be  unsuited  to  the  operation  of  a 
printing-press,  where  a  regular  movement  of  the  type-bed  during 
its  progress  is  indispensable.     Practically,  a  type-bed,  during  the 
period  of  taking  the  impression,  could  not  be  operated  by  a  spring 
or  any  equivalent  device.     In  the  operation  of  the  file-machine, 
"  the  motion  of  the  gauge  backward  and  forward  is  controlled  by 
the  motion  of  the  lower  roll,  and  works  in  accordance  with  it." 

The  evidence  in  the  record  proves  clearly  the  impracticability 
of  operating  a  printing-press  of  the  •  class  to  which  this  belongs 
by  using  a  device  like  this,  as  the  diameter  of  the  circle  described 
by  its  revolution,  in  order  to  give  sufficient  impression  movement 
to  the  type-bed,  would  be  so  great  as  to  involve  such  an  elevation 
of  the  type-bed  above  the  floor  as  would  place  it  beyond  the  reach 
of  the  printer.  A  crank,  or  its  equivalent,  is  a  part  of  the  organ- 
ization of  complainant's  combination,  as  will  be  seen  op  exami- 
nation of  the  specifications.  The  crank  acts  upon  the  levers,  and 
they  in  turn  on  the  type-bed,  and  as  the  rectilinear  motion  of  the 
reciprocating  type-bed  is  communicated  from  the  levers,  which 
move  in  curved  lines,  the  capacity  of  becoming  longer  or  shorter — 
that  is,  the  extensibility  of  the  lever — becomes  operative ;  while, 
if  the  type-bed  could  be  practically  moved  in  one  direction  by  a 
revolving  tapit,  like  that  in  the  file-machine,  and  then  in  a  con- 
trary direction  by  a  spring,  this  feature  of  the  extensible  levers 
would  be  dormant  or  useless  in  the  operation. 

Considering,  therefore,  the  differences  in  the  mode  of  operation 
and  the  differences  in  the  result,  and  the  fact  that  in  the  complain- 
ant's press  the  combination  described  is  one  in  which  the  crank 
communicates  the  motion  to  the  vibrating  extensible  levers,  and 
they  in  their  turn  to  the  type-bed,  and  that  the  resultant  motion 
given  to  the  type-bed  is  one  adapted,  by  reason  of  its  regularity 
and  uniformity,  to  the  requirements  of  a  printing-press  of  this 
class,  I  am  inclined  to  think  that  there  is  sufficient  invention  to 
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make  the  complainant's  confbination  patentable,  notwithstanding 
the  use  of  these  elements  of  it  with  a  different  operation,  and  dif- 
ferent results,  in  an  earlier  though  different  organization. 

It  is  also  contended,  in  beTialf  of  defendants,  that  the  substitu- 
tion of  the  extensible  sleeve  to  the  lever,  in  place  of  the  link  used 
in  his  former  patent,  was  a  mere  equivalent,  and  therefore  that 
the  invention  embraced  in  the  first  claim  had  been  in  public  use 
and  on  sale  more  than  two  years  prior  to  his  application  for  a 
patent. 

In  many  organizations  of  machinery,  it  would  be  true  that  the 
one  might  be  a  mere  mechanical  equivalent  of  the  other,  where 
the  same  result  would  be  produced  by  substantially  the  same  op- 
eration. But  in  the  application  of  the  extensible  lever  to  the 
printing-press,  a  different  operation  produces  a  different  result 
from  that  in  case  of  the  link  motion.  The  type-bed,  driven  by 
the  extensible  lever,  has  a  uniformly  accelerated  movement  during 
one-half  of  its  travel,  and  a  uniformly  retarded  movement  during 
the  other  half  of  its  travel,  while  the  type-bed,  driven  by  the  lever 
and  link,  has  an  unequally  accelerated  movement  during  one-half 
of  its  travel,  and  an  unequally  retarded  movement  during  the  other 
half.  Other  advantages,  not  necessary  to  be  enumerated,  result 
from  the  substitution  of  the  one  for  the  other,  which,  like  the  one 
above  mentioned,  are,  in  reference  to  the  object  and  purpose  of 
the  organization,  differences  of  operation — not  of  degree,  but  of 
kind.  The  patent  is  adjudged  to  be  good  and  valid,  and  the 
decree  is  for  complainant  for  injunction  and  account,  as  prayed 
for  in  the  bill. 


THE    END. 
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ABANDONMENT. 

1.  Where  a  machine,  similar  to  that  described  in  the  plaintiff's  pat- 
ent, existed  twenty  years  before,  and  a  single  person  only  testified 
to  more  than  an  experimental  use  of  it,  and  it  was  soon  after 
abandoned  :  Held,  that  it  did  not  invalidate  the  patent.  Blake  v. 
Raw  son.  74 

2.  Lyman  never  abandoned  his  invention,  and  complainant's  patent 
must  be  held  void  for  want  of  novelty.    Roberts  v.  Ryer.  293 

3.  Where  the  party  has  subsequently  taken  out  a  patent,  the  court  is 
not  authorized  to  give  effect  to  the  defense  of  abandonment,  ex- 
cept in  a  case  where  the  proof  is  clear  and  cogent.  Jones  v. 
Sewall.  343 

4.  It  is  settled  law  that  mere  forbearance  to  apply  for  a  patent  during 
the  progress  of  experiment,  and  until  the  inventor  has  tested  his 
invention  by  actual  practice,  affords  no  just  grounds  for  any  pre- 
sumption of  abandonment.     lb.  343 

5.  Where  the  patentee  discovered  the  process  of  preserving  green 
corn  in  1S42,  continued  to  experiment  upon  it  until  1853,  then 
applied  for  a  patent,  which  was  refused  the  same  year,  and  did 
nothing  further  toward  procuring  a  patent  until  1862,  when  he 
filed  a  second  application,  which  was  granted :  Held,  that  the 
patentee  had  not  abandoned  the  invention  so  as  to  invalidate  the 
patent.     lb.  343 

6.  Abandonment  or  dedication  of  an  invention  to  the  public,  being  * 

in  the  nature  of  a  forfeiture  of  a  right,  is  not  favored  in  law.    lb.  343 

7.  Delays  in  the  Patent  Office,  which  the  inventor  can  not  prevent, 
will  not  impair  his  title  toiiis  invention,  nor  can  any  use  of  the 
invention  during  such  delays,  if  without  his  consent  and  allow- 
ance, afford  any  evidence  to  support  the  issue  of  abandonment.  lb.  343 

8.  No  one  but  the  inventor  is  competent  to  abandon  his  invention 
to  the  public  His  acts  and  declarations,  if  explicit,  are  sufficient 
for  the  purpose,  or  he  may  accomplish  the  same  by  continued  ac- 
quiescence in  the  acts,  of  others,  of  which  it  appears  that  he  had 

vol.  vi — 40 
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knowledge;  but  the  proof  of  knowledge  and  acquiescence  must 
be  beyond  all  reasonable  doubt,  as  every  presumption  is  the  other 
way.     lb.  %  343 

9.  A  dedication  to  the  public  can  not  be  proved  by  evidence,  which 
shows  only  experimental  practice  by  the  inventor  or  his  employes, 
whether  in  public  or  private.     lb.  343 

10.  It  will  not  be  sufficient  to  prove  such  a  defense,  unless  it  appear 
that  the  use  was  somewhat  extensive  and  for  the  purpose  of  gain, 
evincing  an  intent  on  the  part  of  the  inventor  to  secure  the  ex- 
clusive benefits  of  his  invention,  without  applying  for  the  protec- 
tion of  letters  patent.     lb.  343 

:i.  Where  the  patentee  allowed  six  years  to  elapse  after  putting  down 
his  pavement,  before  applying  for  a  patent:  Held,  that  in. the  ab- 
sence of  all  intent,  and  in  the  face  of  a  manifest  contrary  intent, 
the  court  will  not  infer,  from  the  facts  of  the  case,  that  there  was 
any  such  public  use  of  the  invention,  or  any  such  dedication  or 
abandonment,  by  the  inventor,  as  would  avoid  the  patent.  Amer- 
ican Nicolson  Pavement  Co.  v.  City  of  Elizabeth.  424 

12.  The  Sylla  &  Adams  patents  are  not  anticipated  by  the  machines 
invented  by  Hazard  Knowles  and  Ogden  Randall,  as  what  they 
did,  resulted  in  unsuccessful  and  abandoned  experiments.  Ault- 
man  v.  Holley.  534 

13.  Where  experiments  are  made,  without  resulting  in  a  useful  ma- 
chine, and  the  product  is  abandoned,  the  devices  shown  can  not 
be  dug  up  afterward  to  defeat  the  patent  of  an  independent  and 
successful  inventor.     Jb.  534 

14.  Evarts  having  failed  to  patent  his  hand-machine,  made  while 
experimenting  and  before  taking  out  his  patent  on  his  perfected 
machine,  and  having  failed  to  mention  or  describe  it  in  the  speci- 
fication of  the  patent  he  did  take  out,  is  held  to  have  abandoned 

it  to  the  public.     Evarts  v.  Ford.  587 

See  Evidence,  1 ;  Particular  Patents,  25 ;  Pleadings,  8;  Pub- 
lic Use,  1;  Prior  Use,  11,  12. 

ACQJJIESCENCE. 

See  Abandonment,  8;  Injunction,  1,  11. 

ADMISSION. 

I.  The  rights  of  a  patentee  depend  upon  the  claim  of  his  patent, 
properly  construed,  and  not  upon  what  he  may  assert  or  admit  in 
relation  to  it.    Masury  v.  Anderson.  457 

See  Estoppel,  1,  2. 
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AGGREGATION. 

See  Combination,  8.   # 

AGREEMENT. 

1.  An  agreement  for  the  transfer  of  the  invention,  for  the  joint  ben- 
efit of  the  inventors  and  those  who  will  advance  money  for  the 
manufacture  or  use  of  the  machines  invented,  not  carried  into 
execution,  and  unaccompanied  by  any  public  use  of  the  machine, 
but  being  prospective  in  its  character,  not  consummated  until 
within  two  years  of  the  application,  does  not  affect  the  validity  of 
the  patent.     Elm  City  Co.  v.  Wooster.  452 

AMBIGUITY. 

See  Specification,  1. 

ANTICIPATION. 

i.  Where  the  caveat  contains  no  description  or  representation  suffi- 
cient to  enable  a  practical  working  apparatus  to  be  made  from  it, 
and  the  ideas  suggested  by  it  do  not  appear  to  have  been  after- 
ward developed,  but  a  different  plan  is  followed  in  a  patent  subse- 
quently obtained  by  the  party  filing  the  caveat:  Held,  that  such 
undeveloped  suggestions  are  not  sufficient  to  invalidate  a  subse- 
quent patent  to  another  party.     Renwich  v.  Cooper-  31 

2.  The  Evans  pump,  lined  with  molten  metal;  does  not  antedate,  the 
molten  metal  being  incapable  of  application  in  the  mode  de- 
scribed, or  of  answering  the  same  purpose.    Roots  v.  HyndmanS  439 

$.  The  use  of  plastic  material  to  true  the  cylinders  and  end-plates 
was  not  an  anticipation  of  a  patent  for  "a  rotary  blower-case,  the 
interior  of  which  is  rendered  true  and  accurate  by  means  of  plas- 
ter of  Paris  or  its  described  equivalent,  applied  substantially  as 
described."     lb.  439 

4.  That  one  process  did  not  suggest  the  other,  is  sufficient  evidence 
that  it  was  so  unlike  in  principle,  as  not  to  be  an  anticipation  of 

it.     lb.  439 

5.  The  use  of  a  heated  substance  with  a  syringe  bears  little  resem- 
blance to  the  application  of  plastic  material  after  the  manner  of 
the  patent.    Jb.  439 

6.  The  Holly  machine  held  not  to  anticipate — first,  on  account  of 
uncertainty  as  to  what  its  principle  was;  second,  on  account  of 
imperfect  organization  and  imperfect  power.     Smith  v.  Fay.  446 

7.  The  maker  or  workers  of  the  Holly  machine  did  not  understand 
complainant's  idea.    lb.  446 


620 


INDEX. 


Application — Assignment- 


8.  Holly's  ignorance  of  it  is  shown  by  the  fact  that  he,  being  a  pat- 
ent-man  and  dealer  in  machines,  did  not  secure  this  improvement 

by  a  patent.     Jb.  446 

9.  There  is  no  such  evidence  on  the  point  of  time,  as  after  twenty 
years*  uninterrupted  use  of  a  valuable  machine,  should  be  sup- 
posed to  antedate  it.     lb.  446 

10.  The  statute  of  limitations  furnishes  the  philosophy  for  disposing 
of  evidence  of  anticipations  remote  in  date.  In  such  cases,  a  mere 
preponderance  of  evidence  is  not  sufficient.     lb.  446 

11.  The  presumption  arising  from  silence  is  far  stronger  than  prepon- 
derance in  the  number  of  witnesses.     Jb.  446 

12.  Uncertainty  as  to  the  character  of  the  machine  adds  greatly  to  the 
demand  for  certainty  as  to  the  time.     lb.  44s 

13.  The  Culpin  patent,  in  England,  was  a  very  different  working  ma- 
chine from  plaintiff's,  and  not  an  anticipation.  Smith  v.  O'Con- 
nor, 469 

See  Abandonment^  1 ;  Construction  of  Patents,  14,  37,  38,  47» 
63;  Combination,  2 ;  Evidence,  <) ;  Invention,  10;  License, 
1 ;  Novelty,  1 ;  Particular  Patents,  23,  38 ;  Practice,  9, 
10,  11 ;  Reissue,  9. 

APPLICATION. 

1.  The  question  of  diligence  is  not  an  absolute,  but  a  relative  one, 
and  must  be  considered  in  reference  to  the  subject-matter  of  the 
experiments.  American  Nicolson  Pavement  Co.  v.  City  of  Eliz- 
abeth. 424 

2.  In  Nicolson's  invention,  in  all  calculations  as  to  cost,  which  neces- 
sarily involved  the  fact  of  durability,  long  use  and  lapse  of  time 
were  essential  ingredients.     lb.  424 

3.  Where  patentee's  first  application  was  rejected,  and  afterward  a 
second  made  and  granted  for  the  same  invention,  though  differ- 
ently claimed  :  Held,  that  the  different  applications  connect  them- 
selves together  so  far  as  to  protect  the  patent  against  the  effect  of 
sales  made  more  than  two  years  before  the  second  application, 
but  less  than  two  years  before  the  first.     Smith  v.  O'Connor.         469 

ARTICLES  OF  MANUFACTURE. 

See  Particular  Patents,  40. 


ASSIGNMENT. 

1.    A  conveyance  made  before  a  grant  of  extension,  becomes  opera- 
tive upon  the  right  as  soon  as  the  extension  has  been  granted, 
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and,  by  force  of  such  conveyance,  the  legal  title  under  the  ex- 
tended, as  well  as  the  original,  term  passes  to  the  grantee.  Gear 
v.  Grosvenor.  314 

2.  An  assignment  of  an  interest  in  an  invention  and  letters  patent 
therefor,  before  the  expiration  of  the  original  term,  does  not  carry 
"with  it  any  interest  in  a  subsequently  extended  term,  unless  the 
assignment  contains  a  specific  provision  to  that  effect.     lb.  314 

3.  The  words  "may  be  granted,"  in  the  habendum  of  a  deed,  must 
be  construed  with  reference  to  what  precedes  them,  and  may  refer 

to  the  reissues.     lb.  314 

4.  If  the  thing  granted  be  only  in  the  habendum,  the  deed  will  not 
pass  it.     lb.  314 

5.  The  purchase  of  a  patented  article  lawfully  manufactured  and 
sold,  without  reserve  or  condition,  within  his  territory,  by  the 
territorial  assignee  of  a  patent  right,  conveys  to  the  purchaser 
the  right  to  use  or  sell  the  article  in  another  territory,  for  which 
another  person  has  taken  an  assignment  of  the  same  patent 
McKay  v.  Wooster.  375 

6.  Had  the  patentees,  in  making  the  assignment,  intended  to  limit 
the  right  of  vending  to  vending  to  be  used  by  the  purchasers 
within  the  territory  sold  only,  they  should  at  least  have  so  speci- 
fied the  intention,  and,  by  some  apt  words,  have  restricted  the 
right  of  use  in  the  assignment.    Jb.  375 

7.  It.  is  perfectly  competent  for  parties  to  make  a  contract  terminable 
at  the  will  of  one  party,  which  will  yet  be  enforced  against  the 
other  party  by  a  court  of  equity,  provided  the  whole  contract  is 
not  inequitable.  Singer  Manuf.  Co.  v.  Union  Button- Hole  and 
Embroidery  Co*  480 

8.  A  present  grant  for  value,  of  the  exclusive  right  to  sell,  is  good, 
and  to  be  enforced  so  long  as  it  lasts,  whether  the  remainder  of 
the  contract  is  mutual  or  not,  provided  the  whole  contract  is  not 

so  inequitable  as  to  be  void  in  a  court  of  equity.     lb.  4S0 

9.  Effect  of  words  "to  be  held  to  the  full  end  of  the  term  for  which 
said  letters  patent  are  or  may  be  granted,"  when  used  in  the 
habendum  of  the  deed,  reconsidered.     Gear  v.  Holmes.  595 

10.  Where  a  patentee  applied  for  a  patent  on  a  new  combination  of 
parts,  which  parts  had  before  been  patented  by  him,  and,  at  the 
time  of  such  application,  granted  the  defendants  the  exclusive 
right  to  make,  use,  and  vend  under  the  patent  for  the  parts  as 
such ;  also,  by  another  contract,  the  right  to  make,  use,  and  sell 
the  parts  in  the  particular  combination  described  in  said  applica- 
tion, without  limitation  of  time;  and  a  patent  for  the  combination 
not  having  been  granted,  the  assignees  of  the  extended  term  of 
the  patent  for  the  parts  bring  suit  against  defendants  for  the  use 
of  these  parts  in  said  combination :  Held,  that  defendants'  con- 
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tract  with  the  inventor  at  the  time  of  his  application  for  a  patent 
on  the  combination,  secured  them  the  right  to  make,  use,  and  sell 
this  specific  combination,  without  reference  to  their  license  under 
the  patent  for  the  parts;  that  as  they  use  only  this  specific  combi- 
nation, they  are  not  liable  to  complainants,  and  it  is  unnecessary 
for  the  court  to  discuss  the  effect  of  the  licenses  under  the  orig- 
inal term  upon  the  extended  term.  Defendants'  right  under  the 
contract  was  independent  of  the  existence  or  duration  of  their 
licenses.     Hammond  v.  Mason  and  Hamlin  Organ  Co.  599 

See  Injunction,  25. 

ATTORNEY'S  FEES. 

See  Practice,  8. 

BOND. 

1.  When  the  complainant  is  not  a  manufacturer  of  the  patented  ar- 
ticle, and  the  defendant  is  an  extensive  manufacturer,  with  large 
capital  invested,  the  court  will  withhold  the  issuing  of  the  injunc- 
tion, upon  the  filing  by  defendant  of  an  ample  bond,  with  good 
security,  for  the  payment  of  such  sum  as  may  be  ultimately  de- 
creed to  complainant  for  profits  and  damages.  Dorsey  Harvester 
Revolving- Rake  Co.  v.  Marsh.  387 

2.  Though  the  validity  of  the  patent  has  been  sustained  by  repeated 
adjudications,  and  the  infringement  by  defendants  seems  clear, 
yet,  as  complainant's  rights  in  the  present  case  will  be  as  well  pro- 
tected by  a  bond,  the  defendants  are  required  to  file  an  account 
once  in  three  months  of  all  machines  made  and  sold,  and  give 
bond  to  complainant  to  pay  him  such  sum  as  may  ultimately  be 
found  due  him.     Blake  v.  Robertson.  509 

See  Injunction,  9. 

BURDEN  OF  PROOF. 

i.  The  burden  of  showing  the  non-existence  of  the  prescribed  con- 
tingency is  upon  the  party  who  denies  the  validity  of  the  ostensible 
officer's  acts.     Dorsey  Harvester  Revolving- Rake  Co.  v.  Mars  A.    387 

CANCELLATION  OF  PATENT. 

1.  Form  of  decree  in  declaring  a  patent  void,  and  ordering  the  same 
canceled,  under  section  58  of  the  act  of  July  8,  1870.  S /urges  v. 
Van  Hagen.  572 

See  Particular  Patents,  84. 
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CAVEAT. 

x.  The  paper  called  "an  additional  caveat,"  set  up  in  the  answer  as 
having  been  filed  in  the  Patent  Office  by  Marcus  P.  Norton,  Au- 
gust 25,  1S55,  and  which,  after  notice  to  said  Norton,  and  a  trial 
before  a  competent  commission,  was  adjudged  to  be  fraudulent 
and  surreptitiously  introduced  into  said  caveat  file,  held  to  form 
no  part  of  said  caveat.     Robertson  v.  Secombe  Manuf.  Co.  268 

2.    Said  caveat  held  not  to  anticipate  complainants  invention.     lb.     268 

See  Anticipation,  1. 

CLAIM. 

1.  Where  the  patentee  claimed  4lthe  application  of  a  spring-catch 
and  lips,  substantially  as  and  for  the  purposes  set  forth,"  and  the 
patent  described  the  application  of  the  catch  and  lips  to  the  pur- 
pose of  securing  the  glass  globe  in  the  bottom  of  the  lantern,  and 
it  appeared  that  spring-catches  had  been  previously  used  for  fast- 
ening the  oil-pot  in  the  bottom  of  lanterns  :  Held,  that  the  patent 
could  not  be  sustained.  Semble,  that  a  claim  for  the  "  application 
of  the  spring-catch  and  lips"  would  be  infringed  by  the  use  of 
catches  alone  or  lips  alone.     Dennis  v.  Cross.  138 

2.  An  alternative  claim  is  invalid  only  in  those  instances  where  it 
claims  positively  neither  of  several  subjects,  but  is  good,  if  all 
of  many  which  are  mentioned  are  claimed,  as  one  or  the  other 
are  employed  by  an  infringer.  The  latter  is  the  case  with  the 
third  claim  of  the  Pettee  patent.     Union  Paper-Bag  Co.  v.  Nixon.  402 

See  Construction  of  Patents,  4,  21,  41,  46;  Patentability,  15. 

COLLUSION. 

1.  It  can  not  be  admitted  that  one  party  to  a  suit  can  pay  the  fees  of 
counsel  on  both  sides,  both  in  the  court  below  and  on  appeal, 
without  being  held  to  have  such  control  over  both  the  preparation 
and  argument  of  the  cause  as  to  make  the  suit  merely  collusive  in 
both  courts.  It  can  make  no  difference 'that  the  counsel  fees  were 
charged  to  the  party  apparently,  though  not  really,  liable  to  pay 
them.     Gardner  v.  Goodyear  Dental  Vulcanite  Co.  329 

2.  Motion  to  vacate  the  decree  of  affirmance  and  to  dismiss  the  ap- 
peal granted,  and  an  order  made  to  recall  the  mandate  issued  to 
the  circuit  court-     lb.  329 

COMBINATION. 

I.  Patents  may  be  granted  for  combinations,  some  of  the  elements 
of  which  are  old  and  some  are  new;  and  whatever  is  new  may  also 
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be  separately  secured  to  the  inventor,  although  such  new  part 
may  be  of  no  practical  use  whatever,  except  in  the  combination 
described,  .or  some  similar  combination.  Wheeler  v.  Clipper 
Mower  and  Reaper  Co.  i 

2.  Although  Hamilton's  stone-crusher  Ms  a  combination  of  certain 
elements,  which,  separately  considered,  do  not  materially  differ 
from  the  elements  of  the  combination  described  in  the  Blake  pat- 
ent, vet  it  neither  embodies  the  arrangement  nor  mode  of  opera- 
tion of  the  Blake  machine,  but  operates  upon  a  different  principle, 
and  is  not  an  anticipation.     Blake  v>  Raw  son.  74 

3.  Unquestionably,  the  withdrawal  of  one  ingredient  in  a  patented 
combination,  and  the  substitution  of  another,  which  was  well 
known,  at  the  date  of  the  patent,  as  a  proper  substitute  for  the 
one  withdrawn,  is  a  mere  formal  alteration  of  the  combination, 
and  is  infringement.     Rees  v.  Gould.  106 

4.  If  the  combination  constituting  the  invention  claimed  in  the  sub- 
sequent patent  was  new,  or  if  the  ingredient  substituted  for  the 
one  withdrawn  was  a  newly  discovered  one,  or  even  an  old  one 
performing  some  new  function,  and  was  not  known  at  the  date  of 
the  plaintiff's  patent,  as  a  proper  substitute  for  the  ingredient 
withdrawn,  it  would  avoid  the  infringement.     lb-  106 

5.  Such  an  alteration  is  not  a  mere  formal  alteration,  as  the  differ- 
ence between  the  two  improvements  is  such  that  the  new  combi- 
nation would  be  the  proper  subject  of  a  patent.     lb.  106 

6.  Bona  fide  inventors  of  a  combination  are  as  much  entitled  to 
equivalents  as  the  inventors  of  other  patentable  improvements.  lb  106 

7.  It  is  well  settled  that  where  the  defendant,  in  constructing  his  ma- 
chine, omits  entirely  one  of  the  ingredients  of  the  plaintiff's  com- 
bination without  substituting  any  other,  he  does  not  infringe,  and 
if  he  substitutes  another  in  the  place  of  the  ope  omitted,  which  is 
new,  or  which  perforins  a  substantially  different  function,  or,  if  it 
was  old,  was  not  known  at  the  date  of  the  plaintiff's  invention,  as 
a  proper  substitute  for  the  omitted  ingredient,  then  he  does  not 
infringe.     lb-  106 

8.  Where  one  or  more  of  the  parts  are  new,  and  the  combination  is 
for  that  reason  made  to  produce  a  new  result,  there  is  something 
more  than  mere  aggregation.     G  alia  hue  v.  Butterfield.  203 

9.  All  machines  are,  in  a  certain  sense,  combinations;  but  it  is  not 
true  of  a  machine  as  such  that,  because  every  one  of  its  members 
performs  in  it  the  identical  office  which  it  would  perform,  howso- 
ever used,  the  conjoint  action  in,  their  new  combination  may  not 
produce  a  new  and  useful  result,     lb.  203 

10.   The  addition  to  a  combination,  inoperative  in  itself,  of  an  element 
which  renders  it  valuable  and  useful,  constitutes  a  new  and  di6- 
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tinct  combination,  and  is  something  more  than  a  mere  improve- 
ment   Bliss  v.  City  of  Brooklyn.  289 

11.  Where  a  combination  is  claimed,  the  patentee  can  not  abandon 
part  of  said  combination  and  maintain  a  claim  to  the  residue,  nor 
prove  any  part  thereof  immaterial  or  useless  without  destroying 
the  whole.     West  lake  v.  Cartter.  5*9 

12.  A  patent  for  a  combination  does  not  rest  upon  the  novelty  of  the 
parts,  but  upon  the  novelty  of  the  mode  of  combining  the  parts. 

lb.  519 

13.  The  three  elements  are  found  in  the  machine  for  forging  and  tem- 
pering file-blanks,  patented  by  George  Tomlinson,  under  English 
patent  of  June  14,  1864,  which,  considered  separately  and  apart 
from  the  organization  in  which  they  are  incorporated,  the  results 
of  the  organization  and  the  mode  of  operation  in  the  combina- 
tion would  seem  to  be  the  equivalent  for  the  vibrating  levers,  the 
extensible  sleeves,  and  the  reciprocating  type- bed  in  complain- 
ant's combination.     Child  v.  Boston  and  Fair  haven  Iron  Works.  606 

14.  Old  elements,  place'd  in  new  and  different  organizations,  produc- 
ing in  such  new  organizations  new  results,  or  the  same  results, 
by  a  new  and  different  mode  of  operation,  do  not  prevent  such 
newly  organized  machines  from  being  patentable.    lb.  606 

15.  In  the  application  of  the  extensible  lever  to  the  printing-press,  a 
different  operation  produces  a  different  result  from  that  in  case 
of  the  link  motion,  though,  in  many  organizations  of  machinery, 
the  one  might  be  a  mere  mechanical  equivalent  for  the  other. 

lb  606 

16.  There  are  advantages  resulting  from  the  substitution  of  one  of 
these  combinations  for  the  other,  which  are,  in  reference  to  the 
object  and  purposes  of  the  organization,  differences  of  opera- 
tion— not  of  degree,  but  of  kind.     lb.  606 

See  Construction  of  Patents ,  3,  18,  32,  46,  58,  60;  Equivalent, 
I,  2,  3 ;  Infringement,  1, 6,  30,  31 ;  Invention,  5  ;  Novelty, 
23;  Particular  Patents,  46;  Patentability,  12,  13,  17,  18, 
19;  Reissue,  1,  2,  16;  Specification,  21. 

CONSTRUCTION  OF  PATENTS. 

1 

i.  Inasmuch  as  the  other  substantial  features  of  Wheeler's  invention 
were  appropriated,  the  omission  of  the  caster-wheel  can  not  be 
said  to  constitute  the  Clipper  machine  a  new  machine  in  organi- 
zation and  mode  of  operation,  .though  it  be  conceded  that  its 
omission  is  an  improvement.  Wheeler  v.  Clipper  Mower  and 
Reaper  Co.  1 

2.  All  the  invention  covered  by  the  patent  for  "  improvement  in 
VOL.   VI — 41 
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lamps,"  issued  to  Christian  Reichmann,  September  21,  1858,  and 
reissued  to  Carlton  and  Merrill,  August  11,  1868,  is  the  peculiar 
mode  of  supporting  the  dome  by  slender  arms  attached  to  a 
6leeve  fitted  onto  the  wick  tube,  and  the  elevation  of  the  chimney 
on  the  outer  edge  of  the  dome.     Carlton  v.  Bokee.  4° 

3.  In  a  claim  for  the  combination  of  two  elements,  the  qualification 
"  under  the  arrangement  substantially  as  shown  and  described,  so 
that  while  directly  connected  with  each  other,  the  said  parts  shall 
allow  lii»ht  to  pass  out  or  be  reflected  from  between  them  as  set 
forth,"  makes  it  essential  to  the  invention  claimed  not  only  that 
the  two  elements  should  be  present,  but  that  they  should  have  the 
arrangement  described  in  the  patent,  and  should  have  a  direct 
connection  with  each  other,  and  that  the  light  should  be  reflected 
between  them.     lb.  40 

4.  Ingenious  attempts  to  expand  a  simple  invention  of  a  distinct  de- 
vice into  an  all-embracing  claim  calculated  by  its  wide  generaliza- 
tion and  ambiguous  language  to  discourage  further  invention  in 
the  same  department  of  industry,  and  to  cover  antecedent  inven- 
tions, condemned.     lb.  4° 

5.  The  machine  patented  frequently  has  a  broader  scope  than  the 
particular  form  of  the  machine  described  as  the  form  used  by  the 
patentee.    Blake  v.  Raivson.  74 

6.  A  patent  for  a  product  is  a  different  thing  from  a  patent  for  the 
elements  entering  into  it,  or  for  the  ingredients  of  which  it  is 
composed,  or  for  the  combination  which  causes  it.  G  or  ham 
Manuf.  Co.  v.  White.  94 

7»  The  invention  set  forth  in  complainant's  patent  is  the  placing  and 
firmly  securing,  along  the  upper  edge  or  corner  of  the  rubber 
cushion,  a  strong  narrow  cord,  to  receive  the  impact  of  the  ball, 
and  protect  the  cushion  against  such  impact  by  reason  of  its 
being  placed  at  the  point  against  which,  and  against  which  alone, 
the  ball  strikes.     Decker  v.  Grote.  143 

8.  By  means  of  this  invention  a  larger  amount  of  the  elasticity  of 
the  cushion  is  brought  to  bear  at  the  point  of  contact  of  the  ball 
with  the  cord,  than  when,  in  the  absence  of  the  cord,  the  ball 
strikes  the  rubber  itself.  The  cushion  is  protected  from  wear,  and 
greater  accuracy  results  in-respect  to  the  direction  the  ball  takes 

in  rebounding.     lb,  143 

9.  The  defendants'  arrangement  embodies  the  invention  claimed  in 
complainants'  reissued  patent,  and  has  the  same  mode  of  opera- 
tion in  use.    lb.  '  143 

10.  In  his  original  patent,  Densmore  does  not  claim  that  shifting  the 
position  of  the  main  wheel  relatively  to  the  height  of  the  cutter- 
frame  is  new,  nor  that  placing  the  main  wheel  in  one  frame,  and 
the  cutter,  or  platform  and  cutter,  on  another,  is  new,  or  that 
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bringing  the  cutter-frame  and  the  wheel-frame  together,  so  as,  by 
the  action  on  the  hinge,  to  effect  the  raising  or  lowering  of  the 
cutter,  is  new.  In  that  patent  his  claims  were  confined  solely  to 
other  devices,  to  assist  in  raking  the  grain  and  supporting  the 
blades  of  the  cutters.    Kir  by  v.  Dodge  and  Stevenson  Manuf.  Co,  156 

1 1.  Construing  the  patent  for  the  specific  arrangement  of  two  frames, 
in  the  position  and  mode  of  operation  described  in  the  specifica- 
tion, the  defendants  have  not  infringed.    lb.  156 

12.  A  claim  for  "preserving  fish  or  otl.er  articles  in  a  close  chamber, 
by  means  of  a  freezing  mixture,  having  no  contact  with  the  atmos- 
phere of  the  preserving-chamber,  substantially  as  set  forth  : "  Held, 
not  to  be  so  worded  as  not  to  cover  a  process,  or  sub- process,  less 
than  the  entire  process  or  series  of  processes  described  in  the„ 
specification.     Piper  v.  Moon,  180 

13.  Whenever  an  article  already  frozen  is  preserved  in  a  frozen  state, 
in  a  close  chamber,  by  means  of  a  freezing  mixture,  which  has 
the  effect  to  keep  the  frozen  articles  in  such  frozen  state,  while,  at 
the  same  time,  such  mixture  has  no  contact  with  the  atmosphere 
of  the  preserving-chamber,  this  claim  is  infringed,  provided  that 

it  is  done  "'substantially  as  set  forth"  in  the  specification.     lb.       180 

14.  Thi6  claim  is  anticipated  by  the  process  of  preserving  frozen  ice- 
cream. Substituting  a  fish  or  other  article  for  the  frozen  ice- 
cream in  the  preserving-vessel  is  not  a  patentable  invention.     lb.   180 

15.  If  the  process  of  preserving  the  frozen  ice-cream  had  not  existed 
before,  it  would  be  an  infringement  of  the  claim  of  the  patent. 

lb.  180 

16.  The  patentee  may  have  invented  something  that  can  be  secured  to 
him  by  a  reissue;  but  the  present  claim  is  too  broad,  and  can  not 

be  sustained.    lb.  180 

17.  Where  the  invention  i6  entitled,  in  the  patent,  an  "improvement 
in  trucks  for  locomotives,"  this  does  not  require  that  the  claim 
should  be  one  to  an  invention  in  respect  to  the  trucker  se.  It  is 
sufficient  if  the  invention  is  an  improvement  in  the  use  of  trucks 
in  locomotive  engines.  Locomotive  Engine  Safety  Truck  Co.  v. 
Erie  Railway  Co.  187 

iS.  Where  the  claim  is  for  "the  use  in  a  pegging-machine  of  a  gauge 
arranged  in  relation  to  the  part  which'supports  the  boot  or  shoe, 
to  form  a  bearing  for  the  edge  of  the  sole,  and  thus  insure  the 
insertion  of  the  pegs  at  a  uniform  distance  from  the  edge  of  the 
sole,  without  the  use  of  patterns,  substantially  as  described:" 
Held,  that,  taken  in  connection  with  the  whole  specification  and 
the  state  of  the  art,  this  embraces  an  adjustable  gauge,  when  used 
in  connection  with  a  movable  support  to  the  boot  or  shoe,  and  in 
connection  with  the  pegging-apparatus  described  in  the  specifica- 
tion.    G alia  hue  v.  Buttcrjicld.  203 
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19.  Where,  in  complainants'  original  patent,  the  machine  was  de- 
scribed as  having,  in  addition  to  the  springs,  a  weight,  to  give 
greater  efficiency  to  the  blow,  the  defendant  would  not  be  at  lib- 
erty to  use  the  spring,  and,  by  increasing  its  power,  make  it  prac- 
tically equivalent  to  both' weight  and  sprjng.     lb.  203 

20.  The  vibratory  and  oscillating  motion  of  the  last,  by  the  means  of 
what  is  in  substance  a  universal  joint,  is  what  the  second  claim  of 
Gallahue's  reissue  of  June  22,  1869,  contemplates  and  provides 
for.     lb.  203 

21.  Though  the  defendant's   machine,  being  operated  partly  by  hand, 
may  perform  its  work  more  perfectly,  this  is  due  to  the  guiding 
power  of  the  workmen  employed,    instead  of  the  automatic  mo- 
tion produced  in  complainants'  machine,  and  it  is  not  those  which 

ar,e  embraced  in  the  claim.     lb.  .  203 

22.  Where  the  claim  is  for  "the  boxes,  (r,  with  perforated  sides,  ap- 
plied in  combination  with  the  exhaust-pipe  D,  and  leach  Ay  or  its 
equivalent,  in  the  manner  and  for  the  purpose  substantially  as  set 
forth,"  the  patent  is  for  an  apparatus  for  making  extracts  from 
tan-bark  and  other  material,  not  for  the  process%of  extracting  the 
tannin.     Bridge  v.  Brown.  236 

23.  The  fact  that  in  the  drawings  of  the  patent  the  curved  guides  are 
shown  set  in  a  perpendicular  position,  is  not  of  itself  sufficient  to 
limit  the  claim  of  the  patentee  to  that  position  of  the  guides. 
Hamilton  v.  Ives.  244 

24.  The  drawings  are  no  doubt  a  part  of  the  description  of  the  thing 
patented,  but  they  must  be  considered  in  connection  with  the 
specification.     lb.  244 

25.  When  the  invention  patented  consists  of  a  combination  of  old  ele- 
ments to  produce  a  new  result,  mere  matters  of  adjustment  of  the 
individual  elements  are  not  limited  or  controlled  by  the  drawings, 
unless  (1)  they  are  expressly  so  limited  by  the  specification  as 
well ;  or  (2)  6uch  limitation  and  control  are  necessary  to  main-  t 
tain  the  integrity  of  the  specifications,  taken  as.  a  whole,  or  of 
some  essential  part  thereof;  or  (3)  such  limitation  and  control 
are  essential  to  produce  the  result  claimed.     lb.  244 

26.  The  description  in  the  specifications  of  the  operation  and  effect 
of  each  separate  element  or  part  of  a  patented  combination  must 
be  read  and  construed  with  reference  to  the  entire  combination 
and  its  results,  and  the  effect  which  the  operation  that  each  ele- 
ment or  part  has  upon  that  of  each  of  the  others.     lb*  244 

27.  It  is  well  established  that  in  the  effort  to  ascertain  the  intention 
and  meaning  of  the  specification  and  claims,  they  are  to  be  viewed 
in  a  liberal  spirit,  that,  if  possible,  the  object  of  the  inventor  or 
patentee  may  be  carried  out.     Mere  rigid  technicalities  are  to  be 
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set   aside,  unless   there   is  clear  legal   necessity  for  sustaining 
them.     lb.  244 

28.  The  cases  on  this  point  cited.     lb-  244 

29.  The  patent  granted  William  H.  Bliss,  December  12,  1869,  as  a 
reissue  of  the  patent  gratited  originally  to  William  H.  Bliss  and 
Robert  B.  Law  ton,  February  22,  1859,  **or  improvement  in  hose- 
couplings,  is  void,  as  the  invention  there  described  is  wanting  in 
patentable  utility,  when  used  as  described  in  the  patent,  and  with- 
out the  addition  of  the  lug  afterward  patented.  Bliss  v.  City  of 
Brooklyn.  2S9 

3c.  The  purpose  of  Winslow's  invention,  as  evidenced  by  the  language 
of  the  description,  is  to  preserve,  not  only  the  farinaceous  ele- 
ments of  the  kernels,  but  also  the  milk  and  juices  of  the  same, 
which  give  the  peculiar  aroma  or  flavor  to  green  cqrn,  when 
cooked  for  the  table  in  the  usual  way,  during  the  season,  when 
the  kernel  is  full  grown,  or  nearly  so,  but  before  the  milk  and 
juice  becomes  concrete,  as  in  ripe  corn.  The  patented  process,  if 
the  directions  are  properly  followed,  will  accomplish  the  purpose 
for  which  it  was  invented.     Jones  v.  Sew  all.  343 

31-  The  process  shown  in  the  English  patent  of  Peter  Durant  is  sub- 
stantially different  from  that  of  complainant's  patent,  and  pro- 
duces a  much  inferior  product.  It  can  not  be  held  to  supersede 
complainant's  patents.     lb.  343 

32.  The  use  of  two  driving-wheels,  of  unequal  size,  in  the  combina- 
tion  covered  by  division  A  of  the  reissued  patent,  is  a  material 
element;  and  these  being  omitted  in  the  combination  used  by  de- 
fendants, and  nothing  being  substituted  for  them  which  can  pro- 
duce the  same  result,  there  is  no  infringement  of  said  division  A. 
Brown  v.  Hinkley.  370 

33.  Dorsey's  invention  construed  to  be  a  "  rake,  with  its  arms  at- 
tached by  a  pivot  to  a  shaft,  with  which  it  revolves,  and  so  that  it 
will  rise  and  fall  as  lhe  arm  passes  along  the  surface  of  a  cam,  by 
which  this  latter  movement  is  regulated  and  controlled."     Dor- 

sey  Harvester  Revolving- Rake  Co.  v.  Marsh.  387 

34.  Because  in  a  particular  case,  other  tribunals,  co-ordinate  or  ap- 
pellate, have  decided  that  certain  words,  when  used  in  connection 
with  their  accompanying  incidents,  did  import  a  claim  for  a  result 
or  principle,  another  tribunal  should  not4reat  these  judgments  as 
setting  up  formulas  in  all  circumstances  involving  a  similar  mean- 
ing.    Union  Paper-Bag  Co.  v.  Nixon.  402 

35.  Words  identical  should  be  rendered  as  diversely  as  the  conditions 
in  which  they  are  employed  demand,  in  order  not  to  defeat  the 
fairly  presumed  intention  of  those  who  use  them.     lb.  402 

36.  The  reissued  letters  patent  granted  to  Morgan,  Whitney,  and 
Priest,  assignees  of  Benjamin  F.  Rice,  March  6,  i860,  for  im- 
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provement  in  machines  for  making  paper  bags,  are  not  for  a  prin- 
ciple. Being  capable  of  a  different  reading,  and  these  being  novel 
and  meritorious  devices  and  combinations  for  the  accomplishment 
of  a  result  to  which  they  may  be  referred,  it  is  the  duty  of  the 
court  to  give  them  such  a  reference.     lb.  402 

37.  The  second  claim  is  for  a  supporting-bar,  with  its  end  distended 
and  shaped  60  as  to  enable  the  oblique  cut  to  sever  the  tube,  and 
form  a  lap  for  the  bottom  of  the  bag,  and  is  not  antedated.    lb.     403 

• 

38.  The  third  claim  is  a  combination  claim,  including  the  roller 
which  works  in  the  supporting-bar,  and  the  devices  more  imme- 
diately concerned  in  carrying  forward  the  paper  and  giving  it  ten- 
sion while  it  is  severed,  and  is  not  antedated.    lb.  402 

39.  The  second  claim  is  for  the  bar  only,  not  for  the  former,  or  any  of 
the  pulleys  and  other  devices  which,  in  the  accident  of  association 

in  the  Rice  machine,  are  mechanically  connected  with  it.    lb.       402 

40.  The  four  leading  features  required  in  this  "bar  enumerated,  and 
held  to  be  (Present  in  defendants'  bar.    lb.  402 

41.  The  claim  reaches  in  no  way  to  the  devices  intended  to  perform 
collateral  functions.     lb.  402 

42.  The  first  and  second  claims  of  Pettee  patent  held  to  be  infringed. 
The  essence  of  these  first  two  claims,  and  substantially  of  the  first 
four,  is  the  quality  of  adjustability.  This  is  the  subject  of  a  pat- 
ent, so  far  as  it  is  embodied  in  practical  instrumentalities  to  make 

it  operative.    lb.  402 

43.  The  third  claim  is  for  the  combination  of  adjustable  forming-roll- 
ers, with  a  creasing  pulley  or  pulleys.    lb.  402 

44.  A  patent  should  be  liberally  construed,  so  as,  if  possible,  to  uphold 
it,  and  in  this  construction  the  patent,  specifications,  and  drawings 
are  all  to  be  taken  together.     Ingels  v.  Mast.  415 

45.  An  inventor  is  entitled  to  protection  in  all  the  functions  his  inven- 
tion will  perform.     lb.  415 

46.  Complainant  having  claimed  in  his  patent  the  combination  of  the 
concave  or  secondary  hopper,  the  seeding-wheel  turning  therein, 
and  the  projecting  flanges  or  cheeks  on  the  inside  of  the  hopper 
and  opposite  the  ends  of  the  seed-wheel,  and  the  drawing  of  the 
patent  showing  that  the  seed-cup,  or  secondary  hopper,  had  an 
elevated  delivery,  the  patent  is  held  to  be  for  a  combination  of 
four  elements :  the  concave,  the  seed-wheel  turning  therein,  the 
cheeks,  and  the  elevated  delivery.    lb.  415 

47.  This  patent  is  not  anticipated  by  the  double  cup  patented  by  Jes- 
sup,  which  shows  on  one  side  the  concave,  the  seed-wheel,  the 
cheeks,  but  no  elevated  deliver}' ;  and  on  the  other  side,  a  seed- 
cup,  performing  similar  functions,  and  having  the  elevated  deliv- 
ery, but  without  the  cheeks.     lb.  415 
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48.  Had  no  light  similar  to  defendant's  been  before  in  use,  the  court 
would  consider  whether  a  greater  extension  of  mere  size,  beyond 
complainant's  own  literal  limitations,  could  not,  for  his  protec- 
tion, be  made.     Lake  v.  Fitzgerald.  420 

49.  Such  an  interpretation  would  then  have  been  possibly  justifiable 
for  the  protection  of  the  principle  of  a  meritorious  invention. 

lb,  420 

50.  It  is  not  important  that  the  device  should  be  inserted  in  detached 
or  removable  covers  or  gratings.  The  court  would  readily  hold  a 
sidewalk  made  of  iron  plates  permanently,  or  a  floor  or  deck  con- 
taining complainant's  inventions,  an  infringement.  Its  essence 
was  not  a  removable  cover  or  grate.     lb.  420 

51.  The  similar  substances,  referred  to  in  the  patent,  are  understood 
to  mean  those  possessing  the  property  of  being  rendered  plastic, 
for  the  purpose  of  application  in  the  prescribed  mode,  and  of 
hardening  or  ceasing  to  be  plastic,  in  such  conditions  and  in  such 
time  as  accomplishes  the  purpose  desired.  It  does  not  refer  to  the 
chemical  constituents  of  the  material.     Roots  v.  Hyndman.  439 

52.  The  description  of  the  modes  in  which  the  substance  is  to  harden, 
"by  the  evaporation  or  fixation  of  its  water,"  does  not  confine 
complainants  to  substances  which  arc  hardened  in  that  way  only. 

-#■  439 

53*  The  adoption  of  any  plastic  material  which  will  harden  in  the 
conditions  described,  which  may  be  applied  as  described,  for  the 
precise  purposes  described,  and  accomplishing  all  the  results  de- 
scribed, held  to  be  an  infringement  of  the  patent.     lb.  439 

54.  Where  the  claim  is  for  "  a  rotary  blower-case  having  concave  arcs 
By  By  in  combination  with  end-plates  /,  /,  arranged  so  as  to  ad- 
mit of  the  abutments  being  introduced  or  removed,  without 
requiring  the  case  to  be  taken  apart,  substantially  as  set  forth:" 
Heldy  that  it  does  not  make  it  a  necessary  condition  that  the  arcs 
shall  be  cast  in  one  piece.  If  they  are  not  so  constructed,  the 
Essential  character  of  the  invention  is  not  lost;  that  the  leading 
idea  is  that  a  blower  is  more  efficient  when  its  arcs  are  but  a  little 
more  than  a  quarter  of  a  circle  than  when  made  in  the  mode  uni- 
versally adopted  before.     lb.  439 

55.  The  benefits  clearly  perceived  as  resulting  from  the  invention, 
impose  upon  the  court  the  duty  of  avoiding,  if  possible,  an  inter- 
pretation which  will  hand  them  all  over  to  an  infringer.     lb.  439 

56.  Patent  for  rotary  blowers,  granted  P.  H.  and  F.  M.  Roots,  July 

27,  1869,  construed  and  sustained.     lb.  439 

57.  When  the  claim  demands  an  arrangement  which  will  allow  the 
abutments  to  be  removed,  without  taking  the  case  apart,  it  means 
6uch  a  taking  apart  only  as  would  divide  the  operative  parts  of 
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the  machine,    leaving  such   a   separation   as  defendant  makes, 
-   within  the  meaning  of  the  claim.     lb.       ,  439 

58.  The  patent  held  to  be  for  the  combination  of  the  power  of  revers- 
ing by  friction,  with  a  stop  to  arrest  it,  as  distinguished  from  the 
specific  devices.     This  construction  does  not  make  it  a  patent  for 

a  principle.     Smith  v.  Fay  &  Co.  .   446 

59.  The  idea  was  new  and  highly  beneficial,  and  deserves  liberal  pro- 
tection.  The  law -demands  no  such  strictness  as  that  insisted 
upon  by  defendants,  in  reference  to  the  employment  of  all  the 
elements  of  a  combination.    lb.  446 

60.  A  subordinate  device  is  not  an  element  within  the  rule  applied  to 
combination  claims.     There  are  here  but  two  elements.    lb.  446 

61.  A  claim  for  "so  forming  the  c6nnection  between  the  bulb  and  its 
flexible  tube  that  the  bulb  can  be  used  separately  with  a  jet-pipe, 
as  well  as  with  the  flexible  tube,  thus  adapting  the  syringe  to  all 
the  various  operations  for  which  it  may  be  required,  as  described,'* 
is  anticipated  by  a  syrirge  made  with  a  screw  connection,  by 
which  different  sorts  of  tube  could  be  attached  to  the  bulb. 
Richardson  v.  Lockwood.  454 

62.  The  fact  that  the  persons  making  such  syringe,  did  not  perceive 
or  avail  themselves  of  the  advantages  of  this  screw  connection  as 
a  means  of  attaching  a  jet-pipe,  will  not  save  the  subsequent  pat- 
ent from  the  effect  of  anticipation.     lb.  454 

63.  The  invention  is  riot  anticipated  by  a  can  of  tin,  with  a  band  of 
sheet-lead  in  the  outer  wall  of  the  can,  thus  forming  a  part  of  the 
end,  and  having  each  of  its  two  edges  soldered  to  the  adjacent  tin. 
Masury  v.  Anderson*  457 

64.  Where  the  claim  is  for  "  a  receiver  for  pan  water-closets,  formed 
and  constructed  so  that  the  side  A,  D,  into  which  the  pan  C 
swings  for  emptying,  will  conform  to  the  shape  of  the  pan,  anc 
avoid  the  waste  space  behind  the  pan,  as  in  ordinary  or  common 
receivers,  substantially  as  and  for  the  purpose  set  forth,"  and  the 
specification  and  drawing  specifically  describe  and  exhibit  the 
manner  in  which  this  conformity  is  produced  and  the  object  to 
be  accomplished  by  the  invention :  Held,  that  the  claim  is  not 
merely  for  conformity,  but  conformity  attained  by  the  particular 
means  which  are  set  out  in  the  specification  and  shown  in  the 
drawing.     Smith  v.  O'Connor.  469 

65.  All  definitions  must  presuppose  some  knowledge  of  the  subject- 
matter,  or  knowledge  of  the  matter  referred  to,  in  giving  the  defi- 
nition, and  reference  is  made  to  the  state  of  the  art  as  it  before 
existed.    lb.  469 

66.  McBurney  having  formerly  prepared  a  tube  from  fibrous  material 
and  India-rubber  in  a  certain  manner,  and  cut  it  into  rings  for 
stuffing  boxes,  Forsyth's  use  of  similar  tubes  upon  shafts  for  the 
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.  rolls  in  a  wringing-machine  does  not  entitle  him  to  monopolize 
them  as  his  invention.     Forsyth  v.  Claff>.  528 

67.  A  patent   includes   no  more   than   the  patentee  claims  therein. . 

Wheeler  v.  McCormick,  551 

68.  The  patentee  being  the  first  to  use  a  curved  knife,  instead  of  one 
at  an  angle,  and  his  claim  being  for  a  curved  knife  broadly,  any 
curve  which  will  produce  the  same  effect  is  his,  although  regular, 
while  his  patent  describes  an  irregular  curve.  Union  Paper-Bag 
Machine  Co,  v.  Newell.  582 

69.  Potter's  invention  consisted  in  making  a  hole  of  a  shape  that 
could  be  more  cheaply  and  easily  cut  than  the  square,  triangular, 
or  polygonal  hole,  and  would  at  the  same  time  prevent  the  loosen- 
ing of  the  disk.     Potter  v.  Thayer.  603 

70.  An  arrangement  like  that  in  the  file-machine,  by  which  the  mo- 
tion of  the  gauge  backward  and  forward  is  controlled  by  the  mo- 
tion of  the  lower  roll,  and  works  in  accordance  with  it,  would  be 
impracticable  in  a  printing  machine  of  the  class  to  which  com- 
plainant's belongs.     Child  \.  Boston  and  Fair  haven  Iron  Works.  606 

See  Claim,  1 ;  Infringement*  1 ;  Particular  Patents,  3,  21, 
22>  35»  895  Prior  Use,  2;  Reissue,  15,  31. 

CONSTRUCTION  OF  STATUTE. 

1.  The  case  of  Wilson  v.  Rousseau,  4  How.  669,  must  be  considered 
as  determining  the  construction  6f  section  18  of  the  act  ot  1836. 

Wetherill  v.  Passaic  Zinc  Co.  50 

2.  The  right  to  use  a  patented  process,  during  the  original  term  of 

the  patent,  under  section  18  of  the  act  of  1836,  re-enacted  in  the 
act  of  1870,  does  not  authorize  the  use  of  it  after  the  patent  is  ex- 
tended,    lb.  50 

3.  The  act  which  provides  that  "  ail  suits,  not  of  a  local  nature, 
hereafter  to  be  brought  in  the  circuit  and  district  courts  of  the 
United  States,  in  a  district  in  any  state  containing  more  than  itne 
district,  against  a  single  defendant,  shall  be  brought  in  the  dis- 
trict in  which  the  defendant  resides,  has  no  application  where 
the  single  defendant  resides  as  fully  in  all  districts  in  the  state 
as  in  any  one  of  them.  Locomotive  Engine  Safety  Truck  Co.  v. 
Erie  Railway  Co,  187 

4.  The  provision,  that  "  notice  of  the  day  set  for  the  hearing  of  the 
case  shall  be  published,  as  now  required  by  law,  for  at  least  sixty 
days : "  Held,  to  be  satisfied  by  a  publication  for  three  successive 
weeks,  the  first  of  said  publications  being  at  least  sixty  days  be- 
fore the  hearing.     Gear  v.  Grosvenor.  314 

VOL.  VI — 42 
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5.  The  construction  given  to  a  statute  by  the  officers  appointed  to 
execute  it,  and  acted  upon  for  a  long  term  of  years,  though  not 
conclusive,  is  entitled  to  great  consideration  by  the  court    lb.     314 

6.  Form  of  bill  and  proceedings  in  a  suit  in  equity  for  the  grant  of  a 
patent  under  section  52  of  the  act  of  July  8,  1870.  Ex  parte 
Greely.  575 

7.  The  act  of  1870,  though  repealing  the  act  of  1836,  still  preserved 
unimpaired  all  rights  acquired  under  that  act.  Union  Paper-Bag 
Mack  ins  Co.  v.  Newell*  5^2 

8.  The  owners  of  patents  granted  before  the  act  of  1870"  may  main- 
tain suits  for  infringements  perpetrated  afterward.     lb.  5$2 

9.  The  remedial  provisions  of  the  act  of  July  8,  1870,  apply  to  all 
actions  commenced  after  that  date,  though  for  causes  accruing 
before.     lb.  58i 

See  Practice^  18,  19. 

CONTRACT. 

1.  The  interpretation  of  a  contract  is  to  be  determined  by  the  sense 
in  which  the  parties  intended  to  use  the  terms  employed  to  express 
it ;  and  this  must  be  gathered  from  the  instrument  itself,  irrespect- 
ive of  declarations,  written  or  oral,  by  either  party,  as  to  his  un- 
derstanding of  its  meaning,  or  as  to  his  motives  in  making  it 
Wetherill  v.  Passaic  Zinc  Co*  50 

See  License,  4)  5. 


CORPORATION. 

1.  A  corporation,  if  it  can  be  said  to  reside  at  all,  resides  in  all  the 
districts  of  the  state  creating  it.  Locomotive  Engine  Safety 
Truck  Co.  v.  Erie  Rail-way  Co.  187 

2.  The  acceptance  of  the  charter  is  essential  in  the  process  of  consti- 
tuting a  body  politic,  and  must  be  proved  when  the  existence  of 
the  corporation  is  put  in  issue.  Dorsey  Harvester  Revolving 
Rake  Co.  v.  Marsh.  ,  387 

3.  But  it  is  well  settled  that  acceptance  will  be  presumed  from  facts 
which  are  consistent  only  with  such  hypothesis,  without  proof  of 
any  express  declaration  to  that  effect    lb.  387 

4  When  a  general  law  is  in  existence  authorizing  the  creation  of  a 
corporation  by  letters  patent,  to  be  issued  by  a  public  officer, 
upon  the  performance  pf  certain  preliminary  conditions,  and  let- 
ters patent  are  duly  issued,  reciting  the  performance  of  the  condi- 
tions and  investing  the  corporation  with  the  franchises  of  a  body 
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politic,  and  these  letters  patent  are  produced  by  the  corporation 
to  establish  its  existence,   it  will  be   presumed  that  they  were       v 
granted  at  the  instance  of  the  corporation  and  accepted  by  it. 
lb.  387 

5.  The  corporate  faculties  of  a  corporation  are  not  to  be  ascertained 
by  reference  exclusively  to  the  statutes  authorizing  its  creation. 
Notice  will  be  taken  of  any  supplementary  or  general  statute  per- 
tinent to  the  inquiry.    lb.  387 

6.  The  purpose  of  a  corporation  may  be  inferred  from  its  corporate 
name.    lb.*  387 

7»  A  corporation  has  power  to  purchase  an  invention  which  would 
tend  to  facilitate  the  purposes  of  its  incorporation,  as  indicated  by 
its  corporate  name,  even  in  the  absence  of  any  law  expressly  con- 
ferring it.     lb.  387 

COSTS. 

1.  It  is  well  settled,  upon  the  cases  in  equity,  that  the  court  will  ap- 
portion the  costs  according  to  its  view  ot  the  fault  of  the  party  or 
parties,  or  will  give  no  costs  to  either  party  against  the  other. 
Troy  Iron  and  Nail  Factory  v.  Corning.  85 

2  Where  nearly  all  of  the  exceptions  to  the  master's  report  were 
overruled  by  the  court,  no  costs  were  taxed  in  respect  to  them* 
lb.  85 

3.  In  the  taking  of  the  account  of  profits  in  this  case,  a  patent  suit, 
in  equity,  before  the  master,  the  plaintiff  greatly  exaggerated  his 
claim,  and  caused  a  great  waste  of  time,  and  introduced  a  large 
amount  of  irrelevant  evidence,  and  recovered,  in  the  end,  a  com- 
paratively small  sum  :  Held,  that  neither  party  should  recover, 
against  the  other,  any  costs  or  expenses  that  accrued  before  the 
master,  embracing  the  fees  of  witnesses,  the  taking  and  printing 
of  the  evidence,  and  all  disbursements  before  him,  but  each  party 
should  bear  his  own.    lb.  85 

4.  Parties  adjudged  to  contribute  equally  toward  the  payment  of 
master's  costs.     lb.  85 

5.  Though  the  complainant's  bill  is  dismissed,  the  defendant  is 
allowed  no  costs,  as  by  the  decision  the  rights  of  the  parties  are 
settled,  and  he,  as  well  as  the  public,  receives  a  benefit  from  the 
decision.    Smith  v.  Woodruff.  476 

DAMAGES. 

r*  When  profits  are  recoverable  by  the  owners  of  a  patented  inven- 
tion against  an  infringer,  they  are  such  profits  or  gains  as  result 
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directly  or  immediately  from  the  wrongful  act  of  the  infringer. 
Piper  v.  Brown*  240 

2.  The  resultant  profits  are  ordinarily  best  arrived  at  bv  determining 
the  difference  between  the  actual  ascertained  cost  and  theactual 
ascertainable  value  to  the  infringer.     lb.  240 

3.  Remote  and  contingent  profits  or  gains,  dependent  upon  the  re- 
sults of  successful   schemes  or  investments,  are  never  allowed. 

lb  240 

4.  The  finding  of  the  master  on  a  question  of  fact  will  not  be  re- 
viewed when  the  whole  evidence,  upon  which  he  bases  his  find- 
ing, is  not  reported.    lb.  .240 

5.  It  is  not  customary,  in  estimating  profits  from  an  infringement,  to 
allow  the  infringing,  parties  compensation  for  their  own  time  and 
labor.     lb.  240 

6.  The  master's  decision,  rejecting  the  allowance  of  commission,  is 
sustained.     lb.  240 

7.  When  the  defendant  purchased  the  machine  in  the  open  market, 
not  knowing  that  it  was  patented,  and  abandoned  all  the  patented 
appliances  on  being  notified  of  their  infringement:  Held,  that  it 
was  not  a  case  for  exemplary  damages.    Emerson  v.  Simm.  28r 

8.  It  is  well  established  that  when  an  inventor  exercises  his  monop- 
oly, by  selling  licenses  to  make  and  use  his  improvement,  he  has 
himself  fixed  the  average  of  his  damages  when  his  invention  has 
been  used  without  his  license.    lb.  281 

9.  The  fact  that  the  defendants  discontinued  the  use  of  the  infring- 
,  ing  machine  on  notification  of  infringement,  and  that  they  might 

have  used  some  other  unpatented  machine  with  equal  advantage, 
has  no  weight  in  measuring  the  complainants'  damages,  when  the 
complainants  have  an  established  license  fee.    lb.  281 

■ 

10.  A  decree  for  damages,  when  the  complainants  have  an  established 
license  fee,  for  the  amount  of  the  fee,  gives  the  defendant  no  right  • 
to  use  the  invention  for  the  life  of  the  patent    lb.  281 

11.  In  fixing  damages,  the  prices  which  the  plaintiff  sold  at  before 
defendants  came  into  the  market  as  competitors,  together  with  the 
reduction  of  prices  caused  by  competition,  taken  into  considera- 
tion.    Smith  v.  O'Connor.  469 

12.  Where  the  patentee  gave  his  consent  to  the  manufacture  of  6ome 
of  the  alleged  infringements  by  defendants,  he  can  recover  no 
damages  for  these;  for  those  afterward  manufactured,  he  is  enti- 
tled to  manufacturer's  profits.      Westlake  v.  Cartter.  519 

See  Pleading,  2,  3;  Profits,  1,  2,  3. 
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DATE  OF  INVENTION. 

1.  In  the  absence  of  proof  as  to  the  time  when  the  invention  was 
actually  made,  the  date  of  filing  the  application  in  the  Patent 
Office  will  be  presumed  to  be  the  date  of  invention.  Dane  v. 
Chicago  Manuf.  Co.  130 

DESIGN. 

1.  The  acts  of  Congress  which  authorize  the  grant  of  patents  for 
designs,  were  plainly  intended  to  give  encouragement  to  the  dec- 
orative arts.  They  contemplate  not  so  much  utility  as  appear- 
ance, and  that  not  an  abstract  impression  or  picture,  but  an  aspect 
given  to  those  objects  mentioned  in  the  acts.  Gorham  Manuf. 
Co.  v.  White.  94 

2.  To  speak  of  the  invention  as  a  combination  or  process,  or  to  treat 

it  as  such,  is  to  overlook  its  peculiarities.     lb.  94 

3.  As  the  acts  of  Congress  embrace  only  designs  applied  or  to  be 
applied,  they  must  refer  to  finished  products  of  invention,  rather 
than  to  the  process  of  finishing  them  or  to  the  agencies  by  which 
they  are  developed.     lb.  94 

4.  It  is  sameness  in  appearance  rather  than  in  the  mode  of  produc- 
ing the  appearance,  that  determines  the  question  of  infringement. 

lb.  04 

5.  Mere  difference  of  lines  in  the  drawing  or  sketch,  a  greater  or 
smaller  number  of  lines,  or  slight  variances  in  configuration,  if 
insufficient  to  change  the  effect  upon  the  eye,  will  not  destroy  the 
substantial  identity  of  a  design.     lb.  94 

6.  An  engraving  which  has  many  lines,  may  present  to  the  eye  the 
same  picture,  and  to  the  mind  the  same  idea  or  conception,  as 
another  with  much  fewer  lines.  The  design,  however,  would  be 
the  sam e.    lb.  94 

7.  The  test  of  identity  is  the  effect  produced  upon  the  eye  of  an  ordi- 
nary observer,  and  not  that  produced  upon  the  eye  of  an  expert. 

lb.  94 

8.  If  the  resemblance  between  two  designs  is  such  as  to  deceive  an 
ordinary  observer,  the  first  one  patented  is  infringed  by  the  other. 

lb.  94 

See  Particular  Patents,  8. 

DIVISION   OF  PATENT. 

i.  Improvements  consisting  of  separate  and  distinct  parts  may,  in 
certain  cases,  be  secured  by  separate  and  distinct  patents,  but  no 
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more  than  one  patent  can  legally  be  granted  for  the  same  inven- 
tion,    yones  v.  Sewall.  343 

2.  Where  a  patentee  has,  in  his  original'  patent,  patented  an  aggre- 
gate of  several  devices,  he  may,  in  obtaining  a  separate  reissue 
for  each  device,  give  the  same  identical  description  in  each  re- 
issue, of  all  the  devices  in  the  original.  Wheeler  v.  McCor- 
mick.  551 

3.  If,  in  such  case,  the  claim  of  each  reissue  is  for  a  distinct  and 
severable  part  of  the  invention  described  and  shown  in  the  orig- 
inal patent,  the  reissues  are  not  open  to  the  objection  that  they 
are  several  patents  for  the  same  invention.    lb-  551 

4.  Where  one  of  such  reissues  expired,  the  others  being  extended,  if 
such  expired  reissue  claimed  only  a  distinct  and  severable  device, 
not  included  in  the  claims  of  the  other  reissues,  the  fact  that  such 
device  became  public  property  gives  no  right  to  use  the  devices 
claimed  in  the  other  reissues,  eyen  though  the  specifications  were 
alike  in  their  descriptive  parts.    lb.  551 

DOUBLE  USE. 

i.  A  patent  for  removing  from  the  bottom  of  a  lantern  certain  de- 
vices, by  means  of  which  it  could  be  separated  and  the  globe  taken 
out  below,  and  placing  them  at  the  top  so  that  the  globe  could  be 
taken  out  above,  can  not  be  sustained,  although  a  disc- ring,  which 
closes  the  opening  between  the  parts,  is  thereby  made  to  reflect 
the  light  downward,  such  downward  reflection,  by  a  disc,  being 
well  known.     Dane  v.  Illinois  Manuf.  Co.  124 

EQUITY. 

1.  When  the  title  to  the  principal  relief,  which  is  the  proper  subject 
of  a  suit  in  equity — the  injunction  and  discovery — fails,  the  inci- 
dent right  to  an  account  fails  also.     Draper  v."  Hudson*  327 

See  Assignment,  7.  • 

EQUIVALENT. 

I.  It  is  not  always  enough,  to  prove  that  two  combinations  of  ele- 
ments are  equivalent,  to  show  that  each  element  of  the  combina- 
tion in  one  may  be  regarded,  under  some  circumstances,  as  the 
equivalent  of  the  corresponding  element  in  the  other,  when  the 
elements  are  separately  considered.  If  the  mechanical  combina- 
tions of  the  members  of  the  two  machines  be  such  that  the  action 
and  mode  of  operation  differ  in  the  two  machines,  then  one  is 
something  more  than  a  mere  mechanical  equivalent  for  the  other. 
Blake  v.  Rawson.  74 
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2.  The  inventor  of  an  ordinary  machine  is,  by  his  letters  parent,  pro- 
tected against  all  mere  formal  alterations,  and  against  the  substi- 
tution of  mere  mechanical  equivalents,  and  the  inventor  of  a  mere 
combination  should  receive  the  same  protection.  King  v.  Louis- 
ville Cement  Co.  336 

3.  If  no  one  can  be  held  to  infringe  a  patent  for  a  combination, 
unless  he  uses  all  the  parts  of  the  combination  and  the  same 
identical  machinery  as  the  patentee,  then  ho  patent  for  a  combi- 
nation will  ever  be  infringed,  on  account  of  the  ease  of  making 
formal  alterations.     lb.  336 

4.  No  one  infringes  a  patent  for  a  combination  who  does  not  employ 
all  the  ingredients  of  the  combination;  but  if  he  employs  all  the 
ingredients,  or  adopts  mere  formal  alterations,  or  substitutes  for 
one  ingredient  another,  which  was  well  known  at  the  date  of  the 
patent,  as  a  proper  substitute  for  the  one  withdrawn,  and  which 
performs  substantially  the  same  function  as  the  one  withdrawn, 

he  does  infringe.    lb.  336 

5.  A  screw  rotated  in  a  stationary  nut,  by  means  of  a  spur-wheel 
upon  the  screw  gearing  with  another,  and  which  is  therefore  made 
to  mpve  longitudinally,  is  the  equivalent  of  one,  to  which  a  like 
movement  is  imparted  by  a  nut  made  to  rotate  upon  it  by  means 

of  a  pulley  placed  upon  the  nut  and  belted  to  a  drum.     lb.  336 

See  Combination,  4,  5,  6,  15;  Infringement,  21,  24,  25;  Par- 
ticular Patents,  1,  2,  76,  77. 

ESTOPPEL. 

1.  The  owners  of  a  patent  are  estopped  from  prosecuting  those  who 
have  worked  the  invention  under  a  license  from  a  third  party, 
relying  upon  the  admission  of  the  owners  that  said  third  party 
had  the  right  to  grant  such  license.     Gear  v.  Grosvenor.  314 

2.  Whether  such  admission  would  avail  the  respondents,  would  de- 
pend upon  whether  the  acts  relied  upon  to  prove  infringement 
were  after,  and  in  consequence  of,  these  admissions,  and  before 
they  had  notice  that  they  were  recalled  and  withdrawn.     lb.  314 

3.  The  inventor  is,  not  to  be  estopped  by  licensing  a  few  persons  to 
use  his  invention  to  ascertain  its  utility,  or  by  such  acts  of  pecu- 
liar indulgence  and  use  as  may  fairly  consist  with  the  clear  inten- 
tion to  hold  the  exclusive  privilege,     yvnes  v.  Sewall.  343 

EVIDENCE. 

1.  When  one  witness  testifies  to  a  single  machine  constructed  by 
Hussey,  in  the  fall  of  1848,  having  a  quadrant-shaped  platform, 
and  there  is  other  evidence*  not  however  beyond  the  reach  of  crft? 
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icism,  tending  to  show  that  such  a  platform  was  attached  to  more 
than  one  machine,  but  there  is  no  additional  evidence  that  ma- 
chines thus  constructed  were  actually  used  and  were  successfully 
operative :  Held,  that  these  machines  mu6t  be  treated  as  experi- 
ments, in  nowise  affecting  the  novelty  of  the  complainant's  inven- 
tion.    Seymour  v.  Marsh.  115 

• 

2.  The  Patent  Office  correspondence  in  the  matter  of  the  rejected 
application  of  Carpenter,  filed  January  18,  1858,  considered  in 
determining  the  question  of  anticipation.    Decker  v.  Grote.  143 

• 

3.  This  omission  to  claim  anything  in  respect  to  using  two  frames, 
or  hinging  one  frame  to  the  other,  is  evidence,  when  the  novelty 
of  the  device  is  in  dispute,  that  Densmore,  when  he  took  out  his 
patent,  was  'aware  that  he  could  not  claim  to  be  the  inventor  of 
anything  more  than  the  special  arrangement  or  relative  position 

of  the  parts.     Kirby  v.  Dodge  and  Stevenson  Manuf.  Co.  156 

4.  Where  the  patent  was  for  a  process,  the  exhibition  of  the  modi* 
fieji  apparatus  not  in  use  was  of  little  moment,  compared  to  the 
exhibition  of  that  part  of  the  apparatus  in  which  the  process  was 
going  on.     Piper  v.  Brown.  240 

5.  Where  an  ex-farte  affidavit,  containing  a  description  of  an  alleged 
anticipation  of  the  patent  sued  upon,  is  introduced  in  evidence: 
Held,  that  on  the  contents  of  this  affidavit,  no  court  could  hold 
the  patent  void  for  want  of  novelty.    Roberts  v.  Ryer.  293 

6.  The  court  ought  to  be  fully  convinced,  by  a  clear  preponderance 
of  evidence,  before  declaring  a  patent  void,  on  the  ground  of  prior 
knowledge  and  use.     Gear  v.  Grosvenor.  *       314 

7.  There  is  abundant  evidence  that  Winslow  was  the  original  and 
first  inventor  of  the  improvements  claimed  in  his  patents.    Jones 

v.  Setvall.  343 

8.  When  a  man  is  engaged  in  the  department  of  production  where  a 
certain  improvement  is  most  important,  wfth  the  means  in  his 
hands  to  employ  it,  if  he  knew  how,  and  for  years  .manufactures 
in  a  different  mode,  with  less  accuracy  and  at  greater  expense,  this 
is  conclusive  that  he  did  not  possess  the  idea.  Roots  v.  Hynd- 
man.  439 

9.  The  doubts  upon  the  question  of  the  existence  of  any  prior  device 
embodying  the  invention  claimed  in  complainant's  patent,  are 
greatly  confirmed  by  the  omission  on  the  part  of  defendants  to 
produce  any  such  harness-ring  as  their  witnesses  testify  to.    Chase 

v.  Wesson.  517 

10.  Patents  may  be  given  in  evidence  to  show  the  state  of  the  art 
without  notice,  but  printed  publications  can  not.  West  lake  v. 
Carlter.  519 

11.  The  .file-wrapper  and  contents,  in  the  matter  of  the  application 
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for  the  patent  sued  upon,  is  not  admissible  evidence  for  the  pur- 
pose of  limiting  the  construction  of  the  patent,     lb.  519 

12.  The  action  of  official  experts  at  the  Patent  Office  in  granting  de- 
fendants' patent  is  entitled  to  some  consideration,  as  indicating 
their  opinion  that  it  was  for  a  different  invention  from  complain- 
ant's,   lb.  519 

Set  Abandonment,  1,9,  10;  Anticipation,  4,  10 ;  Application, 
1 ;  Burden  of  Proof,  I ;  Damages,  1 1 ;  Date  of  Inven- 
tion, 1;  License,  I,  4;  Particular  Patents,  45;  Plead- 
ings, 6,  7;  Practice,  3,  15,  17;  Presumption,  5,  6,  8,  9; 
Utility,  5,  6,  9,  10. 

EXPERIMENT. 

See  Anticipation,  1;  Application,  1 ;  Prior  Use,  10,  11. 

EXTENDED  TERM. 

1.  There  is  a  broad  distinction  between  the  use  of  an  invention  and 
the  use  of  a  patented  machine.  While  the  right  to  use  the  inven- 
tion expires  with  the  end  of  the  term  of  the  original  patent,  the 
right  to  the  continued  use  of  the  machine,  which  embodies  it,  is 
protected.      Wetherill  v.  Passaic  Zinc  Co.  50 

2.  The  policy  of  the  law  would  seem  to  require  that  the  patentee 
applying  for  the  extension,  should  himself  have  an  interest,  but 
an  equitable  interest  is  sufficient.  Such  an  interest  the  patentee 
in  this  case  had  by  virtue  of  the  stipulation  between  himself  and 
his  grantee,  that  he  should  be  interested  to  the  extent  of  one-half 
the  proceeds  from  sales  or  uses  of  the  patented  invention.     Gear 

v.  Grosvenor.  314 

3.  Where  the  patentee  sold  the  exclusive  right  for  certain  territory, 
to  make  and  use,  and  to  license  others  to  use,  said  machine  dur- 
ing the  remainder  of  the  original  term,  it  being  stipulated  in  the 
instrument  of  conveyance  that  the  licensee  "  shall  not  in  any  way 
or  form  dispose  of,  sell,  or  grant  any  license  to  use  the  said  ma- 
chines beyond  the  expiration"  of  the  original  term:  Held,  that 
the  sale  of  machines  by  such  licensee,  "with  the  right  to  run"  the 
same,  did  not  convey  the  right  to  use  them  beyond  the  original 
term  of  the  patent.    Mitchell  v.  Hawley.  331 

4.  Notice  is  not  required  in  6uch  case,  as  the  law  imposes  the  risk  as 
to  whether  the  title  of  the  seller  is  such  that  he  can  make  a  valid 
conveyance  upon  the  purchaser,  as  against  the  real  owner,    /d.      331 

See  Construction  of  Statute,  i,  2;  License,  2,  3. 
VOL.  VI— 43 
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EXTENSION. 

I.  When  a  patent  is  extended  in  apparent  conformity  to  the  act  of 
Congress,  the  decision  of  the  officer  granting  the  extension  has 
the  attributes  of  a  final  judgment.  It  is  not  subject  to  appeal  or 
revision.     Dorsey  Harvester  Revolving-Rake  Co.  v.  Marsh.  387 

See  Assignment,  1,  2,3,  4,  9;  Division  of  Patents,  4;  Fran- 
chise >  I,  2,  3,  4;  Jurisdiction,  5;  Novelty,  5;  Sale,  1. 

FOREIGN  USE. 

1.  It  is  well-settled  law  that  patented  inventions  can  not  be  super- 
seded by  the  mere  introduction  in  .evidence  of  a  foreign  publica- 
tion, though  of  prior  date,  unless  the  description  or  drawings 
contain  or  exhibit  a  substantial  representation  of  the  patented 
improvement,  in  such  full,  clear,  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  the  improvement  ap- 
pertains to  make,  construct,  and  practice  the  invention  to  the 
same  practical  extent  as  he  would  be  enabled  to  do  if  the  informa- 
tion was  acquired  from  a  prior  patent     Jones  v.  Sewall.  343 

2.  The  mere  previous  knowledge  or  use  of  the  thing  patented,  in  a 
foreign  country,  will  not  defeat  a  patent  issued  here  to  an  original 
inventor,  unless  it  appears  that  the  same  invention  had  been  pat- 
ented in  such  foreign  country,  or  had  been  described  in  some 
public  work  anterior  to  the  supposed  discovery  thereof  by  the 
patentee.     lb.  343 

FORFEITURE. 

See  License,  7. 

FRANCHISE. 

i.  When  patentees  have  made  one  or  more  of  the  things  patented, 
and  have  vended  the  same  to  others  to  be  used,  without  any  con- 
ditions, or  authorized  another  to  construct,  sell,  and  deliver  it,  or 
to  construct,  use,  and  operate  it,  without  any  conditions,  and  the 
consideration  has  been  paid  to  him  for  the  thing  patented,  the 
rule  is  well  established  that  the  patentee  must  be  understood  to 
have  parted  to  that  extent  with  all  his  exclusive  right,  and  that  he 
ceases  to  have  any  interest  in  this  particular  patent  Mitchell  v. 
Hawley.  331 

2.   Purchasers  of  the  exclusive  privilege  of  making  or  vending  the 
patented  machine  hold  the  whole  or  a  portion  of  the  franchise 
which  the  patent  secures,  depending  upon  the  nature  of  the  con- 
veyance, and  the  interest  which  the  purchaser  acquires  terminates 
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331 


at  the  time  limited  for  its  continuance  by  the  law  which  creates 
the  franchise,  unless  it  is  expressly  stipulated  to  the  contrary. 
lb. 

3.  The  purchaser  of  the  implement  or  machine,  for  the  purpose  of 
using  it  in  the  ordinary  pursuits  of  life,  stands,  on  different 
grounds  from  the  purchaser  of  the  exclusive  privilege  of  making 
and  vending,  as  he  does  not  acquire  any  right  to  construct  an- 
other machine,  either  for  his  own  use  or  to  be  vended  to  another 

for  any  purpose.     lb.  331 

4.  Patented  implements  or  machines,  sold  to  be  used  in  the  ordinary 
pursuits  of  life,  become  the  private  individual  property  of  the 
purchasers,  and  are  no  longer  specifically  protected  by  the  patent 
laws  of  the  state  where  the  implements  or  machines  are  owned 
and  used.    lb.  331 

See  Assignment y  5 ;  Extended  Term,  3. 

FRAUD. 

1 

1.  A  patent  from  the  government  can  not,  in  a  collateral  proceeding, 

be  impeached  for  fraud  in  procuring  it.     Gear  v.  Grosvenor.  314 

See  Pleadings,  5. 

INFRINGEMENT. 

i.  A  patent  for  a  device  can  not  be  avoided,  by  dividing  it  into  two 
parts,  which,  when  combined,  produce  the  same  result,  in  sub- 
stantially the  same  way.  Wheeler  v.  Clipper  Mower  and  Reaper 
Co.  1 

2.  A  device  is  not  less  an  equivalent  of  another,  merely  because,  su- 
peradded to  all  the  functions  of  such  other,  it  may  perform  a  fur- 
ther office.     lb,  I 

3.  Still  less  does  it  fail  to  be  the  equivalent  of  another,  because, 
while  performing  all  the  functions  of  such  other,  it  performs  one 

of  them  more  effectively  or  better.    lb.  1 

4.  Although  the  Clipper  machine  contains  a  decided  improvement 
upon  the  arrangement  of  levers  claimed  in  the  reissue  No.  2,632, 
whereby  what  is  in  substance  two  levers  may  be  operated  with  a    * 
single  hand,  yet  the  mechanical  construction  and  mode  of  opera-        4 
tion  of-  such  lever  is   substantially  the   same  as  Wheeler's  two 
levers,  and  is  an  infringement.     lb-  .1 

5.  In  the  patent  for  an  "  improved  guard-plate  for  stoves,"  granted 
to  Stuart  &  Wemys,  May  18,  1868,  the  inventor  proposed  to  per- 
mit the  passage  only  of  those  rays  of  heat  from  a  stove-cylinder, 
which  have  a  downward  direction,  thereby  causing  them  to  im- 
pinge upon  the  floor,  and  upon  objects  somewhat  above  it,  upon 
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the  hypothesis  that  their  function  in  heating 'an  apartment  would 
thus  be  more  effectually  performed;  and  the  construction  and  op- 
eration of  his  mechanical  device  was  adapted  to  that  end-  In  the 
patent  issued  to  \V.  L.  McDowell,  ApriL  28,  1863,  the  inventor  pro- 
posed to  prevent  the  horizontal  radiation  of  heat  from  the  fire-box 
to  the  stove,  and  thus  avert  the  danger  of  burning  combustible 
substances  in  its  vicinity,  and  to  allow  the  heated  air  to  pass  only 
outward  and  upward.  His  contrivance  was  adapted  in  its  struc- 
ture and  operation  to  effectuate  this  purpose.  Held,  that  the  de- 
vices of  the  Stuart  &  Wemys  patent  and  the  McDowell  patent  are 
constructed  upon  different  theories,  and  intended  for  the  produc- 
tion of  different  primary  results.  They  fall  into  different  catego- 
ries, and  are  distinguishable  from  each  other  in  form,  design,  and 
mode  of  operation.     Stuart  v.  Skantz.  35 

6.  Mere  formal  alterations  of  a  combination,  in  letters  patent,  do  not 
constitute  any  defense  to  the  charge  of  infringement,  as  the  in- 
ventor of  a  combination  is  as  much  entitled  to  suppress  every 
other  combination  of  the  same  ingredients  to  produce  the  same 
result,  not  substantially  different  from  what  he  has  invented  and 
caused  to  be  patented,  as  the  inventor  of  any  other  patented  im- 
provement.    Rees  v.  Gould.  106 

7.  An  infringement  may  be  committed  by  making  or  using,  or  vend- 
ing to  others  to  be  used.  An  allegation  in  the  disjunctive  would 
be  bad  pleading,  and  an  allegation  of  making  and  using  is  proved 
by  proof  of  using  alone.     Locomotive  Engine  Safety  Truck  Co. 

v.  Erie  Railway  Co.  1S7 

8.  The  last  claim  of  the  reissue  of  July  6,  1869,  is  not  infringed  by 
defendant.     Gallahue  v.  Butter  field.  203 

9.  The  only  infringement  of  the  reissue  of  June  22,  1869,  relates  to 
the  second  claim,     lb.  203 

10.  The  defendants'  tip  and  brim-stretchers  are  separate  and  distinct 
machines,  yet  as  each  has  supporting  ribs  and  a  series  of  stretch- 
ing devices,  substantially  the  same  as  those  of  the  patent  they 
in fringe,  the  fact  that  defendants  have  added  some  features  of 
construction  and  operation  not  found  in  complainant's  patent,  and 
which  are  improvements  on  complainant's  invention,  can  not  re- 
lieve them  from  the  charge  of  infringement.  Eichemcyer  Hat- 
Blocking  Machine  Co.  v.  Pearce-  219 

xi.  Where  the  invention  consists  in  a  method  of  utilizing  exhaust 
steam  for  the  purpose  of  making  extracts  from  tan-bark  and  other 
material,  it  is  not  infringed  by  an  apparatus  which  obtains  its 
steam  directly  from  the  boiler.     Bridge  v.  Brown.  236 

12.  In  such  a  case,  the  pipe,  connecting  directly  with  the  boiler,  is  not 
the  equivalent  of  the  exhaust-pipe,  and  one  element  in  the  com- 
bination claimed  in  the  patent  is  wanting.     lb.  236 
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13.  The  claim  of  Hamilton's  patent,  granted  December  5,  1865,  for 
"improvement  in  saw-mills,"  being,  "giving  to  the  saw,  in  its 
downward  movement,  a  rocking  or  rolling  motion,  by  means  of 
the  combination  of  the  cross-head  working  in  curved  guides  at 
the  upper  end  of  the  saw,  the  lower  end  of  which  is  attached  to  a 
cross-head,  working  in  straight  guides  and  pivoted  to  the  pitman 
below  the  saw,  with  the  crank-pin,  substantially  as  described," 

*  and  the  defendants  using  a  like  combination,  but  in  which  the  up- 
per guides  are  set  with  the  lower  ends  two  inches  forward  of  a 
perpendicular  line,  let  fall  from  the  top  ends — the  charge  of  the 
judge  "that  the  plaintiff  is  entitled  to  the  protection  of  his  pat- 
ent, no  matter  whether  the  curved  slides  are  set  in  one  line  or 
another,  provided  the  combination  is  otherwise  complete,  that  it 
is  a  mere  matter  of  adjustment,  which  any  competent  mechanic 
skilled  in  the  art  would  understand  and  adopt,"  is  without  error. 
Hamilton  v.  Ives.  244 

14.  If,  instead  of  cutting  a  slit  in  the  fourth  bar  of  the  clasp,  the  slit 
should  be  cut  through  to  the  outside  from  one  end  of  the  open 
space  adjoining  such  bar,  such  arrangement  would  embody  the 
Cook  invention,  and  its  use  would  infringe  his  third  claim.  It 
would  effect  the  result  indicated,  for  the  object  indicated,  by  sub- 
stantially the  same  means  and  mode  cf  operation.  McComb  v. 
Beard.  254 

15.  It  makes  no  difference,  as  to  the  essential  use  of  the  Cook  inven- 
tion, that  the  bend  of  the  hoop  in  the  Beard  tie  does  not  embrace 
the  side  in  which  the  slit  is  cut,  nor  that  the  part  of  the  hoop 
which  is  slipped  under  the  arm  is  nearer  to  the  bend  of  the  loop 
than  is  the  part  which  is  slipped  under  the  bar  in  the  Cook  tie, 
nor  that  the  bend  of  the  loop  is  slipped  through  the  slit.     lb.  254 

16.  In  both  ties,  the  Cook  and  the  Beard,  the  part  to  be  necessarily 
put  in"  place  is  put  in  place  by  the  same  means.     lb.  254 

17.  The  bar  through  which  Cook  cuts  the  slit,  to  enable  the  otherwise 
free  portion  near  the  second  end  of  the  hoop  to  reach  its  proper 
place,  is  a  part  of  the  clasp  or  buckle  proper,  as  much  so  as  any 
other  necessary  part  of  it,  and  not  a  mere  loop  or  an  appurtenance 

to  it.     lb.  254 

18.  The  use  of  a  worthless  patented  combination,  in  connection  with 
a  new  element  that  renders  the  whole  useful,  can  not  be  punished 
as  an  infringement  of  the  patent  for  the  worthless  combination. 
Bliss  v.  City  of  Brooklyn.  289 

19.  The  patentee  will  be  protected  from  obvious  modes,  readily  adopted 
without  invention,  for  accomplishing  the  same  end.  Union 
Paper-Bag  Co,  v.  Nixon.  402 

20.  The  various  forms  of  creasing  apparatus  used  by  the  defendants, 
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in  combination  with  the  guides  or  formers,  held  to  be  infringe- 
ments of  this  claim.     lb.  402 

21.  It  would  be  a  blemish  upon  the  law,  which  professes  to  protect 
useful  improvements,  if  such  substitutes,  capable  of  selection  by 
peret«ns  of  ordinary  intelligence,  were  not  deemed  invasions  of 

an  inventor's  rights.     lb,  '  402 

22.  The  fourth  claim  is  infringed  both  by  the  bent  bars  and  by  the 
adjustable  pulleys.    lb.  402 

23.  If  it  is  granted  that  these  additions  contained  in  this  patent  are 
valuable  improvements,  they  are  nevertheless  grafted  upon  the 
Nicolson  pavement,  and  can  not  be  used  in  connection  with  it 
without  the  consent  of  its  owners.  American  Nicholson  Pavement 
Co.  v.  City  of  Elizabeth.  424 

24.  When  the  instrumentalities  described  are  used,  by  equivalent  de- 
vices, operating  in  the  same  general  way,  for  the  same  end,  the 
patent  is  infringed.     Smith  v.  Fay,  446 

25.  When  the  idea  is  once  suggested,  and  one  mode  of  utilizing  it 
pointed  out,  others  are  easily  adopted.     lb.  446 

26.  It  is  an  infringement  of  the  patent  to  make  .a  can  with  one  end 
wholly  of  thin  tin,  which  can  be  easily  cut  at  the  outer  end. 
Masury  v.  Anderson*  457 

27.  The  bifurcated  plate  in  the  English  patent,  as  well  as  the  two  rods 
substituted  for  it  and  performing  the  same  office,  accomplishes  in 
substantially  the  same  manner,  and  for  substantially  the  same 
purpose,  what  is  accomplished  by  the  fingers  operating  in  the 
Winsor  machine  to  .gauge  the  size  of  the  eye.  Kendrick  v.  Rm- 
mons.  462 

28.  The  device  in  the  English  patent,  which  is  described  as  a  fork, 
bifurcated  plate,  or  retainer,  is  an  infringement  of  the  third 
claim  of  the  Winsor  patent.     lb.  462 

29.  As  this  device  in  the  English  machine  is  used  in  combination  with 
mechanism  which  operates  to  tighten  or  draw  up  the  twine,  out 
of  which  the  next  heddle  is  formed,  the  fourth  claim  of  com- 
plainant's patent  is  infringed.     lb.  462 

30.  When  a  party  has  patented  a  combination,  and  the  combination 
turns  out  to  be  useless,  and  another  party  adds  to  the  combination 
another  element,  and  thereby  makes  the  whole  practically  useful, 
the  party  who  adds  this  last  element  is  not  an  infringer,  and  he  is 
entitled  to  use,  not  merely  his  improvements — requiring  first  a 
license  to  use  the  former  combination — but  he  may  use^he  whole 

of  it.     Robertson  v.  Hill-  465 

31.  Complainant  having  patented  the  combination  of  a  handle  and  a 
series  of  printing-wheels,  for  printing  dates,  with  a  fixed  type 
form,  and  printing-die,  for  dating  purposes,  and  the  use  of  a  rib- 
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bon  as  an  inking  device  being  old  in  other  combinations,  defend- 
ant is  not  entitled  to  use  complainant's  combination  in  connection 
with  this  inking  device,  as  complainant  was  himself  entitled,  in 
the  use  of  his  combination,  to  avail  himself  of  any  device  well 
known  at  the  date  of  his  patent.     lb.  x  465 

32.  It  is  an  immaterial  difference  that  in  the  Bachelder  machine  the 
feeding  device  is  slways  in  contact  with  the  material^  and  always 
aids  in  supporting  it;  while  in  the  defendants'  machine  the  feed- 
ing device  is  not  always  in  contact  with  the  material,  and  there- 
fore only  aids  at  intervals  in  supporting  it.    Bachelder  v.  Moult  on.  4S8 

33.  It  is  equally  immaterial  that  the  defendants'  feeding-bar  being 
provided  with  a  roughened  surface,  instead  of  with  impaling-pins, 
seams  of  any  desired  angularity  or  curvature  can  be  sewed  in  it, 
while  such  seams  can  not  be  sewed  in  the  Bachelder  machine.    lb.  488 

34.  Because  it  has  been  decided  that  the  Bachelder  patent  does  not 
anticipate  or  invalidate  the  Wilson  patent,  it  does  not  follow  that 
machines  made  under  the  Wilson  patent  may  not  infringe  the 
Bachelder  patent.     lb.  488 

35.  The  provision  in  the  Smith  machine  for  the  escape  of  the  water, 
so  as  to  prevent  breakage  when  the  stone  to  be  crushed  i6  harder 
than  the  iron  used  to  crush  it,  may  be  a  patentable  improvement, 
but  still  the  machine  infringes  the  patent  granted  Blake.  Blake 
v.  Robertson* 


5<>9 


36.   Whoever  adopts  the  patentee's  plan,  and  works  out  the  same 

result,  by  merely  substituting  for  one  or  more  mechanical  devices 

their  mechanical  equivalents,  is  just  as  guilty  of  an  infringement 

as  if  he  servilely  copied  the  patentee's  device  in  all  its  parts. 

West  lake  v.  Car  iter. 


519 


37.  Moulton's  roll  for  a  wringer  consisting  of  fibrous  material,  of 
which  the  fibers  are  looped  about  a  wire  wound  closely  about  the 
shaft,  and  run  out  from  the  shaft  in  a  radial  direction,  the  whole 
imbedded  in  India-rubber,  which  is  thereby  attached  to  the  shaft, 

is  not  an  infringement  of  the  Forsyth  patent.     Forsytk  v.  Clapf.  528 

38.  In  these  cases  there  is  no  infringement,  unless  the  devices,  by 
which  the  result  is  produced,  are  used.  MarsAv.  Dodge  and  Ste- 
venson Manuf.  Co.  562 

39.  The  revolving-rake  made  by  the  Dodge-Stevenson  Company  does 
not  infringe  the  Marsh  patent.     lb.  562 

40.  A  patent  for  a  machine  in  which  a  shingle-bolt  is  fastened  auto- 
matically by  dogged  teeth  upon  a  rotating'  carriage,  which  pre- 
sents it  sidewise  to  the  saw,  is  not  infringed  by  a  machine  in 
which  the  bolt  is  by  hand  fastened  to  a  reciprocating  carriage, 
and  by  hand  shoved  to  the  saw  and  withdrawn.    Evarts  v.  Ford,  587 
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41.   Defendants'  device,  using  a  disk  with  a  serrated  edge,  held  not  to 

infringe.    Potter  v.  Thayer.  603 

See  Combination,  3,  4,  5,  7 ;  Construction  of  Patents,  5,  6,  9, 
*9»  42,  555  Design,  4,  5,  6,  7,  8;  Equivalent.  1,  3,  4,  5; 
Particular  Patents,  5/6,  7,  41,  48,  56,  57,  68,  69,  70,  71, 
73.  74- 

INJUNCTION. 

1.  The  first  question  arising  on  a  motion  for  a  temporary  injunction, 
where  the  patent  sued  upon  has  never  been  adjudicated  valid  in 
any  action,  is  whether  the  plaintiff  shows  such  a  public  acquies- 
cence in  his  claim  as  raises  a  presumption  in  favor  of  the  validity 

of  his  patent.     Guide t  v.  Palmer*  82 

2.  Mere  lapse  of  time  is  not  sufficient  to  show  such  a  public  recogni- 
tion as  the  law  demands.  The  acquiescence  must  be  accompanied 
by  circumstances  indicating  that  it  would  not  have  occurred  if 
an}-  fair  doubt  had  existed  as  to  the  validity  of  the  patent.     lb.         82 

3.  The  nature  of  the  invention,  and  the  circumstances  attending  its 
use,  must  both  be  considered.     lb.  82 

4.  The  fact  that  the  cities  of  New  York  and  Brooklyn  have  employed 
the  plaintiff  during  the  past  four  years,  in  some  instances,  does 
not  warrant  the  conclusion  that  his  patent  is  free  from  reasonable 
doubt.     lb.  82 

m 

5.  The  fact  that  a  temporary  injunction  would  expose  the  respond- 
ents to  large  loss,  while  they  are  able  to  respond  to  any  damages 
that  complainant  may  sustain,  is  sufficient  to  require  its  refusal. 

lb.  82 

6.  Ordinarily,  a  verdict  and  judgment  sustaining  a  patent,  control 
the  discretion  of  a  judge  when  he  is  asked  to  award  a  provisional 
injunction.  They  relieve  him  from  the  necessity  of  inquiring  into 
the  validity  of  the  patent,  and  if  he  is  satisfied  there  has  been  an 
infringement,  the  injunction  may  be  said  to  be  almost  a  thing  of 
course.     Wells  v.  G ill.  89 

7.  If  the  judgment  is  acquiesced  in,  or  is  affirmed  by  the  Supreme 
Court,  any  doubts  in  regard  to  the  originality  of  the  invention, 
or  the  validity  of  the  patent,  if  considered  de  novo,  should  yield 

to  the  effect  of  the  judgment.     lb.  89 

8.  The  motion  for  an  injunction  is  an  appeal  to  judicial  discretion, 
and  the  court  ought  not  to  award  the  writ,  unless  satisfied  that 
the  complainant  has  a  clear  right,  which  the  defendant  is  infring- 
ing,    lb.  89 

9.  In  view  of  the  case  being  before  the  Supreme  Court,  injunction 
withheld,  if  the  defendants,  within  ten  days,  file  a  bond  for  the 
payment  of  the  profits  they  may  derive  from  the  continued  use  of 
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the  invention,  and  for  the  damages  such  use  may  cause  the  com- 
plainants,   lb.  89 

10.  The  defendant  being  dead,  no  injunction  can  issue  against  him, 
and  as  there  is  no  proof  of  infringement  by  the  executor,  none 
can  issue  against  him.    Draper  v.  Hudson.  327 

11.  To  entitle  a  patentee  to  the  extraordinary  writ  of  injunction,  he 
must  substantiate  his  right,  either  by  a  possession,  accompanied 
by  an  actual  use  and  enjoyment  of  it  for  a  sufficient  length  of 
time  to  afford  a  reasonable  presumption  of  the  acquiescence  of 
the  public  in  its  validity,  or  by  a  judgment  in  his  favor  in  a  trial 
at  law.  The  latter  is  never  necessary  where  the  former  exists- 
Motion  for  preliminary  injunction  denied.    Brown  v.  Hinkley.       370 

12.  When  the  validity  of  a  patent  has  been  fully  established  in  prior 
cases,  on  a  motion  for  a  preliminary  injunction,  the  court  will  sel- 
dom hear  any  evidence,  except  on  the  question  of  infringement. 
Robertson  v.  Hill.  465 

13.  Under  such  circumstances,  the  party,  by  the  established  rules  of 
equity,  is  entitled,  as  a  matter  of  course,  to  a  preliminary  injunc- 
tion, without  a  trial  at  law.    lb.  465 

14.  This  is  especially  true  when  the  party  defendant  was  interested  in 
the  defense  of  the  prior  cases.     lb.  465 

15.  It  is  the  established  rule  of  court,  in  such  a  case,  on  a  motion  for 
injunction,  to  consider  only  the  question  of  infringement.    lb.       465 

16.  Where  the  defendants  are  about  to  carry  out  a  course  of  action 
which  will  have  a  strong  tendency  to  defeat  a  contract,  a  court 
of  equity  readily  grants  an  injunction ;  otherwise  the  rights  of 
third  parties  may  intervene  in  such  a  way  as  to  embarrass  the 
final  action  of  the  court.  Singer  Manuf.  Co.  v.  Union  Button- 
Hole  and  Embroidery  Co.  480 

17.  The  court  will,  in  many  cases,  interfere  and  preserve  property  in 
statu  quo  during  the1  pendency  of  a  suit,  in  which  the  rights  to  it 
are  to  be  decided,  without  expressing,  and  often  without  having 
the  means  to  form  any  opinion  as  to  such  right.     lb.  480 

18.  The  court  will  not  interfere  if  it  thinks  there  is  no  real  question 
between  the  parties;  but,  if  there  is  a  substantial  question,  it  is 
not  necessary  to  decide  its  merits  before  granting  an  injunction. 

lb.  480 

19.  Where  the  bill  is  for  an  injunction  and  specific  performance,  the 
court  may  grant  the  injunction,  though  it  deny  a  decree  for  spe- 
cific performance.    lb.  480 

20.  It  is  firmly  established  that  the  court  will  often  interfere  by  in- 
junction when  it  can  not  decree  performance.     lb.  480 

21.  If  the  case  is  one  in  which  the  negative  remedy  of  injunction  will 
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do  substantial  justice  between  the  parties,  by  obliging  the  defend- 
ant either  to  carry  out  his  contract  or  lose  all  benefit  of  the 
breach,  and  the  remedy  at  law  is  inadequate,  and  there  is  no 
reason  of  policy  against  it,  the  court  will  interfere  to  restrain  con- 
duct which  is  contrary  to  the  contract,  though  it  may  be  unable  to 
enforce  a  specific  performance  of  it.     lb.  480 

22.  It  has  never  been  doubted  that  the  court  could  restrain  all  per- 
sons, whether  acting  with  or  without  notice,  and  whether  bound 

by  contract  or  not,  from  trespassing  on  an  exclusive  license.     lb.  480 

23.  The  remedy  by  injunction  is  a  very  elastic  one,  and  there  is  no 
sort  of  difficulty  in  granting  it,  until,  by  a  change  of 'circum- 
stances, it  shall  appear  that  it  ought  to  be  dissolved.  A  bill  may 
be  retained  for  that  purpose  for  any  number  of  years  that  may  be 
requisite*     lb.  480 

24.  As  the  complainant  has  been  long  in  the  enjoyment  of  his  rights 
under  the  patent,  and  there  is  no  doubt  of  infringement,  the  in- 
junction is  granted.     Chase  v.  Wesson.  517 

25.  Where  the  assignor,  from  whom  complainant  derived  title,  had 
never  done  anything  with  the  patent,  in  the  state  where  the  suit  is 
pending,  during  its  extended  term,  and  defendants  bought  their 
machines  in  ignorance  of  his  rights,  and  the  existence  of  the  ma- 
chines now  set  up  as  prior  to  the  patent  was  the  subject  of  differ- 
ent issues  from  those  in  the  former  suit  on  the  patent,  in  which 
its  validity  was  sustained :  Held,  that  the  court  would  not,  upon 
preliminary  motion,  enjoin  the  defendants  from  using  the  ma- 
chines, but  that  the  court  would  have  acted  differently  if  it  had 
appeared  that  the  defendants  were  not  responsible.  Held,  also, 
that  if  the  court  were  sitting  in  any  other  state,  it  would  grant 
an  injunction  against  users  of  the  machine  there,  as  the  assign- 
or's neglect  would  not  affect  complainant's  rights  in  a  state  where 
complainant's  title  was  not  derived  through  him.    Geary.  Holmes.  595 

See  Bond,  1,2;  Equity  >  1. 

INVENTION. 

1.  An  application  for  a  patent  where  the  improvement  consisted  in 
increasing  the  size  and  distance  apart  of  the  India-rubber  cords 
in  a  fabric,  was  properly  rejected,  that  not  being  considered  to  be 
an  invention  in  the  sense  of  the  law.     Smith  v.  Nichols.  61 

:.  It  required  a  mere  mechanical  alteration  to  expand  the  base  of  the 
cone  until  it  met  and  filled  the  walls  of  the  globe  at  the  base  of 
the  latter.    Dane  v.  Chicago  Manuf.  Co.  130 

3.  It  was  not  apparent,  without  experiment,  that  the  use  of  a  swing- 
ing bolster  swiveling  truck,  in  an  engine,  would  relieve  all  the 
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difficulties  attendant  upon  the  use  of  driving-wheels  on  curves. 
Locomotive  Engine  Safety  Truck  Co.  v.JSrie  Railway  Co*  187 

4.  Notwithstanding  the  open  slot  of  Hall,  the  application  of  the 
principle  of  looping  over  a  hoop,  or  slipping  under  a  bar,  by 

♦  means  of  an  opening  beyond  the  end  of  the  hook,  or  of  the  bar, 

or  in  the  bar,  to  making  a  cotton-tie,  to  be  U6ed  with  rigid  metal- 
lic hooks,  required  experiment  and  involved  the  exercise  of  in- 
vention.    McComb  v.  Beard.  254 

5.  Type-wheels,  for  numbering  and  lettering,  being  old ;  type  forms, 
for  stamping  or  printing  the  name  of  a  post-office  or  other  matter, 
being  old;  type  forms,  combined  with  ordinary  type,  for  dating, 
being  old ;  and  type-wheels,  for  numbering  (requiring  the  change 
of  one  or  more  type-wheels  at  every  stroke),  combined  with  type 
forms  for  dating  and  printing,  being  old,  there  was  novelty  in 
using  the  type-wheels  for  dating  purposes,  in  combination  with  a 
fixed  type  form  for  impressing  the  name  of  a  post-office  or  other 
matter  with  a  handle.    Robertson  v.  Secombe  Manuf.  Co.  268 

6.  The  holding  of  the  Patent  Office  that  this  was  a  substantial  im- 
provement, in  view  of  the  numerous  applications  made  and  pat- 
ents granted  subsequently  to  the  date  of  the  Robertson  patent, 
embracing  such  combination,  adopted  by  the  court.     lb.  268 

7.  An  old  article  made  upon  a  new  machine  is  not  a  new  article  of 
manufacture,  in  the  sense  of  the  patent  law.     Draper  v,  Hudson.  327 

8.  Inventions  are  the  property  of  the  inventor,  even  before  they  are 
secured  to  him  by  letters  patent,  and  continue  to  be  such,  without 
the  protection  of  a  patent,  untH  he  abandons  the  same  to  the 
public,  unless  he  suffers  the  patented  product  to  be  in  public  use 
or  on  sale,  with  his  consent  and  allowance,  for  more  than  two 
years  before  he  files  his  application  for  a  patent.   Jones  v.  Sew  all.  343 

9.  Novelty  and  utility  are  both  required  to  constitute  a  patentable 
invention,  but  where  both  of  these  qualities  are  combined,  it  is 
settled  law  that  the  right  to  a  patent  does  not  depend  upon  the 
quantity  of  thought,  ingenuity,  skill,  labor,  or  experiment,  or  the 
amount  of  money  which  the  inventor  may  have  bestowed  upon 
his  production*    lb.  343 

10.  Where  defendants  had  made  some  progress  toward  making  a 
model  similar  to  plaintiff's  patent,  before  the  patentee,  but  did 
not  reduce  it  to  a  practical  working  machine  until  after  the  pat- 
entee :  Held)  that  with  the  defendants  it  was  merely  an  undevel- 
oped idea,  and  did  not  invalidate  plaintiff's  patent.  Smith  v. 
O'Connor,  469 

11.  If  the  difficulty  to  be  obviated  was  that  the  circular  disk  attached 
to  the  shaok  became  loosened  and  turned  in  the  circular  hole  in 
the  operation  of  screwing,  it  required  no  invention  to  substitute  a 
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form  of  disk   not  circular  for  the  old  circular  disk.    Potter  v. 
Thayer,  603 

12.  The  claim  of  defendants'  foreman  to  the  invention  of  com- 
plainants' device  is  only  one  more  of  the  too  frequent  instances 
in  which  a  person  engaged  as  a  mechanic  or  constructor,  in  em- 
bodying th*  inventor's  idea,  in  a  material  form,  attempts  to  prove 
that  he  was  the  first  inventor,  because  he  made  or  aided  in  making 
the  first  machine.     Child  v.  Boston  and  Fairhaven  Iron  Works*    606 

See  Combination,  9,  10;  Construction  of  Patents %  1,  8,  17,45; 
Particular  Patents^  2 ;  Patentability \  1,  2,  5,  6;   Use,  1,  2. 

JURISDICTION. 

1.  The  jurisdiction  of  the  commissioner  over  the  subject-matter  com- 
mences with  the  filing  of  the  petition,  which  makes  it  his  duty  to 
exercise  that  jurisdiction,  by  causing  a  proper  notice  to  be  pub- 
lished.    Gear  v.  Grosvenor.  314 

2.  The  filing  by  the  patentee  of  a  petition  for  extension,  and  the  pay- 
ment of  the  required  sum  for  expenses,  confers  the  jurisdiction. 

lb.  314 

3.  A  corporation  does  not  waive  an  objection  to  the  jurisdiction  of 
the  court  over  it  by  appearing  and  pleading,  by  an  attorney,  to 
the  jurisdiction.    Decker  v.  N.  Y.  Belting  Co.  374 

4.  Jurisdiction  over  a  corporation  in  another  district  can  not  be  ac- 
quired by  service  of  process  on  one  of  its  officers  in  the  district 
where  the  court  has  jurisdiction.    lb.  374 

5.  In  a  suit  by  a  patentee  against  an  infringer,  it  can  not  be  shown 
that  the  commissioner  who  grante'd  the  patent  exceeded  or  irregu- 
larly exercised  his  authority,  except  by  matter  apparent  on  the 
face  of  the  patent.  The  patent  is  conclusively  valid  until  it  is 
successfully  impeached  in  a  direct  proceeding  properly  instituted 
for  that  purpose.  Dorsey  Harvester  Revolving-Rake  Co.  v. 
Marsh.  387 

LICENSE. 

i.  A  license  under  a  patent,  other  than  the  one  sued  upon,  can  have 
no  independent  efficacy  in  protecting  the  defendants.  If  such 
patent  is  for  the  same  invention  as  the  patent  sued  upon,  and  of 
earlier  date,  it  renders  the  patent  sued  upon  void.  If  not  for  the 
same  invention  as  the  patent  sued  upon,  it  can  confer  no  right  to 
appropriate  that  invention.     Stuart  v.  Shants.  35 

2.   A  sale  of  two-thirds  of  a  certain  lease  of  land,  including  steam- 
engine,  tools,  and  all  appurtenances,  and  also  of  "two-thirds  of 
.all  his  machinery,  furnaces,  engines,  retorts,  buildings,  and  ma- 
terials whatsoever,  now  on  or  about  the  premises  of  the  Wetherill 
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Zinc  Company,  in  the  town  of  Wetherill,  Pennsylvania,  with 
rights  to  use  all  his  patents  and  processes  for  the  manufacture 
of  zinc  oxide,  metallic  zinc,  retorts,  etc.,  which  said  Wetherill  now 
has,  or  has  in  contemplation  to  obtain,  it  being  understood  that 
the  patents  heretofore  referred  to  mean  only  those  which  he  holds 
in  his  own  right:"  Held—i.  To  be  a  license  to  use  the  process  in 
those  buildings  only,  and  not  a  general  license.  2.  The  words 
restricting  the  grant  to  such  patents  as  the  grantor  "holds  in  his 
own  right,"  apply  to  such  as  he  was  the  apparent,  but  not  the  real 
owner  of,  and  a  patent  of  which  he  holds  only  a  part  interest  will, 
nevertheless,  pass  under  the  conveyance.  3.  The  words  "all  pat- 
ents and  processes  which  he  has,  or  has  in  contemplation  to  ob- 
tain," merely  serve  toaindividuate  the  patents,  and  do  not  convey 
the  extended  'term.     Wetherill  v.  Passaic  Zinc  Co.  50 

3.  A  license  to  use  an  invention  "for  the  whole  term  of  the  patent 
which  may  be  granted,"  given  before  the  patent  was  issued,  does 
not  authorize  the  use  of  it  under  the  extended  term.     lb.  50 

4.  Complainant,  while  in  the  employ  of  defendant,  conducted  exper* 
iments  in  defendant's  factory,  and  at  its  expense,  which  resulted  * 
in  the  production  of  the  devices  on  which  complainant  afterward 
obtained  a  patent;  but  previous  to  his  application,  he  contracted 
with  defendant  to  make  for  it,  at  a  fixed  price,  five  thousand  ma- 
chines equal  to  a  specimen,  selected  as  a  standard,  which  con- 
tained the  devices  afterward  patented — complainant  to  use  de- 
fendant's factory,  power,  machinery,  and  materials,  and  any 
machinery  or  tools  made  or  bought  by  complainant,  at  his  own 
cost,  for  the  purpose  of  facilitating  the  fulfillment  of  the  con- 
tract; at  the  close  thereof,  to  be  the  property  of  defendant,  at  a 
price  to  be  adjusted  according  to  the  terms  of  the  contract.  The 
contract  having  been  executed,  and  complainant  having  mean- 
while obtained  his  patent,  upon  a  suit  brought  by  complainant  to 
restrain  defendant  as  an  infringer:  Held,  that  under  the  rule  laid 
down  in  AfcClurg  v.  Kingsland,  1  How.  202,  the  facts  are  suffi- 
cient to  justify  the  presumption  of  a  license  to  the  defendant  to 
make  and  use  complainant's  invention,  and  that  this  presumption 
is  strengthened  by  the  terms  of  the  written  contract  Ckabot  v. 
American  Button-Hole  and  Overseaming  Co.  71 

5.  The  chief,  if  not  the  only  value  of  a  portion  of  the  tools,  which, 
by  stipulation,  defendant  was  to  purchase  at  the  termination  of 
the  contract,  consisting  in  their  special  adaptation  to  the  produc- 
tion of  complainant's  patented  devices:  Quafre,  whether  this 
stipulation  did  not  import  an  understanding  on  both  sides,  that 
the  defendant  might  employ  their  tools  for  the  uses  for  which 
they  were  peculiarly  adapted.     lb.  71 

6  Where  defendants  held  a  license  under  complainant's  patent, 
granting  them  "  the  right,  license,  and  privilege  to  manufacture 
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and  vend  landau  carriages,  with  the  said  invention  attached,**  con- 
taining the  provision  that  "  the  right,  privilege,  and  license  hereby 
granted,  is  not,  nor  is  any  part  of  the  same,  to  be  transferred  or 
assigned,  or  in  any  manner  imparted,  to  any  other  person  or  per- 
sons whatsoever;  but  the  same  6hall  be  exercised  solely,  and  only, 
by  the  licensees  personally,  or  by  workmen  in  their  employment, 
in  their  own  manufactory  or  manufactories,  warehouse  or  ware- 
houses;" and  the  further  provision,  "nor  shall  this  license  au- 
thorize or  empower  said  licensees  to  sell,  exchange,  or  in  any 
manner  dispose  of  any  part,  parts,  or  portions  of  carriages,  with, 
or  fitted,  or  adapted  for  the  said  invention,  or  any  carriage  or  car- 
riages with,  or  adapted  for,  the  said  invention,  otherwise  than  in 
a  finished  state,  and  ready  for  market."  Held,  that  these  restric- 
tions do  not  prohibit  the  defendants  from  procuring  the  patented 
fixtures  to  be  made  wherever  they  can  be  manufactured,  and  still 
less  does  it  prohibit  them  from  sending  fixtures,  already  cast,  to 
another  establishment  to  be  finished.  Wood  v.  Wells,  Critten- 
den &  Co.  382 

7*  As  a  general  rule,  a  violation  of  a  patent  does  not  work  a  forfeit- 
ure of  a  license  under  that  patent.  The  exceptions  to  this  rule 
are,  where  the  licensee  has  assumed  such  a  hostile  attitude  toward 
the  patent  as  to  amount  to  a  repudiation  of  the  right  conveyed  by 
the  license.    lb.  382 

8.  This  license  does  not  grant  the  right  to  deal  in  these  fixtures  as  an 
article  of  merchandise.     lb.  382 

9.  If  they  sell  them  apart  from  the  carriage,  it  is  a  violation  of  the 
patent,  but  not  a  breach  of  any  condition  of  the  license.     lb.  382 

10.  When  a  license  conveys  a  distinct  right  which  has  been  once  paid 
for,  courts  of  equity,  as  well  -as  courts  of  law,  are  bound  to  recog- 
nize it.    lb.  '  382 

xi.  If  this  license  had  contained  a  condition,  that  the  license  should 
terminate  if  the  i ice n see  should  in  any  wise  infringe  the  patent, 
the  court  would  give  effect  to  it,  subject  to  the  influence  of  any 
special  circumstances  which  might  induce  a  court  of  equity  to 
relieve  against  the  forfeiture.     lb.  382 

See  Assignment,   xo ;    Contract,  1 ;  Estoppel,  3 ;   Extended 
»  Term,  3;  Injunction,  22. 


LICENSE  FEE. 

See  Damages,  8,  9,  xo. 

NOTICE. 

See  Extended  Term,  4. 
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NOVELTY. 

1.  The  question  of  novelty  is  to  be  settled  by  a  comparison  of  prior 
machines  with  the  machine  patented,  rather  than  the  form  of  the 
machine  in  use.     Blake  v.  Raw  son.  74 

2.  There  was  a  patentable  novelty  in  the  combination  which  Smith 
'   made,  although   the  truck  which   he  employed  existed   before. 

Locomotive  Engine  Safety  Truck  Co.  v.  Erie  Railway  Co.  187 

3.  The  combination  produces  a  new  mode  of  operation  and  new  re- 
sults in  the  structure,  as  a  whole,  although  the  truck,  as  respects 
itself,  operates  in  the  same  way  as  it  did  in  a  car  with  two  trucks. 

lb.  187 

4.  There  was  nothing  new  in  the  form  or  structure  of  this  leach  at 
the  date  of  the  invention,  nor  in  the  mode  or  purposes  of  its  use, 
apart  from  the  introduction  into  it  of  steam  from  the  exhaust-pipe 
of  an  engine,  instead  of  from  a  steam-pipe,  taking  its  supply  di- 
rectly from  a  boiler.     Bridge  v.  Brown.  236 

5.  The  opinion  of  the  Commissioner  of  Patents,  granting  an  exten- 
sion, is  entitled  to  great  weight  on  the  question  of  novelty. 
Evarts  v.  Ford.  587 

See  Evidence,  1 ;  Practice,  22 ;  Reissue,  9. 


PARTICULAR  PATENTS. 

WHEELER  — MOWER. 

i.  The  reissued  patents  Nos.  875,  877,  and  S79,  granted  to  Cyrenus 
Wheeler,  Jr.,  January  3,  i860,  as  reissues  of  the  patent  granted 
said  Wheeler,  December  5, 1854;  and  the  reissued  patent  No.  2,610, 
granted  May  14,  1867,  as  a  reissue  of  reissued  patent  No.  876,  a 
branch  of  the  original  Wheeler  patent  of  1854;  anc*  reissue  No. 
2,632,  granted  May  28,  1867,  a  reissue  of  the  patent  granted  said 
Wheeler,  February  6,  1855,  all  for  "  improvements  in  grain  and 
grass  harvesters,"  are  valid  and  not  anticipated  by  any  prior  ma- 
chine or  invention  shown  in  this  suit.  Wheeler  v.  Clipper  Mower 
and  Reaper  Co.     . 

2.  The  socket-piece  (marked  UM"  in  tfte  reissue),  supporting  the 
inner  end  of  the  cutter-bar,  and  described  in  the  original  patent 
of  December,  1854,  had  its  under  surface  curved  or  rounded  up  at 
its  front,  as  is  shown  by  the  Patent  Office  model,  and  the  subse- 
quent addition  of  the  curved  toe  was  an.' improvement,  though 
such  a  one  as  ordinary  mechanical  judgment  would  suggest,  with- 
out the  aid  of  invention.    lb. 

3.  The  Wheeler  patent  of  1854  derives  no  aid  or  support  from  the 
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patent  of  February,  1855*     Each  patent  must  stand  or  fall  by  it- 
self,    lb.  1 

HICKS FIRE-ARMS. 

4.  Reissued  letters  patent  for  an  **  improvement  hi  breech-loading 
fire-arms,"  issued  to  William  C.  Hicks,  March  1,  1870,  held  valid 
as  against  a  caveat  filed  in  the  Patent  Office  by  George  W-  Morse, 
August  24,  1855,  and  against  letters  patent  issued  to  said  Morse, 
October  28,  1856.    Ren-wick  v.  Cooper,  31 

5.  The  operation  of  the  extractor  by  the  forward  movement  of  the 
closing-piece  which  closes  the  breech,  the  arrangement  by  which 
the  extractor  when  in  its  most  forward  position  is  within  the  per- 
iphery of  the  chamber  in  which  the  cartridge  and  its  flanges  are 
contained,  and  in  advance  of  the  rear  of  the  space  in  which  the 
cartridge  is  received  in  such  a  chamber,  and  by  which  the  ex- 
tractor is  made  to  engage  with  only  one  side  of  the  flange  of  the 
cartridge,  are  all  essential  features  in  Hicks'  invention,  and  are 
wanting  both  in  the  Morse  patent  and  in  the  second  drawing  of 
his  caveat    lb.  31 

REICHMANN — BURNERS. 

6.  The  "Comet"  burner  is  not  an  infringement  of  Reichmann's 
original  patent  or  of  the  improvement  which  is  exhibited  in  his 
original  specification.     Carlton  v.  Bokee.  40 

7.  The  "  Comet "  burner  is  no  infringement  of  Reichmann's  reissued 
patent,  so  far  as  that  patent  is  valid.     lb.  40 

GORH  AM — FORKS . 

8.  The  Gorham,  Thurber,  and  Dexter  designs,  and  the  two  designs  • 
patented  to  Leroy  S.  White,  one  in  1867  and  the  other  in  1868, 
are  alike  the  result  of  peculiarities  of  outline  or  configuration, 
and  of  ornamentation.  Both  the  White  patents  are  infringements 
of  the  Gorham,  Thurber,  and  Dexter  patent.  Gorham  Manuf. 
Co.  v.  White.  94 

GERSTKN — LANTERNS. 

9.  The  Dietz  burner  contains  everything  of  the  patented  burner,  with 
the  exception  that  it  is  not  as  much  extended.  Dane  v.  Chicago 
Manuf,  Co.  130 

xo.  Before  Gersten'6  invention,  no  one  had  fixed  the  size  of  the  cone 
or  determined  how  far  outwardly  its  base  6hould  extend,  but  all 
had  recognized  the  necessity  of  making  the  cone  form  a  substan- 
tially tight  bottom  to  thechimney.     lb.  130 

zi.  Max  Miller  had  placed  a  deflector  on  the  Dietz  cone,  extending 
out  to  the  wall  of  the  lantern,  before  the  invention  of  Gersten. 
When  Gersten  claimed  broadly  a  deflector  extending  to  the  walls 
of  the  lantern,  he  claimed  too  much.     lb.  130 
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DECKER — BILLIARD-TABLES. 

12.  Reissued  letters  patent  for  "  improvement  in  cushions  for  billiard- 
tables,"  granted  to  Levi  Decker,  March  9,  1869,  construed  and  sus- 
tained.    Decker  v.  Grote.  143 

13.  The  invention  of  Carpenter,  as  shown  in  his  specification,  draw- 
ing, and  correct  model,  was  one  of  a  wholly  different  character 
from  that  of  complainant,    lb,  143 

DENSMORE HARVESTERS. 

14.  The  state  of  the  art^with  reference  to  Densmore's  patent  for  har- 
vesters considered.     Kirby  v.  Dodge  and  Stevenson  Mann/.  Co.     156 

15.  With  the  bolt  withdrawn,  Densmore's  machine  was  not  a  practical 
machine  for  use,  and  was  not  so  regarded  by  himself.     lb.  t%»>6 

16.  If  the  claim  of  the  patentee  be  regarded  as  a  broad  claim  to  hing- 
ing the  frame  of  the  cutters  to  the  wheel-frame,  and  making  it 
adjustable  by  changing  the  relative  elevation  of  the  two  frames, 

it  is  anticipated.     lb.  156 

17.  If  the  patentee  had  invented  before,  or  when  his  patent  was 
granted,  a  means  or  mode  of  bringing  the  cutters  to  the  ground, 
so  as  to  follow  the  undulations  of  the  surface,  in  view  of  the  state 
of  the  art,  he  was,  at  the  utmost,  entitled  simply  to  the  special  ar- 
rangement or  position  of  the  parts.     lb.  156 

SMITH — ENGINE   TRUCKS. 

18.  Letters  patent  for  "  improvement  in  trucks  for  locomotives," 
granted  to  Alba  F.  Smith,  February  11,  1862,  construed  and  sus- 

#    tained.     Locomotive  Engine  Safety  Truck  Co.  v.  Brie  Railway 
Co.  x  187 

19.  Smith's  invention  is  for  the  use  in,  and  the  combination  with,  a 
locomotive  engine  of  a  swiveling  pilot  or  leading  truck,  provided 
with  pendent  links,  to  allow  the  forward  part  of  the  engine  to 
move  laterally  over  the  truck,  when  the  truck  and  the  driving- 
wheels  are  not  together  in  a  straight  track,  whereby  the  forward 

%  part  of  the  engine  can  move  onward,  in  a  line  tangent  to  a  curve, 
while  the  axles  of  the  driving-wheels  are  parallel,  or  nearly  so, 
to  the  radial  line  of  the  curve,  because  the  truck  is  made  to  swivel 
around  the  king-bolt,  by  the  action  of  the  rails  on  the  flanges  of 
the  truck-wheels.    lb.  187 

20.  The  Bridges  and  Davenport  patent  shows  a  swinging  bolster,  in 
a  truck  swiveling  on  a  king-bolt,  the  body  of  the  car  being  con- 
nected to  the  truck-frame  by  pendulous  links,  from  which  such 
body  is  hung,  whereby  a  lateral  motion  of  the  truck  is  permitted, 
independently  of  the  body  of  the  car,  the  sidewise  motion  being 
checked  by  springs  in  the  truck;  but  does  not  suggest  the  use  of 
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such  a  truck  in  anv  other  structure  than  a  car  having  one  of  such 
trucks  at  each  end  and  two  king-bolts,     lb.  1S7 

ai.  Although  the  precise  construction  of  divergent  links,  as  employed 
by  Smith,  is  shown  in  the  truck  patented  to  Kipple  and  Bullock, 
December  20,  1859,  and  the  mode  of  operation  of  that  truck, 
fer  se,  in  a  car  having  a  like  truck  at  its  other  end,  is  the  same, 
for  all  the  purposes  of  the  truck  itself,  that  it  is  in  a  structure 
which  has  driving-wheels  at  the  other  end,  yet  the  moment  the 
truck,  swiveling  on  a  king-bolt,  is  taken  out  of  the  other  end  of 
the  structnre,  and  driving-wheels  take  its  place,  the  mode  of  op- 
eration of  the  structure,  as  a  whole,  becomes  different  from  the 
mode  of  operation  of  the  two  swiveling  trucks.     lb.  187 

22.  In  the  Bissell  locomotive-truck,  the  absence  of  free  swiveling  in 
the  truck,  around  its  center,  prevents  the  action  of  the  rails  upon 
the  flange 6  of  the  truck-wheels  from  regulating  the  position  of 
the  axles  on  a  curve,  while  in  Smith's  arrangement  the  truck 
alone  controls  the  position  of  the  axles  of  the  truck-wheels,  and 
they  assume  their  correct  position  upon  any  track,    lb.  187 

23.  The  Smith  arrangement  of  truck  is  not  merely  an  equivalent  for 
the  Bissell  arrangement  of  truck,  because  when  the  former  is  sub- 
stituted for  the  latter,  the  resulting  structure  has  a  different  mode 
of  operation,  and  produces  results  which  the  other  structure  can 
not  produce.     lb.  187 

GALLAHUE — SHOE-PEGGING   MACHINE. 

23.  Patent  granted  Gallahue,  August  16,  1853,  ana*  reissued  July  6, 
1869;  also,  patent  granted  same,  March  29,  1S59,  an(*  reissued 
June  22,  1869;  also,  patent  granted  same,  August  26,  1862,  each 
for  improvement  in  pegging-machines,  construed  and  sustained. 
Gallahue  v.  Butterjield.  203 

24.  The  improvements  described  in  the  reissues  were  included  in,  and 
shown  by,  the  original  record,  and  the  reissues  are  sustained. 
lb.  203 

25.  The  patentee  was  not  anticipated  in  his  invention  in  any  particu-  t 
lar  material  to  the  decision.     The  Amos  Whittemore  machine 
does  not  affect  the  validity  of  complainants'  patent,  since  it  was 

,    an  abandoned  experiment.     lb.  203 

26.  The  arrangement  in  Gallahue's  device,  by  which  something  re- 
sembling a  universal  joint  is.  produced,  when  applied  to  a  peg- 
ging-machine, was  new  in  its  operation  and  effect  in  the  art  of 
pegging  shoes,  and  its  utility  can  not  be  deemed  doubtful  upon 
the  proofs  herein.     lb.  203 

27.  The  device  claimed  in  complainants'  patent  of  August  26,  1862, 
was  an  original  invention  of  Gallahue,  and  is  infringed  bv  de- 
fendant.    /}}.  203 
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KICKEMEYER — HAT-BLOCKING  '  MACHINE. 

28.  The  second  and  third  claims  of  the  reissued  letters  patent  for  an 
"improvement  in  machines  for  stretching  hat-bodies,"  granted  to 
the  Eickemeyer  Hat-Blocking  Machine  Company,  as  assignee  of 
Rudolph  Eickemeyer,  December  1,  186S — to  wit:  "The  combina- 
tion and  arrangement  of  the  crown  and  tip-supporting  ribs  with 
the  upper  series  of  stretching  devices,  substantially  as  described, 
operating  to  stretch  the  tip  and  side-crown  pf  the  hat-body  be- 
tween them,  substantially  in  the  manner  hereinbefore  set  forth," 
and  "the  combination  and  arrangement  of  the  brim-supporting 
ribs  with  the  lower  series  of  stretching  devices,  substantially  as 
described,  operating  to  stretch  the  brim  of  the  hat-body  between 
them,  substantially  iri  the  manner  set  forth" — are  vajid.  Eicke- 
meyer  Hat- Blocking  Machine  Co.  v.  Pearce.  219 

PINGREE — EXTRACTS   OF   TAN-BARK. 

29  The  object  of  the  invention  of  Pingree  was  the  utilization  of  ex- 
haust steam,  and  the  consequent  saving  of  fuel,  in  making  extracts 
from  tan-bark  and  other  material.    Bridge  v.  Brown.  236 

COOK — COTTON-TIE. 

30.  Cook  invented  and  has  claimed,  in  the  third  claim  of  his  patent 
of  March  2,  1858,  cutting  a  sli£  or  slot  through  the  bar  which  is  to 
surround  the  otherwise  free  part  of  the  hoop  (which  covers  the 
cutting  it  through  an  equivalent  bar  or  part  of  the  clasp),  so  as  to 
enable  the  part  of  the  hoop  which  is  to  rest  under  a  bar  of  the 
clasp  to  be  slipped  sidewise  through  the  slit  or  6lot,  and  avoid 
putting  the  end  of  the  hoop  endwise  through  beneath  such  last- 
named  bar.     McComb  v.  Beard-  254 

31.  The  third  claim  is,  distinctly,  to  the  use  of  the  slit  or  slot  so  cut, 
to  effect  the  result  indicated,  for  the  object  indicated ;  and  there  is 
no  connection  between  this  claim  and  what  is  previously  done 
with  any  other  part  of  the  hoop  or  any  other  part  of  the  clasp.   lb.  254 

32.  The  apparatus  shown  in  the  English  patent  of  George  Hall,  No- 
vember 28,  1S01,  was  not  to  be  used  with  a  metallic  band  or  hoop, 
nor  with  a  rigid  band,  but  with  elastic  bands  or  strings,  and  the. 
elastic  fabric  was  to  be  impaled  on  the  spikes,  which,  by  the  speci- 
fication and  drawing,  are  made  an  indispensable  accompaniment 

of  the  open  slot.    lb.  254 

ROBERTSON — HAND-STAMPS. 

33.  The  reissued  letters  patent  granted  Thomas  J.  W.  Robertson,  De- 
cember 12,  1871,  for  "improvement  in  hand-stamps,"  are  for  the 
same  invention  as  the  original  patent  granted  said  Robertson, 
September  22,  1857,  afterward  extended  for  seven  years,  and  are 
good  and  valid.    Robertson  v.  Secombe  Manuf.  Co.  268 
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34.  The  reissued  letters  patent  granted  Thomas  J.  W.  Robertson,  De- 
cember 12,  1871,  for  improvements  in  hand-stamps,  sustained  in 
the  suit  of  Robertson  v.  The  Secombe  Manufacturing  Co.,  again 
held  valid.    Robertson  v.  Garrett.  278 

SANFORD REFRIGERATORS. 

35.  In  the  specification  of  the  reissued  patent,  granted  to  D.  W.  C 
Sanford,  April  21,  1857,  for  "improvement  in  refrigerators,"  the 
first  claim  is  for  a  combination  of  three  elements.  1.  An  open- 
bottomed  ice-box,  constructed  in  such  a  manner,  that,  by  the  per- 
foration of  holes  in  the  sides  and  bottom  of  the  box.  the  air  will 
pass  freely  down,  through,  and  in  contact  with  the  ice  in  the  box, 
so  that  it  can  fall  directly  from  the  ice  upon  articles  to  be  refriger- 
ated. 2.  A  dividing  partition,  open  above  and  below,  so  placed 
in  relation  to  such  ice-box  that,  by  means  of  self-operating  inter- 
nal circulation,  in  a  closed  refrigerator,  the  whole  of  the  con- 
tained air  shall  be  kept  in  motion,  and  caused  to  revolve  around 
such  partition,  in  currents  moving  downward  only  on  one  side  of 
such  partition,  and  upward  only  on  the  other  side.  3.  A  cham- 
ber for  the  refrigeration  of  food)  or  provisions,  placed  directly 
under  the  ice-box,  whether  there  are  shelves,  or  fixtures,  in  such 
chamber,  to  hold  the  articles  in  the  descending  current  directly 
under  the  ice-box,  or  whether  such  articles  are  placed  in  such  cur- 
rent, in  such  chamber,  directly  under  the  open-bottomed  ice-box, 
not  by  means  of  shelves,  or  fixtures,  placed  there,  but  by  being 
suspended  there,  or  placed  on  the  floor,  or  otherwise  kept  in  posi- 
tion.   Roberts  v.  Ryer.  293 

36.  The  second  claim  is  for  a  combination  of  three  elements,  the  first 
and  third  elements  of  the  first  claim,  combined  with  the  described 
arrangement  for  carrying  off  the  water,  whereby  the  cold  air  can 
fall  directly  down  upon  articles  to  be  refrigerated,  while  the  water 

is  prevented  from  dripping  into  the  apartment.     lb.  293 

37.  Complainant's  patent  held  to  be  anticipated  by  refrigerators  con- 
structed by  A.  S.  Lyman,  in  New  York,  in  1854.  Roberts  v. 
Buck.  325 

GEAR — IRREGULAR    FORMS. 

38.  "Patent  granted  Nathaniel  Gear,  November  8,  1853,  for  a  machine 

for  turning  and  cutting    irregular  forms,   sustained.     Gear  v. 
Grosvenor.  314 

39.  The  invention  described  in  letters  patent  to  Levy,  assignee  of 
Hazard  Knowles,  for  a  tonguing,  grooving,  and  molding  ma- 
chine, did  not  anticipate  the  invention  of  Gear.    lb.  -314 

» 
DRAPER TYPE  -BLOCK. 

40.  The  patent  itself  shows  that  a  type-block,  such  as  described,  was 
not  a  new  article  of  manufacture.     Draper  v.  Hudson.  327 
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41.  The  first  claim  of  complainant's  patent  does  not  appear  to  have 
been  infringed.    The  second  claim  can  not  be  sustained.    lb.  327 

m 

WINSLOW — SUGAR   CORN. 

42.  The  patent  for  improvement  in  preserving  Indian  corn  in  the 
green  state,  granted  Isaac  Winslow,  April  8,  1862,  is  for  the  pro- 
duct of  the  invention.     Jones  v.  Sejvail.  343 

43.  The  patent  issued  to  Isaac  Winslow,  May  13,  1862,  is  for  the  pro- 
cess of  manufacturing  the  product  patented  in  the  previous  pat- 
ent    lb.  343 

44.  The  claim  of  the  first  patent  does  not  extend  to  the  process,  and 
the  Patent  Office  committed  no  error  in  granting  the  second.     lb.  343 

45*  There  is  no  evidence  in  the  record  to  show  that  either  of  Wins- 
low's  inventions  were  in  public  use  or  on  sale  more  than  two  years 
before  he  applied  for  a  patent,  or  for  any  shorter  time,  with  his 
consent  and  allowance.    lb,  343 

.  BROWN HAND-CARS. 

46.  Both  divisions  of  the  letters  patent  reissued  to  Henry  L.  Brown, 
February  11,  1873,  for  improvement  in  hand-cars  for  railroads, 
cover  combinations  only.     Brown  v.  Hinkley.  370 

DORSEY — HARVESTER-RAKES. 

47.  The  reissued  patent  granted  Owen  Dorsey,  June  9, 1868,  No.  2,982, 
for  improvement  in  harvester-rakes,  and  extended  March  4,  1870, 
held  valid,  and  infringed  by  the  machines  made  in  accordance 

,  with  the  patent  granted  James  S.  Marsh,  February  28,  1871,  for 
improvement  in  harvester-rakes.  Dorsey  Harvester  Rake  Co.  v. 
Marsh.  387 

RICE — PAPER-BAG   MACHINE. 

48.  The  first  claim  of  the  Rice  patent  is  not  infringed  by  the  Morgan 
machine.     Union  Paper-Bag  Co.  v.  Nixon.  402 

49.  Objections  to  all  the  claims  of  the  Pettee  patent,  except  the  eighth 
and  ninth,  overruled.     lb.  402 

50.  The  seeming  differences  between  defendants'  bar  and- that  of  the 
patent  all  depend  upon  collateral  devices.    lb.  402 

51.  Eighth  and  ninth  claims  of  Pettee  patent  held  to  be  antedated.   lb.  402 

INGELS — SEED-DRILL. 

52.  The  patent  is  not  anticipated  by  the"  Moore  or  Strayer  devices. 
Ingels  v.  Mast.  415 

HYATT — VAULT    LIGHT. 

53.  Patept  to  Thaddeus  Hyatt  for  "  improvement  in  vault-covers," 
reissued  April  3,  1855,  construed.     Lake  v.  Fitzgerald.  420 
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54.  The  patent  is  one  for  a  grating,  with  its  apertures  filled  -with 
glass,  without  any  other  limitations  as  to  the  size  of  the  aper- 
tures than  those  which,  without  the  filling,  would  cease  wholly  to 
perform  the  functions  described  in  the  patent.     lb.  420 

55.  The  character  of  Hyatt's  invention  was  such  as  to  require  a  con- 
struction which,  irrespective  of  the  filling,  would  answer  a  prac- 
tical purpose  for  a  grating.     lb.  420 

56.  The  defendant's  device  would  not  answer  this  purpose.     lb.  420 

NICOLSON — PAVEMENT. 

57.  The  use  of  the  invention  described  and  claimed  in  letters  patent 
for  improved  pavement,  granted  Brocklebank  and  Trainer,  July 
12, 1869,  is  an  infringement  of  the  first  and  second  claims  of  com- 
plainant's patent.     American  Nicolson  Pavement  Co.  v.  City  of 
Elizabeth.  424 

ROOTS — BLOWER. 

58.  Patent  for  rotary  blowers,  granted  P.  H.  and  F.  M.  Roots,  July 

27,  1869,  construed  and  sustained.    Roots  v.  Hyndman.  439 

SMITH — BORING   MACHINE. 

59.  Patent  for  improvement  in  mortising-machines,  granted  Hezekiah 
B.  Smith,  January  10,  1854,  construed  and  sustained.  Smith  v. 
Fay  de  Co.  446 

CROSBY — CRIMPING   MACHINE. 

6b.  The  patentees  were  the  first  inventors  of  the  plaiting  attachment 
mentioned  in  the  patent  on  which  suit  is  brought.  Defendant  has 
infringed  complainants'  right  under  their  patent.  Elm  City  Co. 
v.  Wooster.  *  452 

61.  The  patent  is  not  void  on  the  ground  of  fraudulent  misrepresenta- 
tions in  the  specification,  nor  upon  the  ground  that  the  patentees 
were  not  the  joint  inventors.    lb.  452 

RICHARDSON SYRINGES. 

62.  Reissued  letters  patent  granted  Francis  B.  Richardson,  June  20, 
1865,  for  improvement  in  enema  syringes,  held  to  be  anticipated 

by  the  Davidson  syringe.    Richardson  v.  Lockivood.  454 

MASURY CANS. 

63.  Letters  patent  granted  John  W.  Masury,  July  12,  1859,  f°r  an  *m" 
provement  in  paint-cans,  etc.,  the  claim  of  which  is  "the  con- 
struction of  a  metallic  can  for  hermetically  sealing  paints  and 
other  substances,  having  attached  thereto  a  rim  or  ring  of  thin 
brass  or  other  soft  metal,  in  such  a  manner  that  the  top  or  cover 
maybe  removed  by  severing  the  said  rim  or  ring  of  brass,  or  other 
soft  metal,  with  a  penknife  or  other  sharp  instrument,  in  the  man- 
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ner  and  for  the  purposes  herein  described  and  represented,  or  its 
equivalent,"  are  valid.     Masury  v.  Anderson.  457 

64.  The  invention  covered  by  the  claim  consists  in  placing  in  an  end 
of  a  can,  and  near  the  edge  of  the  wall  of  the  can,  a  rim  or  ring 
of  thin  brass,  or  other  soft  metal,  thus  forming  part  of  the  end  of 
the  can,  and  designed  to  be  cut  through  to  open  the  can.    lb.         457 

WINSOR — WEAVERS*     HARNESSES. 

65.  A  machine  constructed  in  accordance  with  the  English  patent 
issued  to  James  Ellis  and  Joseph  Sladden,  July  12,  1864,  is,  as  a 
whole,  not  substantially  the  same  as  the  Winsor  machine.  Ken- 
drick  v.  Emmons.  462 

SMITH — WATER-CLOSETS. 

66.  Patent  of  August  2,  1870,  to  William  Smith,  for  water-closet  re- 
ceiver, construed  and  sustained.     Smith  v.  O'Connor.  469 

•    BACHELDER — SEWING-MACHINES. 

67.  The  arrangement  by  which  the  material  could  be  fed  perpetually 
while  it  was  supported  horizontally,  and  a  seam  of  any  length 
could  be  sewn  without  requiring  the  sewing  to  be  stopped  at  any 
time  to  attach  a  fresh  portion  of  the  material  to  the  feeding  instru- 
ment, is  a  material  feature  distinguishing  the  Bachelder  sewing- 
machine  from  those  which  preceded  it.     Bachelder  v.  Moulton.       488 

68.  The  machine  of  the  defendants  has  Bachelder's  horizontal  holding 
surface,  in  having  a  small  horizontal  round  plate,  through  slots  in 
which  teeth  on  the  reciprocating  feed-bar  project  upward,  on 
which  plate  the  material  immediately  about  the  needle  rests,  so 
as  to  be  borne  up  horizontally  under  the  thrust  of  the  needle, 
such  plate  being  perforated  with  an  opening  or  throat  for  the 
passage  of  the  needle.    lb.  488 

69.  The  machine  of  the  defendants  has  Bachelder's  receiving-plate  in 
that  portion  of  the  round  plate  which  receives  and  supports  the 
material  as  it  passes  from  the  feed.     lb.  488 

70.  Defendant's  machine  has  Bachelder's  yielding  pressure-holder,  in 
having  a  spring  pressure-foot  near  the  needle,  which  rests  on  the 
upper  surface  of  the  material,  and  holds  the  material  to  the  bed 
on  which  it  is  supported,  the  pressure-foot  adapting  itself  to  vari- 
ations in  the  thickness  of  the  material.     lb.  488 

71.  Defendants' machine  has  a  reciprocating  eye-pointed  needle  and  a 
reciprocating  needle-carrier  substantially  like  those  of  Bachelder. 

lb.  488 

72.  The  action  in  feeding,  of  the  parts  employed  at  any  one  time  in 
feeding,  is  the  same  in  the  two  machines,  so  far  as  the  essence  of 
"Ra.rh Alder's  invention  is  concerned.     lb.  48ft 
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SARVEN WHEEL. 

73.  The  second  claim  of  the  reissued  patent  granted  James  D.  Sarven, 
September  6,  1870,  which  is  for  "a  carriage-wheel  constructed 
with  a  mortised  wooden  hub,  with  tenoned  spokes,  and  with 
flanges,  which  embrace  the  faces  of  the  spokes  in  the  immediate 
vicinity  of  the  hub,  and  are  connected  together  so  as  to  form  a 
metallic  band,  through  which  the  spokes  extend  into  the  mortises 
in  the  wooden  hub,  substantially  as  before  set  forth,"  is  infringed 
by  the  use  of  a  similar  wheel,  in  which  the  shoulders  of  the  spokes 
are  cut  away  by  rounding  off  the  corners,  the  spokes  entering  cor- 
responding mortises  in  a  solid  collar  and  in  the  hub,  and  being 
sustained  endwise  on  the  inclined  sides  of  the  mortise.  Sarven  v. 
Hall.  495 

74.  Defendants'  spokes  are  tenoned  spokes,  whether  the  endwise  thrust 
is  received  upon  the  tapering  sides  of  the  metallic  mortise,  or  on 

the  exterior  surface  of  the  wooden  hub.    lb.  495 

75.  The  employment  of  the  shoulders  having  been  urged  by  complain- 
ant's  counsel  and  experts  in  a  former  suit  between  the  same  par- 

.  ties,  as  constituting  the  infringement,  though   an  injunction  is 
allowed,  defendant  will  not  be  taxed  with  costs.    lb.  495 

BLAKE STONE-CRUSHER. 

76.  Blake  having  patented,  in  his  patent  of  June  15,  185S,  reissued 
January  9,  1866,  a  '*  machine  for  breaking  stones,"  which  machine 
ha6  two  upright  converging  jaws — one  fixed  and  the  other  moved 
forward  by  an  iron  connecting-rod — between  which  jaws  the  stone 
is  broken  by  the  approach  of  the  movable  jaw  to  a  specified  dis- 
tance, the  patent  is  infringed  by  the  stone-crusher  patented  by 
Austin  H.  Smith,  November  7,  1S71,  in  which  the  movable  jaw  is 
moved  forward  by  a  column  of  confined  water,  to  which  pressure 

is  applied  by  a  plunger.     Blake  v.  Robertson.  509 

77.  In  such  a  combination,  the  column  of  compressed  water  is  the 
mechanical  equivalent  of  the  iron  connecting-rod.     lb.  509 

WOOSTER — RUFFLE. 

78.  A  patent  for  a  ruffle  to  be  made  by  machinery  can  not  be  sustained 
when  the  ruffle  is  identical,  in  mechanical  construction,  with  one 
before  made  by  hand.      Wooster  v.  Calhoun.  514 

79.  The  patent  granted  Thomas  Robjohn,  April  19,  1864,  for  improve- 
ment in  band-ruffles,  the  claim  of  which  is  "a  banded  ruffle, 
whether  crimped,  fluted,  ruffled,  or  shirred,  when  said  ruffle  is 
made  of  two  thicknesses  of  goods,  substantially  as  herein  de- 
scribed," held  void  for  want  of  novelty.    lb.  514 
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CHASE — HALTER-RINGS. 

80.  Reissued  letters  patent  for  improvement  in  halter-rings,  granted 
Lucius  C.  Chafe,  July  28,  1863,  construed.     Ckaie  v.  Wesson.         517 

81.  Complainant's  patent  is  for  a  different  invention  from  that  de-       " 
scribed  in  the  patent  to  Samuel  C.  Hawkins,  No.  21,674,  of  Octo- 
ber 5,  1858.     lb.  517 

SYLLA  &  ADAMS — WHEELER  MOWERS. 

82.  The  reissue  granted  Sylla  &  Adams,  September  14,  1867,  No. 
2,608,  and  the  three  reissues  granted  C.  Aultman  &  Co.,  as- 
signees of  Sylla  &  Adams,  May  17,  1859,  Nos.  723,  724,  and 
726,  for  "  improvement  in  harvesters" — all  reissues  in  division 
of  the  original  patent  granted  Sylla  &  Adams,  September  20,  1853, 
and  all  extended  seven  years  from  September  20,  1867 — are  valid. 
Aultman  v.  Holley,  534 

83.  The  reissues  Nos.  875,  877,  878,  and  879,  granted  to  Cyrenus 
Wheeler,  Jr.,  January  3,  i860,  and  the  reissue  No.  2,610,  granted 
to  Wheeler,  May  14,  1867,  all  as  reissues  of  the  patent  originally 
granted  said  Wheeler,  December  5,  1854;  ana<  reissue  No.  2,632, 
granted  to  Wheeler,  May  28,  1867,  as  a  reissue  of  the  patent  orig- 
inally granted  Wheeler,  February  6,  1855,  all  of  which  patents 
were  extended  for  seven  years  from  the  expiration  of  the  orig- 
inal terms,  and  all  for  improvements  in  grain  and  grass  harvest- 
ers— are  valid.      Wheeler  \.  McCormick-  551- 

VAN  HAGEN — METAL  MACHINE. 

84.  Letters  patent  granted  Isaac  Van  Hagen,  April  25,  1871,  for  "im- 
provement in  machines  for  punching  and  stamping  metal,"  held 
to  be  null  and  void,  and  ordered  to  be  canceled  and  returned  to 
the  Secretary  of  the  Interior.     Sturges  v.  Van  Hagen.  %         £72 

WELLS— HAT-BODY   MACHINES. 

85.  Reissued  patent,  No.  2,942,  to  Eliza  Wells,  dated  May  19,  1868, 
declared  valid.      Wells  v.  Gill.  574 

GREELY BUTTON -HOLES.  • 

86.  The  device  for  which  a  patent  is  sought  by  complainant  is  not 
novel.    Ex  parte  Greely.  575 

87.  It  possesses  the  same  elements,  operating  in  the  same  way,  to 
produce  the  same  result,  as  the  device  shown  in  the  English  pat- 
ent, granted  R.  A.  Brooman,  in  1861,  which  is  cited  as  a  reference 

in  the  record  of  the  case,  in  the  Patent  Office.    lb.  575 

GOODALE-— PAPER-BAG    MACHINE. 

88.  The  first  claim  of  'the  patent  granted  B.  S.  Binney,  as  assignee  of 
E.  W.  Goodale,  September  12,  1865,  which  is  "making  the  side- 
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cutters  with  curved  ends,  substantially  as  and  for  the  purposes 
set  forth,"  is  infringed  by  a  machine  in  which  the  same  effect  is 
produced  by  knives  that  are  curved,  but  of  a  form  different  from 
that  described  in  the  specification-  Union  Paper- Bag  Machiiu 
Co.  v.  Newell.  S&2 

EVARTS—  SAWING-MACHINE. 

89.  The  third  claim  of  the  patent  granted  H.  H.  Evarts,  October  1, 
1854,  for  "  improvement  in  shingle-machines,"  which  is,  "  present- 
ing the  sides  of  the  fibers  of  the  wood  to  the  action  of  the  saws 
in  the  sawing  of  shingles  or  equivalent  articles,  for  the  purpose 
of  giving  them  smoother  surfaces  than  can  be  produced  by  the 
usual  mode  of  sawing,"  if  construed  literally,  asserts  a  right  to  a 
result,  and  can  not  be  sustained.     Evarts  v.  Ford.  587 

90.  Construed  as  a  claim  for  the  mechanism  by  which  the  result  is 
effected,  it  may  be  sustained.     lb.  5§7 

POTTER — BUTTONS. 

91.  Patent  for  improvement  in  devices  for  attaching  the  shanks  to 
mineral  and  composition  buttons,  granted  Charles  L  Potter,  De- 
cember 13,  1870,  construed.    Potter  v.  Thayer ••  603 

92.  The  object  of  Potter's  invention  was  to  obviate  the  difficulty  which 
had  been  experienced  in  attaching  shanks  to  the  heads,  so  as  to 
prevent  their  becoming  loosened  by  the  operation  of  screwing  in 
and  out  the  button.     lb.  603 

• 

TOMLINSON — FILE-MACHINE. 

93.  In  the  operation  of  the  Tomlinson  file-machine,  the  gauge-bar  is 
not  moved  forward  or  retracted  by  the  extensible  vibrating  levers 
in  the  same  manner  as  the  type-bed  is  in  complainant's  press. 
Child  v.  Boston  and  Fairhaven  Iron  Works-  606 

94.  The  organization  of  the  file-machine,  perfectly  adapted  to  its  pur- 
pose and  object  of  presenting  the  blanks  of  metal  in  a  proper  po- 
sition and  at  a  suitable  time  to  the  rolls,  without  reference  to 
regularity  or  uniformity  of  movement  during  its  travel,  provided 
the  gauge  presented  the  blank  at  the  proper  time  to  the  rolls, 
would  be  unsuited  to  the  operation  of  a  printing-press,  where*  a 
regular  movement  of  the  type-bed  during  its  progress  is  indis- 
pensable,    lb.  606 

PATENTABILITY. 

1.  Where,  cloth  had  before  been  made  with  cords  of  India  rubber, 
covered  with  weft-threads  only,  the  cords  being  of  variable  sizes, 
and  placed  at  variable  distances  apart,  according  to  the  degree  of 
elasticity  and  other  properties  desired,  and  patentee's  fabric  dif- 
fered from  those  before  made,  by  being  more  tightly  woven,  so 
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that  it  can  be  cut  crosswise,  without  danger  of  the  cords  slipping 
back  or  withdrawing,  and  by  having  the  cords  so  near  together 
that  they  form  a  great  part  of  the  bulk  of  the  cloth,  these  differ- 
ences do  not  constitute  a  patentable  improvement.  Smith  v. 
Nichols.  61 

2.  Vulcanized  rubber  being,  before  the  date  of  plaintiff's  patent,  a 
well-known  substitute  for  the  native  India  rubber  in  many  combi- 
nations, it  is  not  probable  that  he  could  have  supported  a  claim  to 
invention  by  that  substitution.     lb.  61 

3.  Making  a  closer  texture  in  corded  elastic  fabrics  by  the  old  means — 
that  is,  by  drawing  the  weft-threads  tighter  round  the  cords — is  a 
matter  of  construction  only.     lb.  61 

4.  Plaintiff's  improvement  was  due  to  better  materials  and  more 
careful  weaving,  and  did  not  involve  invention.    lb.  61 

5.  If  a  machine,  taken  as  a  whole,  in  its  construction  and  operation, 
is  an  advance  upon  the  state  of  the  art  to  which  it  appertains, 
furnishing  a  better  method  of  performing  a  useful  function  than 
was  before  available,  it  is  not  to  be  discarded  as  destitute  of  pat- 
entable merit.     Seymour  v.  Marsh.  115 

6.  The  mere  change  of  the  location  of  the  parts  of  a  mechanism,  so 
long  as  no  different  or  additional  function  is  performed,  does  not 
make  the  mechanism  patentable.     Dane  v.  Illinois  Manuf.  Co.       124 

7.  Such  change  is  not  aided  by  the  fact  that  one  of  the  parts  thus 
transposed  performs  a  double  function,  if  the  same  device  has  be- 
fore been  used  to  perform  the  same  functions  separately.     lb.  124 

8.  The  making  of  the  adjustable  gauge  not  being  new,  the  new  appli- 
cation of  it  to  a  new  use  is  not  separately  and  independently  pat- 
entable.     Gallahuc  v.  Butterficld.  203 

9.  The  product  of  a  machine  is  not  patentable  on  the  mere  ground 
that  it  makes  an  already  known  article  more  perfectly  than  it  can 

be  made  by  hand.      Wooster  v.  Calhoun.  514 

10.  Improvements  in  degree  or  quality  are  not  the  subject  of  a  patent. 

lb.  514 

11.  If  the  machine-made  ruffle  possessed  greater  beauty,  evenness, 
and  regularity  of  its  plaits  than  the  ruffle  made  by  hand,  it  was 
due  to  the  machinery  by  which  it  was  made,  and  was  simply  a 
difference  in  degree  or  quality,  and  not  patentable.     lb*  514 

12.  He  may  hdve  a  patent  for  the  combination  of  such  tube  with  the 
shaft,  although  united  in  the  same  way  that  other  tubes  and  shafts 
have  been  before  united  for  the  same, purpose,  provided*new  re- 
sults are  obtained.     Forsyth  v.  Clapp.  528 

13.  Two  old  elements  combined  in  an  old  manner,  but  producing  a 
new  result,  are  patentable.     lb.  528 
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14.  A  claim  to  a  result  is  not  in  itself  patentable.  Marsh  v.  Dodge 
and  Stevenson  Manuf.  Co*  562 

15.  A  claim  can  not  be  sustained  which  covers  every  mode  or  means 

by  which  certain  advantages  can  be  secured  in  a  harvester.     lb-     562 

16.  The  mere  location  of  an  old  apparatus  on  a  machine  is  not  pat- 
entable,    lb.  562 

17.  If  such  new  location  produced  a  new  combination  of  devices,  pro- 
ducing a  new  result,  it  is  patentable.     lb.  562 

iS  If  such  change  of  location  requires  new  devices,  and  a  new  and 
useful  result  is  produced,  then  the  location  in  combination  with 
the  devices — the  means  by  which  the  result  is  produced,  not  the 
result  itself — is  patentable.    lb.  562 

19.    Complainant's  combination  was  patentable,  notwithstanding  the         * 
use  of  its  elements  with  a  different  operation  and  different  results, 
in  an  earlier,  though  different  organization.    Child  v.  Boston  and 
Pairhaven  Iron  Works.  606 

See  Construction  of  Patent ',  14 ;  Double  Use,  1 ;  Invention, 
1 1  2,  3,  4,  9;   Utility,  4. 

PATENT  OFFICE  PRACTICE. 

See  Division  of  Patents,  1 ;  Jurisdiction,  1,2. 

PENDENCY  OF  SUIT. 

See  Practice,  24. 

PLEADING. 

i.  Where  the  defendants  do  not  in  their  answer  deny  that  they  have 
been  engaged  in  the  manufacture  and  sale  of  guard-plates,  in 
every  material  particular  of  construction  and  effect  like  the  one 
described  in  complainants'  patent,  but  deny  merely  that  their 
guard- plates  produce  the  effect  of  directing  the  radiant  heat  down- 
ward toward  the  floor,  which  is  claimed  by  complainants  as  a 
peculiar  merit  of  their  patented  guard-plate,  the  complainants 
might  fairly  have  regarded  the  answer  as  admitting  the  fact  of  in- 
fringement.    Stuart  v.  .Shantz.  35 

2.  In  a  suit  in  equity  for  the  infringement  of  a  patent,  it  is  not  nec- 
essary that  the  complainant  should  pray  for  damages  eo  nomine. 
Emerson  v.  Simm,  •  281 

3.  It  is  well  established  that,  under  the  general  prayer  of  the  bill,  for 
such  relief  as  may  bo  agreeable  to  equity,  the  complainants  be- 
came entitled  to  damages  upon  a  decree  being  rendered  in  their 
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favor.    By  the  law,  they  follow  as  one  of  the  results  of  the  decree. 
Id.  281 

4.  Where  suit  is  brought  for  the  infringement  of  several  patents  for 
different  improvements,  not  necessarily  embodied  in  the  construc- 
tion and  operation  of  any  one  machine,  the  bill  must  contain  an 
explicit  averment  that  the  infringing  machines  contain  all  the 
improvements  embraced  in  the  several  patents,  or  it  will  be  bad 

for  multifariousness.     Nellisv.  McLanahan.  286 

5.  The  allegation  that  "  the  same  was  procured  by  fraud,  misrepre- 
sentation, and  in  violation  of  law,"  is  simply  an  allegation  of  a 
conclusion  of  law  from  facts,  which  facts  are  not  pleaded.     Gear 

v.  Grosvettor.  314 

6.  Where  evidence  of  anticipations  not  set  up  in  the  answer  had  been 
taken,  and  a  motion  afterward  made  to  amend  the  answer:  Held, 
that  an  amendment  would  not  make  that  evidence  admissible 
which  was  taken  under  objection  before  the  amendment.    Roberts 

v.  Buck*  325 

7.  Considering  that  the  omission  in  the  answer  was  evidently  by  in- 
advertence of  counsel,  and  that  the  complainant  is  not  taken  by 
surprise,  under  all  the  circumstances  of  the  case,  the  amendment 
is  allowed  upon  terms,  but  defendant  not  allowed  costs  up  to  time 

of  hearing  the  case.    lb.  325 

8.  The  two  defenses,  that  the  patentee  suffered  the  invention  to  be 
in  public  use  and  on  sale  more  than  two  years  before  he  applied 
for  a  patent,  and  that  he  abandoned  the  invention  to  the  public 
before  applying  for  a  patent,  may  be  set  up  in  the  same  answer, 
but  ought  not  to  be  blended  in  the  same  allegation,  as  they  de- 
pend, in  many  respects,  upon  very  different  principles.  Jones  v. 
Sewall.  343 

9.  Although  upon  principle,  a  bill  in  equity  which  did  not  state  par- 
ticulars in  infringement  would  be  demurrable,  yet  the  practice 
of  alleging  generally  that  the  defendant  infringes,  without  speci- 
fying particular  claims  or  particular  devices,  is  now  too  well  set- 
tled to  be  disturbed.     Haven  v.  Brown.  413 

See  Infringement ',  7 ;  Practice,  6,  18,  19. 

'  PRACTICE. 

I.  The  court  will  not  so  far  take  notice  of  parol  agreements  of  coun- 
sel, alleged  to  be  made  out  of  court,  as  to  decide  the  question  of 
comparative  accuracy  of  recollection  or  construction ;  or  to  deter- 
mine the  existence  or  terms  of  an  agreement,  and  whether  the 
court  would  enforce  it  against  the  objection  of  the  opposite  party. 
Especially  is  this  the  case  where  the  agreement  is  alleged  to  have 
been  made  at  the  hearing  before  the  Examiner,  and  where  it  was 
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the  duty  of  counsel  to  have  it  appear  upon  the  same  record  as  the 
objection  of  which  it  is  alleged  to  have  been  a  waiver.  American 
Saddle  Co.  v.  Hogg.  &7 

2.  Under  such  circumstances,  it  is  too  late  for  an  infringer  to  ask  to 
have  the  case  reopened,  to  allow  him  to  interpose  a  defense  not 

set  up  in  his  answer.     lb.  &7 

3.  A  patentee  is  entitled  to  the  presumptions  arising  from  the  grant 
of  his  patent,  and  where  infringers  rely  upon  a  defense  which  at- 
tacks its  validity,  they  should  be  apprised  of  that  defense,  and 
give  the  plaintiff  notice  of  it  before  the  hearing.     lb.  &J 

4.  Where  the  answer  set  forth,  and  counsel  contended,  that  the  facts 
and  law  applicable  to  certain  prior  machines,  as  compared  with 
the  patented  combination,  were  not  properly  presented  to  the 
judges  who  tried  and  decided  former  cases  under  the  patent,  and 
where  some  additional  facts  were  adduced  and  proved,  not  pre- 
sented in  the  other  cases,  the  court  considered  the  whole  testi- 
mony, without  regard  to  any  previous  action  on  the  patent,  as  if 

it  had  never  been  tried  and  adjudicated  upon.    Blake  v.  Raivson*     74 

5.  When,  after  judgment,  a  writ  of  error  has  been  taken  to  the  Su- 
preme Court,  although  the  presumption  is  that  the  judgment  is 
correct,  yet,  when  a  motion  for  an  injunction  is  brought  in 
another  circuit,  the  court  will  consider  the  errors  alleged  to  have 
been  committed  at  the  trial,  and  if  convinced  that  the  case  was 
submitted  to  the  jury  mistakenly — that  there  wa6  radical  error — 
will  disregard  the  judgment.      Wells  v.  Gill.  89 

6.  The  allegation  that  the  defendants  have  constructed  and  built,  and 
are  now  using  trucks  for  locomotives  constructed,  in  accordance 
with  and  containing  and  embodying  the  patented  invention,  does 
not  imply  that  any  of  the  structures  which  are  used  by  the  de- 
fendants were  built  by  them,  or  that  any  "of  the  structures  which 
were  built  by  them  are  used  by  them.  Locomotive  Engine  Safety 
Truck  Co.  v.  Erie  Railway  Co.  187 

7.  Where  the  thing  patented  was  made  in  one  district  and  used  in 
another,  and  the  bill  prays  for  profits  from  both  making  and 
using,  and  for  an  injunction,  plaintiff  may  recover  profits  result- 
ing from  either  making  or  using  within  the  jurisdiction  of  the 
court,  and  obtain  an  injunction  against  making,  using,  and  vend- 
ing within  the  same.     lb.  187 

8.  The  motion  being  overruled,  an  attorney  fee  of  ten  dollars  is  al- 
lowed the  plaintiff.    Hamilton  v.  Ives.  244 

9.  The  commissioner  does  not  possess  the  power  to  grant  a  second 
patent  for  the  same  invention,  in  any  case  nor  under  any  circum- 
stances, without  the  surrender  of  the  first  one  granted  to  the  pat- 
entee.    Jones  v.  Sezvall.  *  $43 

10.   The  patents,  granted  to  Isaac  Winslow,  May  20,  1862,  and  August 
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26,  1862,  are  void,  as  being  for  the  same  invention  described  and 
claimed  in  his  patent  dated  May  13,  1862.     lb-  343 

11.  The  irregular  issuing  of  a  second  patent  for  the  same  invention 
can  not  impfair  the  rights  of  the  patentee  under  the  fir6t  patent,  if 
valid  at  the  time  it  was  granted.     lb.  343 

12.  A  provisional  officer,  who  is  invested  by  law  with  the  functions  of 
the  Commissioner  of  Patents,  is  properly  described  as  commis- 
sioner so  far  as  the  efficacy  of  his  official  acts  is  concerned. 
Dor$ey  Harvester  Revolving- Rake  Co*  v.  Marsh.  387 

13.  In  an  application  for  leave  to  file  a  new  bill,  upon  the  discovery 
of  new  facts,  in   a  case  once  adjudicated,  the  counter-affidavits 
must  be  examined  and  considered  by  the  court.     Blandy  v.  Grif- 
fith. 434 

14.  The  application  for  leave  must  be  made»as  soon  after  the  new  evi- 
dence is  discovered  as  can  reasonably  be  done.     lb.  434 

15.  Cumulative  evidence  upon  a  point  already  adjudicated  is  an  insuf- 
ficient warrant  for  giving  leave  to  file  a  new  bill.     lb.  434 

16.  Where  a  year  and  a  half  elapsed  between  the  discovery  of  the 
alleged  evidence  and  the  filing  of  the  petition  for  leave  to  file  the 
bill :  Held,  that  such  laches  must  be  fatal  to  the  application.     lb.  434 

17.  Where  the  question  of  priority  of  invention  was  put  in  issue  in  . 
the  original  suit,  evidence  of  other  alleged  anticipations  than 
those  set  up  in  that  suit  is  merely  cumulative  evidence  upon  the 
former  issue,  and  the  discovery  of  such  evidence  after  judgment 

is  not  a  ground  for  granting  leave  to  file  a  supplemental  bill.     lb.  434 

18.  The  thirty  days'  notice  of  special  matter  of  defense  in  an  action 
for  infringement  of  a  patent,  required  by  law,  is, thirty  days  prior 

to  the  beginning  of  the  term  of  trial.      Westlake  v.  Cartter.  519 

19.  Such  notice  need  not  specify  the  particular  portion  of  the  patent 

to  which  it  is  designed  to  apply.    lb.  519 

20.  The  first  question  for  the  jury  is,  whether  the  description  and 
specification  of  the  patent  are  in  such  full,  clear,  and  exact  tenns 
as  to  enable  one  skilled  in  the  art  to  construct  the  thing  patented. 

lb.  519 

21.  The  second  question  for  the  jury  is,  whether  the  patent  is  void  for 
want  of  usefulness.     lb.  519 

22.  The  third  question  for  the  jury  is  that  of  novelty.    lb.  519 

23.  The  first,  third,  and  sixth  claims  of  complainant's  patent  construed 

by  the  court.    lb.  519 

24.  The  pendency  of  a  suit  in  Illinois  against  defendant  and  another 
party  is  no  bar  to  the  present  suit,  whatever  operation  a  recovery 
may  have.      Wheeler  v.  McCormick.  551 

See  Bond,  1,  2 ;  Collusion,  1 ;   Construction  of  Patents,  4,  5; 


672  INDEX. 


Presumption. 


Corporation,  4;  Damages,  4,  .5,  6;  Evidence,  5,  10,  11  ; 
Equity,  1 ;  Fraud,  1 ;  Injunction,  6,  7,  8,  9,  io,  12,  13,  14., 
15,  19,  20,  21,  22;  jurisdiction,  5;  Pleadings*  2,  3,  4,  9  ; 
Presumption,  1,  2,  3;  Reissue,  19. 

PRESUMPTION. 

1.  Where  an  act  is  to  be  done,  or  a  patent  granted,  upon  proof  to  be 
laid  before  a  public  officer,  upon  which  he  16  to  decide,  the  fact 
that  he  has  done  the  act,  or  granted  the  patent,  is  prima' facie 
evidence  that  the  proofs  have  been  regularly  made,  and  were  sat- 
isfactory.    Gear  v.  Grosvenor.  3  r4 

2.  No  other  tribunal  is  at  liberty  to  re-examine  or  controvert  the  suf- 
ficiency of  such  proofs,  if  laid  before  him,  when  the  law  has  made 
6uch  officer  the  proper  judge  of  their  competency  and  sufficiency. 

lb.  314 

3.  It  is  not  necessary  that  the  patent  should  contain  any  recitals  that 
the  prerequisites  to  the  grant  of  it  have  been  duly  complied  with, 

for  the  law  makes  the  presumption.     lb.  314 

4.  It  is  well  settled  that  patents  granted  by  a  state  or  the  general  gov- 
ernment are  to  be  taken  as  prima  facie  evidence  that  they  were 
regularly  granted,  and  that  they  import  conformity  to  the  few 
requisitions  of  the  laws  authorizing  their  allowance.  Dorsey 
Harvester  Revolving- Rake  Co.  v.  Marsh.  ♦  387 

5.  The  actual  incumbent  of  a  public  office  is  presumed  to  be  in  the 
lawful  possession  of  it,  and  no  affirmative  proof  of  his  title  is 
required  to  support  his  official  acts.     lb*  387 

6.  The  contingency  upon  which  the  examiner-in-chief  is  authorized 
to  assume  the  duties  of  commissioner  is  primarily  to  be  taken  to 
exist  from  his  actual  discharge  of  these  duties.    lb.  387 

7.  The  patent  is  prima  facie  evidence  that  the  several  grants  of  right 
contained  in  it  are  valid;  that  the  several  things,  methods,  and 
deVices  contained  in  it  are  new;  that  they  were  useful;  that  they 
required  invention;  and  that  they  were  the  invention  of  the  pat- 
entee.    Smith  v.  Woodruff.  476 

8.  This  prima  facie  evidence  must  have  full  effect,  unless  it  is  re- 
futed by  sufficient  countervailing  evidence.     lb.  476 

9.  If  one  paper-file  holds  the  paper  better  than  another,  which  is  pat- 
ented, and  has  driven  it  out  of  the  market,  that  is  prima  facie 
evidence  that  the  mechanism  is  different,  and  is  a  new  invention, 
and  the  use  of  it  does  not  violate  the  patentee'6  monopoly.     lb.      476 

10.  The  patent  having  been  duly  issued,  it  is  presumed  to  be  valid, 
and  whoever  assails  it  must  show  by  competent  evidence  that  it  is 
void.     Westlahe  v.  Cartter.  •  519 

See  Abandonment,  4,  8;  Anticipation,  11 ;  Corporation*  2,  3. 
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■       PRIOR  USE. 

1.  Complainant's  patent  is  not  anticipated  by  the  prior  devices  used 
by  Hutchinson,  as  the  latter  were  not  combined  and  arranged  in 
an  organized  machine.     Eickemeyer  Hat-Blocking-  Machine  Co. 

v.  Pearce.  219 

2.  Complainant's  patent  does  not  cover  the  devices  used  by  Hutchin- 
son, as  these  devices  were  not  combinations  in  an  organized  ma- 
chine, as  contemplated  by  the  second  and  third  claims  of  said 
patent.     lb.  219 

3.  An  elongated  split  ring,  used  for  enabling  trace-chains  to  be  rap- 
idly united  to  the  hames  on  a  harness-collar,  the  trace  being  slip- 
ped side  wise,  in  loop,  into  the  link,  is  wholly  unadapted  to  make 
a  cotton-bale  tie,  and  not  suggestive  of  Cook's  arrangement. 
McComb  v.  Beard.  254 

4.  The  defendant's  refrigerating-room  contains,  in  combination,  the 
three  elements  which  are  found  in  combination  in  the  first  claim 
of  complainant's  patent,  and  also  the  three  elements  found  in 
combination  in  the  second  claim.     Roberts  v.  Ryer.  293 

5.  The  modes  of  operation  of  the  combinations  in  defendant's  room 
are  the  same  as  found  in  the  claims  of  complainant's  patent.     lb.  293 

6.  The  invention  described  in  the  caveat  filed  in  the  Patent  Office, 
by  A.  S.  Lyman,  August  20,  1852,  is  the  same  as  that  described 
and  claimed  by  him  in  letters  patent  issued  MaVch  25,  1856,  and 
contains  everything  claimed  in  complainant's  patent.     lb.  293 

7.  When  the  patentee  proposes  to  show  that  his  invention  is  of  a 
date  prior  to  the  time  of  filing  his  original  application,  he  takes 
upon  himself  the  burden  of  proof,  and  to  maintain  that  theory, 
as  against  another  patented  improvement  of  the  same  construc- 
tion and  mode  of  operation,  he  must  prove  not  only  that  he  made 
his  invention  at  the  period  claimed,  but  that  he  reduced  the  same 

to  practice  as  an  operative  machine.     Jones  v.  Sew  a  11.  343 

8.  Nothing  short  of  proof  that  the  invention  was  on  sale  or  in  pub- 
lic use,  with  the  consent  and  allowance  of  the  inventor,  for  a  pe- 
riod exceeding  two  years  before  his  application,  will  support  a 
defense  under  the  clause  of  the  statute  relating  to  use  and  sale  be- 
fore application.     lb.  •   343 

9.  Uses  or  sales,  without  the  consent  and  allowance  of  the  inventor, 
are  plain  violations  of  his  rights,  and  afford  no  justification  to  a 
subsequent  wrong-doer.     lb.  343 

10.  If  the  sale  or  use  is  without  the  consent  or  allowance  of  the  in- 
ventor, or  if  the  use  is  merely  experimental,  to  ascertain  the  value, 
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utility,  or  success  of  the  invention,  by  putting  it  in  practice,  that 

is  not  such  a  sale  or  use  as  will  deprive  the  inventor  of  his  title.    lb.    343 

11.  Such  acts  of  the  inventor  are  to  be  liberally  construed  as  acts  of 
an  experimental  character,  nor  is  the  inventor  to  be  estopped  by 
allowing  a  few  persons  to  use  his  invention,  to  ascertain  its  util- 
ity, or  by  any  such  acts  of  use  or  indulgence  to  others  to  use  the 
same,  as  are  not  inconsistent  with  the  clear  intention  to  hold  the 
exclusive  privilege,  and  to  secure  the  same  by  letters  patent.     lb.  3+3 

See  Abandonment,  4,  5,  6,  7 ;  Application,  3 ;  Estoppel,  3 ; 
Evidence j  6;  Foreign   Use,  1,  2;  Pleadings,  6,  7,  8. 

PROFITS. 

1.  In  cases  in  which  gains  and  profits  alone  are  to  be  awarded,  when 
the  defendant  has  used  the  infringing  machine  so  unskillfully,  or 
in  a  manner  so  unbusiness-like,  that  he  has  made  no  profit,  the 
complainant  can  recover  none.     Conover  v»  Mers.  506 

2.  But  the  defendant  can  not  prejudice  complainant's  right  to  re- 
cover, by  applying  the  gains  arising  from  the  use  of  an  infringing 
machine,  to  make  up  losses  on  other  branches  of  his  business. 

lb.  506 

3.  It  being  proved,  from  the  evidence  taken  by  the  parties,  that  the 
complainant  i6  entitled  to  recover  eighty  cents  per  cord  of  wood 
split  by  the  defendant  during  the  time  while  defendant  used  the 
endless  chain  and  apparatus  for  automatic  feeding — a  distinguish- 
ing feature  of  complainant's  machine — but  the  time  while  such 
chain  was  used  by  defendant  not  being  clearly  shown,  the  mas- 
ter's report  finding  no  profit,  is  overruled,  and  the  case  referred 
back  for  further  hearing  and  testimony.     lb.  506 

See  Construction  of  Statute,  9;  Damages,  1,  2,  3. 

PROCESS. 

See  Construction  of  Statute,  1,  2;  Design,  2. 

PUBLIC  USE. 

I.    Public  use  of  the  invention,  unless  by  the  patentee  himself,  for 
profit,  or  by  his  consent  and  allowance,  will  not  work  a  forfeiture 
of  his  title,  as  such  forfeiture  is  not  favored,  unless  it  clearly  ap- 
pear that  the  use  was  solely  for  profit,  and  not  for  the  purpose  of  « 
further  improvement  or  experiment,     yones  v.  Sew  all.                      343 
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REISSUE. 

.  Where  a  patentee  has,  in  his  original  patent,  claimed  several  de- 
vices in  combination,  and  the  separate  devices  are  in  fact  new  and 
useful,  and  shown  in  the  original  specifications,  drawings,  or 
model,  he  is  entitled  to  secure  the  exclusive  use  of  each  device 
separately  by  one  or  more  reissues.  Wkteler  v.  Clipper  Mower 
and.  Reaper  Co.  i 

.  Where  a  patentee,  in  his  original  patent,  claims  a  combination  of 
several  devices,  he  may  reissue  and  claim  the  devices  separately, 
if  new  and  useful,  although  the  aggregate  combination  claimed 
in  the  original  patent  was  not,  by  itself,  useful,  or  was  even  im- 
practicable; provided  the  reissue  points  out  how  the  devices,  thus 
separately  claimed,  may  be  reduced  to  practical  use.     lb.  1 

3.  If  it  is  assumed  that,  after  making  his  loom,  the  patentee  discov- 
ered that  the  cloth  made  by  it  was  really  a  new  article,  the  court 
is  not  prepared  to  say  that  he  might  not  by  a  reissue  enlarge  his 
claims  to  cover  the  new  article.     Smith  v.  Nichols.  61 

4.  The  Commissioner  of  Patents,  in  granting  a  reissue,  determines 
that  what  is  claimed  therein  was  a  part  of  the  original  invention, 

or  included  in  it.     Wells  v.  Gill.  89 

5.  His  decision  is  not  absolutely  conclusive  in  all  cases,  but  it  is  set- 
tled that  it  is  not  re-examinable  in  the  circuit  court,  unless  it  is 
apparent,  upon  the  face  of  the  patent,  that  he  has  exceeded  his 
authority ;  unless  there  is  such  a  departure  of  the  new  from  the 
old  patent,  that  it  must  be  held,  as  a  matter  of  legal  construction, 
that  the  new  patent  is  for  a  different  invention.    lb.  89 

6.  The  rule  for  determining  the  validity  of  a  reissued  patent  restricts 
the  inquiry  to  a  comparison  of  the  terms  and  import  of  the  orig- 
inal  and  reissued  letters,  and  a  consideration  of  the  Patent  Office 
drawings  and  model.  If,  from  these,  it  results  that  the  invention 
claimed  in  the  reissue  is  substantially  described  or  indicated  in 
the  original  specification,  drawing,  or  model,  the  very  case  for 
which  the  act  of  Congress  was  intended  to  provide  is  shown  to 
exist,  and  any  change  in  the  description  or  claims,  which  is  nec- 
essary to  effectuate  the  invention,  is  within  its  sanction.    Seymour 

v.  Marsh.  115 

7.  Under  the  rule  laid  down  by  the  Supreme  Court,  in  Seymour  v. 
Osborn,  if  the  inventions  claimed  in  the  reissue  were  suggested  or 
substantially  indicated  in  the  original  specification,  it  is  clear  that 
the  specification  of  the  reissue  may  be  amended  so  as  to  fully  de- 
scribe them,  and  the  claims  enlarged  so  as  distinctly  to  embrace 
them.     lb.  115 

8.  It  is  no  objection  to  the  validity  of  reissues  that  their  claims  are 
broader  than  those  of  the  original  patents.     lb.  115 
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•9.  The  allegation  of  want  of  novelty  can  not  avail  the  defendants 
unless  it  reaches  back  to  the  date  of  the  original  patent,  and  is 
founded  upon  proof  that  the  invention  then  indicated  was  not 
novel.  It  certaiAly  can  not  be  invoked  against  the  authority  of 
the  commissioner  to  allow  an  amended  specification,  and  to  grant 
a  reissued  patent  upon  it  And  upon  this  ground  alone  can  a  re- 
issue be  adjudged  to  be  ultra  vires.     lb.  115 

10.  The  question,  whether  the  reissued  patent,  if  construed  so  as  to 
embrace  anything  except  the  special  and  specific  arrangement 
described  and  shown  in  the  original  patent,  with  its  specification, 
drawings,  and  model,  can  be  sustained,  is  not,  upon  the  facts  in 
this  case,  concluded  by  the  decision  of  the  Supreme  Court  in  the 
case  of  Whitely  v.  Kirby,  11  Wall.  678.  Kirby  v.  Dodge  and 
Stevenson  Manuf.  Co.  4  156 

11.  Removing  the  bolt  described  in  the  original  patent,  and  which 
secured  the  ends  of  the  wheel-frame,  permitted  the  cutter-frame 
to  undulate  as  the  unevenness  of  the  ground  might  make  desira- 
ble, and  was  tantamount  to  adding  another  device  to  the  ma- 
chine,   lb.  156 

12.  In  fact,  the  patentee,  when  the  patent  was  granted,  had  made  no 
invention  which  permitted  the  cutters  to  vibrate,  so  as  to  follow 
the  undulations  of  the  ground  when  in  use,  and  showed  no  such 
invention  or  device  in  his  original  specification,  drawings,  or 
model ;  and  in  so  far  as  the  reissue  claims  to  secure  such  a  device, 

it  is  invalid.     7$.  156 

13.  The  claims  of  the  reissue  relate  to  entirely  different  and  distinct 
parts  of  the  machine  from  those  of  the  original.     lb.  156 

14.  The  reissue  was  an  attempt  to  extend  the  original  over  a  feature 
in  harvesting-machines  which  it  did  not  embrace,  and  which  the 
patentee  had  in  nowise  conceived  when  he  obtained  his  patent. 

lb.  156 

15.  Where  the  patentee  has,  in  his  original  patent,  a  weight  co-oper- 
ating with  a  spring,  to  give  greater  efficiency  to  it,- there  is  no 
sound  objection  to  allowing  him,  in  a  reissue,  to  claim  the  action 

of  the  spring  alone.     Gallahue  v.  Butterfield.  203 

16.  A  patentee,  whose  devices  are^new,  is  at  liberty  to  claim  each  by 
way  of  reissue,  although  he  may  have  represented  and  claimed    . 
them  originally  as  acting  conjointly.     lb.  203 

17.  No  presumption  arises  from  the  fact  that  claims  made  in  a  reis- 
sued patent  are  not  found  in  the  original,  that  such  claims  were 
not  intended  to  be  made  in  the  original.  Eickemeyer  Hat- Block- 
ing Machine  Co.  v.  Pearce.  219 

18.  It  is  entirely  within  the  scope  and  purpose  of  a  reissue  to  sustain, 
a  more  full  statement  than  the  specification  of  the  original  did,  of 
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the  state,  of  the  art,  of  the  nature  of  the  improvements  developed 
in  the  patentee's  arrangement,  and  of  the  advantages  secured  by 
the  use  of  such  improvement.  Robertson  v.  Secombe  Manuf. 
Co.  >  '     ♦  268 

19.  The  introduction  of  a  comma  into  the  reissued  specification,  in  a 
sentence  formed  in  the  original  specification,  and  alleged  to  be  an 
interpolation  for  the  purpose  of  introducing  a  new  idea,  held  to 

be  accidental  and  a  clerical  error.    lb.  268 

20.  Where  the  original  patent  has  been  surrendered  and  canceled,  all 
rights  under  it  have  ceased,  except  as  they  are  secured  by  the  re- 
issued patent.     Brown  v.  Hinkley\  '  370 

21-  The  combination  covered  by  division  2?,  was  not  covered  by  the 
original  patent,  and  the  complainant's  rights  and  remedies  as  to 
it  date  only  from  the  date  of  the  reissue.  As  to  it,  complainant  is 
in  no  better  position  than  if  the  reissue  was  an  original  patent 
instead.    lb.  370 

22.  A  reissued  patent  can  not  be  allowed  for  an  invention  different 
from  the  one  of  which  the  original  patent  is  the  basis.  Dorsey 
Harvester  Revolving-Rake  Co.  v.  Marsh.  387 

23.  But  any  feature  of  an  invention  which  is  actually  a  part  of  it,  that 
was  only  suggested  or  indicated  in  the  specification  or  drawings, 
maybe  distinctly  described  in  a  reissued  specification,  and  be  pro- 
tected by  a  reissued  patent.     lb.  387 

24.  The  claims  of  a  reissue  may  be  restricted  or  enlarged  to  cover  the 
real  invention.     lb.  •  3S7 

25.  It  is  no  objection  to  a  renewed  patent  that  part  of  the  original 

.   patent  is  omitted.     7J.  387 

26.  Where  four  drawings,  which  did  not  appear  in  the  original  pat- 
ent, were  inserted  in  the  reissue:  Held,  that  as  the  forms  shown 
were  clearly  indicated  by  the  original  specification,  tBey  were 
legally  added  to  the  drawings  of  the  reissue.  Union  Paper-Bag 
Co.  v.  Nixon.  402 

27.  When  the  commissioner  grants  a  reissue,  the  courts  must  assume 

■ 

that  he  has  examined  and  found  that  all  the  necessary  conditions 
existed  which  authorized  him  to  jferform  the  act,  and  that  the 
invention  described  in  the  reissued  letters  patent  is  the  same  as 
the  invention  claimed  in  the  original  letters  patent.  American 
Nicohon  Pavement  Co.  v.  City  of  Elizabeth.  424  . 

29.  As  the  two  forms  of  pavement  described  in  Nicolson's  letters  pat- 
ent are  related  to  a  like  subject,  and  in  their  nature  are  connected 
together,  and  as  the  elements  necessary  for  the  construction  of 
the  one  are  substantially  used  in  the  other,  no  objections  can  be 
properly  raised  because  both  forms  are  included  in  the  one  pat- 
ent    lb.  424 
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30.  Where  the  patentee,  when  he  applied  for  his  patent,  evidently 
attached  more  importance  to  one  form  of  his  invention  than  ttie 
other,  but  afterward  changed  his  opinion  and  reissued,  layii%g 
more  stress  on  the  second  form,  such  modification  of  opinion  on 
his  part  does  not  disturb  the  fact  that  both  forms  were  described, 
though  imperfectly,  in  his  first  specifications.    lb.  424 

31.  Although  a  reissued  patent  may  have  claims  so  broad  as  to  cover 
a  defendant's  device,  yet  the  court  will  look  beyond  the  claims, 
into  the  body  of  the  specification  of  both  the  original  and  reis- 
sued patents,  and  ascertain  whether  there  is  any  invention  to 
support  the  claim.     Forsyth  v.<2laf>p.  52^ 

32.  A  party  can  not,  by  the  surrender  of  a  patent  and  the  reissue  of 
it,  obtain  an  exclusive  right  to  devices  not  shown  or  claimed  in 
the  specification,  drawings,  or  model  of  the  original.     Aultmam 
v.Holley.  534 

33.  The  object  of  a  reissue  is  to  permit  the  patentee  to  correct  or  per- 
fect a  defective  or  insufficient  specification,  including  the  claim 
which  the  patentee  makes  to  the  devices.     lb.  534 

34.  A  reissue  is  not  to  be  tested  by  the  mere  language  of  the  original 
specification,  for  it  proceeds  upon  the  ground  that  such  language 

is  defective  and  insufficient.     lb.  534 

35.  The  reissue  itself  is  presumptive  evidence  of  the  facts  justifying 

it.     lb.  534 

36.  In  a  reissue,  essays  eulogistic  of  the  utility  of. the  device,  and 
assertions  of  capacity,  are  immaterial  and  useless.     lb.  534 

37.  If  fraudulently  inserted  to  mislead,  and  if  they  operate  to  deceive 
others,  in  regard  to  the  construction  of  the  thing  claimed,  they 
may  render  a  reissue  void  on  that  ground.     lb.  534 

38.  The  reissues  of  the  Sylla  &  Adams  patent,  showing  a  finger-bar, 
free  to  vibrate  at  either  end,  to  conform  to  the  undulations  of  the 
ground,  and  the  specification  and  drawings  of  the  original  show- 
ing only  a  finger-bar,  the  whole  of  which  vibrated  perpendicu- 
larly, and  these  parts  of  the  Patent  Office  model  being  broken 
and  missing; — in  view  of  the  necessity  of  the  feature  and  of  evi- 
dence that,  before  the  model  was  filed,  such  necessity  was  under- 
stood by  the  inventors  and  acted  on,  and  of  the  fact  that  the 
Patent  Office  granted  the  reissues  after  referring  to  the  model,  on 
a  question  being  raised  before  it  on  that  point :  Held,  that  it  was 
sufficiently  proved  that  the  model  showed  a  finger-bar  free  to 
vibrate  at  either  end,  and  that  the  reissues  were  for  the  same  in- 
vention as  the  original  patent.     lb.  534 

39.  If  the  reissued  patent  does  not,  upon  the  face  of  the  patent,  era- 
brace  anything  not  substantially  described  or  suggested  in  the 
original,  the  reissue  is  valid.      Wells  v.  Gill.  574 
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See  Construction  of  Patents,  10,  16 ;  Division  of  Patents, 
2i  3>  4 1  Evidence,  3 ;  yurisdiction,  5 ;  Particular  Pat- 
ents, 24. 

RELEASE. 

Whatever  may  be  the  effect  at  law  of  releasing  one  of  two  or  more 
joint  tort  feasors,  where  the  release  is  not  under  seal,  in  equity 
such  a  release  should  not  be  extended  beyond  the  intent  of  the 
parties.     Ingels  v.  Mast.  415 

SALE. 

Sales  maybe  made  by  the  patentee  with  or  without  conditions; 
but  where  the  sale  is  absolute,  the  purchaser  may  continue  to  use 
the  implement  or  machine  until  it  is  worn  out,  or  he  may  repair 
it  or  improve  upon  it,  as  he  pleases,  in  the  same  manner  as  if 
dealing  with  property  of  any  other  kind.      Mitchell  v.  Hawley.      331 

See  Franchise,  1,  2,  3,  4. 


SPECIFICATION. 

i.  Where  a  specification  by  ambiguity,  and  a  needless  multiplicatioVi 
of  nebulous  claims,  is  calculated  to  deceive  and  mislead  the  pub- 
lic, the  patent  is  void.     Carlton  v.  Bokee.  40 

2.  Patentable  inventions  may  consist  entirely  in  a  new  combination 
of  old  ingredients,  whereby  a  new  and  useful  result  is  obtained, 
and  in  such  cases  the  description  of  the  invention  is  sufficient,  if 
the  ingredients  are  named,  the  mode  of  operation  given,  and  the 
new  and  useful  result  is  pointed  out,  so  that  those  skilled  in  the 
art,  and  the  public,  may  know  the  nature  and  extent  of  the  claim, 
and  what  the  parts  are  which  co-operate  to  produce  the  described 
new  and  useful  result,     Rees  v.  Gould.  106 

3.  The  description  in  the  specifications  of  Winslow's  first  two  patents 
constitutes  a  full  compliance  with  the  acts  of  Congress  in  that 
behalf     Jones  v.  Sew  all.  343 

4..  Absolute  precision  is  not  required  in  a  specification.  It  is  suffi- 
cient if  a  mechanic  skilled  in  the  art  to  which  the  invention  per- 
tains, not  simply  an  ordinary  mechanic,  can,  from  the  specification 
and  drawings,  construct  and  use  the  invention  described.  Dorsey 
Harvester  Revolving-Rake  Co.  v.  Marsh.  387 

5.  A  patent  is  not  invalid  because  the  specification  does  not  describe 
such  parts  as  practical  use  would  at  once  suggest  as  necessary  to 
render  the  machine  efficient;  nor  because  it  does  not  mention  a 
cam  which  is  indispensable  in  the  machine,  when  from  the  recip- 
rocating motion  required,  and  exactly  described,  an  intelligent 
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mechanic  would  at  once  properly  locate  this  cam.     Union  Pa£er~ 
Bag  Co.  v.  Nixon.  402 

See  Construction  of  Patents,  30 ;  Practice^  20.        * 

USE. 

1.  It  is  not  necessary,  in  order  to  give  validity  to  a  patent,  that  the 
patentee  should  reduce  the  invention  to  practical  use  before  the 
patent  is  obtained.      W&eeler  v.  Clipper  Mower  and  Reaper  Co.        1 

2.  It  is  sufficient  if  he  has  perfected  his  invention,  and  is  able  to  fur- 
nish  to  the  Patent  Office  such  specifications  and  model  as  the  law 
requires.     lb.  * 

3.  After  the  patent  has  been  granted,  the  patentee  is  not  bound  to 
construct  the  patented*  device,  in  order  to  preserve  his  patent.    lb.         1 

UTILITY. 

1.  The  right  of  the  patentee  to  protection  is  not  to  be  tested  by  the 
.  question,  whether,  in  a  state  of  the  arts,  subsequent  to  his  patent, 

his  invention,  without  improvement,  would  be  deemed  of  any 
value.      Wheeler  v.  Clipper  Mower  and  Reaper  Co.  1 

2.  A  machine  can  not  be  pronounced  useless  or  impracticable  be- 
cause it  is  susceptible  of  improvement.     lb.  z 

3.  The  utility  of  complainants'  invention  seems  to  be  demonstrated 
by  the  fact  that  its  manufacture  in  large  numbers  was  justified  by 
the  public  recognition  of  its  merits.     Stuart  v.  Skantz.  35 

4.  The  utility,  and  hence  patentability,  of  the  new  combination  is 
shown  by  the  extensive  demand  for  and  use  of  articles  containing 
the  combined  features.     Robertson  v.  Secombe  Manuf.  Co.  268 

5.  The  defendants  not  permitted  to  deny  the  utility  of  complainants' 
invention,  when  they  themselves  have  made,  sold,  and  introduced 
into  U6e  large  numbers  of  the  articles  containing  the  combination 
of  devices  set  forth  in  complainant's  patent,  and  arranged  in  the 
manner  described  by  the  plaintiff  in  the  specification  of  his  pat- 
ent.    Robertson  v.  Garrett.  278 

6.  The  good  faith  of  the  defense  questioned  in  view  of  the  statement 
in  a  circular  issued  by  them  that  the  arrangement  of  dates  on  re- 
volving cylinders  was  "  an  improvement  that  revolutionized  the 
use  of  stamps."    lb.  278 

7.  No  particular  amount  of  utility  is  required  to  render  an  invention 
patentable,  but  there  must  be  some.  Bliss  v.  City  of  Brook- 
lyn.  289 

8.  Where  the  invention  is  shown  to  be  worthless,  the  ^patent  must 
fail.     lb.  289 
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